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STATEMENT OF COUNSEL 

Based on my professional judgment, I believe the Panel’s decision is 

contrary to this Court’s precedent with respect to reversing the PTAB, and finding 

an abuse of discretion in determining a patent claim to be not unpatentable, where 

the petitioner failed to address a claim limitation—in any manner—in its petition 

for inter partes review as required by: 

 35 U.S.C. § 312(a)(3); and 

 Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd., 821 F.3d 1359 
(Fed. Cir. 2016). 

Based on my professional judgment, I believe the Panel’s decision is 

contrary to this Court’s precedent with respect to reversing the PTAB, and finding 

an abuse of discretion in determining a patent claim to be not unpatentable, where 

the petitioner did not prove—or even argue—that a claim limitation is materially 

different from limitations found in other claims and discussed elsewhere in the 

petition for inter partes review as contrary to: 

 Netflix, Inc. v. DivX, LLC, 84 F.4th 1371 (Fed. Cir. 2023); and 

 35 U.S.C. § 312(a)(3). 

Based on my professional judgment, I believe the Panel’s decision is 

contrary to this Court’s precedent with respect to reversing the PTAB, and finding 

an abuse of discretion in determining a patent claim to be not unpatentable, where 

the petitioner failed to meet its burden in its petition for inter partes review, to 
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vii 

present a clear argument and identify with particularity the evidence that supports 

the grounds for the challenge to each claim as required by: 

 Netflix, Inc. v. DivX, LLC, 84 F.4th 1371 (Fed. Cir. 2023); 

 35 U.S.C. § 312(a)(3); and 

 Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd., 821 F.3d 1359 
(Fed. Cir. 2016). 

Based on my professional judgment, I believe the Panel’s decision is 

contrary to this Court’s precedent as it does not apply the unrebutted presumption 

that different claim terms are presumed to have different meanings as required by: 

 CAE Screenplates Inc. v. Heinrich Fiedler GmbH & Co. KG, 224 F.3d 
1308 (Fed. Cir. 2000). 

Based on my professional judgment, I believe the Panel’s decision is 

contrary to this Court’s precedent as it shifts the burden to the patent owner to 

prove that different claim terms have different meanings and excuses the failure of 

the petitioner below to rebut the presumption contrary to: 

 CAE Screenplates Inc. v. Heinrich Fiedler GmbH & Co. KG, 224 F.3d 
1308 (Fed. Cir. 2000); and 

 Netflix, Inc. v. DivX, LLC, 84 F.4th 1371 (Fed. Cir. 2023). 

Based on my professional judgment, I believe the Panel’s decision is 

contrary to this Court’s precedent as it allowed the petitioner below to present 

forfeited arguments not raised to the PTAB in its petition for inter partes review for 

the first time on appeal as contrary to: 
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INTRODUCTION AND STATEMENT OF THE CASE 

Power2B requests panel or en banc rehearing with respect to the majority’s 

decision to reverse the Board’s finding that Samsung failed to prove the 

unpatentability of claim 20 of the ’364 patent. As the dissent correctly notes, and 

as was found by the Board, “Samsung failed to address, in any manner, a limitation 

unique to claim 20, a failing Samsung candidly acknowledges and one [the Court] 

should not permit to be corrected on appeal.” Dissent-in-Part at 2. 

The subject claim 20 is as follows: 

A method for making an electronic input device according to claim 
17, the method further comprising detecting thresholds of intensity of 
the electromagnetic radiation pattern on the input area, and generating 
control signals by the input circuitry. 

Appx170. The claim can be broken down into two separate and distinct 

parts, namely i) detecting thresholds of intensity; and ii) generating control signals. 

The section of Samsung’s petition that discusses claim 20 of the ’364 patent 

does not address the “generating control signals” limitation that is exclusive to 

claim 20, and not found in any other claim, including independent claim 17, from 

which claim 20 depends. See Appx5474-76. Notably, the “generating control 

signals” limitation is not found in the other claims that Samsung grouped together 

in its petition, i.e. claims 6, 7, and 13. Appx5474-77. 

Samsung’s failure to address this claim element was also pointed out by 

Power2B in its patent owner response. Appx7527. Yet, Samsung still never 
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addressed the limitation before the Board. Dissent-in-Part at 3-4 (citing Oral Arg. 

at 29:38-30:10). 

In addition to not directly addressing the “control signals” limitation of 

claim 20 in its petition, before the Board Samsung did not argue that the limitation 

is the same as, or not different from, the “output indication” limitation of claim 13. 

Samsung also admitted this deficiency on the record. Dissent-in-Part at 3 (citing 

Oral Arg. at 29:16-23). Nonetheless, the Court found that the “output indication” 

limitation of claim 13—which claim 20 has no dependency to—is not materially 

different from the “control signals” limitation of claim 20, and that in addressing 

claim 13 Samsung thus implicitly addressed it. 

So, even though Samsung did not raise these arguments until appeal, the 

Court still found the Board abused its discretion by not considering them. This is 

counter to this Court’s precedent and undermines the specific statutory requirement 

that a petitioner must identify “with particularity” the “evidence that that supports 

the grounds for the challenge to each claim” in the initial petition. See 35 U.S.C. § 

312(a)(3) (emphasis added). 

The Board was correct to find that Samsung did not meet its burden to 

address where “‘generating controls signals by the input circuitry’ is taught in [the 

alleged] Bird, Ishii, or Geva [references], or by their combination” and that 

Samsung’s “petition is deficient as to claim 20 for this ground.” See Appx145 
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(citation omitted). Accordingly, Power2B requests reversal of the majority’s 

decision to revers the Board’s determination that claim 20 of the ’364 patent is 

unpatentable and/or affirmance of the Board’s determination that claim 20 of the 

’364 patent was not shown to be unpatentable. 

ARGUMENT 

1. Samsung’s petition was deficient and the Board did not abuse its 
discretion in concluding that Samsung failed to meet its burden to show 
that claim 20 of the ’364 patent is unpatentable. 

A. Samsung did not address the “control signals” limitation of claim 
20 in its petition. 

Claim 20 provides: 

A method for making an electronic input device according to claim 
17, the method further comprising detecting thresholds of intensity of 
the electromagnetic radiation pattern on the input area, and generating 
control signals by the input circuitry. 

Appx170 at col. 10, ll. 20-24. The claim thus sets forth two steps, namely i) 

detecting thresholds of intensity, and ii) generating control signals. 

The section of Samsung’s petition that discusses claim 20 of the ’364 patent 

does not address the “generating control signals” limitation that is only found in 

claim 20. See Appx5475-77. Notably, the “generating control signals” limitation is 

not found in the other claims Samsung grouped together in its petition, i.e. claims 

6, 7, and 13. Appx5475-77. 

In its discussion of claim 20 in the petition, Samsung only addresses the 

“detecting thresholds of intensity” limitation. Appx5475-77. This makes sense, as 
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this limitation is common across the grouped claims 6, 7, 13 and 20, while the 

“generating control signals” limitation is only found in claim 20. 

Samsung’s failure to address this claim element was also pointed out by 

Power2B in its patent owner response. Appx7527. Even though it was fully aware 

of this deficiency, Samsung still never addressed the limitation before the Board. 

Dissent-in-Part at 3-4 (citing Oral Arg. at 29:38-30:10). 

B. Samsung did not prove—or even argue—that the “generating 
control signals” limitation is immaterially different from the 
“output indication” limitation of claim 13. 

Despite the deficiencies in Samsung’s petition, the Court nonetheless found 

that the “output indication” limitation of claim 13—which claim 20 has no 

dependency to—is not materially different from the “control signals” limitation of 

claim 20, and that in addressing claim 13 Samsung thus implicitly addressed it. But 

in addition to not directly addressing the “control signals” limitation of claim 20 in 

its petition, Samsung did not argue that the limitation is the same as, or not 

different from, the “output indication” limitation of claim 13 before the Board 

either. 

Samsung admitted this deficiency on the record Dissent-in-Part at 3 (citing 

Oral Arg. at 29:16-23.) This alone mandates a finding that Samsung did not meet 

its burden and that the Board was correct in its findings as to claim 20 of the ’364 

patent. 

Case: 23-2184      Document: 90     Page: 12     Filed: 06/18/2025



 

5 

A closer look at the applicable claim language further demonstrates the 

Court’s conclusion “that claim 20’s ‘control signals’ limitation does not materially 

differ from claim 13’s ‘output indication’ limitation and that Samsung thus 

properly argued the unpatentability of claim 20 in this respect” is incorrect. See 

Maj. Op. at 10. The “control signals” recited in claim 20 are “generated” by the 

“input circuitry.” Appx170 at col. 10, ll. 23-24 (emphasis added) (“generating 

control signals by the input circuitry”). On the other hand, the “output indication” 

recited in claim 13 is “provide[d]” by a “sensor array.” Appx170 at col. 8, l. 67-

col. 9, l. 1 (emphasis added) (“the sensor array is operative to . . . provide an output 

indication).1 The words “provide” and “ 

If two separate and distinct claim elements, found in separate and distinct 

claims with no dependency between them, are provided/generated by two totally 

different hardware elements, it is hard to understand how the Board abused its 

discretion in not equating them to invalidate claim 20. It is certainly not self-

evident that they are materially different, and Samsung provides no arguments or 

any evidence to support the Court’s finding that the “output indication” of claim 13 

 
1Claim 10—from which claim 13 depends—recites “input circuitry.” Appx169 at 
col. 8, l. 52. Likewise, claim 17—from which claim 20 directly depends—recites a 
“sensor array.” Appx170 at col. 9, l. 20. Therefore, because both claims include 
“input circuitry” and “sensor array” elements there can be no sustainable argument 
that the “input circuitry” that “generates” the “control signals” in claim 20 is the 
same as the “sensor array” that “provide[s]” the “output indication” in clam 13. 
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is not materially different than the “control signals” of claim 20. See Dissent-in-

Part at 6. 

Further, the Court cites to the recital in claim 10 setting forth an “output 

indication” includes “position, and at least two of orientation shape, and size of the 

electromagnetic radiation pattern” to support its conclusion that “‘[c]ontrol signals’ 

. . . control the data displayed on the device, and ‘output indications’ . . . do the 

same.” Maj. Op. at 13-14. Importantly, claim 17—from which claim 20 depends—

includes this same limitation. Appx170 at col. 9, ll. 26-28. But the “output 

indication” in claim 17 is received by the input circuitry, while the “control 

signals” in claim 20 are generated by the same input circuitry after receipt of the 

“output indication.” Appx170 at col. 10, ll. 4-5; col. 10, ll. 23-24. 

Simply put, these elements must be materially different, as dictated by their 

temporal and operational relationship to claim 20 as a whole. And again, 

Samsung’s petition did not argue, let alone set forth evidence to prove, how these 

elements do not materially differ. 

In sum, Samsung did not carry its burden in its petition, as it did not address 

the “control signals” limitation of claim 20 of the ’364 patent. The Board did not 

abuse its discretion in finding that Samsung failed to prove the unpatentability of 

claim 20, and the Court’s reversal of the Board’s decision should itself be reversed 

in favor of claim 20’s patentability. 
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2. The Court erred in not applying the unrebutted presumption that 
different claim terms are presumed to have different meanings 

Different claim terms are presumed to have different meanings.  CAE 

Screenplates Inc. v. Heinrich Fiedler GmbH & Co. KG, 224 F.3d 1308 (Fed. Cir. 

2000). Power2B had no burden to prove the “output indication” and “control 

signal” claim terms are materially different as argued by Samsung. As the 

petitioner, Samsung bore the burden to rebut the presumption. It did not do so. As 

such, the Court should not have independently concluded that these terms do not 

materially differ.  In doing so, the Court shifted the burden to Power2B. This itself 

was error. The Board did not err in concluding that Samsung did not show claim 

20 to be unpatentable on this basis. 

3. The Court erred in allowing Samsung to present forfeited arguments not 
raised in its petition for the first time on appeal. 

Even though Samsung never raised its arguments that the “generating 

control signals” limitation is not materially different from the limitation of another 

claim found unpatentable until appeal, the Court still found the Board abused its 

discretion in not considering them. This is counter to this Court’s precedent and 

undermines the specific statutory requirement that a petitioner must identify “with 

particularity” the “evidence that that supports the grounds for the challenge to each 

claim” in the initial petition. See 35 U.S.C. § 312(a)(3) (emphasis added). 

By not making its arguments to the Board, Samsung forfeited its 
opportunity to make them to [this Court]. There is no reason to excuse 
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Samsung’s forfeiture, and neither Samsung not the majority suggests 
one. The Board did not abuse its discretion. And Power2B should not 
be deprived of its property right. 

Dissent-in-Part at 7 (citation omitted). 

CONCLUSION 

For the foregoing reasons, Power2B requests that the Court grant this 

petition for rehearing to reverse the Court’s majority’s decision reversing the 

Board’s determination that claim 20 of the ’364 patent was shown to be 

unpatentable, and affirm the Board’s determination that claim 20 of the ’364 patent 

was not shown to be unpatentable. 

June 18, 2025 Respectfully submitted, 

/s/Jason A. Wietjes 
Adam P. Daniels 
POLSINELLI LLP 
2049 Century Park E., Ste. 2900 
Los Angeles, CA 90067 
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Jason A. Wietjes 
POLSINELLI PC 
2950 N. Harwood St., Ste. 2100 
Dallas, TX 75201 
(214) 397-0030 
 
Mark T. Deming 
POLSINELLI PC 
150 N. Riverside Plz., Ste. 3000 
Chicago, IL 60606 
(312) 873-3625 
 
Counsel for Appellant Power2B, Inc. 
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