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STATEMENT OF COUNSEL REQUIRED FOR EN BANC REQUEST 

Based on my professional judgment, I believe this appeal requires an answer 

to one or more precedent-setting questions of exceptional importance:  

Can a district court consider and rule on a motion for summary judgment of 

invalidity and issue an alternate ruling after first ruling that the plaintiffs lacked 

Article III standing - - which could not be cured? 

Dated:  April 10, 2025   /s/ Ray L. Weber 
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 Now come Plaintiffs-Appellants and Petition the Court under F.R.A.P. 40(a) 

for a rehearing and a rehearing en banc.  

I. The grounds for the Petition for Rehearing is that the Panel 
overlooked or misapprehended  points of law or material facts as set 
forth with particularity below when deciding the appeal: 

 
A. The Panel misapprehended the Patent License Agreement (“PLA”) as 

being insufficient evidence that Spota gave exclusive exclusionary 
rights back to Lowe after his assignment of the ‘664 Patent to Spota. 

 
1. Overlooked Supporting Case Law:  Greenfield v. Philles Records, 98 

N.Y.2d 562 (2002), N.Y. Slip Op. 07324, 780 N.E.2d 166 (C.A. N.Y. 2002); Enzo 

APA & Son, Inc. v. Geapag A.G., 134 F.3d 1090 (Fed. Cir. 1998); WiAV Solutions, 

LLC v. Motorola, Inc., 631 F.3d 1257 (Fed. Cir. 2010); Lone Star Silicon Innovations 

LLC v. Nanya Tech. Corp., 925 F.3d 1225 (Fed. Cir. 2019); and Celotex Corp. v. 

Catrett, 477 U.S. 317, 106 S.Ct. 2548, 91 L.Ed. 2d 265 (1966). 

2. Supporting Legal Argument:  The PLA requires that it be interpreted 

under the laws of the United States of America and the State of New York. 

(Appx1813, Section 5.7).  Under New York law, “[A] written agreement that is 

complete, clear and unambiguous on its face must be enforced according to the plain 

meaning of its terms.”  Greenfield, 98 N.Y.2d at 569.   

The Patent License Agreement (“PLA”) is a writing signed by Lowe as 

Manager of Spota and non-party InSite DE expressly stating that as of the date of its 
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execution , Lowe, not just Spota, retained (i.e., continued to possess) certain 

exclusive rights:  

Article II, Section 2.3:  Company’s Express Reservation of Rights.  [InSite 
DE] acknowledges and agrees that   …Lowe as owner, and [Spota] as the 
exclusive licensee, of the Licensed Patents prior to the Effective Date, retain 
the exclusive rights to elect to maintain, control, and settle the ShieldMark 
Litigation… Lowe and [Spota] also retain the exclusive rights to enforce 
the Licensed Patents for recovery of damages for infringement prior to the 
Effective Date.  Appx1810  (emphasis added) 
 
Article I, Section 1.2:  ‘Further Litigation’ means any lawsuit filed or 
brought by or on behalf of [Spota] against a third party following the 
Effective Date….alleging any infringement of any Licensed Patents prior 
to the Effective Date.  Appx1809  (emphasis added) 
 
Article II, Section 2.2:   InSite DE agrees that it will not be entitled to collect 
“any royalties and other payments under or on account of any Licensed 
Patents due in connection with the ShieldMark Litigation or any Further 
Litigation.  Appx1809  (emphasis added) 
 

Because the PLA states (1) Lowe and Spota retain exclusive rights “to elect 

to maintain, control, and settle the ShieldMark Litigation,” and (2) lawsuits 

alleging infringement of any Licensed Patents may be “brought by or on behalf 

of [Spota]”, by Lowe’s execution of the PLA on behalf of Spota, it acknowledges 

that Lowe had received back from Spota enforcement rights under the ‘664 Patent 

after his assignment of the ‘664 Patent to Spota.  Having received less than a 

transfer of all rights under the ‘664 Patent back from Spota, Lowe had therefore  

received a license from Spota.  Any less than a complete transfer of all rights 

under a patent is a license.  Enzo APA & Son, Inc., 134 F.3d at 1093.   
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The rights Lowe received back from Spota as recited in the PLA are by nature 

exclusionary rights.  Exclusionary rights involve the ability to exclude others 

from practicing an invention or to forgive activities that would normally be 

prohibited under the patent statutes.  Lone Star, 499 F.3d at 1342.  Given the plain 

meaning of the terms of the PLA and precedence of this Court, as of the date of 

the execution of the PLA, as memorialized therein, Lowe possessed an exclusive 

license involving exclusionary rights.   

The intent of the parties according to the plain meaning of the terms of the 

PLA was that both Lowe and Spota were to have the ability to enforce the ‘664 

Patent.  Contracts are to be enforced to give effect to the intent of the parties as 

discerned from the contract terms.  Greenfield, supra.  The Panel should have 

concluded both possessed exclusionary rights—Spota as owner of the ‘664 Patent 

and Lowe as an exclusive licensee of Spota.  A party holding any exclusionary 

right in a patent by way of an exclusive license has constitutional standing if the 

accused is alleged to have violated that right.  WiAV, 631 F.3d at 1266.   

Defendants-Appellees offered the PLA into evidence against Lowe and Spota 

in seeking judgment that both Lowe and Spota lost standing.  (Appx1786 & 

Appx1807)  Having been offered in part by Defendants-Appellees to support 

their argument, Lowe had the right to rely on the entirety of the PLA as evidence, 

including his execution of the same as manager for Spota as his affirmation that  
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he, and not just Spota, possessed exclusive exclusionary rights of enforcement 

under the ‘664 Patent on the date he executed the PLA.  Lowe would not have 

needed to submit a separate affidavit stating he had received exclusive 

exclusionary rights back from Spota after assigning ownership of the ‘664 Patent 

to Spota.  Celotex Corp., 106 S.Ct at 2557.  Lowe’s knowledge of the facts 

personally is necessarily the same as his knowledge of those same facts as the 

Manager of Spota.   

 
B. The Panel misapprehended that because it agreed with the district 

court that Lowe lacked subject matter jurisdiction, the district court 
properly found that Lowe delayed the case by allowing it to proceed 
thereby warranting sanctions against Plaintiffs-Appellants under its 
inherent powers.   

 
1. Material Facts Overlooked:  The district court awarded sanctions 

against Lowe and Spota for the following stated reasons:  

Plaintiffs’ failure to timely disclose those transfers [assignment from 
Lowe to Spota and license from Spota to InSite DE] prevented 
Defendants from moving for summary judgment [of patent 
invalidity] sooner.  Appx38. 
 
Thus, Plaintiffs’ actions strongly support an inference of bad faith 
and a finding of litigation misconduct.  Appx38-39.  
 
The Court finds that there is a direct ‘causal connection’ between 
Plaintiffs’ conduct and the fees and costs that Defendants incurred 
in litigating Plaintiff’s patent claim from December 2021 onwards, 
and it will award those expenses to Defendant.  Appx39. 
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Here, Defendants are entitled to reasonable fees and costs incurred 
in defending against Plaintiffs’ patent infringement claim from 
December 2021 forward.  Appx41. 
 

2. Supporting Case Law:  Chambers v. NASCO, Inc., 501 U.S. 32, 111 S. 

Ct. 2123, 115 L.Ed.2d 27 (1991).   

3. Supporting Argument:  “[I]in narrowly defined circumstances federal 

courts have inherent power to assess attorney's fees.”   Chambers, 501 U.S. at 45.  

Federal courts “may assess attorney[s’] fees when a party has acted in bad faith, 

vexatiously, wantonly, or for oppressive reasons.”  Chambers, 501 U.S. at 45-46 

(internal quotation marks and citation omitted).  The district court stated it found 

bad faith in Plaintiffs-Appellants’ conduct of pursuing their patent infringement 

claim despite knowing both had lost standing after the assignment of the ‘664 

Patent from Lowe to Spota and Spota’s grant of a non-exclusive patent license to 

InSite DE.  But, as the Panel found, Spota never lost standing.  Plaintiffs-

Appellants’ opposition to the district court’s dismissal with prejudice for lack of 

subject matter jurisdiction was not without merit.  Because Spota never lost 

standing relating to Plaintiffs-Appellants’ patent infringement claim: (1) 

Plaintiffs-Appellants’ opposition to Defendants-Appellees’ motions that (a) both 

Plaintiffs-Appellants had lost standing and (b) the district court’s dismissal with 

prejudice on that basis was justified; and (2) proceedings relating to Plaintiffs-
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Appellants’ patent infringement claim should have necessarily proceeded to 

fruition within the timeframe in which it did. 

Spota was one of two plaintiffs at the outset of the litigation.  It was the 

exclusive licensee of the ‘664 Patent, joined as a plaintiff with the patentee, 

Lowe.  Spota had standing after December 2021 as the patentee.  The Panel 

determined that Defendants-Appellees’ argument that Spota lost standing due to 

the non-exclusive license it gave to InSite DE was wrong.  As such, Plaintiffs-

Appellants properly fought the district court’s dismissal with prejudice as there 

remained a plausible claim for infringement of the ‘664 Patent in issue for which 

relief could be granted and which needed to proceed to conclusion.  Because 

Spota never lost standing there was no delay caused by Plaintiffs-Appellants in 

the case going forward on the claim for infringement of the ‘664 Patent.  Yet, the 

Panel found: 

Lowe lost Article III standing after the assignment, and the 
Plaintiffs’ conduct delayed litigation with respect to 
Lowe’s patent infringement claim.  We therefore affirm 
the District Court’s award on its inherent power to 
sanction. 

 

The Panel’s Decision shows that the district court’s basis for finding bad faith 

was wrong—there was no delay in the litigation caused by Plaintiffs-Appellants in 

rightfully challenging the district court’s dismissal with prejudice for lack of 

standing.  The Panel reversed the dismissal and treated the case as having properly 
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proceeded, dispelling any notion of delay or added expense to be laid at Appellants’ 

doorstep.  Any delay was the result of Defendants-Appellees’ failed motion practice 

for the dismissal of both Plaintiff-Appellants.  The Panel misapprehended the effect 

of its sustaining the district court’s judgment that Lowe lost standing as supporting 

its award of sanctions. 

C. The Panel misapprehended the limitation of “the upper surface of 
each lateral edge portion comprising an extension of the upper 
surface of the body,” of claim 1 by finding that “a lateral edge that 
is an ‘extension of the upper surface’ in claim 1 simply means a 
lateral edge that is connected to the upper surface.”   

 
 1. Point of Law Overlooked:  Claims are to be interpreted, not rewritten. 

2. Supporting Case Law:  Kaufman v. Microsoft Corp., 34 F. 4th 1360 

(Fed. Cir. 2022); Nazomi Communications v. ARM Holdings, PLC, 403 F. 3d 1364 

(Fed. Cir. 2005); Karlin Technology, Inc. v. Surgical Dynamics, Inc., 117 F. 3d 

968 (1999).   

3. Supporting Argument:  The limitation in issue was not a subject of the 

Markman proceedings.  Notwithstanding, the Panel rewrote that limitation, stating 

“a lateral edge that is an ‘extension of the upper surface’ in claim 1 simply means a 

lateral edge that is connected to the upper surface.”  (Doc. 52; page 15).  The 

express language of claim 1 is “the upper surface of each lateral edge portion 

comprising an extension of the upper surface of the body.”  The word “extension” 

in the claim is not simply a “connection” as presented in the Panel’s definition.  
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The adjective “connected” has the common meaning of “united, joined or linked” 

in reference to a connective relationship of elements.  In contrast, an “extension” 

deals with a single element of a continuing nature.  (See Dictionary.com for 

“extension,” “connection,” and “connected”).  The claim presents the upper surface 

of each lateral edge portion as an extension of the upper surface of the body; there 

is one surface that is a continuum and not two surfaces that are united, joined or 

linked.  Changing the word “extension” to “connected” changes the entire meaning 

of the claim limitation.  Such rewriting is proscribed by law.  Kaufman,34 F. 4th at 

1373; Nazomi Communications, 403 F. 3d at 1368-1369. 

The rule of claim differentiation is satisfied by the limitation as written.  

Karlin Technology, 117 F. 3d at 971-972.  Acceptance of the claim term 

“extension” as used in claim 1 is not limited to “the lateral edge portions [being] 

smoothly tapered” as in claim 5, nor as being “smoothly curved” as in claim 3.  

Claims 1, 3, and 5 are clearly differentiated as written.   
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D. The Panel misapprehended the appeal in finding dependent 
claims of the ‘664 Patent invalid over Dorenbusch, when no 
argument of invalidity regarding those dependent claims was ever 
made of record in the appeal by either argument or in the 
Appendix. 

 
1. Point of Law Overlooked:  Validity is assessed on a claim-by-claim 

basis and on appeal, the court is constrained to the record before it. 

2. Supporting Case Law:  Sandt Technology Ltd. v. Resco Metal and 

Plastics Corporation, 264 F. 3d 1344 (Fed. Cir. 2001); and Optivus Technology, 

Inc. v. Ion Beam Applications S.A., 469 F. 3d 978, 989 (Fed. Cir. 2006). 

3. Supporting Argument:  In its briefing before this Court, Shieldmark 

never mentioned or argued the invalidity of the dependent claims, but only 

independent claims 1 and 11.  There was, accordingly, nothing before the Panel to 

overcome the presumption of validity enjoyed by all claims.  Sandt Technology, 

264 F. 3d at 1356.  In footnote 3, the Panel appears to adopt the blanket statement 

that Exhibit C to Shieldmark’s invalidity brief and charts in response to the district 

court’s July 17, 2022 Order (Appx1343-1579) carries the day.  But, that Exhibit C 

is not a part of the Appendix here.  Rather, footnote 3 identifies Exhibit C as Dkt. 

No. 148-3 from the district court record, filed in response to the district court’s 

Order (Dkt. No. 142) noting deficiencies in Shieldnmark’s invalidity contentions 

and requesting supplementation.  Appellee-Defendants filed their supplementation 

(Dkt. No. 148) with a detailed chart (Dkt. No. 148).  Plaintiffs-Appellants filed 
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their response a week later (Dkt. No. 155).  Because Plaintiffs’ Validity 

Contentions (Dkt. No. 78-1) was not challenged by the district court, no 

amendment was made to its 16 pages challenging in detail the application of 

Dorenbusch to each of the asserted claims.  The resort of the Panel outside of the 

record on appeal was both improper and incomplete.   

 Shieldmark’s briefs neither mention nor argue the dependent claims, nor do 

they advance any contention of waiver.  Shieldmark has waived any argument 

pertaining to the invalidity of the asserted dependent claims and as to any purported 

waiver by Appellants.  Optivus Technology, Inc., 469 F. 3d at 989.  

 The Panel erred in finding a waiver that was never presented on appeal, and 

in going outside of the record on appeal for evidence of invalidity, which is not 

evidence at all, but attorney argument advanced in the district court but never 

presented before this Court.   

E. The Panel misapprehended the appeal by treating the entirety of 
the ‘664 Patent in its invalidity determination, when only the 
asserted claims were the subject of the motion and all others were 
expressly excluded. 

 
1. Point of Law Overlooked:  Assessment of invalidity is on a claim-by-

claim basis. 

2. Supporting Case Law:  Sandt Technology Ltd. v. Resco Metal and 

Plastics Corporation, 264 F. 3d 1344 (Fed. Cir. 2001). 
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3. Supporting Argument:  Defendant’s invalidity brief and charts in 

response to the court’s July 17, 2022 Order (Appx1343 et seq.) limits its motion to 

the asserted claims of the ‘664 Patent, to wit claims 1, 2, 3, 5, 6, 10, 11, 12, 13, 15, 

16, 20, and 21.  It identifies independent claims 1 and 11 and the dependent claims 

associated with each.  (Appx1343).  Throughout its brief, Shieldmark makes 

repeated reference to only the “asserted claims” in arguing invalidity.  (eg. 

Appx1347, Appx1351).  There has never been an assertion of infringement or 

contention of invalidity of claims 4, 7-9, 14, 17, 18, and 19 of the ‘664 Patent.  Yet 

Shieldmark sought and obtained a general ruling that the ’664 Patent was invalid and 

the district court granted it. (Appx22).  The Panel found “no error in the district 

court’s grant of summary judgment of anticipation by Dorenbusch.” (Doc. 52, p. 14).  

The district court erred in its ruling that the ‘664 Patent is invalid, rather than stating 

the specific claims that have been asserted in the litigation and that were expressly 

identified as the  asserted claims in the relevant motion.  Sandt Technology, 264 F. 

3d at 1356.   

 
F. The Panel overlooked the audience to which the product 

advertising statements and illustrations were directed in 
determining that the statements were not unambiguously false. 

 
 1. Point of Law Overlooked:  In assessing issues of ambiguity and puffery, 

the intended audience for an advertisement is foundational. 
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 2. Supporting Case Law:  American Council, Cert. Pod. v. American Bd. 

of Podiatric Surgery, Inc., 185 F. 3d 606, 613 (6th Cir. 1999). 

 3. Supporting Argument:  Despite the fact (a) that the product in issue “is 

directed to floor marking tape of the sort used in industrial facilities” (Doc. 52, p. 2); 

(b) that the patent in issue identifies the patented product as one “used to 

mark…factory floors” (Col. 1, ll. 21-22); and (c) that then-existing tape products had 

the “drawback [of] the edge of the tape is prone to being caught on floor cleaning 

devices or skids,” (Col. 1, ll. 29-30) the determination that the advertising statements 

in issue were not “unambiguously false” was in error because it gave no 

consideration to the audience to which the advertising is directed, which audience 

would immediately recognize and understand the claims being made by the 

advertising as being a cure to a long-felt problem attendant to marking factory floors. 

 The advertising statements at issue are: 

(1) Mighty Line Floor Tape’s “[b]eveled edge tape can 
take a beating from industrial wheel traffic”; (2) 
“Mighty Line Floor Tape withstands industrial brush 
scrubbers, forklifts, and heavy industrial wheel traffic”; 
and (3) Mighty Line Floor Tape’s “[b]eveled edges 
increase durability for forklift traffic.”  (Appx1208-
1209; Doc. 52, p. 16). 

 
The Panel failed to assess a key fact, whether those statements would tend to or 

actually deceive a substantial portion of the intended audience.  American Council, 

185 F. 3d at 613.   
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 The products in issue are directed to floor marking tape of the sort used in 

industrial factories or facilities.  With prior products, the edge of the tape was prone 

to being caught on floor-cleaning devices or skids.  The advertisements in issue 

address those problems to a particular market - - to an audience of plant engineers 

and facility administrators for such factories and facilities.  Those people would 

clearly understand the importance of the three asserted phrases, particularly when 

those phrases are presented in association with a product having beveled edges and 

the phrases themselves address tools such as forklifts, pallets, scrubbers and the like.  

Neither the district court nor the Panel have demonstrated a consideration of the 

audience to whom the advertisements are targeted and what that audience would 

understand from the advertisements.  The advertisements are not puffery that would 

lead a reader to guess whether the forceful engagement was “the lightest touch” or 

“a nuclear bomb” as both the district court and the Panel have suggested.  (Doc. 52, 

p. 17).  The accused false statements are factual, empirically verifiable, and would 

be understood as such by consumers of floor marking tape.  (Blue Brief, pp 42-46).  

Before the advent of the patented product, that market was confronted with failed 

attempts to place durable marking on industrial floors that would not be defeated by 

forklifts, pallets, scrubbers and the like and that would be susceptible to damages of 

the type imparted by that equipment, not light touching nor nuclear bombs. 
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II. Based on my professional judgment, I believe this appeal requires 
an answer to a precedential setting question of exceptional 
importance—can a district court consider and rule on a motion for 
summary judgment of invalidity and issue an alternate ruling after 
first ruling that the plaintiffs lacked Article III standing - - which 
could not be cured. 

 
A principal ground for the rehearing and rehearing en banc here is that the 

Panel overlooked that the district court first found both Plaintiffs-Appellants lacked 

Article III standing denying them subject matter jurisdiction and yet proceeded to 

issue an alternative judgment of patent invalidity.  The district court next issued 

sanctions against Plaintiffs-Appellants finding a “causal connection” between 

Plaintiffs-Appellants’ having hidden their loss of subject matter jurisdiction thereby 

preventing Defendants-Appellees from moving for summary judgment sooner, 

delaying the case. 

Having found that it lacked subject matter jurisdiction, the district court 

lacked all authority to consider and rule on Defendants-Appellees’ Motion for 

Summary Judgment of Invalidity.  Moreover, the district court dismissed the case 

with prejudice.  Because it did so, for lack of subject matter jurisdiction, that left no 

case or controversy regarding the validity of the ‘664 Patent.  As such, the district 

court should have dismissed the case.  Instead, the district court issued an advisory 

opinion. 

Plaintiffs-Appellants raised and argued this issue for primary consideration in 

their Principal Brief, immediately after disputing the district court’s decisions that 
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both Plaintiffs-Appellants lacked Article III standing.  (Blue Cover pp.3, 37-38).  

Plaintiffs-Appellants’ supported their argument citing to Justice Scalia’s opinion in 

Steel Co. v. Citizens For A Better Environment, 523 U.S. 83, 118 S. Ct. 1003 (1998).  

In Steel, Justice Scalia wrote as follows: 

Without jurisdiction, the Court cannot proceed at all in 
any causes.  Jurisdiction is power to declare the law, and 
when it ceases to exist, the only function remaining to the 
Court is that of announcing the fact and dismissing the 
cause. 
 

As further expressed by Judge Scalia, such conclusion should not come as a surprise 

since it is reflected in the long venerable line of cases.  Justice Scalia cited Ex Parte 

McCardle, 7 Wall 506, 514, 19 L.Ed. 264 (1868).  Judge Scalia also cited Mansfield, 

C. & L.M.R. Co. v. Swan, 111 U.S. 379, 382, 4 S.Ct. 510, 511, 28 L.Ed. 462 (1884) 

in which it is said that the requirement that jurisdiction be established as a threshold 

matter springs from the nature and limits of judicial power of the United States and 

is “inflexible and without exception.”   

While some of the above cases [cited in his opinion] must 
be acknowledged to have diluted the absolute purity of the 
Rule that Article III jurisdiction is always an antecedent 
question, none of them even approaches approval of a 
doctrine of ‘hypothetical jurisdiction’ that enables a Court 
to resolve contested questions of law when its jurisdiction 
is in doubt.  Hypothetical jurisdiction produces nothing 
more than a hypothetical judgment - - which comes to the 
same thing as an advisory opinion, disapproved by the 
Court from the beginning. 
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Notably, this case did not even involve circumstances of a difficult question of 

jurisdiction.  While the Supreme Court has sanctioned the resolution of matters on 

the merits, while reserving the question of jurisdiction, the district court below 

determined the absence of subject matter jurisdiction yet proceeded to determine 

the validity of the ‘664 Patent.   

Having been raised and supported as such, the issue should have been a 

primary consideration of the Panel.  Failing to consider it led the Panel to 

misapprehend as proper the district court’s findings that Lowe lost Article III 

standing, that Defendants-Appellees were delayed in filing for summary judgment 

of patent invalidity, and that the ‘664 Patent is invalid in its entirety.   Not 

considering this issue also led the Panel to misapprehend “bad faith” on the part of 

Plaintiffs-Appellants for having fought the district court’s dismissal of their patent 

infringement claim.  
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WHEREFORE, 

Rehearing is respectfully requested to reconsider whether: 

 Lowe retained Article III standing in view of the express language of 

the PLA and the intent of the parties as discerned therefrom;  

 sanctions are inappropriate because of the absence of delay given Spota 

never lost standing and therefore the district court’s finding of bad faith 

due to delay was wrong; 

 changing the claim term “extension” to “connection” was improper as 

a proscribed rewriting of claim 1; 

 the alleged invalidity of the dependent claims was waived; 

 the 664’ Patent as a whole could be held invalid when not all claims 

were asserted; and 

 the audience must be taken into consideration in determining whether 

an advertisement is unambiguously false. 

Rehearing en banc is respectfully requested for the reason that, having found 

it lacked subject matter jurisdiction, the district court should have dismissed the case 

without prejudice in accordance with the Supreme Court’s ruling in Steel. 
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Dated: April 10, 2025   Respectfully submitted, 
 
     /s/Ray L. Weber                      
     Ray L. Weber (0006497)    
     Laura J. Gentilcore (0034702)    
     RENNER, KENNER, GREIVE, BOBAK,  

       TAYLOR & WEBER  
     106 South Main Street, Suite 400   
      Akron, Ohio 44308 
     Telephone:  (330) 376-1242     
     Email: rlweber@rennerkenner.com 
     Email: ljgentilcore@rennerkenner.com  
     Attorneys for Plaintiffs-Appellants,  

Clifford A. Lowe and Spota, LLC, fka InSite 
Solutions, LLC  
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