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REPRESENTATIVE PATENT CLAIM AT ISSUE ON APPEAL 

U.S. Patent No. 7,725,759, Claim 1 

A method, comprising: 

[a] monitoring a plurality of master devices coupled to a bus;  

[b] receiving a request, from a first master device of the 
plurality of master devices, to change a clock frequency of a 
high-speed clock,  

[c] the request sent from the first master device in response to a 
predefined change in performance of the first master device,  

[d] wherein the predefined change in performance is due to 
loading of the first master device as measured within a 
predefined time interval; and  

[e] in response to receiving the request from the first master 
device: providing the clock frequency of the high-speed 
clock as an output to control a clock frequency of a second 
master device coupled to the bus; and  

[f ] providing the clock frequency of the high-speed clock as an 
output to control a clock frequency of the bus. 

Appx251(7:66-8:15). 
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STATEMENT OF RELATED CASES 

No appeal has previously been taken from the proceedings below.  The 

Court’s decision in this appeal may directly affect or be directly affected by the 

following pending cases: VLSI Technology LLC v. Intel Corp., No. 6:21-cv-00057 

(W.D. Tex.); VLSI Technology LLC v. Intel Corp., No. 6:21-cv-00299 (W.D. Tex.); 

VLSI Technology LLC v. Intel Corp., No. 6:19-cv-000977 (W.D. Tex.); and VLSI 

Technology LLC v. Intel Corp., No. 22-1906 (Fed. Cir.) (remanded to the district 

court in No. 6:21-cv-00057 (W.D. Tex.)). 
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INTRODUCTION 

The PTO Director found the IPR petitioner in this case, OpenSky, committed 

a litany of “egregious” misconduct.  Appx65.  After VLSI won a large damages 

verdict against Intel, OpenSky was formed for the “sole purpose” of “extracting 

payment from VLSI or Intel.”  Appx76.  It pursued this IPR with a “singular focus” 

on “extort[ing] money, from any party willing to pay.”  Appx80.  “OpenSky had no 

interest in meaningfully pursuing the unpatentability grounds in its Petition,” and 

proposed to “deliberately sabotage” its own IPR for money.  Appx68-70.  When the 

Director probed OpenSky’s misconduct, it “flouted” her discovery orders.  Appx75.  

OpenSky’s misconduct, the Director found, was an “abuse of process.”  Appx81.  

The Director vowed that OpenSky’s abuses “will not be tolerated” and warranted 

“sanctions to the fullest extent of [her] power.”  Appx41, Appx77. 

That vow went unfulfilled.  Despite finding OpenSky’s IPR was an abuse of 

process pursued solely for extortion, the Director refused to terminate the proceed-

ing.  She did not even dismiss OpenSky.  And she imposed a (limited) fee award 

without inquiring whether OpenSky—which she found has no legitimate business 

and urged “it was running out of money,” Appx78—would actually pay.   

The failure to impose any meaningful sanction was an abuse of discretion.  

And the Director’s rationales fail the requirement of reasoned decisionmaking.  For 

example, the Director refused to terminate the IPR because, in her view, its supposed 
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“compelling merits” overrode OpenSky’s abuse of process.  But the Memorandum 

from which the Director purported to draw that “compelling-merits” standard states 

the opposite: that abuse of process warrants terminating an IPR despite compelling 

merits.  When conducting the “compelling-merits” analysis, moreover, the PTAB 

and the Director impermissibly relied on inadmissible hearsay: expert declarations 

that OpenSky copied from earlier IPR petitions without the expert’s knowledge. 

That only scratches the surface.  The PTO allowed Intel—which was time-

barred from seeking IPR itself—to join OpenSky’s IPR.  But only a party that 

“properly files” an IPR petition may be joined to another challenger’s IPR.  35 

U.S.C. §315(c).  Here, the petition underlying Intel’s joinder request was untimely 

and thus not “properly file[d].”  And Intel used its unlawful joinder to commandeer 

the proceeding.  Indeed, once OpenSky’s misconduct was exposed, the Director 

elevated Intel to lead petitioner and refused to terminate the IPR in part because Intel 

was a party.  Had Intel not been improperly joined, this abusive IPR might not have 

proceeded at all. 

The PTAB’s merits decision was equally flawed.  For one asserted combina-

tion (Schaffer/Lint), its decision rested on erroneously construing the claim term 

“request” to mean “command,” contrary to that term’s plain meaning and the speci-

fication’s disclosures.  For the other combination (Chen/Terrell), the PTAB improp-

erly discarded Chen’s central principle of operation.  And for both combinations, the 
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PTAB repeatedly accepted petitioner’s arguments without explaining why it found 

them meritorious—a shortcut this Court’s precedent forecloses. 

JURISDICTIONAL STATEMENT 

The PTAB asserted jurisdiction under 35 U.S.C. §§314, 318(a).  It issued a 

final written decision on May 12, 2023.  Appx163-206.  VLSI appealed on July 13, 

2023.  Appx3111-14; see 35 U.S.C. §142; 37 C.F.R. §90.3(a)(1).  The Director 

issued a final sanctions decision on December 15, 2023.  Appx209-37.  OpenSky 

sought rehearing on January 12, 2024, Appx3334; the Director resolved that request 

on March 11, 2024, Appx3339.  VLSI filed an amended notice of appeal on May 10, 

2024.  Appx3352-58; ECF #34.  This Court has jurisdiction under 28 U.S.C. 

§1295(a)(4)(A) and 35 U.S.C. §§141(c), 319. 

ISSUES PRESENTED 

1. Whether the Director’s sanctions rulings, including refusal to terminate 

the IPR, were arbitrary, capricious, contrary to law, or otherwise inconsistent with 

reasoned decisionmaking. 

2. Whether Intel was improperly joined because its IPR petition was 

untimely and thus not “properly file[d],” 35 U.S.C. §315(c).  

3. Whether the PTAB’s obviousness rulings must be set aside because 

they rest on an erroneous claim construction and are unsupported by substantial 

evidence or reasoned decisionmaking.   
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STATEMENT OF THE CASE 

I. VLSI’S ’759 PATENT BALANCES POWER AND PERFORMANCE BY SELEC-
TIVELY INCREASING CLOCK FREQUENCY 

VLSI’s ’759 patent (U.S. Patent No. 7,725,759) discloses a novel way to 

enhance computer processor performance while managing power consumption.  

Electronic device users demand ever-faster performance.  Appx248(1:11-16).  One 

way to increase performance is to increase “clock frequency”—the frequency at 

which the processor runs.  Appx248(1:16-19).  But increasing clock frequency 

increases power consumption.  Appx248(1:19-21).  There was a need for a way to 

“selectively deliver faster clock speeds” on an as-needed basis.  Appx248(1:22-24). 

The ’759 patent discloses using a “programmable clock controller” to “con-

trol[ ] a clock frequency” in a system with a “plurality of master devices”—e.g., 

processors—“coupled to a bus.”  Appx248(1:45-50, 2:44-50); Appx249(3:23).   
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Appx1015; see Appx242. 

The “bus” (purple above) is a set of wires over which devices communicate.  

See Appx8007(¶16).  An arbiter (red) may “control[ ] the flow of data on the bus . . . 

including the bus timing.”  Appx249(3:11-12).  To control clock frequency, the 

clock controller (green) “monitor[s]” the “plurality of master devices” (yellow and 

blue).  Appx248(1:46-48).   

When higher performance is needed, a “first master device” sends the clock 

controller a “request” to increase clock frequency (orange).  Appx248(1:50-51); 

Appx249(4:5-10).  The request may be triggered by a “predefined change” in device 
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“performance” “measured within a predefined time interval.”  Appx249(3:64-4:19).1  

The clock controller receives the request and may, in response, “control the clock 

frequency” of the “second master device” and the “bus.”  Appx249(4:15-57). 

In the ’759 patent, the “request” to increase clock frequency is just that—a 

request.  The clock controller decides whether or not to grant the request.  It may 

decide to “adjust[ ] the . . . clock frequency differently based on which ones of the 

trigger inputs have been enabled.”  Appx250(5:13-16).  It may decide to increase 

frequency only if “the master device that sent the . . . request” is a “preferred device.”  

Appx250(5:16-18, 6:11-15); Appx249(4:47-57); Appx244.  Or it may be “pro-

grammed to change the selected clock frequency” only when a certain number of 

“trigger inputs”—corresponding to requests—“have been enabled.”  Appx250(5:18-

21).  Conversely, “the clock controller 150 may determine that a change in the high 

speed clock 152 may not be desired” and elect to “not chang[e] the variable clock 

frequency” despite the request.  Appx249(4:58-62).   

As Figure 2 shows, the “controller determines whether to enable the request 

to increase the bus speed.”  Appx250(5:55-67) (emphasis added). 

 
1 The patent also calls the “request” a “trigger output” (when sent) and “trigger 
[signal] input[ ]” (when received).  Appx249(4:15-22, 4:62). 
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Appx1387; see Appx243; Appx224-47, Appx250-51(6:1-7:24) (figs. 3-6).   

Claim 1 is illustrative: 

A method, comprising: 

[a]  monitoring a plurality of master devices coupled to a bus;  

[b] receiving a request, from a first master device of the plurality 
of master devices, to change a clock frequency of a high-
speed clock,  
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[c] the request sent from the first master device in response to a 
predefined change in performance of the first master device,  

[d] wherein the predefined change in performance is due to 
loading of the first master device as measured within a 
predefined time interval; and  

[e] in response to receiving the request from the first master 
device: providing the clock frequency of the high-speed 
clock as an output to control a clock frequency of a second 
master device coupled to the bus; and  

[f ] providing the clock frequency of the high-speed clock as an 
output to control a clock frequency of the bus. 

Appx251(7:66-8:15). 

II. VLSI OBTAINS A VERDICT AGAINST INTEL—AND OPENSKY IS CREATED 

TO CHALLENGE THE PATENT THROUGH AN EXTORTIONATE SCHEME  

A. VLSI Obtains a Verdict Against Intel After Intel Unsuccessfully 
Seeks IPR and Abandons Obviousness Defenses 

In April 2019, VLSI sued Intel for infringing the ’759 patent (and another 

patent, the ’373).  Appx11053.  Intel asserted invalidity defenses and counterclaims.  

Appx8100-02; Appx11053.   

Intel filed two petitions seeking IPR of the ’759 patent, in October 2019 and 

February 2020, raising grounds it had asserted in district court.  Appx43; Intel Corp. 

v. VLSI Tech. LLC, IPR2020-00106, Paper 3 (Oct. 31, 2019); Intel Corp. v. VLSI 

Tech. LLC, IPR2020-00498, Paper 4 (Feb. 4, 2020); Appx8100-02.  The PTAB 

denied Intel’s petitions, noting Intel was raising the same challenges in court.  

Appx43.  Intel sought review from this Court, which dismissed Intel’s appeal, denied 
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mandamus, and denied rehearing.  Intel Corp. v. VLSI Tech. LLC, No. 21-1614, Dkts. 

21, 33 (Fed. Cir.).  The Supreme Court denied review.  Id., Dkt. 36. 

On the eve of the district-court trial, Intel abandoned its obviousness challenge 

to the ’759 patent.  Appx8091.  In March 2021, the jury found that Intel infringed 

claims 14, 17, 18, and 24 of the ’759 patent, rejected Intel’s anticipation defense, 

and awarded VLSI $675 million damages for that patent.  Appx11054; Appx4796-

804.2 

B. OpenSky Is Created To Extort VLSI Through the IPR Process 

In April 2021, shortly after the jury’s verdict, OpenSky was formed as a 

Nevada LLC.  Appx8095-96.  OpenSky has no business activities, makes no prod-

ucts, and has never been accused of infringement.  Appx73-74; Appx1710-11; 

Appx58-60; Appx1092.  As the Director found, OpenSky was “seemingly created 

solely for filing” IPRs “to extort money . . . from any party willing to pay.”  Appx62, 

Appx80; see pp. 11-15, 19, infra. 

OpenSky filed an IPR petition challenging the ’759 patent.  Appx254; 

Appx8095.  The petition “copied extensively from Intel’s two earlier” petitions.  

Appx44-45; Appx10054-117 (comparison).  For expert declarations, OpenSky 

“refiled Intel’s supporting declarations of Dr. Bruce Jacob, without his knowledge,” 

 
2 In December 2023, this Court reversed the infringement judgment with respect to 
the ’759 patent, while affirming infringement with respect to the ’373 patent.  VLSI 
Tech. LLC v. Intel Corp., 87 F.4th 1332, 1335 (Fed. Cir. 2023). 
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without retaining or contacting him.  Appx45; Appx79-80; Appx1182.  OpenSky did 

not change the cover pages, which referred to Intel’s prior IPRs, or paragraphs 

stating Dr. Jacob was “retained by Intel.”  Appx4014-18(¶1); Appx5276-81(¶1).  

OpenSky also sought IPR of the ’373 patent, which was denied.  OpenSky Indus., 

LLC v. VLSI Tech. LLC, IPR2021-01056, Paper 18 (PTAB Dec. 23, 2021). 

OpenSky was not the only mysterious challenger to appear following the Intel 

verdict.  Like OpenSky, Patent Quality Assurance LLC (“PQA”) was formed soon 

after the verdict and filed IPR petitions challenging both patents underlying the 

verdict.  Like OpenSky, PQA has no other business, has never been accused of 

infringement, and filed near-carbon-copies of Intel’s earlier petitions.  See Patent 

Quality Assurance LLC v. VLSI Tech. LLC, IPR2021-01229, Paper 131 at 5-8 

(PTAB Aug. 3, 2023); VLSI Br. 8-9, No. 23-2298 (Dkt. 79).   

The PTAB instituted PQA’s IPR of the ’373 patent, and PQA eventually 

dismissed its petition challenging the ’759 patent.  IPR2021-01229, Paper 10 (PTAB 

Jan. 26, 2022); Patent Quality Assurance LLC v. VLSI Tech. LLC, IPR2022-00480, 

Paper 14 (PTAB Aug. 16, 2022).  Despite finding “PQA’s conduct evince[d] a 

singular focus on using an AIA proceeding to extort money,” the Director allowed 

PQA’s IPR to continue.  IPR2021-01229, Paper 102 at 54 (PTAB Dec. 22, 2022).  

That IPR is the subject of appeal No. 23-2298.  
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C. OpenSky Tries To Extort VLSI and Intel—and Offers To Sabotage
Its Own IPR in Exchange for Payment

While OpenSky professed to promote “‘the integrity of the patent system,’” 

the Director found “OpenSky’s conduct belies that statement.”  Appx66 (quoting 

Appx1008-09).  “The totality of OpenSky’s conduct,” the Director found, “evince[d] 

a singular focus on using an AIA proceeding to extort money, from any party willing 

to pay.”  Appx80 (emphasis added). 

1. OpenSky’s Initial Attempts To Shake Down VLSI and Intel

The Director found that, after filing its petition, OpenSky initiated settlement 

negotiations with VLSI.  Appx66-67; Appx1770; Appx2136-38.  OpenSky 

to  an , and VLSI  to  with an .  Appx10988; see 

Appx2137-38.     

The PTAB instituted OpenSky’s IPR of the ’759 patent on December 23, 

2021.  Appx1215.  OpenSky then decided to see what Intel might offer.  Appx67; 

see Appx11016; Appx11017.  At that point, Intel’s two IPR petitions challenging 

the ’759 patent had been denied, and Intel was time-barred under 35 U.S.C. §315(b) 

from pursuing IPR proceedings itself.  See pp. 8-9, supra.  According to Intel, Intel 

refused to make OpenSky a monetary offer, to avoid becoming a real-party-in-

interest to OpenSky’s IPR.  Appx1684; see Appx7380; Appx7382-83; Appx67-68. 

On December 27, 2021—over two years after being sued—Intel filed its third 

petition challenging the ’759 patent, along with a request to join OpenSky’s IPR. 

CONFIDENTIAL INFORMATION REDACTED

action

action noun action action noun
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Appx260.  OpenSky requested a “success fee[ ]” from Intel “based on percentages 

of the loss avoided by Intel” in the infringement litigation if OpenSky prevailed in 

the IPR.  Appx7383; see Appx67-68.  Intel declined.  Appx1684; see Appx67-68.   

In discussions with Intel, OpenSky leveraged the threat of torpedoing the 

IPR—and with it, Intel’s chances of cancelling a patent that yielded a large verdict 

against it.  OpenSky told Intel it “wanted to give Intel another opportunity to consider 

working with OpenSky before OpenSky moves in a completely different direction.” 

Appx7383.  That “different direction” was OpenSky’s scheme to sabotage its own 

IPR in exchange for an extortion payment from VLSI.   

2. OpenSky Offers To Sabotage Its Own IPR in Exchange for
Payment from VLSI

OpenSky turned its sights back to VLSI.  Appx68.  In January 2022, VLSI 

offered to settle for $250,000 to $750,000.  Appx1771.  OpenSky rejected that offer, 

insisting that an appropriate settlement would be , and that it would 

have demanded over  if its IPR challenging the ’373 patent had also 

been instituted.  Appx1771.  VLSI refused and stopped negotiating.  Appx1771. 

In February 2022, OpenSky reinitiated discussions with VLSI.  Appx11001. 

At that point, PQA had also filed its petition challenging the ’759 patent and request-

ed joinder to OpenSky’s IPR.  IPR2022-00480, Paper 3 (Jan. 24, 2022).  PQA’s 

petition “complicated” OpenSky’s extortion efforts because PQA might pursue its 

own challenge even if VLSI acceded to OpenSky’s demands.  Or the PTAB might 

CONFIDENTIAL INFORMATION REDACTED

dollar amount

dollar amount
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join PQA or Intel to OpenSky’s IPR before OpenSky’s case was dismissed.  Appx68; 

Appx10355. 

So OpenSky proposed a “scheme”: OpenSky would “deliberately sabotage” 

its own IPR in exchange for payment from VLSI.  Appx68-69.  OpenSky sent VLSI 

an email proposing to “secure dismissal or defeat” of OpenSky’s own petition.  

Appx10355-59; see Appx68-69.  OpenSky would seek dismissal before the PTO 

ruled on PQA and Intel’s joinder requests.  Appx10355-56.  If joinder were granted 

nonetheless, OpenSky would “refuse[ ] to pay [its] expert . . . so [the] expert does not 

appear for deposition,” creating “a potentially fatal evidentiary omission.”  

Appx10355.  OpenSky demanded immediate payment from VLSI, plus further 

payment after either “denial of both joinder” requests or “affirm[ance of VLSI’s 

patent claims] because of OpenSky’s refusal to produce witnesses.”  Appx10356. 

VLSI rejected OpenSky’s scheme and reported OpenSky to the PTAB.  

Appx69; see Appx11010-12. 

3. OpenSky Turns Back to Intel, Which Props Up OpenSky’s IPR 
by Providing a Deposition Outline, Brief, Expert Declaration, 
and Oral Argument 

“After engaging in an abuse of process with regard to . . . VLSI that did not 

prove fruitful,” “OpenSky continued its discussions with Intel.”  Appx69-70.  In 

June 2022, the PTAB joined Intel to OpenSky’s IPR.  Appx1-23.  It soon “became 

Case: 23-2158      Document: 53     Page: 32     Filed: 10/24/2024



14 
 

clear,” the Director found, “that OpenSky had no interest in meaningfully pursuing 

the unpatentability grounds in its Petition.”  Appx70.   

Instead, OpenSky tried to extract money from Intel.  OpenSky told Intel it 

“may decide not to depose VLSI’s expert or file a reply brief” due to “budgetary 

constraints.”  Appx7391; see Appx70, Appx78.  OpenSky did not notice VLSI’s 

expert for deposition until Intel threatened to go to the PTAB to seek a more active 

role in the IPR.  Appx70.  OpenSky opposed Intel becoming an active participant—

unless Intel paid OpenSky “compensation for its prior work,” plus “additional 

remuneration.”  Appx7391.   

Three days before its reply brief was due, OpenSky told Intel it “intended to 

‘refrain from considering or making further invalidity arguments’” and file a reply 

stating only that “‘OpenSky believes that its original petition establishes invalidity 

and OpenSky rests on the arguments in that petition.’”  Appx71 (quoting 

Appx7405).  But OpenSky “‘offered to let Intel write the reply on OpenSky’s behalf  

in exchange for remuneration and indemnity against any lawsuit brought by VLSI 

against OpenSky.’”  Appx71 (quoting Appx7407-08). 

Intel declined to pay, but was otherwise happy to prop up OpenSky’s IPR.  

When OpenSky indicated it might not depose VLSI’s expert, Intel gave OpenSky a 

deposition outline.  Appx70-71.  When OpenSky indicated it might not file a 

substantive reply, Intel “agreed to provide OpenSky with a fully complete reply brief 
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with supporting expert declaration,” which OpenSky filed as its own.  Appx71; see 

Appx7407-08.  And when “OpenSky did not request oral argument” and “did not 

meaningfully participate in the oral hearing,” Intel took the reins.  Appx71; see 

Appx2535-39. 

As the Director found, OpenSky apparently “lacked the resources to pursue 

this IPR.”  Appx78.  It told Intel it pursued its IPR “with the intent” of “giving Intel 

its day in court regarding invalidity”—a goal “OpenSky feels that it has accom-

plished.”  Appx7407. 

4. OpenSky’s Misconduct Garners Widespread Condemnation 

OpenSky’s misconduct drew legislative and public condemnation.  Senators 

Tillis and Hirono wrote the Director, condemning OpenSky’s “clear abuse[ ] of the 

IPR system” and asking how the PTO would punish such misconduct.  Appx10955-

97.  Commentators described OpenSky’s extortionate conduct as “astonishing,” 

“offensive,” “‘fraud,’” “‘unethical,’” a “huge black eye for the agency,” and a 

“‘public relations nightmare.’”  Appx10364, Appx10374, Appx10383, Appx10370, 

Appx10388; see Appx10360-97. 

OpenSky’s own expert found OpenSky’s misconduct “shocking.”  

Appx10552(25:20-21).  When deposed and shown OpenSky’s proposal to sabotage 

its own IPR, Dr. Jacob responded:  

 “It’s like I got dragged into a Hollywood gangster movie.”  
Appx10552(25:1-2). 
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 “Oh, my God” (three times).  Appx10552-53(25:1, 25:15, 26:23).   

 
 “Holy moly” (three times).  Appx10552-53(25:17, 25:21, 26:2).   

 
 “Holy crap” (three times).  Appx10552(25:2, 25:13, 25:19).   

 
 “This is going to take a day to process.”  Appx10552(25:15-16). 

 
 “Is this even legal?”  Appx10552(25:23). 

 
See Appx10550-54(23:17-27:4) (discussing Appx10355-59).   

OpenSky had not retained or even contacted Dr. Jacob until after its IPR was 

instituted.  Appx45; Appx11018-19; Appx1182; Appx10546(19:19-20).  At the peti-

tion stage, OpenSky took declarations Dr. Jacob prepared for Intel’s earlier petitions 

and attached them to its petition “without his knowledge.”  Appx45; Appx1182; 

Appx10597(70:21-23).  Upon learning of OpenSky’s machinations, Dr. Jacob 

vowed he “won’t be working with OpenSky ever again.”  Appx10552(25:18-19).   

III. PROCEDURAL HISTORY 

A. The PTAB Institutes OpenSky’s IPR and Joins Intel as a Party 

In December 2021, the PTAB instituted OpenSky’s IPR of the ’759 patent.  

Appx1216.  Over VLSI’s opposition, the PTAB joined Intel to OpenSky’s IPR in 

June 2022.  Appx1-23; see Appx14119-33.  The Intel petition underlying Intel’s 

joinder request (its third challenging the patent) was filed over two years after Intel 

was sued for infringement—well outside 35 U.S.C. §315(b)’s one-year window.  

Appx260; Appx11053.  According to the PTAB, parties with untimely IPR petitions 
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may be joined to another petitioner’s IPR.  Appx1-23; Appx1575-76; Appx144-48; 

see Proppant Express Invs., LLC v. Oren Techs., LLC, IPR2018-00914, Paper 38 at 

16-19 (PTAB Mar. 13, 2019) (then-precedential; since de-designated).  The Director 

agreed Intel could be joined despite §315(b)’s time bar.  Appx49; Appx2654-

55(n.3).   

B. The Director Finds OpenSky’s Abuse of the IPR Process Warrants 
“Sanctions to the Fullest Extent of [Her] Power”—But Refuses To 
Terminate OpenSky’s Extortionate IPR 

1. OpenSky Flouts Discovery Orders, and the Director Imposes an 
Adverse-Inference Sanction 

In June 2022, the Director ordered review of the PTAB’s decision to institute 

OpenSky’s IPR.  Appx1449-50.  In July 2022, the Director upheld the institution 

decision, finding “no error in the Board’s decision to institute review.”  Appx29-30.   

But the Director ordered inquiry into whether OpenSky had committed an 

“abuse of process” and, if so, what remedy to impose.  Appx30-34.  The Director 

ordered OpenSky to answer interrogatories and produce documents regarding its 

ownership, funding, purpose, and backers; relationship with Intel; and communica-

tions with VLSI and Intel.  Appx31-33.  She also ordered OpenSky to disclose and 

produce discovery concerning whether it had “condition[ed] any action relating to 

this proceeding,” including “any experts’ participation,” “on payment or other 

consideration by [VLSI] or anyone else.”  Appx32.   
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As the Director detailed in an October 2022 sanctions decision, OpenSky 

“flouted” those orders.  Appx75.  It “refus[ed] to provide” documents, and its inter-

rogatory responses were “deficient,” “misleading,” “non-responsive,” “evasive,” 

“unsubstantiated,” and “unsupported.”  Appx52, Appx56-62.  For example: 

 OpenSky was “non-responsive” to an interrogatory about the purpose for 
which it was formed.  Appx31; Appx58-59. 
 

 OpenSky refused to provide its communications with VLSI or Intel and 
failed to “raise a good faith claim to withhold this evidence.”  Appx59.   

 
 OpenSky “failed to respond” to an interrogatory asking whether “‘the 

evidence in this proceeding demonstrate[s] an abuse of process.’”  
Appx60-61.  

 
 OpenSky withheld documents and gave an “evasive and non-responsive” 

answer regarding “‘the basis for concluding that there are no other real 
parties in interest.’”  Appx61-62.  That made it “[im]possible to ascertain 
whether or not OpenSky merely acts as a shell for other entities seeking to 
challenge the ’759 patent.”  Appx61-62. 

 
 OpenSky’s response to an interrogatory asking whether it “ ‘condition[ed] 

any action relating to this proceeding . . . on payment or other consideration 
by [VLSI] or anyone else’” was “misleading.”  Appx62. 

 
The Director concluded that OpenSky’s “egregious” discovery misconduct 

warranted sanctions—even apart from the other misconduct the discovery was 

supposed to probe.  Appx65; see Appx39-40, Appx62.  OpenSky’s discovery viola-

tions prevented creation of a “complete record to fully examine” whether OpenSky 

“committed an abuse of the IPR process.”  Appx64.  Declaring “OpenSky should 

not be allowed to profit from its discovery misconduct,” the Director imposed an 
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“adverse inference” sanction “hold[ing] disputed facts as established against 

OpenSky.”  Appx64-65 (citing 37 C.F.R. §42.12(b)(1); Appx1572). 

2. The Director Finds OpenSky Committed an Abuse of Process 
and Pursued This IPR Solely To Extort Money—Misconduct 
Warranting “Sanctions to the Fullest Extent of [Her] Power” 

Based on the evidence and the adverse-inference sanction, the Director found 

OpenSky “abused the IPR process by filing this IPR in an attempt to extract payment 

from VLSI and . . . Intel.”  Appx40.  The Director found the “sole reason” OpenSky 

was “formed” and “filed the Petition was for the improper purpose of extracting 

money from either or both Intel and VLSI.”  Appx74, Appx76.  She found OpenSky 

threatened to “deliberately sabotage” its own IPR.  Appx69, Appx77, Appx81.  It 

never intended to “pursu[e] the merits of its patentability challenge.”  Appx78; see 

Appx70, Appx80-81.  “The totality of OpenSky’s conduct,” she concluded, 

“evince[d] a singular focus on using an AIA proceeding to extort money, from any 

party willing to pay.”  Appx80.  

The Director observed that “[e]ach aspect of OpenSky’s conduct—discovery 

misconduct, violation of an express order, abuse of the IPR process, and unethical 

conduct—taken alone, constitutes sanctionable conduct.”  Appx40.  “Taken togeth-

er,” she concluded, “the behavior warrants sanctions to the fullest extent of [her] 

power.”  Appx40-41 (emphasis added).  
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3. The Director Allows OpenSky To Remain a Party, While 
Elevating Intel to Lead Status 

The Director quickly backtracked.  In her October 2022 sanctions order, she 

declined to dismiss OpenSky from the proceeding, instead “relegating OpenSky to 

a silent understudy role” while “elevating Intel to an active party.”  Appx84.  In other 

words, after finding that OpenSky engaged in misconduct because it “had no interest 

in meaningfully pursuing” the IPR, Appx70; see Appx78, the Director “sanctioned” 

OpenSky by relieving it of meaningful responsibility for pursuing the IPR.  Intel—

which was time-barred from pursuing IPR itself, and which OpenSky wanted to bear 

the cost of prosecuting the IPR, Appx78—was put in the driver’s seat. 

In December 2022, the Director reversed course in part, “dismiss[ing] 

OpenSky from this case,” while retaining jurisdiction over sanctions.  Appx116-17.  

Six weeks later, the Director reversed course again, restoring OpenSky as a 

petitioner.  Appx128.   

4. The Director Refuses To Dismiss OpenSky’s Extortionate IPR 
Because of Its Putative “Compelling Merit” 

VLSI had requested the “strictest sanction[ ]” for OpenSky’s misconduct: 

“terminating” the IPR.  Appx1790.  The Director acknowledged termination “could 

be the appropriate remedy,” but ordered “a different approach.”  Appx84.  Her 

October 2022 sanctions order directed the PTAB to consider, based on the record 

“prior to institution,” whether OpenSky’s petition presented “compelling merits.”  
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Appx86.  If so, the Director declared, OpenSky’s IPR should proceed despite her 

abuse-of-process and extortion findings.  Appx86-87.   

The PTAB’s Compelling-Merits Determination.  Ten days later, the PTAB 

declared that OpenSky’s petition was “compelling” and should proceed despite 

OpenSky’s abuse of process and extortion.  Appx91-92. 

The PTAB relied extensively on an expert declaration by Dr. Jacob, which 

OpenSky had copied from Intel’s earlier petitions and refiled without Dr. Jacob’s 

knowledge.  See Appx96-99 (citing Jacob Declaration, Ex. 1002); Appx1092-96, 

Appx1113-15; Appx45; Appx1001-65.  Before institution, OpenSky took no steps 

to ensure Dr. Jacob’s availability for cross-examination.  OpenSky admitted it “did 

not contact Intel’s experts before filing” its petition and would approach them only 

“[p]ost-institution.”  Appx1181-84; see Appx1210-11.   

VLSI argued that Dr. Jacob’s declaration was inadmissible hearsay.  

Appx1113-15.  The PTAB did not deny that, at the time of institution, Dr. Jacob’s 

expert declaration was hearsay.  See Appx96 (noting but not addressing hearsay 

objection); cf. Appx1210 (institution decision deferring hearsay issue on theory that 

OpenSky might retain Dr. Jacob post-institution).  Nor did it contend that it could 

consider hearsay.  See 37 C.F.R. §42.62 (“Federal Rules of Evidence shall apply” in 

IPRs).  In finding the unpatentability grounds “compelling,” the PTAB nonetheless 

relied on Dr. Jacob’s declaration (Exhibit 1002).  Appx97-100; see Appx94-97.  The 
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PTAB stated it could discern one claim limitation in “the prior art’s disclosures even 

without supporting expert testimony.”  Appx98.  In finding motivation to combine, 

however, the PTAB relied exclusively on “Petitioner’s expert, Dr. Jacob.”  Appx99 

(citing Ex. 1002 ¶¶136-145 (Appx4111-17)). 

The Director Affirms the PTAB’s Compelling-Merits Determination.  The 

Director affirmed.  She declared that “the combination of Chen and Terrell, as pre-

sented in the Petition, presents a compelling, meritorious challenge based on the 

record prior to institution.”  Appx119-20.  She refused to terminate the IPR despite 

OpenSky’s abuse of process and extortionate misconduct. 

The Director dismissed VLSI’s hearsay objection, stating that the PTAB 

“regularly considers sworn declarations in lieu of live testimony.”  Appx122.  She 

cited cases involving declarations prepared for the cases in which they were offered, 

not declarations filed in different cases by declarants the offering party had not 

retained.  The Director also invoked the PTAB’s statement that it could discern one 

limitation in the prior art “ ‘even without supporting expert testimony.’”  Appx122 

(emphasis omitted) (quoting Appx98).  She did not address the PTAB’s reliance on 

“Dr. Jacob” to establish motivation to combine.  Appx99; see Appx122 (citing 

Appx1241, in turn citing Appx4105-15(¶¶125-142), Appx4117(¶145)).3 

 
3 The PTAB also found OpenSky’s unpatentability arguments based on the Schaffer 
and Lint references “compelling” in light of “Dr. Jacob’s testimony.”  Appx96-97.  
The Director declined to adopt that theory.  Appx119(& n.3).  
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5. The Director Orders OpenSky To Pay Limited Attorney’s Fees 

The Director eventually ordered OpenSky to pay attorney’s fees VLSI 

incurred “raising issues of misconduct by OpenSky before the Board, and the 

Director review process in its entirety.”  Appx141; see Appx209-37.  Although she 

found OpenSky was formed and pursued this IPR solely for the “purpose of extorting 

money,” Appx76, Appx81, the Director denied VLSI fees related to “‘Pre-

Institution Activities’” and the IPR’s merits, or fees in other IPRs OpenSky filed or 

spawned.  Appx127, Appx138-39, Appx237; see Appx2953-54.  The Director made 

no finding that OpenSky could, or would, actually pay the imposed fees.  

C. The PTAB Holds VLSI’s Claims Unpatentable 

Petitioner challenged claims 1, 14, 17, 18, 21, 22, and 24 of the ’759 patent.  

Appx164.4  The PTAB declared all claims obvious over two sets of prior-art 

references: (1) Schaffer and Lint, and (2) Chen and Terrell. 

1. Schaffer/Lint 

Shaffer (U.S. Patent No. 6,298,448) describes a “CPU speed control system” 

where the operating system “instructs” or “command[s]” a “clock module . . . to 

supply the CPU 20 with [a] predetermined clock frequency.”  Appx4238, 

Appx4331-32(4:2-4, 5:61-65).  VLSI argued that Schaffer does not disclose sending 

 
4 Like the final written decision, this discussion refers to OpenSky and Intel 
collectively as “Petitioner.” 
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a “request” as the ’759 patent requires.  The plain meaning of “request,” VLSI urged, 

is “to ask for something”—not “command” it.  Appx1381.  Schaffer’s frequency 

change is mandatory—the clock controller is “command[ed]” to change frequency, 

not “request[ed]” to do so.  See Appx1381-95.   

The PTAB did not deny that Schaffer’s “commands” and “instructions” are 

mandatory—not “asks.”  Appx168-72; Appx178.  It acknowledged VLSI’s argu-

ment that “‘[t]he plain meaning of “request” is to ask for something.’”  Appx168.  

And it agreed the ’759 patent’s specification “describes a [programmable clock 

controller] that receives a request and independently assesses whether to act on the 

request.”  Appx170.  It nonetheless construed “request” to include a “command.”  

Appx170-72.  It thus found Schaffer discloses the “request” limitation.  Appx178. 

The PTAB declared claim 1 obvious over the combination of Schaffer and 

Lint.  Appx189.  The PTAB professed to have “considered” the parties’ “evidence 

and arguments . . . on whether Shaffer and Lint teach or suggest claim 1’s limita-

tions,” Appx189, but never identified which limitations Lint purportedly taught.  The 

PTAB noted Petitioner’s argument that Lint teaches limitation 1[d]—“wherein the 

predefined change in performance is due to loading of the first master device as 

measured within a predefined time interval”—but never found that (or explained 

why) the argument was correct.  Appx177; Appx251(8:5-8).  The PTAB said it 

considered “whether there was a reason that skilled artisans at the time would have 
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combined Shaffer and Lint,” Appx189 (emphasis added), but made no findings 

about why skilled artisans would combine them. 

The PTAB also held independent claim 14 and dependent claim 17 unpatent-

able over the Schaffer/Lint combination.  Appx189-91.  For claim 17, the PTAB 

stated that “Petitioner relies on Shaffer as disclosing the additional limitations of 

claim 17” and VLSI “does not challenge those contentions.”  Appx191.  The PTAB 

held claims 18, 21, 22, and 24 unpatentable over Schaffer and Lint plus Kiriake, 

stating only that it “reviewed the record” and that VLSI “does not dispute Petition-

er’s contentions.”  Appx189-91. 

2. Chen/Terrell 

Petitioner’s alternative combination relied on Chen (U.S. Patent No. 

5,838,995) for most limitations of claim 1.  Appx191.  Chen “relates to increasing 

the frequency of input/output (I/O) devices” such as “network adapter cards,” 

“fax/modem adapters, sound cards, and the like.”  Appx4315(1:6-8, 1:18-21).  Chen 

addresses the “challenge[]” of the “throughput of I/O devices relative to the 

processing speed of a central processing unit”—that is, ensuring I/O devices keep 

up with increasing CPU speeds.  Appx4315(1:14-55).   

Chen teaches a “host bridge” that allows the bus connecting I/O devices to the 

motherboard to operate at a higher frequency whenever associated I/O devices are 

“capable” of doing so.  Appx4315(1:48-2:21); see Appx8017-20(¶¶26-27).  Chen 
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states that higher frequencies should be used whenever “possible,” whereas “low 

frequency operation” should be used only when “necessary.”  Appx4316(3:20-29).  

Chen does not mention “power” or reducing power consumption.  Appx8018(¶26).   

For the “predefined time interval” requirement of limitation 1[d], Petitioner 

relied on Terrell (U.S. Patent Application No. 10/300,348).  Appx1047-48 (citing 

Appx4325[0044]).  Terrell reduces power consumption in multiprocessor systems 

by “reduc[ing] the frequency of a shared clock to the minimum frequency that allows 

the processing elements to function correctly while using the least amount of 

power.”  Appx4323[0005] (emphasis added). 

VLSI argued that skilled artisans would not have combined Chen and Terrell 

given their “diametrically opposed” goals: Chen to maximize frequency to maximize 

performance, Terrell to minimize frequency to minimize power usage.  Appx1409-

19; Appx4315(2:8-14).  The PTAB dismissed that argument.  Citing the expert dec-

laration that Intel provided OpenSky (Ex. 1055), the PTAB “credit[ed] Dr. Jacob’s 

testimony” that skilled artisans “would have balanced” the references’ teachings to 

“operate at reduced frequency (conserving power) in low-activity times and 

increased frequency when the system required higher performance.”  Appx195 

(citing Ex. 1055 ¶¶112, 117 (Appx5985(¶112); Appx5987-88(¶117))); see pp. 14-

15, supra.  The PTAB repeatedly “credit[ed]” and “agree[d] with Dr. Jacob”—citing 

his Intel-procured declaration—in rejecting other VLSI arguments.  Appx182-83, 
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Appx195-200 (citing Ex. 1055).  It found claims 1 and 14 obvious over the 

Chen/Terrell combination.  Appx191-202.   

As to claims 17, 18, 21, 22, and 24, the PTAB stated that VLSI “does not 

challenge” Petitioner’s contention that the prior art discloses those claims’ additional 

limitations.  Appx202. 

SUMMARY OF ARGUMENT 

I. The Director found OpenSky committed egregious misconduct, includ-

ing extortion and abuse of process.  Her failure to impose meaningful sanctions was 

arbitrary, capricious, and inconsistent with reasoned decisionmaking. 

A. The Director refused to terminate the IPR based on a “compelling-

merits” standard drawn from a Memorandum addressing parallel patent proceedings.  

The Director never explained why that standard should govern misconduct.  The 

Memorandum, moreover, makes abuse of process reason to deny an IPR despite 

compelling merits.  The Director did the opposite, treating “compelling merits” as 

reason to proceed despite abuse of process.   

The Director never explained how her chosen sanction would meaningfully 

deter or punish.  She never explained why any public interest in patent challenges 

required countenancing OpenSky’s misconduct or giving Intel a fourth bite at 

challenging VLSI’s patent.  And she departed, without adequate explanation, from 

agency precedent terminating IPRs in indistinguishable circumstances. 
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B. The PTAB and Director’s “compelling-merits” analysis rested on inad-

missible hearsay: an expert declaration from Intel’s earlier petitions that OpenSky 

refiled without the expert’s knowledge.  The Director cited PTAB cases considering 

sworn declarations.  But those declarations were from experts retained (and available 

for cross-examination) in those cases—not declarations from other cases.  Nor can 

the Director escape the PTAB’s reliance on the hearsay declaration.   

C. The Director abused her discretion by issuing no meaningful sanction.  

Relieving OpenSky of responsibility for litigating the IPR, and handing Intel the 

reins, advanced OpenSky’s stated aims.  It did nothing to undo OpenSky’s abuse or 

deter extortionists.  And the Director’s vacillating dismissal-then-reinstatement of 

OpenSky lacked rational explanation.   

The Director’s limited monetary sanction does not excuse the refusal to termi-

nate the IPR.  Nothing indicated OpenSky would pay the awarded fees.   

D. The sanctions orders are reviewable.  VLSI is not challenging institu-

tion of OpenSky’s IPR, but the denial of meaningful sanctions for OpenSky’s 

misconduct.  OpenSky’s abuse of process included post-institution misconduct, and 

the Director’s sanctions authority includes termination. 

II. A party may be joined to an IPR only if it “properly files” its own 

petition.  35 U.S.C. §315(c).  That requires a timely petition.  Because Intel’s petition 

was untimely, it was not “properly file[d],” and joinder was improper.  While 
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§315(b)’s 1-year time limit exempts a “request for joinder,” it does not exempt the 

underlying “petition.”  

Intel’s unlawful participation prejudiced VLSI.  Intel commandeered the IPR.  

Indeed, after OpenSky’s misconduct was exposed, the Director refused to terminate 

the IPR in part because Intel was a party. 

III.A. The PTAB misconstrued the “request” limitation in finding obvious-

ness over Schaffer/Lint.  “Request” means ask, not command.  The specification 

uniformly describes the “request” in permissive terms.  Neither murky prosecution 

history, nor forbidden extrinsic evidence, can overcome the term’s plain meaning.    

B. The obviousness determination based on Schaffer/Lint also fails 

because the PTAB failed to make reasoned findings about Lint. 

C. The obviousness determination based on Chen/Terrell contradicts 

Chen’s principle of operation.  And the PTAB never explained why skilled artisans 

would discard Chen’s central teaching to produce the claimed invention.  

D. For numerous claims, the PTAB simply stated that VLSI did not chal-

lenge Petitioner’s arguments.  But the PTAB must explain why it accepts prevailing 

arguments, even if an issue is not contested.   

STANDARD OF REVIEW 

Agency decisions must be vacated if “ ‘arbitrary, capricious, an abuse of 

discretion,’” “‘otherwise not in accordance with law,’” or “ ‘unsupported by sub-
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stantial evidence.’”  Personal Web Techs., LLC v. Apple, Inc., 848 F.3d 987, 992 

(Fed. Cir. 2017) (quoting 5 U.S.C. §706(2)(A), (E)).  An agency must “‘present a 

full and reasoned explanation’” for its decision.  Id.  Sanctions and evidentiary 

rulings are reviewed for abuse of discretion.  Apple Inc. v. Voip-Pal.com, Inc., 976 

F.3d 1316, 1322-23 (Fed. Cir. 2020); Acceleration Bay, LLC v. Activision Blizzard 

Inc., 908 F.3d 765, 775 (Fed. Cir. 2018).  Abuse of discretion occurs where decisions 

are “‘clearly unreasonable, arbitrary, or fanciful,’” rest on legal or clear factual 

error, or are unsupported by “‘evidence on which the [agency] could rationally base 

its decision.’”  Voip-Pal.com, 976 F.3d at 1322-23.   

Statutory interpretation is reviewed de novo.  Facebook, Inc. v. Windy City 

Innovations, LLC, 973 F.3d 1321, 1330 (Fed. Cir. 2020).   

This Court reviews PTAB “obviousness determination[s] de novo” and 

“underlying factual determinations for substantial evidence.”  TQ Delta, LLC v. 

CISCO Sys., Inc., 942 F.3d 1352, 1357 (Fed. Cir. 2019). 

ARGUMENT 

I. THE DIRECTOR’S SANCTIONS DECISIONS VIOLATED THE APA’S 

REQUIREMENT OF REASONED DECISIONMAKING 

The Director found OpenSky committed “egregious” misconduct.  Appx65.  

OpenSky, she found, pursued this IPR “for the primary purpose of extorting money,” 

threatened to “deliberately sabotage” its own IPR, “violate[d] the duty of good faith 

and candor,” “flouted” discovery orders inquiring into its backers and motives, 

Case: 23-2158      Document: 53     Page: 49     Filed: 10/24/2024



31 
 

misled the PTO, engaged in “unethical conduct,” and committed an “abuse of 

process.”  Appx40-41, Appx69, Appx75, Appx77, Appx81; see Appx56-62.  The 

Director declared that OpenSky’s abuses “will not be tolerated” and “warrant[ed] 

sanctions to the fullest extent of [her] power.”  Appx77, Appx41. 

Those proved to be empty words.  The Director refused to terminate the 

proceeding.  She did not even dismiss OpenSky.  She assigned OpenSky a “silent 

understudy role,” Appx84, a non-sanction for a party found to have engaged in 

misconduct because it “had no interest in meaningfully pursuing” the IPR, Appx70.  

Nor did she meaningfully explain how the “sanctions” she imposed would deter 

similar abuses.  The Director’s rulings shifted without reason, defied the authorities 

they professed to follow, and rested on inadmissible hearsay. 

A. The Director’s Refusal To Terminate the IPR Defies Reasoned 
Decisionmaking 

By statute, the Director must issue regulations “prescribing sanctions for 

abuse of discovery, abuse of process, or any other improper use of the proceeding.”  

35 U.S.C. §316(a)(6).  PTO regulations authorize sanctions where a party makes a 

filing “for any improper purpose,” violates the “duty of candor and good faith,” or 

engages in other “misconduct,” including “[m]isrepresentation[s],” “[a]buse of 

discovery,” and “[a]buse of process.”  37 C.F.R. §§11.18(b)(2)(i), 42.11(a)-(c), 

42.12(a).  OpenSky’s misconduct ticked every box.  As the Director found, OpenSky 

pursued this IPR for the “sole,” “improper purpose” of “extorting” VLSI and Intel; 
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“violate[d] the duty of good faith and candor”; “flouted” discovery orders; and 

committed an “abuse of process.”  Appx65, Appx74-75, Appx77, Appx81.  It is hard 

to imagine more flagrantly “improper use of the proceeding.”  35 U.S.C. §316(a)(6). 

Sanctions should be “suffic[ient] to deter repetition of the conduct or compa-

rable conduct” and may include “[ j]udgment in the trial,” “dismissal of the petition,” 

and “[t]erminating the proceedings.”  37 C.F.R. §§11.18(c)(5), 42.11(d)(4), 

42.12(b)(8).  Where the Director finds a proceeding would not have been pursued 

absent the petitioner’s illicit motives, the “proportional” response, Appx41, is to 

terminate the improper proceeding.  That would “deter repetition” by the wrongdoer 

and those who would follow its example, 37 C.F.R. §42.11(d)(4), and “restore” the 

parties “to the position they would have been in” absent the misconduct, Funk v. 

Belneftekhim, 861 F.3d 354, 371-72 (2d Cir. 2017); see Apple Inc. v. Voip-Pal.com, 

Inc., IPR2016-01198, 2018 WL 6729050, at *4 (PTAB Dec. 21, 2018) (“render 

whole the aggrieved party”).  Yet the Director refused to terminate OpenSky’s 

extortionate IPR.  Her rationale for doing so lacks the “reasoned explanation” the 

law requires.  In re Lee, 277 F.3d 1338, 1342 (Fed. Cir. 2002).   

1. The Director’s Unjustified Legal Test—and Unexplained 
Departure from It 

The Director ruled termination is not an appropriate sanction “if . . . the 

unpatentability merits were compelling as of the time of institution.”  Appx84.  The 

Director purported to borrow that “compelling-merits” standard from a June 2022 
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Interim Guidance Memorandum.  Appx42(& n.2), Appx86(& n.19) (invoking 

“compelling-merits determination here, per the Memorandum”); see Interim 

Procedure for Discretionary Denials in AIA Post-Grant Proceedings with Parallel 

District Court Litigation (USPTO June 21, 2022) (“Memorandum”).5  That Memo-

randum and its “compelling-merits” standard, however, were not about misconduct: 

They concerned when to grant IPR “where district court litigation is proceeding in 

parallel.”  Memorandum 3-4.  

The Director never explained why the standard governing commonplace 

parallel proceedings should also govern extreme misconduct.  Nor could she.  There 

is nothing inherently improper about pursuing IPR after being sued for infringement.  

But there is everything improper about pursuing IPR for extortion and abuse of 

process.  Misconduct implicates concerns—including deterrence—that parallel pro-

ceedings do not.  The Director ignored those stark differences.  Reasoned decision-

making requires more: An agency “may not simply provide a conclusion”; it “must 

‘articulate a satisfactory explanation’” of “why it decides any question the way it 

does.”  Aqua Products, Inc. v. Matal, 872 F.3d 1290, 1325 (Fed. Cir. 2017) (en banc) 

(plurality) (emphasis added). 

 
5 www.uspto.gov/sites/default/files/documents/interim_proc_discretionary_denials
_aia_parallel_district_court_litigation_memo_20220621_.pdf. 
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Worse, the Director inverted the test she professed to apply.  The Memoran-

dum explains that, even if a challenge is “compelling,” the PTAB still may refuse to 

proceed “where abuse has been demonstrated,” including “abuse of process.”  Mem-

orandum 4, 9.  The Memorandum thus makes abuse of process a reason to deny an 

IPR despite compelling merits.  The Director turned that upside-down: She cate-

gorically declared compelling merits a reason to proceed despite abuse of process.  

Appx84-86; see Appx91-92; Appx119-23.  She never acknowledged—much less 

justified—that deviation.  That “depart[ure]” from the articulated standard, “without 

a reasoned explanation,” must “be vacated as arbitrary and capricious.”  Fred 

Beverages, Inc. v. Fred’s Capital Mgmt. Co., 605 F.3d 963, 967 (Fed. Cir. 2010); 

see SEC v. Chenery Corp., 318 U.S. 80, 89, 93-94 (1943).  

2. Departure from Statute and Regulations 

The Director’s reliance on—and misapprehension of—the Memorandum 

caused her to overlook the question the statutes and regulations require her to 

answer: What sanction would adequately “deter” and “punish” the “abuse of 

process” and “improper use of [IPRs]” found here.  Appx41; Appx129; 37 C.F.R. 

§§42.11(d)(4), 42.12(a)(6)-(7); 35 U.S.C. §316(a)(6).  The Director never explained 

how parties would be deterred or punished if they may pursue IPRs solely for 

extortionate purposes, stonewall efforts to uncover their motives, offer to sabotage 
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their own IPRs for payment, violate orders, and engage in other misconduct—yet 

still have the proceeding go forward.   

Far from deterring misconduct, that encourages it.  Appx1769, Appx1781-

83, Appx1788-92.  Allowing extortionate IPR petitions to proceed whenever the 

PTO subjectively determines the challenge has “compelling merits” pressures patent 

owners to give in to extortion.  That encourages extortionate schemes—especially 

if, like OpenSky, the aspiring extortionist never has to reveal who is behind it.  By 

ignoring those “perverse incentives,” Mountain States Tel. & Tel. Co. v. FCC, 939 

F.2d 1035, 1046-47 (D.C. Cir. 1991), the Director “failed to consider an important 

aspect of the problem,” Motor Vehicles Mfrs. Ass’n of U.S., Inc. v. State Farm Mut. 

Auto. Ins. Co., 463 U.S. 29, 43 (1983).6 

By invoking a generalized “public interest in evaluating patent challenges 

with compelling merits,” Appx84, the Director elided whether that interest can be 

served through other, legitimate processes (e.g., lawful IPRs by parties with proper 

motives) rather than countenancing OpenSky’s misconduct.  Besides, the only (non-

sham) entity interested in challenging the ’759 patent is Intel.  But Intel’s IPRs were 

 
6 The Director’s assurance that the circumstances here are “unusual” and “not likely 
to reoccur,” Appx85, is hard to swallow, given the Director’s near-simultaneous 
finding that another entity—PQA—also used an IPR to “extort” VLSI.  Patent 
Quality Assurance LLC v. VLSI Tech. LLC, IPR2021-01229, Paper 102, at 54-55, 59 
n.26 (PTAB Dec. 22, 2022).  Even if misconduct is rare, that is no reason to 
encourage it. 
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denied, Intel abandoned its obviousness arguments in district court, and a jury 

rejected its anticipation defense.  The Director did not explain why Intel’s interest in 

getting a fourth bite at the apple should outweigh the statutorily prescribed interest 

in deterring IPR “abuse.”  35 U.S.C. §316(a)(6).   

The Director admitted Intel was allowed to challenge the patent again only 

because of OpenSky’s extortionate IPR.  Appx85(n.17).  The Director found Intel 

then effectively took over the case, handing OpenSky a deposition outline, reply 

brief, and expert declaration, and presenting oral argument.  Appx70-71.  OpenSky 

itself claimed it pursued the IPR “with the intent of . . . giving Intel its day in court 

regarding invalidity”—a goal it “accomplished.”  Appx7407.  Allowing this abusive 

IPR to proceed can only invite more illicit, stalking-horse IPRs.  The Director never 

considered those consequences of her decision—a failure of reasoned decision-

making and abuse of discretion.  See Mountain States, 939 F.2d at 1046-47; State 

Farm, 463 U.S. at 43. 

3. Departure from Agency Practice 

The Director refused to terminate the IPR in part because Intel (which was 

time-barred) had been joined.  Appx82-85.  The Director did not dispute that, in 

earlier cases, the agency has terminated IPRs entirely—and also “terminated joined 

time-barred parties” like Intel—upon “finding that an IPR was improperly insti-

tuted.”  Appx82.  She deemed those cases distinguishable because “‘the original 
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petitioner’” in those cases “‘was statutorily barred from bringing the petition in the 

first instance,’ so the petition was void ab initio.”  Appx82 (quoting Appx2110). 

That distinction is wrong and inexplicable.  The IPR in I.M.L. SLU v. WAG 

Acquisition, LLC was terminated because the original petitioner “fail[ed] to carry the 

burden to persuade [the PTAB] that it complied with the statutory requirement to 

name the real parties-in-interest.”  IPR2016-01658, Paper 46 at 14 (PTAB Feb. 27, 

2018) (cited Appx1791; Appx82).  Although grounds for termination, failure to 

name real parties-in-interest does not defeat “jurisdiction to proceed” ab initio.  

Unified Patents, LLC v. B# On Demand, LLC, IPR2020-00995, 2021 WL 6339062, 

at *21 (PTAB Nov. 10, 2021).  Moreover, the Director found OpenSky guilty of the 

same failure: OpenSky’s misconduct, including an “evasive” and “non-responsive” 

answer to an interrogatory regarding whether there were “ ‘other real parties in 

interest,’” made it “not possible to ascertain whether or not OpenSky merely acts as 

a shell for other entities seeking to challenge the ’759 patent.”  Appx61-62.  The 

Director never explained why that failure warranted termination in I.M.L. but not 

here.  That lack of “reasoned explanation for departing from precedent or treating 

similar situations differently” was “arbitrary and capricious.”  Fred Beverages, 605 

F.3d at 967. 

The Director cited cases where the agency “allowed a joined petitioner to step 

into an active role after the original petitioner was terminated.”  Appx82-83.  In those 
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cases, however, the original petitioners settled—they did not engage in misconduct 

and abuse of process.  Allowing legitimately pursued IPRs to continue after petition-

ers settle is miles from allowing an illegitimately pursued IPR to continue after 

finding the petitioner guilty of misconduct.  The Director made no effort to bridge 

that chasm.  Reasoned decisionmaking requires more.  See Aqua Products, 872 F.3d 

at 1325 (en banc) (plurality); PDK Labs. Inc. v. U.S. DEA, 362 F.3d 786, 798-99 

(D.C. Cir. 2004). 

B. The PTO’s “Compelling-Merits” Analysis Improperly Rests on 
Inadmissible Hearsay 

The Director declared that the IPR should proceed if, “based only on the 

record before the Board prior to institution,” OpenSky’s petition presented “compel-

ling merits.”  Appx41-42; see Appx84-87.  Even if that standard were proper (it was 

not), the Director’s decision applying it rested on inadmissible hearsay.  

1. The “compelling-merits” standard the Director ordered is “a higher 

standard than the reasonable likelihood required for the institution of an IPR”; it 

must be “highly likely that the petitioner would prevail.”  Appx86.  The “evidence, 

if unrebutted at trial,” must “plainly lead to a conclusion that one or more claims are 

unpatentable by a preponderance of the evidence.”  Appx86 (emphasis added).  As 

PTO regulations make clear, that inquiry is limited to admissible evidence consistent 

with “the Federal Rules of Evidence,” which “apply to [an IPR] proceeding.”  37 

C.F.R. §42.62; see §42.2.   
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Here, the PTAB’s and Director’s “compelling-merits” analysis rested on 

inadmissible hearsay: expert declarations that Dr. Jacob prepared for Intel’s earlier, 

non-instituted petitions and which OpenSky refiled without Dr. Jacob’s knowledge 

or consent.  “ ‘Rather than provide its own expert testimony,’” the Director found, 

“‘OpenSky just refiled Intel’s declarations without even changing the cover pages.’”  

Appx46; see Appx79-80; Appx4014-18; Appx5276-81.  OpenSky did so “without 

[Dr. Jacob’s] knowledge” and without “inquir[ing] as to his interest or availability.”  

Appx45; Appx80.  The declarations continued to state that Dr. Jacob had been 

“retained by Intel” for the earlier cases.  Appx4014, Appx4018(¶1); Appx5276, 

Appx5281(¶1).  OpenSky admitted it “did not contact” Dr. Jacob before institution 

and “intend[ed] to approach [him]” only “[p]ost-institution.”  Appx1182 (emphasis 

added).7   

The Jacob declarations thus were inadmissible hearsay.  See Appx1113-15, 

Appx1118, Appx1123, Appx1126, Appx1151-52; Appx1210-12; Appx2705-07.  A 

statement “the declarant does not make while testifying at the current trial or hear-

ing,” and that is offered “to prove the truth of the matter asserted,” is “‘[h]earsay’” 

and “not admissible.”  Fed. R. Evid. 801(c), 802 (emphasis added).  Dr. Jacob’s 

 
7 OpenSky first contacted Dr. Jacob in February 2022, over a month after institution, 
and retained him for this case.  Appx11018-19.  But when Dr. Jacob learned of 
OpenSky’s misconduct, he was “shock[ed]” and vowed he “won’t be working with 
OpenSky ever again.”  Appx10552(25:1-21).          
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declarations were not made for “the current trial or hearing,” but for a different 

proceeding.  And they were offered for their truth.  OpenSky’s petition cited them 

nearly 200 times, for every limitation and motivation to combine.  Appx1113-15; 

Appx2705-07; see Appx1001-63.  The PTAB’s compelling-merits decision likewise 

relied extensively on “Dr. Jacob,” including for motivation to combine Chen and 

Terrell, Appx99; see Appx94-99—the sole ground on which the Director upheld the 

compelling-merits determination, Appx119(& n.3). 

Court after court holds that declarations prepared for “another case,” including 

expert reports, are “inadmissible hearsay.”  Wilson v. Wexford Health Sources, Inc., 

932 F.3d 513, 522 (7th Cir. 2019); see HTC Corp. v. Telefonaktiebolaget LM 

Ericsson, 12 F.4th 476, 489 (5th Cir. 2021) (affirming exclusion as “hearsay” of 

“testimony and a report proffered by an expert . . . in prior litigation”).  The PTAB 

has recognized that too.  See Samsung Elecs. Am., Inc. v. Prisua Eng’g Corp., 

IPR2017-01188, Paper 22, at 33 (PTAB Oct. 11, 2017) (declaration “submitted in 

. . . related litigation” was hearsay and “give[n] no weight”); ABS Global, Inc. v. XY, 

LLC, IPR2018-01224, Paper 28, at 17-19 (PTAB Dec. 9, 2018) (excluding expert 

testimony from “related district court proceeding” as hearsay); Unified Patents Inc. 

v. Sound View Innovations, LLC, IPR2018-00599, Paper 50 at 50-51 (PTAB Sept. 

9, 2019) (excluding declaration from another IPR proceeding as hearsay).  That rule 

foreclosed consideration of Dr. Jacob’s declarations here. 
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2. It is no answer that “the Board regularly considers sworn declarations 

in lieu of live testimony.”  Appx122.  In the cases the Director cited, the declarations 

were testimony prepared for those cases.8  Statements made “while testifying at the 

current trial or hearing” are not hearsay.  Fed. R. Evid. 801(c)(1); see 37 C.F.R. 

§42.53(a) (“Uncompelled direct testimony must be submitted in the form of an 

affidavit.”).  Dr. Jacob’s declarations were prepared for and submitted in different 

cases.  In that situation, courts and the PTAB regularly exclude declarations as 

inadmissible hearsay. 

In the cases the Director cited, moreover, the witnesses were subject to cross-

examination, under a PTO regulation providing for “[c]ross examination of affidavit 

testimony prepared for the proceeding.”  37 C.F.R. §42.51(b)(1)(ii) (emphasis 

added); see Grünenthal, PGR2018-00062, Paper 32 at 15; Johns Manville, IPR2016-

00130, Paper 35 at 19, 22-23; cf. Fed. R. Evid. 801(d) (certain prior statements non-

hearsay where “declarant testifies and is subject to cross-examination about [the] 

prior statement”).  Here, nothing in “the record before the Board prior to institution,” 

Appx86, showed that Dr. Jacob would be available for cross-examination.  His 

declarations were not “prepared for the proceeding,” so they fell outside the PTO’s 

 
8 See Grünenthal GmbH v. Antecip Bioventures II LLC, PGR2018-00062, Paper 32, 
at 7, 15 (PTAB Oct. 29, 2019); id., Ex. 1003 at cover, ¶¶1-4 (expert retained for 
proceeding at issue); Johns Manville Corp. v. Knauf Insulation, Inc., IPR2016-
00130, Paper 35, at 16, 19, 22-23 (PTAB May 8, 2017); id., Exs. 1017, 1018, 1028, 
1031.   
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cross-examination regulation.  And OpenSky did nothing “prior to institution,” 

Appx86, to secure his availability for cross-examination.  As the Director found, 

OpenSky refiled Dr. Jacob’s declarations without “inquir[ing] as to his interest or 

availability.”  Appx79-80.   

That OpenSky later retained Dr. Jacob, making him available for cross-

examination, makes no difference.  Cf. Appx203 (addressing those post-institution 

developments in connection with final written decision).  The Director did not rely 

on that fact, so it cannot sustain her compelling-merits decision on appeal.  See 

Chenery, 318 U.S. at 93-95.  If the Director had relied on OpenSky’s post-institution 

retention of Dr. Jacob, that would violate her own directive that the compelling-

merits inquiry must be based on “the record before the Board prior to institution.”  

Appx86 (emphasis added); see Chenery, 318 U.S. at 89-90. 

3. Nor could the Director plausibly insist Dr. Jacob’s declarations were 

irrelevant to the PTAB’s compelling-merits determination.  She quoted a statement 

that OpenSky’s “‘contentions were supported by the prior art’s disclosures even 

without supporting expert testimony.’”  Appx122 (quoting Appx98).  But that state-

ment concerned a single limitation, which the PTAB believed it could discern from 

“Chen’s plain language.”  Appx98.  The PTAB made no similar contention for any 

other aspect of its compelling-merits analysis. 
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Indeed, on motivation to combine and reasonable expectation of success, the 

PTAB’s compelling-merits decision relied entirely on “Petitioner’s expert, Dr. 

Jacob.”  Appx99.  The PTAB stated that “Dr. Jacob[] adequately explained how a 

skilled artisan would view the [Chen and Terrell] references as compatible and 

understand the benefits of combining them.”  Appx99 (citing Ex. 1002 ¶136 

(Appx4111-12)).  It declared that “Petitioner’s contentions, as supported by Dr. 

Jacob, if unrebutted at trial, would plainly lead to a conclusion of unpatentability 

because his testimony logically and fully explains how the combination would 

integrate the two references’ teachings and offer a benefit.”  Appx99 (citing Ex. 1002 

¶¶136-145 (Appx4111-17)) (emphasis added).  The Director never addressed that 

passage, despite recognizing that VLSI cited it.  See Appx122.  Nor did she identify 

any other basis for finding that OpenSky made a “compelling” showing of motiva-

tion to combine.  The Director’s response to the hearsay issue is not merely “‘not in 

accordance with [hearsay] law,’” but also devoid of the “full and reasoned explana-

tion” the APA demands.  Lee, 277 F.3d at 1342. 

C. The Director Abused Her Discretion in Denying Any Meaningful 
Sanction 

The refusal to terminate OpenSky’s extortionate IPR was rife with legal errors 

and failures of reasoned decisionmaking.  The “sanctions” the Director did impose 

only confirm the arbitrariness and capriciousness of the decisionmaking. 
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1. The Director Abused Her Discretion in Relieving OpenSky of 
Responsibility for the IPR, Then Dismissing OpenSky, Then 
Reinstating OpenSky 

The Director’s October 2022 sanctions order faulted OpenSky because it “did 

not intend to pursue the patentability merits” and “did not budget for litigating this 

proceeding throughout its expected life.”  Appx78.  She then purported to sanction 

OpenSky by “relegating OpenSky to a silent understudy role,” while “elevating Intel 

to an active party.”  Appx84.  In other words, after finding OpenSky engaged in 

misconduct because it “had no interest in meaningfully pursuing the unpatentability 

grounds in its Petition,” Appx70, Appx78-79, the Director “sanctioned” OpenSky 

by excusing it from meaningful responsibility for pursuing the IPR—while allowing 

it to remain a party.   

That is inexplicable.  Relieving a party of responsibility for litigating a case it 

does not want to litigate is a reward, not a sanction.  Handing the reins to Intel 

consummated OpenSky’s efforts to shift costs to Intel—efforts the Director herself 

highlighted.  See Appx70-71, Appx78-79.  Indeed, in an email the Director cited, 

OpenSky boasted that it pursued this IPR “with the intent of . . . giving Intel its day 

in court regarding invalidity.”  Appx7407 (Ex. 1529); see Appx71, Appx79 (citing 

Ex. 1529).  The Director’s “sanction” of handing control to Intel fulfilled rather than 

frustrated that goal. 
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The Director insisted that “demoting OpenSky” was “indeed a sanction” be-

cause it “ ‘remove[d] its ability to leverage [its] control’” of the IPR “‘for or against 

a particular party.’”  Appx108 (quoting Appx84).  But by then, OpenSky had no 

“leverage.”  The IPR had been briefed and argued on the merits (by Intel), so Open-

Sky could no longer threaten to “‘refus[e] to produce witnesses’” or file briefs.  

Appx69; see Appx70-71, Appx78-79; Appx164; Appx2537-39; pp. 12-15, supra.  

And the aim of not leveraging OpenSky’s “‘control for or against a particular 

party,’” Appx108, is ill-served by handing that control over to one particular party. 

The Director’s vacillations lay bare her decision’s arbitrariness.  After refus-

ing to dismiss OpenSky in October 2022, she reversed course by dismissing Open-

Sky in December 2022.  Appx116-17.  Then she reversed that decision by reinstating 

OpenSky six weeks later.  Appx128.  Neither reversal was meaningfully rooted in 

sanctions’ goals of deterrence, punishment, and restoring wronged parties.  See 

p. 32, supra.  Neither would undo the damage the abuse already caused—or deter 

future extortionists, whose IPRs can proceed even if they are dismissed as parties. 

The reinstatement of OpenSky was especially arbitrary.  The Director never 

found her dismissal unwarranted.  She merely observed that she had dismissed-then-

reinstated another party—PQA—in PQA’s abusive IPR against VLSI.  Appx128; 

see p. 10, supra.  But the Director reinstated PQA to moot PQA’s (frivolous) 

objection that its dismissal put it beyond the Director’s authority to impose further 
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sanctions.  See Patent Quality Assurance LLC v. VLSI Tech. LLC, IPR2021-01229, 

Paper 108 at 2-4 (PTAB Jan. 27, 2023); VLSI Br. 8-16, 36-37, No. 23-2298 (Dkt. 

79); Walker v. Health Int’l Corp., 845 F.3d 1148, 1155 (Fed. Cir. 2017).  That 

argument could not justify reinstating OpenSky, which lodged no such objection. 

2. The Director’s Hollow Monetary “Sanction” Cannot Excuse the 
Refusal To Terminate 

That the Director imposed a limited monetary sanction—ordering OpenSky 

to pay a fraction of the fees VLSI incurred, see p. 23, supra—cannot excuse refusal 

to terminate.  “[S]anctions must never be hollow gestures; their bite must be real.”  

Martin v. Automobili Lamborghini Exclusive, Inc., 307 F.3d 1332, 1337 (11th Cir. 

2002).  “For the bite to be real, [a monetary sanction] has to be a sum that the 

[wrongdoer] might actually pay.”  Id. (emphasis added).  Monetary sanctions are 

“‘meaningless’” where the party lacks the ability to pay them, Brown v. Oil States 

Skagit Smartco, 664 F.3d 71, 75-80 (5th Cir. 2011), or is “nothing more than a ghost 

without officers or property,” In re Grand Jury, 705 F.3d 133, 148 (3d Cir. 2012).   

The Director never found OpenSky could—or would—pay the fees imposed.  

To the contrary, she highlighted “OpenSky’s comments that it was running out of 

money” and “lacked the resources to pursue this IPR.”  Appx78.  She found 

OpenSky was “evasive and non-responsive” about its backers and funding, and 

“flouted” prior orders.  Appx61-62, Appx75.  Absent any showing OpenSky actually 

will pay, the fee award is a “hollow gesture[.]”  Martin, 307 F.3d at 1337.  
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Nor is there even reputational sting.  The Director found OpenSky exists for 

the “sole purpose” of pursuing this extortionate IPR.  Appx31; Appx58-59, Appx61-

62, Appx76.  She did not explain how her sanction could “deter similar abuse,” 

Appx81, when OpenSky stonewalled inquiry into its backers and its only business 

is this IPR.  Her sanction of OpenSky is effectively a sanction of no one.  The 

Director’s failure to grapple with that requires reversal.  State Farm, 463 U.S. at 43.    

That is not to say the Director should not have imposed fees.  She should have 

awarded VLSI fees (at least) for the entirety of OpenSky’s extortionate IPR.  But at 

the end of the day, a monetary sanction is not meaningful absent reason to think it 

will be paid.  And it cannot substitute for sanctions—like termination of this IPR—

that would actually punish, deter, and remedy misconduct like OpenSky’s.    

D. Efforts To Evade Review Are Unavailing 

Contrary to Intel’s protestations, ECF #17 at 16-17, the refusal to terminate is 

reviewable.  Under 35 U.S.C. §314(d), a determination “whether to institute an inter 

partes review under this section” is “nonappealable.”  (Emphasis added).  VLSI is 

not challenging institution; it is challenging the denial of meaningful sanctions for 

OpenSky’s misconduct, which intensified post-institution.  The two are distinct: 

Institution is governed by §314; sanctions are governed by §316(a)(6) and PTO 

regulations.  This Court can and does review the denial of sanctions requested under 

§316(a)(6) and implementing regulations.  See Voip-Pal.com, 976 F.3d at 1323-24. 
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The decisions below illustrate the distinction.  The Director’s July 2022 order 

upheld “the Board’s decision to institute review” and ordered that “no further 

briefing is permitted as to the merits . . . as it pertains to institution.”  Appx29-30.  

At the same time, the Director ordered inquiry and briefing on whether OpenSky 

committed an “abuse of process” and appropriate sanctions.  Appx30-34.  In finding 

sanctionable misconduct, she emphasized how “OpenSky’s post-institution activity 

was dominated by attempts to extract money.”  Appx80-81; see Appx62, Appx67-

69, Appx78; cf. Facebook, 973 F.3d at 1332 (“separate and subsequent decision” to 

the institution decision is reviewable).  And she emphasized that the “compelling-

merits” review she ordered was not the same as assessing “institution of an IPR 

under 35 U.S.C. §314(a).”  Appx86.  

Available sanctions include “[t]erminating the proceedings,” “[ j]udgment in 

the trial,” and “dismissal of the petition,” after and independent of the institution 

decision.  37 C.F.R. §§11.18(c)(5), 42.12(b)(8).  VLSI sought “terminating sanc-

tions.”  Appx1790 (citing 37 C.F.R. §§11.18(c)(5), 42.12(b)(8)).  The Director had 

authority to issue them.  See 37 C.F.R. §11.18(c)(5); §§42.2(1), 42.12.  And she 

made clear that, in considering whether to terminate the proceeding, she was acting 
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pursuant to her sanctions authority under §316 and related regulations.  Appx63, 

Appx81; Appx129.  This Court can review her denial of the requested sanction.9   

If the Director somehow viewed the sanctions issue as limited to whether to 

“reverse the initial institution decision,” Appx136, she erred.  Her sanctions 

authority was not so limited.  If the Director failed to appreciate that, “doubts about 

whether the agency appreciated the scope of its discretion” would require vacatur 

for the Director to “consider the problem anew.”  Dep’t of Homeland Sec. v. Regents 

of the Univ. of Cal., 591 U.S. 1, 26, 35-36 (2020). 

* * * 

The Director found OpenSky tried “extorting” VLSI; “flouted” orders; 

threatened to “deliberately sabotage” its own IPR; and committed an “abuse of 

process.”  Appx69, Appx75, Appx81.  She vowed OpenSky’s abuse “will not be 

tolerated” and “warrants sanctions to the fullest extent of [her] power.”  Appx41, 

Appx77.  Yet she let OpenSky off the hook—allowing its extortionate IPR to 

proceed, with OpenSky as a party—based on pretzel logic and inadmissible hearsay.  

Reasoned decisionmaking demands more.  Only termination of OpenSky’s abusive 

IPR will provide adequate deterrence and punishment.  At the very least, vacatur is 

warranted for proper consideration of sanctions, to and including termination. 

 
9 VLSI also requested the Director “vacate the decision instituting” the IPR.  
Appx1788.  Section 314(d) at most bars review regarding that request.  
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II. INTEL’S JOINDER WAS BARRED UNDER §315 

The PTO erred in allowing Intel to be a party.  The IPR statute does not allow 

entities that file untimely petitions to be joined to another petitioner’s IPR. 

A. Section 315 Allows Joinder Only Where a Party “Properly Files” a 
Petition, and an Untimely Petition Is Not “Properly Filed” 

Under 35 U.S.C. §315(c), only a party that “properly files” an IPR “petition” 

may be “join[ed] as a party” to another challenger’s IPR.  Here, Intel’s petition was 

not “properly file[d].”  Intel filed the petition underlying its joinder request long after 

§315(b)’s deadline—“1 year after” Intel was served with the infringement 

complaint—had passed.  See VLSI Tech. LLC v. Intel Corp., No. 6:21-cv-57, Dkt. 6 

(W.D. Tex. Apr. 15, 2019); Appx260; Appx14099(n.1).  Because the petition was 

untimely, it was not “properly file[d],” and Intel could not be joined under §315(c). 

The “‘commo[n] underst[anding]’” of “the phrase ‘properly filed’” encom-

passes “time limits.”  Pace v. DiGuglielmo, 544 U.S. 408, 413, 417 (2005).  A 

“‘properly filed’” document must comply with applicable “time limits.”  Artuz v. 

Bennett, 531 U.S. 4, 8 (2000).  An “untimely petition would not be deemed ‘properly 

filed.’” Pace, 544 U.S. at 413 (emphasis added); see Allen v. Siebert, 552 U.S. 3, 6-

7 (2007) (per curiam) (“untimely” petition “not ‘properly filed’”).  That “‘common 

usage’” of “‘properly filed’” controls.  Pace, 544 U.S. at 413; see FCC v. AT&T 

Inc., 562 U.S. 397, 403 (2011).   
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Courts, moreover, presume Congress adopts a term’s “well-settled judicial in-

terpretation.”  Helsinn Healthcare S.A. v. Teva Pharms. USA, Inc., 586 U.S. 123, 

132 (2019).  Congress understood how courts interpret “properly file[d].”  Citing the 

Supreme Court’s decisions in Pace, Artuz, and Allen, Senator Kyl—a leading AIA 

sponsor—explained that the “properly filed” “petition” requirement means “time 

deadlines for filing petitions must be complied with in all cases.”  154 Cong. Rec. 

S9988 (daily ed. Sept. 27, 2008) (emphasis added).  That principle, he explained, 

applies to “the meaning of ‘properly filed ’ when used in the joinder provisions in 

[§]315(c).”  157 Cong. Rec. S1375 (daily ed. Mar. 8, 2011) (emphasis added).  In-

tel’s untimely petition thus was not “properly file[d],” §315(c), foreclosing joinder.   

B. The PTO Misreads the Statute 

The PTO invoked §315(b)’s statement that the one-year time limit does not 

apply to “requests for joinder.”  See Appx8(n.7); Appx49; Appx2654-55(n.3); 

Appx159(n.4).  But that statement means only what it says—that joinder requests 

can be filed outside the one-year window.  It does not exempt the requester’s petition 

from the one-year limit or erase the precondition that petitions be “properly file[d].” 

The PTO’s view that the exemption for “joinder” requests also “exempt[s] the 

petition that accompanies a joinder request from [§315(b)’s] time limitation,” 

Proppant Express Investments, LLC v. Oren Techs., LLC, IPR2018-00914, Paper 38 

at 17 (PTAB Mar. 13, 2019) (emphasis added); Appx8(n.7); Appx159(n.4)—
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reaffirmed by the Director, Appx49; Appx2654-55(n.3)—defies statutory text.10  

The AIA distinguishes between a “petition” and a “request for joinder.”  §315(b)-(c).  

Section 315(b) subjects an infringement defendant’s “petition” to a one-year time 

limit.  It then exempts a “request for joinder” under §315(c)—and only that 

request—from the one-year limit.  Indeed, the AIA elsewhere exempts certain “peti-

tion[s]” from other timing requirements, §311(c), but nowhere exempts “petitions” 

accompanied by joinder requests from §315(b)’s one-year limit.  “ ‘[W]here Con-

gress includes particular language in one section of a statute but omits it in another,’” 

it is “ ‘presumed that Congress acts intentionally and purposely in the disparate 

inclusion or exclusion.’”  Russello v. United States, 464 U.S. 16, 23 (1983). 

Section 315(b)’s exception for joinder serves a modest but practical role: It 

lets infringement defendants make a “request for joinder” after the one-year limit, 

provided the “petition” underlying that request is “properly file[d]” within the one-

year window.  That makes sense.  A party can be “join[ed]” to another person’s IPR 

only if the PTO “institutes” that other person’s IPR.  §315(c).  Because institution 

may not occur until six months after review is sought, §§313, 314(b); 37 C.F.R. 

 
10 As the Director has explained, no court has resolved whether parties with untimely 
petitions may be joined to IPRs.  Brief for Federal Respondent 14-15, in No. 23-315 
(U.S.) (explaining that Facebook, 973 F.3d 1321; Network-1 Techs., Inc. v. Hewlett-
Packard Co., 981 F.3d 1015 (Fed. Cir. 2020); and Thryv, Inc. v. Click-To-Call 
Techs., LP, 590 U.S. 45 (2020), addressed issue only in “dicta”).  And because 
joinder “is a separate and subsequent decision to” institution, joinder is reviewable 
despite the non-reviewability of institution.  Facebook, 973 F.3d at 1332. 
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§42.107(b), it may not be feasible for defendants to request joinder until after the 

one-year period’s expiration.  Section 315(b) clarifies that such delays do not bar 

joinder for otherwise timely petitions.  But it does not remove defendants’ obligation 

to properly—timely—file their petitions.  

C. Intel’s Unlawful Joinder Unfairly Prejudiced VLSI  

Intel’s unlawful participation was prejudicial.  The Director found OpenSky 

“did not intend to pursue the patentability merits” and “suggested [to Intel] that it 

lacked the resources to pursue this IPR.”  Appx78; see Appx70(n.14).  So Intel 

commandeered the IPR.   

As the Director found, OpenSky deposed VLSI’s expert only under pressure 

from Intel, and then used “Intel’s deposition outline.”  Appx70-71; see Appx1527; 

Appx1652.  OpenSky did not plan to file a substantive reply, so Intel “provide[d] 

OpenSky with a fully complete reply brief [and] supporting expert declaration” from 

Dr. Jacob, which OpenSky filed as its own.  Appx71 (citing Appx7405-09); see 

Appx78; Appx11047; Appx1686; Appx1652.  The PTAB’s final written decision 

then repeatedly relied on those specific filings.  E.g., Appx172, Appx175, Appx178-

79, Appx181, Appx183, Appx195-97, Appx199-200 (citing “Pet. Reply” and “Ex. 

1055”).11  Moreover, “OpenSky did not request oral argument” or “meaningfully 

 
11 The PTAB “credit[ed] Dr. Jacob’s testimony” and “agree[d] with Dr. Jacob” 
throughout its decision, for both prior-art combinations, citing the declaration Intel 
procured (“Ex. 1055”).  Appx182-83 (citing Ex. 1055 ¶¶56-57 (Appx5954-56(¶¶56-
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participate in the oral hearing,” Appx71, so Intel alone argued for petitioners, see 

Appx2535-617; Appx2212-13 (Intel demonstratives).  Time and again, Intel used its 

joinder to inject new evidence and arguments.  The prejudice is undeniable. 

Nor is that the only prejudice.  After OpenSky’s misconduct was exposed, the 

Director barred OpenSky from “contesting any particular issue,” while “elevating 

Intel to an active party” and “lead petitioner.”  Appx84, Appx88; see Appx115-17; 

Appx128.  Intel alone then successfully opposed VLSI’s request for rehearing of the 

PTAB’s compelling-merits decision.  Appx2698-2711; Appx2725-38; Appx119, 

Appx124.  The Director, moreover, refused to terminate the IPR in part because Intel 

was a party, citing cases where “a joined petitioner” was allowed “to step into an 

active role after the original petitioner was terminated.”  Appx82-83; see pp. 36-38, 

supra.  Absent Intel’s joinder, this IPR may well have ended—either when OpenSky 

was barred from participating or when it was dismissed.  See 37 C.F.R. §42.72; 35 

U.S.C. §317(a); IBM Corp. v. Intellectual Ventures II LLC, IPR2014-01465, Paper 

 
57))); Appx195 (citing Ex. 1055 ¶¶112, 117 (Appx5985(¶112); Appx5987-
88(¶117))); Appx196-97 (citing Ex. 1055 ¶¶118-119, 132-137 (Appx5988-
89(¶¶118-119), Appx5997-6000(¶¶132-137)); Appx199 (citing Ex. 1055 ¶¶124-
126 (Appx5993-94(¶¶124-126)); see Appx181 (endorsing “Dr[.] Jacob’s opinion,” 
citing Ex. 1055 ¶¶105-106 (Appx5980-81(¶¶105-106)).  The Intel-supplied reply 
and declaration were the only place OpenSky or Dr. Jacob responded to VLSI’s 
patentability arguments; OpenSky’s petition-stage reply, Appx1174-88, did not 
address the merits. 
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32 at 9-10 (PTAB Nov. 6, 2015).  At minimum, vacatur is warranted for proper 

consideration of that question.   

III. THE PTAB’S OBVIOUSNESS DETERMINATIONS ARE UNREASONED AND 

UNSUPPORTED 

The PTAB’s obviousness determinations cannot stand regardless. 

A. The PTAB Misconstrued the “Request” Limitation in Finding 
Obviousness over Schaffer 

The challenged claims of the ’759 patent all require a “request” to change 

clock frequency.  Appx251-52(7:66-8:15, 8:50-9:4, 9:19-40; 10:9-16, 10:21-23).  

That term has a plain and ordinary meaning—it means an ask, not a command.  The 

PTAB erroneously held that Schaffer teaches the “request” limitation by miscon-

struing “request” to mean command. 

1. The Plain Meaning of “Request” Is Clear 

Claim terms “‘are generally given their ordinary and customary meaning’” to 

“a person of ordinary skill in the art in question at the time of the invention.”  Phillips 

v. AWH Corp., 415 F.3d 1303, 1312-13 (Fed. Cir. 2005) (en banc).  The meaning of 

“request” should be “readily apparent” to any English speaker.  See Phillips, 415 

F.3d at 1314.  “Request” means “to ask for something.”  Appx10442(¶60) (citing 

technical dictionary); see Webster’s Third New International Dictionary 1929 

(2002) (“the act of asking for something”; “expression of a desire or wish”).  
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“Asking” differs from “commanding” or “instructing.”  “Asking” is permissive; 

“commanding” or “instructing” presumes compliance will follow.12 

The PTAB’s assertion that the claims “do not include language restricting how 

a request is processed,” Appx170, misses the point.  The term “request” itself indi-

cates how it is processed: that it may or may not be granted.  No further language is 

needed because “request” carries that meaning already. 

The specification—“‘the single best guide to the meaning of a disputed 

term’”—confirms that meaning.  Phillips, 415 F.3d at 1315.  It uniformly describes 

“request” in permissive terms: The request is made, and the clock controller decides 

“whether” (or not) to grant it.  Appx250(5:55-56).  Much of the specification is 

devoted to describing criteria by which the clock controller may decide whether to 

grant a request.  The clock controller may decide to “adjust[ ] the . . . clock frequency 

differently” based on master devices’ “priority,” including granting requests only for 

“preferred” devices.  Appx250(5:12-18, 6:6-7); Appx248(1:65-2:4).  Or the clock 

controller might change frequency only after “determining whether the number of 

master devices requesting bus access is greater than a threshold.”  Appx248(2:5-14); 

Appx250(5:18-21).  The request clearly can be refused: The clock controller “may 

 
12 That understanding is pervasive.  “That wasn’t a request” is a well-known trope 
signifying a command.  See https://tvtropes.org/pmwiki/pmwiki.php/Main/That
WasntARequest; Beauty and the Beast (Walt Disney Feature Animation 1991) 
(“You will join me for dinner.  That’s not a request!”), https://www.youtube.com/
watch?v=H54S94dXO_o.   
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determine that a change in the high speed clock 152 may not be desired” and decide 

not to effect a change.  Appx249(4:57-60) (emphasis added). 

Every illustrated embodiment depicts the “request” as permissive.  Figure 2, 

for example, illustrates “decision step 204,” wherein “the controller determines 

whether to enable the request to increase the bus speed.”  Appx250(5:55-67); see 

Appx243.  There are two options once the clock controller receives the request to 

increase speed: “Yes” and “No”: 
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Appx1387.  Figures 3, 4, 5, and 6 likewise depict a “decision step” of determining 

whether to grant the request—“Yes” or “No”—based on defined parameters (e.g., 

whether the device is a “preferred device”).  Appx250-51(6:1-7:19).   
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Appx244-47 (annotated).  And while the remaining figure—Figure 1, a schematic 

of device architecture—does not expressly depict that “decision step,” its description 

describes criteria for determining whether to grant a request—e.g., the requesting 

device’s “priority” or the number of requesting devices.  Appx250(5:36-46). 

The PTAB dismissed those consistent disclosures as mere “alternative embod-

iments,” because some follow the boilerplate phrase “‘[i]n a particular embodi-

ment.’”  Appx170.  That misses the forest for the trees.  Those are not isolated 

“embodiment[s].”  Every embodiment describes deciding whether to grant the 

request, as VLSI explained.  See Appx2044-45.  That “[e]very embodiment 

described in the specification” describes the request as an ask that can be granted or 

denied is powerful evidence of how skilled artisans would understand that term.  
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Poly-Am., L.P. v. API Indus., Inc., 839 F.3d 1131, 1137 (Fed. Cir. 2016); see 

Edwards Lifesciences LLC v. Cook Inc., 582 F.3d 1322, 1331 (Fed. Cir. 2009). 

The PTAB identified a single “example” it deemed “consistent” with “a 

system that makes no independent assessment of a request.”  Appx171.  That 

example does not remotely overcome “request’s” ordinary meaning.  It states: “The 

clock controller can output a variable clock frequency that varies in response to one 

or more inputs from the at least one master device.”  Appx248(2:38-40).  That 

sentence nowhere suggests a controller that must change clock frequency in response 

to a “request.”  It does not even use the word “request.”  Appx248(2:38-40).  And 

even if the “input[ ]” is a “request,” the example at most says—consistent with 

VLSI’s construction—that the clock controller “can,” but is not required to, output 

a “frequency that varies in response” to the request.  Appx248(2:38-40). 

2. Prosecution History Does Not Support the PTAB’s Construction 

Turning to prosecution history, the PTAB urged that one claim in the original 

application recited a step of “‘determining whether to enable the request to increase 

the clock frequency of the bus.’”  Appx171.  That claim was later cancelled along 

with all others in the original application, and the new claims did not contain the 

“determining” language.  Appx4655-63.  The PTAB took that to mean the applicant 

“understood the possibility of claiming the distinction now sought, but decided not 

to limit the claims in that manner.”  Appx171-72. 
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Because prosecution history “often lacks the clarity of the specification,” 

however, it is “less useful for claim construction purposes.”  Phillips, 415 F.3d at 

1317.  This case aptly illustrates that.  The history does not reveal why the “deter-

mining” language was dropped.  Appx4655-58.  The PTAB speculated it was be-

cause the patentee “decided not to limit the claims” to optional requests.  Appx172.  

But that assumes the conclusion.  If “request” already means an ask, including (or 

omitting) a “determining” step does not change the claim’s meaning.  It could just 

as easily be that the patentee streamlined the claim language to avoid redundancy.  

Such murky prosecution history cannot overcome the ordinary meaning of “request” 

or the specification’s consistent disclosures.  See Honeywell Int’l, Inc. v. ITT Indus., 

Inc., 452 F.3d 1312, 1318-19 (Fed. Cir. 2006). 

3. Extrinsic Evidence Cannot Overcome Clear Meaning 

The PTAB’s resort to extrinsic evidence was impermissible.  Where, as here, 

“the patent documents are unambiguous,” reliance on extrinsic evidence is “improp-

er.”  Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1584-85 (Fed. Cir. 1996).  

Even if some other inventors in some other contexts sometimes “use[ ] the terms 

‘command,’ ‘instruction,’ and ‘request’ synonymously,” Appx172, that is irrelevant.  

The claims and the specification here make clear “request” does not mean “com-

mand.”  The PTAB could not use extrinsic evidence to vary that meaning. 
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4. The Obviousness Determination Over Schaffer Cannot Stand 

All challenged claims require a “request.”  Appx170(& n.7).  The PTAB did 

not dispute that Schaffer discloses only mandatory “commands” and “instructions.”  

Appx168-172; Appx178.  Nor did it find that Schaffer (or anything else) taught the 

claimed “request” under the proper construction of an ask that can be granted or 

denied.  The PTAB found Schaffer “teaches a request as claimed” only by construing 

“request” to include commands.  Appx178.  Absent that erroneous claim construc-

tion, the obviousness determination cannot stand. 

B. The PTAB Made No Findings on Lint 

The Administrative Procedure Act “requires that the agency not only have 

reached a sound decision, but have articulated the reasons for that decision.”  Lee, 

277 F.3d at 1342 (emphasis added).  “ ‘Rejections on obviousness grounds,’ in 

particular, ‘cannot be sustained by mere conclusory statements; instead, there must 

be some articulated reasoning with some rational underpinning to support the legal 

conclusion of obviousness.’”  TQ Delta, LLC v. CISCO Sys., Inc., 942 F.3d 1352, 

1359 (Fed. Cir. 2019). 

The obviousness determinations based on Schaffer/Lint fail because the 

PTAB failed to make any reasoned findings about Lint.  Petitioner relied on Lint as 

disclosing limitation 1[d], “wherein the predefined change in performance is due to 

loading of the first master device as measured within a predefined time interval.”  
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Appx177; Appx251(8:5-8).  The PTAB noted that argument and found the chal-

lenged claims invalid over the Schaffer/Lint combination.  Appx177, Appx189.  But 

the PTAB made no actual finding that Lint disclosed limitation 1[d], or any finding 

as to why skilled artisans would combine Schaffer and Lint. 

The PTAB asserted it “considered the full record” and “conclude[d] that 

Petitioner has shown . . . claim 1 would have been obvious over Shaffer and Lint.”  

Appx189.  But the PTAB cannot “cannot satisfactorily make a factual finding and 

explain itself by merely ‘summariz[ing] and reject[ing] arguments.’”  Icon Health 

& Fitness, Inc. v. Strava, Inc., 849 F.3d 1034, 1046 (Fed. Cir. 2017).  It must explain 

“why [it] accepts the prevailing argument.”  In re Nuvasive, Inc., 842 F.3d 1376, 

1383 (Fed. Cir. 2016) (emphasis added).  “Conclusory statements . . . do not fulfill 

the agency’s obligation.”  Lee, 277 F.3d at 1344. 

In an IPR, “the petitioner” has “the burden of proving . . . unpatentability.”  35 

U.S.C. §316(e).  The “patent owner carries no obligation to raise any objection . . . 

at all.”  Fanduel, Inc. v. Interactive Games LLC, 966 F.3d 1334, 1341-42 (Fed. Cir. 

2020).  The PTAB cannot adopt the petitioner’s arguments simply because the patent 

owner “‘d[id] not challenge’” them; that “does not relieve the PTAB of its obligation 

to provide an ‘adequate evidentiary basis for its findings’” and explain “‘why [it] 

. . . accepts the prevailing argument.’”  Icon Health, 849 F.3d at 1046-47.  The 
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PTAB’s failure to provide any reasoned explanation about Lint requires remand as 

to all claims.  See Appx206 (relying on Lint for all challenged claims). 

C. The PTAB’s Finding of Motivation To Combine Chen and Terrell 
Is Unsupported and Unreasoned 

The PTAB’s finding that the claims are obvious over the combination of Chen 

and Terrell likewise cannot stand.  A combination that requires a “change in the 

basic principles under which” one reference “was designed to operate” is “not a 

proper ground” for obviousness.  Application of Ratti, 270 F.2d 810, 813 (C.C.P.A. 

1959).  “Fundamental differences between the references are central to [the] motiva-

tion to combine inquiry.”  Adidas AG v. Nike, Inc., 963 F.3d 1355, 1359 (Fed. Cir. 

2020).  A “person of ordinary skill generally would not be motivated to modify a 

reference by contradicting its basic teachings.”  Univ. of Maryland Biotech. Inst. v. 

Presens Precision Sensing GmbH, 711 F. App’x 1007, 1010 (Fed. Cir. 2017).  

The asserted Chen/Terrell combination would require discarding Chen’s 

central principle of operation.  Chen recognizes that the I/O bus is a bottleneck in 

system performance and teaches that, to keep up with increasing CPU speeds, the 

system should “increas[e] the frequency of input/output (I/O) devices” if “the I/O 

device is capable of operating at a higher frequency.”  Appx4315(1:6-2:21) (empha-

sis added); see Appx4311; Appx8053-54(¶80).  That is, the system should operate 

at a higher frequency whenever “high frequency operation is possible,” and at a “low 

frequency” only when “necessary.”  Appx4316(3:20-27) (emphasis added).  Terrell, 

Case: 23-2158      Document: 53     Page: 83     Filed: 10/24/2024



65 
 

by contrast, teaches “reduc[ing] the frequency of a shared clock to the minimum 

frequency that allows the processing elements to function correctly.”  

Appx4323[0005] (emphasis added).  The PTAB’s decision—that skilled artisans 

would have combined Chen with Terrell to operate at less than the maximum 

operating speed—would require abandoning Chen’s central teaching to maximize 

frequency, in favor of Terrell’s teaching to minimize clock frequency.   

The PTAB denied that Chen and Terrell have opposing goals, invoking 

“Chen’s teachings of increasing frequency for certain operations.”  Appx195.  That 

misstates Chen, which teaches that, to keep up with the CPU speed, frequency should 

be increased whenever “possible,” Appx4316(3:23-25)—not just “for certain opera-

tions.”  While “Chen discloses operating at lower speeds for certain circumstances,” 

Appx194; see Appx196, Chen makes clear lower frequencies should be used only 

when “‘necessary,’” for backward-compatibility with legacy devices “designed to 

operate at a lower frequency,” Appx8056-57(¶85) (quoting Appx4316(3:25-29, 42-

43)); Appx4316(3:20-29, 3:39-48; 4:28-39); Appx10497-98(¶¶153-155).   

For example, in a passage the PTAB cited, Chen explains that, if low-frequen-

cy operation is already “necessary,” it may be preferable to run I/O devices at an 

even lower frequency—“50 Mhz” vs. “66 Mhz”—because “it is less complicated to 

step up to 100 Mhz from 50 Mhz, than it is to change the operating speed from 66 

Mhz to 100 Mhz.”  Appx4316(3:20-45).  Chen thus discloses operating I/O buses 

Case: 23-2158      Document: 53     Page: 84     Filed: 10/24/2024



66 
 

“below their maximum speed” only when high-frequency operation is not “possi-

ble,” and then only to facilitate the jump to higher speed when high-frequency opera-

tion becomes possible.  Contrast Appx196 with Appx4316(3:20-45).  Reducing 

frequency when not necessary is not “consistent” with Chen, Appx195—it defies 

Chen’s core teaching. 

The PTAB reasoned that skilled artisans would want to modify Chen to 

achieve power savings.  Appx194-95.  But Chen concededly “does not disclose 

reduced power consumption when operating at a lower frequency.”  Appx194.  Chen 

teaches increasing frequency regardless of power consumption.  Appx8053-

54(¶80).  The PTAB never explained how a purported interest in reducing power 

consumption would overcome that teaching.  Besides, a “generic” desire for im-

proved performance does not explain “why a person of ordinary skill in the art would 

have combined elements from specific references in the way the claimed invention 

does.”  ActiveVideo Networks, Inc. v. Verizon Commc’ns, Inc., 694 F.3d 1312, 1328 

(Fed. Cir. 2012); see Rovalma, S.A. v. Bohler-Edelstahl GmbH, 856 F.3d 1019, 1026 

(Fed. Cir. 2017) (“general desirability” insufficient).  That is especially true here, 

where half of the alleged combination would teach artisans not to combine the 

references in the manner claimed.  No evidence supports the PTAB’s conclusion that 

skilled artisans would combine one reference teaching maximizing frequency with 
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another that teaches minimizing frequency to arrive at an invention that sometimes 

minimizes frequency and sometimes maximizes it. 

Chen, moreover, focuses on capability: When devices signal they are “capable 

of operating at the higher frequency,” e.g., “100 Mhz,” Chen “enable[s] the high 

frequency clock . . . at 100 Mhz.”  Appx4316-17(4:63-5:5); see Appx4315(2:8-21); 

Appx4316(4:3-6).  But the proposed combination relies on “recent utilization”: A 

device that was “50% idle” “would request a clock frequency of half speed” (e.g., 

50 Mhz), Appx4111-12(¶136)—even if it is capable of higher-frequency operation.  

Chen seeks “to keep a CPU constantly running,” Appx4315(1:48-50), but the 

proposed combination requires the clock “not be set higher than required,” 

Appx4112(¶136).  That dramatic “change in the basic principles under which” Chen 

“was designed to operate”—at odds with Chen’s “stated purposes”—is “not a proper 

ground” for obviousness.  Ratti, 270 F.2d at 813; Polaris Indus., Inc. v. Arctic Cat, 

Inc., 882 F.3d 1056, 1069-70 (Fed. Cir. 2018); see Appx10488-92(¶¶138-146); 

Appx1415-19. 

The PTAB offered no meaningful response.  Its assertion that skilled artisans 

would modify—really, transform—Chen because power-saving is “important,” 

Appx194, is exactly the kind of “conclusory” reasoning this Court has found insuffi-

cient to establish motivation to combine.  TQ Delta, 942 F.3d at 1359, 1361-62. 
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D. The PTAB’s Determinations Regarding Claims 17, 18, 21, 22, and 
24 Are Unreasoned 

The PTAB’s analysis centered on whether claim 1 was obvious over 

Schaffer/Lint or Chen/Terrell.  But claims 17, 18, 21, 22, and 24 contain additional 

limitations.  And claims 18, 21, 22, and 24 were held obvious over an additional 

reference, Kiriake.  Appx191; Appx202.  The PTAB made no findings about wheth-

er the prior art taught those additional limitations, or why skilled artisans would 

combine Kiriake with Schaffer/Lint or Chen/Terrell.  It stated only that VLSI “d[id] 

not challenge” Petitioner’s arguments.  Appx191; Appx202.   

Icon Health forecloses that approach.  There, as here, the “sole reason” the 

PTAB gave for its finding “was that [the patent owner] ‘d[id] not challenge’ the 

combination rationale.”  849 F.3d at 1047.  This Court found that “insufficient.”  Id.  

The petitioner has the burden of persuasion, and the PTAB must explain “why” it 

“accepts the prevailing argument,” even if the issue is undisputed.  Id. at 1046-47 

(emphasis added).  The PTAB’s failure to give any reasoning regarding claims 17, 

18, 21, 22, and 24 requires vacatur as well. 

CONCLUSION 

The PTAB’s final written decision, and the Director’s sanctions decisions, 

should be reversed or vacated. 
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IPR2022-00366 
Patent 7,725,759 B2 
 

2 

I. INTRODUCTION 
Intel Corporation (“Petitioner” or “Intel”) filed a Petition (Paper 3, 

“Pet.”) requesting institution of inter partes review of claims 1, 14, 17–18, 

21–22, and 24 (“the challenged claims”) of U.S. Patent No. 7,752,759 B2 

(Ex. 1001, “the ’759 patent”). Petitioner also filed a Motion for Joinder with 

OpenSky Indus., LLC v. VLSI Tech. LLC, IPR2021-01064 (“OpenSky IPR”). 

Paper 4 (“Mot.”). VLSI Technology LLC (“Patent Owner”) filed a 

Preliminary Response. Paper 13 (“Prelim. Resp.”). Patent Owner also filed 

an Opposition to the Motion for Joinder. Paper 8 (“Opp.”). Petitioner filed a 

Reply to Patent Owner’s Opposition. Paper 10 (“Reply”). 

An inter partes review may not be instituted unless “the information 

presented in the petition . . . and any response . . . shows that there is a 

reasonable likelihood that the petitioner would prevail with respect to at 

least 1 of the claims challenged in the petition.” 35 U.S.C. § 314(a). For the 

reasons set forth below, we conclude that Petitioner has shown a reasonable 

likelihood it will prevail in establishing the unpatentability of at least one 

challenged claim, and we institute inter partes review. 

We also have authority to consider Petitioner’s joinder motion under 

35 U.S.C. § 315(c), which provides that “the Director, in his or her 

discretion, may join as a party to that inter partes review any person who 

properly files a petition under section 311 that the Director . . . determines 

warrants the institution of an inter partes review under section 314.”  

For the reasons that follow, we (1) grant the Petition and institute inter 

partes review of the ’759 patent; and (2) grant Petitioner’s Motion for 

Joinder. 
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Pet. 3–5. Petitioner relies also on the Declarations of Dr. Bruce Jacob and 

Dr. Sylvia Hall-Ellis. Exs. 1002, 1040, 1046, 1049, 1050.  

C. REAL PARTIES IN INTEREST 
Petitioner identifies only itself as the real party in interest. Pet. 1. 

Patent Owner identifies VLSI Technology LLC and CF VLSI Holdings LLC 

as real parties in interest. Paper 6. 

II. DISCUSSION 
In deciding whether to join a party to an inter partes review, § 315(c) 

requires “two different decisions,” first “whether the joinder applicant’s 

petition for IPR ‘warrants’ institution under § 314,” and then whether to 

“exercise . . . discretion to decide whether to ‘join as a party’ the joinder 

applicant.” See Facebook, Inc. v. Windy City Innov., LLC, 973 F.3d 1321, 

1332 (Fed. Cir. 2020). “The statute makes clear that the joinder decision is 

made after a determination that a petition warrants institution, thereby 

affecting the manner in which an IPR will proceed.” Id. (citing Thryv v. 

Click-to-Call Techs., LP, 140 S. Ct. 1367, 1377 (2020)).  

A. WHETHER THE PETITION WARRANTS INSTITUTION 
The Petition in this proceeding asserts substantially the same grounds 

of unpatentability as those upon which we instituted review in the OpenSky 

IPR. Compare Pet. 4–5, 23–78 (showing that both this Petition and Intel’s 

original petition challenge claims 1, 14, 17–18, 21–22, and 24), with 

OpenSky IPR 5, 7, 22–60 (showing that the OpenSky IPR challenges claims 

1, 14, 17–18, 21–22, and 24). Indeed, Petitioner contends “that both petitions 

present substantively the same patentability challenges.” Mot. 1. We agree 
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that the Petition here asserts challenges and evidence nearly identical to 

those asserted in the OpenSky IPR.  

Having already considered the merits of those challenges and 

evidence in the OpenSky IPR and having determined that the threshold for 

institution of inter partes review has been met, we determine that the 

Petition here also presents a reasonable likelihood of prevailing on the 

challenges of at least one claim of the ’759 patent. See Apple Inc. v. Uniloc 

2017 LLC, IPR2020-00854, Paper 9 (Oct. 28, 2020) (precedential). 

We conclude that the merits of the Petition warrant institution. 

B. DISCRETIONARY DENIAL 
Notwithstanding the merits of the Petition, Patent Owner argues that 

we should exercise our discretion to deny institution under 35 U.S.C. 

§ 314(a) and, accordingly, also deny joinder. Prelim. Resp. 9–25; Opp. 5–15. 

Patent Owner’s argument relies on the Fintiv and General Plastic factors. 

Opp. 5–10 (citing Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 5–6 

(PTAB Mar. 20, 2020) (precedential) (“Fintiv”); Gen. Plastic Indus. Co., 

Ltd. v. Canon Kabushiki Kaisha, IPR2016-01357, Paper 19 at 16 (PTAB 

Sept. 6, 2017) (precedential as to § II.B.4.i) (“General Plastic”)). Patent 

Owner also relies on 35 U.S.C. § 325(d), and specifically, on the Federal 

Circuit’s application of § 325(d) in In re Vivint, Inc., 14 F.4th 1342 (Fed. 

Cir. 2021). Prelim. Resp. 29–32. Before determining whether to join Intel as 

a party to the OpenSky IPR, even though the Petition is a “me-too petition,” 
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Yonah Processor alone”). There would be no overlap, therefore, between 

this proceeding and the issues that were tried in the Intel litigation. See Pet. 

5–6; Mot. 12; Prelim. Resp. 13–15 (discussing Fintiv factor 4). 

Here, the Intel litigation did not resolve issues presented by this 

proceeding, so there is no chance of an inconsistent outcome. Indeed, 

“redoing the work of another tribunal” (Fintiv, Paper 11 at 14) would only 

arise when that tribunal has resolved a dispute at issue before the Board. 

Patent Owner has not argued that resolving a dispute in this proceeding 

would conflict with any aspect of the Intel litigation. Thus, we do not agree 

with Patent Owner that, because the litigation parties and the District Court 

invested “enormous effort,” instituting review here would mean redoing the 

work of another tribunal. Opp. 9–10.  

Patent Owner presents policy arguments in support of its position. See 

Prelim. Resp. 15–18 (discussing Fintiv factor 6). Patent Owner argues that 

instituting review here would lead to harassment of patent owners who 

prevail at trial, and that such an outcome fundamentally conflicts with Board 

precedent and policy. Opp. 9–10; Prelim. Resp. 10, 15–18. On the record 

before us, we do not agree that prevailing on infringement grounds in an 

earlier litigation insulates Patent Owner from further patentability challenges 

that were not resolved in the litigation.  

Considering all of the Fintiv factors, we are persuaded that we should 

not exercise our discretion to deny institution in light of the Intel litigation. 

2. Prior petitions (General Plastic) 
On March 1, 2019, Intel was served with a complaint alleging 

infringement of the ’759 patent. Ex. 2056. In IPR2020-00106 and IPR2020-

00498 (the “Intel IPRs”), Intel challenged the ’759 patent by filing petitions 
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Factor 1: whether the same petitioner previously filed a petition 
directed to the same claims of the same patent;  

Factor 2: whether at the time of filing of the first petition the 
petitioner knew of the prior art asserted in the second petition 

or should have known of it; and  
Factor 3: whether at the time of filing of the second petition the 

petitioner already received the patent owner’s preliminary 
response to the first petition or received the Board’s decision 

on whether to institute review in the first petition 

Patent Owner argues that Apple Inc. v. Uniloc 2017 LLC, IPR2020-

00854, Paper 9, supports denial when considering the third petition filed by 

a party. Prelim. Resp. 19–20. In Uniloc, the Board had denied Apple’s first 

petition “because the evidence and arguments presented failed to meet 

substantively the reasonable likelihood threshold required for institution.” 

Id.; Uniloc, Paper 9 at 6. Here, Petitioner’s first two petitions were denied in 

light of a potential overlap with district-court litigation. IPR2020-00106, 

Paper 17 at 4–13; IPR2020-00498, Paper 16 at 4–10. The Board did not 

consider the substantive merits. Id. Thus, this case presents a situation 

notably different from Uniloc. The same is true of General Plastic, where 

the petitions that were denied followed a first wave of petitions by the same 

petitioner that were denied on the merits. General Plastic, Paper 9 at 2–3. 

Although Petitioner has directed this Petition to the same claims and 

relies on the same art as in its first two petitions, that the Board did not 

substantively address the merits of the prior Intel petitions, in our view, 

weighs against discretionary denial here. The district-court trial that led to 

the denial of its initial petitions is over and did not resolve the challenges 

presented here. Allowing Petitioner the opportunity to pursue a decision on 

the merits from the Board at this time—by joining OpenSky’s substantially 

identical petition—best balances the desires to improve patent quality and 
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patent-system efficiency against the potential for abuse of the review process 

by repeated attacks on patents. See General Plastic, Paper 19 at 16–17. 

Patent Owner argues that we should follow HTC Corp. v. Ancora 

Techs., Inc., IPR2021-00570, Paper 17 at 9–10 (PTAB June 10, 2021), in 

applying Uniloc to a joinder petition. Prelim. Resp. 20; Opp. 5–6. In HTC, 

the petitioner’s prior CBM petition was denied without reaching its 

substantive merits. HTC, Paper 17 at 8–9. Significantly, however, in HTC, 

the Board relied on that petitioner’s failure to explain a four-year delay after 

that denial before filing an IPR petition. Id. at 9. Thus, the decision in HTC 

turned largely on the petitioner’s delay. Id. As discussed below, we 

determine that Intel adequately explains the time elapsed before filing the 

present Petition. Thus, the reasoning in HTC does not weigh in favor of 

denial here. 

In HTC, the Board additionally noted that the petitioner benefited 

from other petitioners’ filings during that delay. Id. at 9–10. Patent Owner 

argues that because Petitioner reviewed both Patent Owner’s preliminary 

responses and also the Board’s institution decisions from the first petition 

and OpenSky’s IPR, General Plastic factor 3 strongly supports discretionary 

denial. Prelim. Resp. 22; Opp. 6–7. With respect to factor 3, “we are 

concerned here by the shifts in the prior art asserted and the related 

arguments in follow-on petitions.” General Plastic, Paper 19 at 17 (finding 

that the petitioner had found new prior art as a result of two searches 

conducted after the Board issued its Decisions Denying Institution); HTC, 

Paper 17 at 10 (finding that the petitioner should have known of prior art 

cited for the first time in its follow-on petition at the time of filing its first 

petition).  
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Resp. 20–21; Opp. 7–8. We are not persuaded that Intel’s decision weighs in 

favor of exercising our discretion to deny institution. We acknowledge that 

Intel had the opportunity to present its invalidity contentions to the jury at 

trial and chose not to present the grounds raised before the Board, instead 

raising a separate invalidity argument (see Ex. 1027, 5); however, we will 

not second-guess Intel’s trial strategy. Rather, we focus on the fact that 

Petitioner’s first petition was denied under § 314(a), and the Intel litigation 

did not resolve issues presented by this proceeding. Accordingly, there is no 

possibility of duplicative efforts or conflicting decisions, which was the 

concern when the Board denied Petitioner’s earlier petitions. See IPR2020-

00106, Paper 17; IPR2020-00498, Paper 16. 

Patent Owner also argues that Petitioner could have sought to avoid 

redundancies and obtain institution of review by stipulating not to raise the 

grounds asserted here at trial. Prelim. Resp. 21; Opp. 7–8. The Board’s 

decision denying institution of Intel’s first petition (IPR2020-00106) 

occurred before the Board decided either Sotera Wireless, Inc. v. Masimo 

Corporation, IPR2020-01019, Paper 12 (PTAB Dec. 1, 2020) (precedential 

as to § II.A) or Sand Revolution II, LLC v. Continental Intermodal Group – 

Trucking LLC, Case IPR2019-01393, Paper 24 (PTAB June 16, 2020) 

(informative). Similarly, the Board’s decision denying institution of Intel’s 

second petition (IPR2020-00498) occurred before the Board decided Sotera 

Wireless, IPR2020-01019, Paper 12, and the record was complete in Intel’s 

second petition before the Board decided Sand Revolution II, Case IPR2019-

01393, Paper 24. Thus, Patent Owner uses the benefit of hindsight in arguing 

that Petitioner should have stipulated not to raise these grounds at trial. 
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While that option was available to Petitioner, the significance of doing so 

was not clear until the precedential and informative decisions on the issue.  

Because Petitioner has adequately explained the time gap between its 

petitions and is not broadening the challenge or causing delay by seeking to 

join the OpenSky IPR, we conclude that factors 4 and 5 weigh against 

discretionary denial. 

Factor 6: the finite resources of the Board; and 
Factor 7: the requirement under 35 U.S.C. § 316(a)(11) to 

issue a final determination not later than 1 year after the date 
on which the Director notices institution of review 

We are not persuaded that instituting this Petition will significantly 

affect the resources of the Board or our ability to issue a final determination 

within the one-year statutory timeline. We instituted the OpenSky IPR 

because we found the challenges reasonably likely to be successful, and we 

will continue expending resources to decide the merits of the OpenSky IPR 

regardless of joinder.  

Patent Owner argues that “[l]ike in Uniloc, joinder in this 

circumstance would allow Petitioner [Intel] to continue a proceeding even 

after settlement with the primary petitioner.” Opp. 8 (alterations in original) 

(quoting HTC, IPR2021-00570, Paper 17 at 13); accord Prelim. Resp. 27. 

That statement is true for all joinder authorized by § 315(c). We are not 

persuaded to weigh it in favor of exercising our discretion to deny joinder 

here. Noting that OpenSky, who has not been accused of infringement, lacks 

standing to appeal a decision in this IPR, Patent Owner opposes joining 

Intel, who is accused of infringement and has standing to appeal, because 

“allowing joinder would even make what is non-appealable appealable.” 

Prelim. Resp. 25; accord Opp. 14. We do not consider Intel’s right to appeal 
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our final decision to be a factor in assessing whether to grant Intel’s motion 

for joinder.  

In addition, we are not persuaded that joining Petitioner would add 

significant issues or evidence burdening the Board. First, Patent Owner 

argues that joinder would implicate issues of estoppel and identification of 

real parties in interest (“RPI”). Opp. 13–14. To the extent that Patent Owner 

wishes to raise estoppel and RPI issues, the burden will be borne by 

Petitioner and Patent Owner primarily. The Board is experienced in handling 

such issues in a timely manner, so we are not persuaded that this weighs in 

favor of exercising our discretion to deny joinder.  

Second, Patent Owner contends that the Petitioner has already added 

evidence to this case. Prelim. Resp. 25; Opp. 13–14. Patent Owner points to 

the addition of two two-page declarations prepared for this matter by Dr. 

Jacob and Dr. Hall-Ellis “demonstrat[ing] that the experts were available to 

prepare and submit testimony prepared for the current matter.” Prelim. Resp. 

33 n.3 (citing Exs. 1049, 1050). These declarations are presented by 

Petitioner to show Petitioner’s ability to produce both of its declarants for 

cross-examination. Accordingly, these short declarations allay any concerns 

we had previously expressed about hearsay in denying institution in 

IPR2021-01056, and do not meaningfully change the substantive evidence in 

this case. Thus, we are not convinced that joining Petitioner will 

significantly alter the evidentiary record here. 

In addition, Petitioner argues that joinder would assist the Board in 

resolving the IPR, while also stipulating that it would participate only “as an 

understudy.” Mot. 10 n.2, 15. We acknowledge that joining Intel may 

require some minor adjustments to accommodate an additional party, but 
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Intel’s understudy role will not meaningfully increase the burden on the 

Board. Accordingly, we conclude that factors 6 and 7 weigh against 

discretionary denial. 

Summary 

Having considered all the General Plastic factors, based on the 

present record, we determine not to exercise our discretion to deny 

institution under § 314(a).  

3. Consistent exercise of discretion (Vivint) 
Patent Owner argues that we should deny institution under 35 U.S.C 

§ 325(d) because Vivint “confirms that denial under § 325(d) is required 

here.” Prelim. Resp. 30. We do not agree.  

In Vivint, the Federal Circuit held that “the Patent Office, when 

applying § 325(d), cannot deny institution of IPR based on abusive filing 

practices then grant a nearly identical reexamination request that is even 

more abusive.” In re Vivint, Inc., 14 F.4th at 1354. The Federal Circuit found 

it important in Vivint that, when the Board denied Alarm.com’s IPR petition, 

the Board considered Alarm.com’s earlier petitions and reasoned that 

“allowing similar, serial challenges to the same patent, by the same 

petitioner, risks harassment of patent owners and frustration of Congress’s 

intent in enacting the [AIA].” Id. at 1353 (quoting IPR2016-01091, Paper 11 

at 12). Particularly, in Vivint, the same petitioner filed three petitions 

challenging the same patent, of which the Board denied two on the merits 

and the third for “undesirable, incremental petitioning,” “us[ing] prior Board 

decisions as a roadmap to correct past deficiencies.” Id. at 1346 (quoting 

IPR2016-01091, Paper 11 at 12). 
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The facts here do not invoke Vivint. The Intel IPRs were not denied on 

the merits or for abusive filing practices, but rather were denied to avoid 

overlap with a parallel district-court litigation. See IPR2020-00106, Paper 17 

at 4–13; IPR2020-00498, Paper 16 at 4–10. We instituted the OpenSky IPR 

after reasoning that the petition there presented challenges reasonably likely 

to be successful and that applying our framework for evaluating requests for 

discretionary denial did not counsel against institution for that case. 

Although this Petitioner has before sought  review of the ’759 patent, this 

Petitioner seeks to join the existing OpenSky IPR because the Board has not 

substantively addressed the merits of the challenge. In addition, this 

Petitioner has not benefitted from prior Board decisions identifying 

deficiencies. In denying Intel’s initial petitions, we did not find that there 

were potentially abusive filing practices by the same challenger, as was at 

issue in Vivint.  

Patent Owner has not identified how instituting review would be 

inconsistent with any prior decision on this patent. As explained above, 

because the invalidity issues for the ’759 patent presented at trial were 

different from those considered in the prior application of Fintiv, we reach a 

different conclusion under that doctrine here, based on different facts. Thus, 

instituting review would not amount to an abusive filing practice under 

Vivint.  

C. WHETHER TO GRANT JOINDER 
Patent Owner argues that, even if the Petition warrants institution, we 

should deny Intel’s motion for joinder. Opp. 10–15. As Patent Owner notes, 

“the decision to grant joinder is discretionary.” Id. at 10–11 (quoting LG 

Elecs., Inc. v. ATI Techs. ULC, IPR2015-01620, Paper 10 at 5 (PTAB 
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Feb. 2, 2016)). Patent Owner’s Opposition to joinder raises many of the 

same arguments raised in the Preliminary Response and discussed above. 

See Opp. 2–10. We have addressed those arguments above in concluding 

that the Petition warrants institution. 

According to Patent Owner, neither Intel’s “rush” in filing its joinder 

request, nor its reliance on grounds unchanged from its initial IPR petition 

favors joinder. Id. at 11–13. We do not agree. Petitioner’s timeliness in filing 

the Petition and requesting joinder minimized the potential disruption to an 

existing proceeding if joinder is granted. Although not determinative per se, 

those aspects of Petitioner’s approach support granting joinder. 

Patent Owner argues also that joinder here would disrupt the schedule 

and add new issues. Id. at 13–14. But Patent Owner does not explain how 

joining Intel will disrupt the schedule. As for new issues, Patent Owner 

asserts that joining Intel will “raise anew the question of Intel’s relationship 

with OpenSky.” Id. at 14. Other than speculation, Patent Owner does not 

point to anything, in the record or otherwise, indicating that such a 

relationship exists. 

Finally, Patent Owner argues that we may allow joinder of otherwise 

time-barred parties “only in limited circumstances.” Opp. 15 (quoting 

Proppant, IPR2018-00914, Paper 38 at 19). Proppant, however, expressed 

that narrow view of joinder only in the context of considering the impact of 

a time bar “on the first two questions” considered (same-party and new-issue 

joinder). Proppant, IPR2018-00914, Paper 38 at 3, 16; accord id. at 19 

(tying limited exercise of joinder discretion to instances “when an otherwise 

time-barred petitioner requests same party and/or issue joinder”). We do not 

Appx00018

Case: 23-2158      Document: 53     Page: 109     Filed: 10/24/2024



IPR2022-00366 
Patent 7,725,759 B2 
 

19 

consider Proppant as limiting our discretion here, where neither same-party 

joinder nor new issues are involved. 

Petitioner has properly filed a petition under 34 U.S.C § 311, and we 

are not persuaded that “[j]oining Intel ‘would obviate the careful statutory 

balance’ and ‘effectively circumvent the time limitation in § 315(b),’” 

because the statute provides for an exception to the time bar for joinder. 

Opp. 4 (quoting Proppant, IPR2018-00914, Paper 38 at 18).  

III. CONCLUSION 
For the reasons discussed above and in our decision instituting the 

OpenSky IPR, we conclude that Petitioner has shown a reasonable 

likelihood of prevailing with respect to at least one claim. We have also 

evaluated all of the parties’ submissions and determine that the record 

supports institution. We conclude that instituting review in this proceeding is 

in the interest of efficient administration of the Office and the integrity of the 

patent system. See 35 U.S.C. § 316(b). Accordingly, we institute inter partes 

review of all challenged claims under all grounds set forth in the Petition.  

Our determination at this stage of the proceeding is based on the 

evidentiary record currently before us. This decision to institute trial is not a 

final decision as to patentability of any claim for which inter partes review 

has been instituted. Our final decision will be based on the full record 

developed during trial. 

Upon considering the parties’ arguments and the evidence presented, 

we are persuaded that it is appropriate under these circumstances to join 

Petitioner to the OpenSky IPR. Joinder to the OpenSky IPR will result in the 

just, speedy, and inexpensive resolution of Petitioner’s challenge. See 37 

C.F.R. § 42.1(b). Accordingly, for the reasons discussed above, we grant 
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Petitioner’s Motion for Joinder and join Petitioner as a party to the OpenSky 

IPR. 

IV. ORDER 
Accordingly, it is 

ORDERED that, pursuant to 35 U.S.C. § 314(a), inter partes review 

of the ’759 patent is instituted on the claims and grounds set forth in the 

Petition; 

FURTHER ORDERED that, pursuant to 35 U.S.C. § 314(c) and 

37 C.F.R. § 42.4, notice is hereby given of the institution of a trial 

commencing on the entry date of this decision; 

FURTHER ORDERED that Petitioner’s Motion for Joinder with 

IPR2021-01064 is granted, and Petitioner is hereby joined as a petitioner in 

IPR2021-01064; 

FURTHER ORDERED that there are no changes to the grounds on 

which trial in IPR2021-01064 was instituted, and no other grounds are added 

in IPR2021-01064; 

FURTHER ORDERED that the Scheduling Order entered in 

IPR2021-01064 (Paper 18), including any schedule changes agreed by the 

parties in that proceeding pursuant to the Scheduling Order, shall govern the 

trial schedule in Case IPR2021-01064; 

FURTHER ORDERED that Petitioner’s role in IPR2021-01064 shall 

be limited as stated by Petitioner in the Motion for Joinder (Paper 4 at 10 

n.2, 15) unless and until OpenSky is terminated from that proceeding; 

FURTHER ORDERED that the case caption in IPR2021-01064 shall 

be changed to reflect joinder of Intel Corporation as petitioner in accordance 

with the attached example; 
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FURTHER ORDERED that a copy of this Decision be entered into 

the record of IPR2021-01064; and 

FURTHER ORDERED that this proceeding is terminated under 37 

C.F.R. § 42.72 and 37 C.F.R. § 42.122, and all further filings shall be made 

in IPR2021-01064.  
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I. INTRODUCTION 

On December 23, 2021, the Patent Trial and Appeal Board (“PTAB” 

or “Board”) issued a Decision granting institution of an inter partes review 

(“IPR”) of claims 1, 14, 17, 18, 21, 22, and 24 (“challenged claims”) of U.S. 

Patent No. 7,725,759 B2 (“the ’759 patent”), based on a Petition filed by 

OpenSky Industries, LLC (“OpenSky”).  Paper 17 (“Institution Decision”).  

VLSI Technology LLC (“VLSI” or “Patent Owner”) subsequently filed a 

rehearing request and a request for Precedential Opinion Panel (“POP”) 

review.  See Paper 20 (“Req. Reh’g”); Ex. 3002.  I initiated Director review 

of the Board’s Institution Decision on June 7, 2022.  Paper 41.  Concurrent 

with my Order, the POP dismissed the rehearing and POP review requests. 

Paper 42.  On June 8, 2022, the Board joined Intel as a Petitioner in this 

case.  Paper 43. 

I explained that Director review would address questions of first 

impression as to what actions the Director, and by delegation the Board, 

should consider when addressing allegations of abuse of process or conduct 

that otherwise thwarts the goals of the United States Patent and Trademark 

Office (“USPTO” or “Office”) and/or the America Invents Act (“AIA”).  

Paper 47, 7.  Due to the importance of the issues to the Office in fulfilling its 

mission, I ordered the parties to respond to interrogatories and to exchange 

information (“Mandated Discovery”) to assist me in evaluating these issues 

of first impression.  Id. at 8–11; see also Paper 51.   

For the reasons below, I determine that OpenSky has engaged in 

discovery misconduct by failing to comply with my Order for interrogatories 

and Mandated Discovery.  See Paper 47, 8‒11.  Failure to comply with an 

order is sanctionable.  37 C.F.R. § 42.12(a)(1).  Accordingly, when 
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analyzing whether OpenSky’s conduct amounted to an abuse of process, I 

apply a negative inference and hold facts to have been established adverse to 

OpenSky.  See 37 C.F.R. § 42.12(b)(1) (providing that sanctions may 

include “[a]n order holding facts to have been established in the 

proceeding”); Paper 47, 10 (“Any attempt to withhold evidence based on a 

narrow interpretation of the requests will be reviewed in conjunction with 

any other subject conduct and may, alone or in combination with other 

conduct, be sanctionable.”); Paper 52, 4 (“As highlighted in the Scheduling 

Order, failure to comply with my Order may be sanctionable. . . . For 

example, and without limitation, sanctions may include ‘[a]n order holding 

facts to have been established in the proceeding.’”).   

Based on the evidence of record and the facts held to have been 

established, I determine that OpenSky, through its counsel, abused the IPR 

process by filing this IPR in an attempt to extract payment from VLSI and 

joined Petitioner Intel, and expressed a willingness to abuse the process in 

order to extract the payment.  OpenSky’s behavior in this proceeding is 

entirely distinguishable from conventional settlement negotiations that take 

place in an adversarial proceeding.  I also find that OpenSky engaged in 

abuse of process and unethical conduct by offering to undermine and/or not 

vigorously pursue this matter in exchange for a monetary payment.  See 

Woods Servs., Inc. v. Disability Advocs., Inc., 342 F. Supp. 3d 592, 606 

(E.D. Pa. 2018) (“The essence of an abuse of process claim is that 

proceedings are used for a purpose not intended by the law.”).  Each aspect 

of OpenSky’s conduct—discovery misconduct, violation of an express 

order, abuse of the IPR process, and unethical conduct—taken alone, 

constitutes sanctionable conduct.  37 C.F.R. § 42.12(a)(6).  Taken together, 
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the behavior warrants sanctions to the fullest extent of my power.  Not only 

are such sanctions proportional to the conduct here, but they are necessary to 

deter such conduct by OpenSky or others in the future.  See 37 C.F.R. 

§ 42.11(d)(4). 

Given OpenSky’s conduct, from this day forward OpenSky and their 

counsel are precluded from actively participating in the underlying 

proceeding.  The conduct of the individual attorneys in this case might also 

rise to the level of an ethical violation under the rules of their respective 

bars.  OpenSky is precluded from filing further papers into the record or 

presenting further argument or evidence in the underlying proceeding or on 

Director review unless expressly instructed to do so by me or the Board.  See 

37 C.F.R. §§ 42.12(b)(2–4) (providing that sanctions include “[a]n order 

expunging or precluding a party from filing a paper”; “[a]n order precluding 

a party from presenting or contesting a particular issue”; and “[a]n order 

precluding a party from requesting, obtaining, or opposing discovery”).   

Moreover, I order OpenSky to show cause as to why it should not be 

ordered to pay compensatory damages to VLSI, including attorney fees, to 

compensate VLSI for its time and effort in this proceeding.  I further order 

OpenSky to address the appropriate time period for which any fees should 

be assessed.  See 37 C.F.R. § 42.12(b)(6) (providing that sanctions include 

“[a]n order providing for compensatory expenses, including attorney fees”).  

As set forth below, I order briefing from OpenSky and VLSI on this issue. 

Lastly, as to the underlying proceeding, for the reasons articulated 

below, I am remanding for the Board to determine, within two weeks of the 

date of this Order, whether OpenSky’s Petition, based only on the record 

before the Board prior to institution, presents a compelling, meritorious 
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A. Intel’s Prior Petitions and Litigation 

After being sued by VLSI, Intel filed two petitions for IPR, 

challenging claims of the ’759 patent.  IPR2020-00106, Paper 3; IPR2020-

00498, Paper 4.  Considering the factors set forth in the Board’s precedential 

decision in Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 (PTAB Mar. 

20, 2020) (precedential) (“the Fintiv factors”), the Board exercised 

discretion to deny institution of both proceedings.  IPR2020-00106, 

Paper 17, 13; IPR2020-00498, Paper 16, 10.  In particular, the Board 

highlighted “the advanced stage of the Western District of Texas litigation, a 

currently scheduled trial date approximately seven months before the would-

be deadline for a final written decision, and the overlap between the issues.”  

IPR2020-00106, Paper 17, 13; see IPR2020-00498, Paper 16, 6, 10.  The 

Board did not address the merits of the Petition, other than determining “that 

the merits of the Petition[s] do not outweigh the other Fintiv factors.”  

IPR2020-00106, Paper 17, 13.  Notably, the Board issued these decisions 

prior to the issuance of the Memorandum, which clarifies that “the PTAB 

considers the merits of a petitioner’s challenge when determining whether to 

institute a post-grant proceeding in view of parallel district court litigation” 

and that “compelling, meritorious challenges will be allowed to proceed at 

the PTAB even where district court litigation is proceeding in parallel.” 

Memorandum at 4–5. 

Intel requested POP review of the Board’s decisions, which was 

denied.  IPR2020-00106, Papers 19 and 20; IPR2020-00498, Papers 19 and 

20.  The trial in the Western District of Texas began on February 22, 2021, 

months after the date that was presented to the Board for the discretionary 

denial analysis.  See Ex. 2025; cf. Memorandum at 8 (“A court’s scheduled 
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VLSI argued that “[t]he Board should not permit entities formed after the 

verdict and facing no infringement threat to treat these proceedings as 

leverage to extract ransom payments in exchange for withdrawing abusive 

attacks.”  Req. Reh’g 1, 3–4, 6–8.  VLSI argued that such a proceeding 

advances no valid public interest and “fail[s] to weigh the overarching 

interests of fairness to the parties and the integrity of the patent system.”  Id. 

at 1, 9–10.  VLSI also criticized the Board’s reliance on two expert 

declarations, which VLSI contended constitute inadmissible hearsay.  Id. at 

11–15. 

C. Intel’s Motion for Joinder 

Within a month of the Board instituting IPR in this proceeding, Intel 

timely filed its own Petition for IPR with a Motion for Joinder to this 

proceeding.  IPR2022-00366, Papers 3 and 4.  The Board joined Intel to this 

proceeding on June 8, 2022, determining that Intel’s Petition warranted 

institution and declining to discretionarily deny institution under 35 U.S.C. 

§§ 314(a) and 325(d).  Paper 43, 19–20.  In considering discretionary denial, 

the Board determined that: 

[a]lthough Petitioner has directed this Petition to the same 
claims and relies on the same art as in its first two petitions, that 
the Board did not substantively address the merits of the prior 
Intel petitions, in our view, weighs against discretionary denial 
here.  The district-court trial that led to the denial of its initial 
petitions is over and did not resolve the challenges presented 
here.  Allowing Petitioner the opportunity to pursue a decision 
on the merits from the Board at this time—by joining 
OpenSky’s substantially identical petition—best balances the 
desires to improve patent quality and patent-system efficiency 
against the potential for abuse of the review process by repeated 
attacks on patents.  
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Id. at 9–10 (citing General Plastic, Paper 19 at 16–17).  The Board correctly 

identified that the statute expressly provides an exception to the 1-year time 

bar (set forth in 35 U.S.C. § 315(b)) for a request for joinder.  Id. at 12 

(citing 35 U.S.C. § 315(b)) (“The time limitation set forth . . . shall not apply 

to a request for joinder under subsection (c)”).  VLSI requested POP review 

of the Board’s decision to join Intel to the proceeding, and that request was 

denied.  Paper 53.  On August 30, 2022, the Board authorized VLSI to file a 

Motion to Terminate Intel from the proceeding, setting forth VLSI’s 

arguments on res judicata.  Paper 86, 2.  The Board authorized Intel to file 

an opposition to the motion.  Id.  VLSI filed the Motion to Terminate on 

September 27, 2022.  Paper 99.  Intel’s opposition is pending. 

D. Director Review 

As noted above, I ordered a sua sponte Director review of the Board’s 

institution decision in this proceeding on June 7, 2022, one day before the 

Board joined Intel as a Petitioner in this case.  Paper 41.  Concurrent with 

my Order, the POP dismissed the rehearing and POP review requests.  

Paper 42.  Because I did not yet have all the facts before me, I did not stay 

the underlying proceeding.  

On July 7, 2022, I issued a Scheduling Order for the Director review.  

Paper 47.  The Scheduling Order defined the scope of my review, as I 

determined that “this proceeding presents issues of first impression” and 

“involves issues of particular importance to the Office, the United States 

innovation economy, and the patent community.”  Id. at 7–8.  In particular, I 

identified the following issues as relevant:  

1. What actions the Director, and by delegation the Board, 
should take when faced with evidence of an abuse of process or 
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conduct that otherwise thwarts, as opposed to advances, the 
goals of the Office and/or the AIA; and 

2. How the Director, and by delegation the Board, should 
assess conduct to determine if it constitutes an abuse of process 
or if it thwarts, as opposed to advances, the goals of the Office 
and/or the AIA, and what conduct should be considered as 
such. 

Id.  I directed the parties to address these questions and to support their 

answers “in their briefing, including through new arguments and non-

declaratory evidence.”  Id. at 8.  I also invited amici curiae briefing.  Id.   

To enable me to address those questions in the context of this Review, 

my Scheduling Order also instructed the parties to answer interrogatories 

and exchange certain categories of information as Mandated Discovery.  Id. 

at 8–11; 35 U.S.C. § 316(a)(5) (“The Director shall prescribe regulations 

setting forth standards and procedures for discovery of relevant evidence . . . 

otherwise necessary in the interest of justice”).  My interrogatories ordered 

the parties to address specific questions related to the “issues of particular 

importance” in this Review.  Id. at 8–9.   

I ordered the Mandated Discovery “to allow all parties to answer the 

questions” I set forth, and to give each party an opportunity to produce 

evidence supporting its position.  Id. at 9–10.  The Mandated Discovery 

included categories of documents relating to the formation and business of 

OpenSky; documents and communications “relating to the filing, settlement, 

or potential termination of this proceeding, or experts in this proceeding, not 

already of record in the proceeding”; and “communications with any named 

party relating to the filing, settlement, or potential termination of this 

proceeding.”  Id.  My Scheduling Order warned “that sanctions may be 

considered for any misrepresentation, exaggeration, or over-statement as to 
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A. OpenSky’s Objections to Mandated Discovery 

The deadline for exchange of documents and communications 

contemplated by my Mandated Discovery order was August 4, 2022.  

Paper 51, 4.  The deadline for the parties to submit briefs addressing the 

Director’s interrogatories with supporting documentary evidence was 

August 18, 2022.  Id. at 4; Paper 47, 8–10.  The parties were repeatedly 

warned that no documents may be withheld without being included in a 

privilege log, and that any attempt to withhold evidence may be 

sanctionable.  Paper 47, 10; Paper 52, 4.  

On August 4, 2022, OpenSky filed a Notice of Objections to my 

Mandated Discovery.  Paper 54.  I find their objections have no merit.  For 

example, OpenSky contends that the Order is inconsistent with 35 U.S.C. 

§ 6(c) as modified by United States v. Arthrex, Inc., 141 S. Ct. 1970, 1987 

(2021).  Paper 54, 2.  But OpenSky does not explain this assertion.  

OpenSky further contends that the Order exceeds the discovery permitted 

under 35 U.S.C. § 316(a)(5) and 37 C.F.R. § 42.51.  Id. at 2.  OpenSky’s 

argument on this point is not persuasive.  35 U.S.C. § 316(a)(5) provides that 

discovery may be sought where “necessary in the interest of justice,” which 

is at the heart of the inquiry as to whether OpenSky has abused the IPR 

process.  And 37 C.F.R. § 42.51 is not relevant to Director-ordered 

discovery, because that rule governs only discovery between the parties.  

Furthermore, in general, it is within my purview to “determine a proper 

course of conduct in a proceeding for any situation not specifically covered 

by [the other regulations]” and to “enter non-final orders,” such as the 

Scheduling Order, “to administer the proceeding.”  37 C.F.R. § 42.5(a).   
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OpenSky also argues that the Scheduling Order is inconsistent with 

Board procedures governing non-routine discovery.  Paper 54, 2–3.  For 

example, OpenSky contends that there is no evidence “tending to show 

beyond speculation that in fact something useful will be uncovered.”  Id. at 3 

(quoting Garmin Int’l, Inc. v. Cuozzo Speed Techs. LLC, IPR2012-00001 

(PTAB Mar. 5, 2013) (Paper 26) (precedential)).  Again, while Board 

procedures governing party conduct do not formally apply to the Director’s 

inquiry into process abuses, my Scheduling Order makes plain the basis for 

the ordered discovery here.  The Scheduling Order explains that the 

discovery would permit the parties to answer the questions I identified as 

germane to my inquiry into the circumstances surrounding OpenSky’s 

formation and conduct—information about which is uniquely in the parties’ 

(and specifically OpenSky’s) possession.  Paper 47, 7–10; 37 C.F.R. 

§ 42.11(a) (“Parties and individuals involved in the proceeding have a duty 

of candor and good faith to the Office during the course of a proceeding.”). 

OpenSky’s other arguments similarly lack merit.  OpenSky contends 

that, in its judgment, certain categories of Mandated Discovery are not in 

dispute.  See, e.g., Paper 54, 3–4.  That is not OpenSky’s judgment to make.  

It is not appropriate for OpenSky to simply assert that something is 

undisputed and, on that basis, refuse to comply with my Order by failing to 

produce or log such materials.  OpenSky’s argument that the Order is not 

“easily understandable” is also not persuasive.  Id. at 4.  No other party 

indicated that they had any issue understanding the Order, nor did they have 

issues complying.  OpenSky’s argument that the discovery is overly 

burdensome (Paper 54, 4–5) fares no better.  OpenSky could have sought to 

file a motion to revise the standing protective order (37 C.F.R. 
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§ 42.54(a)(1)), or at least have requested a second extension if it could 

demonstrate an actual burden, but instead chose noncompliance.  

OpenSky submits that the Order violates its and its members’ 

constitutional rights.  Paper 54, 5–6.  OpenSky cites no court case to support 

this proposition, and instead gestures to the First Amendment right to 

freedom of association and the Fourteenth Amendment’s right to due 

process of law.  OpenSky does not explain how complying with a discovery 

order results in a constitutional violation.  Further, by choosing to file this 

IPR, OpenSky availed itself of my and the Board’s jurisdiction and opened 

itself to questions regarding its members and purpose, among others.  

OpenSky ends its objections with a series of similarly unpersuasive 

arguments.  OpenSky opines that the Order is inconsistent with the purposes 

of the AIA.  Paper 54, 6.  OpenSky does not explain why it believes that to 

be the case, and the argument lacks merit for reasons explained below.  

Moreover, even if true, the argument does not provide sufficient basis for 

OpenSky to disregard my Order.  OpenSky’s argument that the Order is 

inconsistent with the guidelines for Director review rests on its contention 

that “the Order does not identify any issue of first impression.”  Id. at 7.  

OpenSky provides no citation for the claim that Director review is limited to 

issues of first impression.  In any event, my Order indicated that the issues 

here are ones of first impression.  Id.  Finally, OpenSky contends that the 

Order would require it to waive privilege objections (id. at 7–8), but 

avoiding such waiver is the point of a privilege log, which OpenSky did not 

submit. 
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B. OpenSky’s Failure to Comply with Mandatory Discovery 

OpenSky failed to comply with the discovery requirements set forth in 

the Scheduling Order by:  (1) refusing to provide confidential documents to 

the other parties in the proceeding, or instead, a privilege log listing 

privileged documents withheld for in camera review; and (2) failing to 

respond in good faith to the interrogatories, including with supporting 

evidence.  Paper 47, 8–10.  Each of these failures to comply is independently 

sanctionable.  Id. at 10. 

1. OpenSky refused to produce confidential documents under seal, or a 
privilege log of what was not produced 

As explained above, the deadline for the exchange of documents and 

communications was August 4, 2022.  On August 11, 2022, VLSI requested 

in camera review, as to the production made by OpenSky.  Paper 62.  VLSI 

asserts that it:  

cannot identify with specificity documents for in camera review 
in OpenSky’s responsive documents, because OpenSky has 
(i) failed to produce internal documents; (ii) failed to produce 
any documents it deems either confidential or highly-
confidential under the Director’s modified direct protective 
order, Ex. 3011; and (iii) failed to provide any privilege log in 
this matter, each in violation of the Director’s Orders (see 
Papers 47, 51, and 52). 

Id. at 1.  VLSI asserts that “OpenSky produced approximately 170 

documents, all ‘nonconfidential,’ largely consisting of public filings and 

correspondence already available to all parties.”  Id. at 3.  VLSI contends 

that the produced non-public documents include only emails from 

OpenSky’s lead counsel, Andrew Oliver, and “a single internal 

communication.”  Id. at 3–4.  Notably, VLSI asserts that “OpenSky has not 

logged a single document.”  Id. at 4.  VLSI argues that, due to OpenSky’s 
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2. OpenSky’s responses to the interrogatories are inadequate and lack 
evidentiary support 

In addition to its express refusal to comply with the Mandated 

Discovery, OpenSky failed to respond adequately to the interrogatories set 

forth in the Scheduling Order, which required the parties to respond with 

citation to supporting documentary evidence.  Paper 47, 8.  In its initial brief, 

OpenSky asserts that VLSI “has promoted a false narrative in which it 

portrayed itself as a victim of ‘harassment’ or a ‘shakedown.’”  Paper 71, 2.  

OpenSky presents its own version of the facts and refers to alleged 

communications between OpenSky and VLSI that purportedly show VLSI to 

be the bad actor.  See id. at 2–6.  However, throughout this portion of its 

brief, OpenSky fails to cite a single source of evidence to support its 

allegations of harassment, apart from a single citation to Exhibit 2055 (of 

record as of April 11, 2022), which is addressed below.  Id. at 5. 

In addition to its largely unsupported narrative, OpenSky’s initial brief 

purports to address the interrogatories listed in the Scheduling Order but 

fails to do so adequately.  Id. at 8–18.  OpenSky refers to three sources of 

evidence previously of record to support its answers to the interrogatories, 

Exhibits 1048, 2055, and 2066.  See id.  As a result, many of the 

interrogatories remain unanswered or unsubstantiated by OpenSky.   

For example, interrogatory (a) asked about OpenSky’s formation and 

business.  Paper 47, 8.  To answer these questions, the Scheduling Order 

required OpenSky to provide the other parties with communications related 

to the formation of OpenSky and documents related to OpenSky’s business 

plan.  Id. at 9.  OpenSky responds by stating that “OpenSky has not limited 

its business purpose” because “[a] Nevada Limited Liability Company is not 
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required to state a ‘business’ on formation.”  Paper 71, 9.  This answer is 

non-responsive.  In addition to its effective refusal to answer the 

interrogatory, OpenSky did not provide any required evidence that would 

allow me, VLSI, or Intel to consider OpenSky’s position.  See Paper 66, 10–

11; Paper 84, 2–3. 

Interrogatory (b) asked, “[o]ther than communications already in the 

record, what communications have taken place between OpenSky and each 

of the other parties?”  Paper 47, 8.  To answer this question, the Scheduling 

Order required OpenSky to provide the other parties with “all documents 

and communications relating to the filing, settlement, or potential 

termination of this proceeding, or experts in this proceeding, not already of 

record.”  Id. at 9.  OpenSky admits that “the parties have had numerous 

communications,” but asserts that “[t]he communications related to 

substance and procedure in this proceeding would be unduly burdensome to 

log and are not relevant to the topics of the Director’s review.”  Paper 71, 

10.  OpenSky does not identify evidentiary support for these assertions and 

does not raise a good faith claim to withhold this evidence.  See id.  For 

example, OpenSky does not argue that the communications are privileged, 

or exchange a privilege log of the communications, as required by the 

Scheduling Order.  Id.  Rather, OpenSky impermissibly determines on its 

own that no evidence is relevant to topics of the Director review and 

withholds evidence on that basis.  Id.  Accordingly, OpenSky’s answer is 

evasive and non-responsive to interrogatory (b).  

Interrogatory (c) asked, “[c]ould OpenSky be subject to claims of 

infringement of the ’759 patent,” and “[d]oes OpenSky have a policy reason 

for filing the Petition that benefits the public at large beside any reasons 
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articulated in the already-filed papers?”  Paper 47, 8.  OpenSky asserts that 

this question is “irrelevant,” and states that “OpenSky has not attempted to 

perform an infringement analysis.”  Paper 71, 11.  OpenSky also asserts that 

“it is possible” it could infringe the ’759 patent if it has a computer product 

containing an Intel product.  See id.  OpenSky lists a number of potential 

policy reasons for filing the Petition, none of which are supported by 

evidence showing OpenSky’s intent at the time of filing.  See id.  

Accordingly, OpenSky’s answer is non-responsive to interrogatory (c).  

Interrogatory (d) asked, “[d]oes the evidence in this proceeding 

demonstrate an abuse of process . . . [and] if so, which evidence and how 

should that evidence be weighted and addressed?”  Paper 47, 8.  To answer 

this question, the Scheduling Order required OpenSky to provide the other 

parties with “all communications with any named party relating to the filing, 

settlement, or potential termination of this proceeding.”  Id. at 10.  OpenSky 

asserts that “[t]he evidence demonstrates abuse of process . . . only by VLSI.  

No evidence demonstrates any such abuse by Intel or OpenSky.”  Paper 71, 

12.  OpenSky refers to a single piece of evidence already of record, 

Exhibit 2055, and offers no other supporting evidence.  See id. at 13.  As to 

other communications between the parties, OpenSky asserts that “parties’ 

discussions of potential settlement positions are not admissible evidence in 

this proceeding,” according to Rule 408 of the Federal Rules of Evidence.  

Id. at 12–13.  OpenSky’s argument is misplaced.   

First, “Rule 408 does not warrant protecting settlement negotiations 

from discovery.  On its face, the rule applies to the admissibility of evidence 

at trial, not to whether evidence is discoverable.”  Phoenix Sols. Inc. v. Wells 

Fargo Bank, N.A., 254 F.R.D. 568, 584 (N.D. Cal. 2008).  Second, Rule 408 
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does not bar the admission of settlement discussions for all purposes.  

Rather, it only excludes certain settlement statements offered for the purpose 

of “prov[ing] or disprov[ing] the validity or amount of a disputed claim or to 

impeach by a prior inconsistent statement or a contradiction.”  Fed. R. 

408(a).  Settlement discussions may be admissible for other purposes.  See, 

e.g., Zurich Am. Ins. Co. v. Watts Indus., Inc., 417 F.3d 682, 689 (7th Cir. 

2005) (“The district court has broad discretion to admit [408 settlement] 

evidence for a purpose other than proving liability.”); BTG Int’l Inc. v. 

Bioactive Labs., No. CV 15-04885, 2016 WL 3519712, at *8 (E.D. Pa. June 

28, 2016) (“Rule 408 does not bar the introduction of settlement discussions 

if offered for ‘another purpose,’ such as to show a party’s knowledge or 

intent.”).  Therefore, Rule 408 does not control, and OpenSky failed to 

respond to interrogatory (d). 

Interrogatory (e) asked, “[w]hat is the basis for concluding that there 

are no other real parties in interest, beyond OpenSky,” and “[a]re there 

additional people or entities that should be considered as potential real 

parties in interest?”  Paper 47, 8–9.  To answer this question, the Scheduling 

Order required OpenSky to provide the other parties with “all documents 

relating to OpenSky’s business plan including its funding, its potential 

revenue, and the future allocation of any of its profits.”  Id. at 9.  OpenSky 

asserts that “OpenSky acted entirely on its own and with its own funding in 

bringing its Petition” and that it “did not have the support of any other 

entity.”  Paper 71, 17.  Again, OpenSky provides no evidence to support its 

allegation.  See id.  For example, because OpenSky does not provide 

evidence of its funding, it is not possible to ascertain whether or not 

OpenSky merely acts as a shell for other entities seeking to challenge the 
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’759 patent.  And as a newly formed entity, seemingly created solely for 

filing this IPR, OpenSky must have some source of undisclosed funding.  

Accordingly, OpenSky’s answer is evasive and non-responsive to 

interrogatory (e).  

Interrogatory (f) asked, “[d]id OpenSky ever condition any action 

relating to this proceeding . . . on payment or other consideration by Patent 

Owner or anyone else?”  Paper 47, 9.  OpenSky asserts that it “has not 

conditioned any action relating to this proceeding on payment or other 

consideration.”  Paper 71, 17.  OpenSky does not cite supporting evidence 

for this assertion, except to show that, at some point in time, OpenSky paid 

its expert.  See id. at 17–18 (citing Ex. 2066, 19:17–24).  By contrast, VLSI 

and Intel provide documentary evidence that contradicts OpenSky’s 

assertion that it did not condition any action on payment or other 

consideration, as discussed in detail below.  Accordingly, OpenSky’s answer 

is misleading and non-responsive to interrogatory (f).  See 37 C.F.R. 

§ 42.11(a) (“Parties and individuals involved in the proceeding have a duty 

of candor and good faith to the Office during the course of a proceeding.”).     

C. Sanctions for OpenSky’s Failure to Comply 

OpenSky has identified no authority that would allow it to ignore the 

interrogatories and Mandated Discovery in my Order.  Therefore, I 

determine that OpenSky has failed to comply.  I further determine that it is 

appropriate to sanction OpenSky for its discovery misconduct.  See 37 

C.F.R. § 42.12(b) (non-exhaustive list of sanctions). 
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proceeding”; “[a]n order precluding a party from filing a paper”; and “[a]n 

order providing for compensatory expenses, including attorney fees.”  Id. 

§§ 42.12(b)(1), (2), (6).  Additionally, the Director may issue sanctions not 

explicitly provided in 37 C.F.R. § 42.12(b).  See Voip-Pal.com, 976 F.3d at 

1323–24.  Any sanction must be commensurate with the harm caused.  See 

R.J. Reynolds, IPR2017-01318, Paper 16 at 5.   

As a result of OpenSky’s failure to comply with my ordered 

Mandated Discovery provisions, I, VLSI, and Intel do not have a complete 

record to fully examine OpenSky’s assertion that it has not committed an 

abuse of the IPR process, or to evaluate whether its allegation of 

“harassment” is supported.   

OpenSky should not be allowed to profit from its discovery 

misconduct.  Accordingly, I determine that the proper sanction is to hold 

disputed facts as established against OpenSky.  37 C.F.R. § 42.12(b)(1); 

Paper 52, 4 (warning parties that “failure to comply with my Order may be 

sanctionable,” and specifically warning that “without limitation, sanctions 

may include ‘[a]n order holding facts to have been established in the 

proceeding” under 37 C.F.R. § 42.12(b)(1)).  The Federal Circuit has 

approved this remedy of adverse inference in the context of district court 

litigation, stating that “when ‘the alleged breach of a discovery obligation is 

the non-production of evidence, a district court has broad discretion in 

fashioning an appropriate sanction, including the discretion to . . . proceed 

with a trial and give an adverse inference instruction.’”  Regeneron Pharms., 

Inc. v. Merus N.V., 864 F.3d 1343, 1363 (Fed. Cir. 2017) (quoting 

Residential Funding Corp. v. DeGeorge Fin. Corp., 306 F.3d 99, 107 (2d 

Cir. 2002)).   
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In view of the record as discussed above, including OpenSky’s 

response to interrogatory (f), I find that OpenSky was not only non-

responsive to my interrogatories but that OpenSky was evasive in its 

responses, and engaged in egregious conduct.  I further apply adverse 

inferences in my decisions on abuse of process below.   

IV. ABUSE OF PROCESS    

I initiated Director review in this proceeding to examine and address 

VLSI’s allegations of abuse of process by OpenSky.  See Paper 47.  Under 

existing Office regulations, an abuse of process is sanctionable (i.e., it is 

“conduct that warrants sanctions”).  37 C.F.R. § 42.12(a)(6).  Abuse of 

process is a fact-based inquiry, and existing regulations do not attempt to 

specify what acts constitute an abuse of process.  Accordingly, I consider 

OpenSky’s conduct to determine whether it demonstrates an abuse of 

process or conduct that otherwise thwarts, as opposed to advances, the goals 

of the Office and/or the AIA. 

A. Background Principles 

Congress created the AIA to support the “important congressional 

objective” of “giving the Patent Office significant power to revisit and revise 

earlier patent grants,” among other objectives.  Cuozzo Speed Techs., LLC v. 

Lee, 579 U.S. 261, 272 (2016).  Congress did not implement a standing 

requirement for petitioners; any party (other than the patentee) may seek 

such review.  35 U.S.C. § 311(a).  AIA post-grant proceedings, and more 

specifically, the IPR proceedings at issue here, do not exist in isolation but 

are part of a larger patent and innovation ecosystem.  Congress intended 

AIA proceedings to be a less-expensive alternative to district court litigation 

to resolve certain patentability issues.  AIA proceedings were not, however, 
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intended to replace patent litigation, which remains a vital forum for 

determining patent validity.  Nor were they intended to be tools of patent 

owner harassment.  Congress expressed the intent of the AIA in the statute 

when it directed the Director, when prescribing regulations, to “consider . . . 

the economy, the integrity of the patent system, the efficient administration 

of the Office, and the ability of the Office to timely complete proceedings.”  

35 U.S.C. § 316(b).  I consider this mandate not just when promulgating 

regulations, but in administering the AIA through guidance and decision-

making.  Abuse of AIA proceedings undermines these important objectives, 

and the Office will not tolerate it.   

B. OpenSky’s Conduct  

  Although OpenSky’s Petition stressed that granting IPR was 

necessary to maintain the “integrity of the patent system” (Pet. 8–9), 

OpenSky’s conduct belies that statement.  OpenSky’s subsequent conduct 

made clear that OpenSky was using the IPR process to extract payment from 

either Intel or VLSI without meaningfully pursuing unpatentability grounds.  

See Exs. 2055; 1524–1529.  Again, this differs from typical settlement 

negotiations between adversaries during AIA proceedings, in which parties 

may offer payment or other consideration in return for settlement of the 

dispute.  Using AIA post-grant proceedings, including the IPR process, for 

the sole purpose of extracting payment is an abuse of process warranting 

sanctions.   

After OpenSky filed its Petition and before institution, on August 28, 

2021, OpenSky and VLSI entered into a “Confidential Discussions 

Agreement” for settlement negotiations.  Paper 84, 3 (citing Ex. 2081–

2083).  Although OpenSky insists throughout its briefs that VLSI initiated 
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Ex. 2055, 1–2.  While OpenSky’s email did not list monetary amounts, it did 

make clear:  “First payment upon execution of agreement” and “Second 

payment upon denial of both joinder petitions.”  Id. at 2.  Moreover, 

OpenSky agreed that if PQA’s Motion for Joinder to the proceeding was 

granted, OpenSky would not produce its expert, on whom PQA relied, for 

deposition, creating “a potentially fatal evidentiary omission that PQA 

would be unable to remedy.”  Id. at 1.  OpenSky provided that, in that 

situation, “[t]here could be an alternative second payment if joinder is 

granted but claims are affirmed because of OpenSky’s refusal to produce 

witnesses.”  Id. at 2.   

In pressing the urgency of its proposal to VLSI, OpenSky pointed out 

that any deal would “not benefit [VLSI] unless it ultimately leads to 

dismissal of the petition, or affirmance of the claims.”  Id.  OpenSky also 

noted that “there is substantial value to VLSI in settling with OpenSky 

before the Board takes up” either Intel’s or PQA’s “joinder petition[s].”  Id.  

VLSI reported this scheme to the Board, and there were no further 

negotiations between OpenSky and VLSI.  Ex. 2094.  Initiating a legal 

proceeding to deliberately sabotage for money, including offering to violate 

the duties of candor and good faith owed to the Board, amounts to an abuse 

of process.  See Woods Servs., 342 F. Supp. 3d at 605–606; see also BTG 

Int’l Inc. v. Bioactive, 2016 WL 3519712 at *12 (“BTG has accordingly 

alleged sufficient facts to demonstrate that Defendants were using the IPR 

petition for an improper purpose—specifically, “as a threat and a club to 

extort and coerce millions of dollars . . . from BTG”).   

After engaging in an abuse of process with regard to its conduct with 

VLSI that did not prove fruitful to OpenSky, OpenSky continued its 
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Intel’s deposition outline.  Ex. 1062.  However, OpenSky declined to seek 

an extension to file its reply brief. 

On Friday, July 8, 2022—three days before its reply brief was due—

OpenSky’s counsel initiated discussions with Intel in which OpenSky’s 

counsel maintained that, as a result of the need to respond to the Scheduling 

Order (Paper 47), OpenSky intended to “refrain from considering or making 

further invalidity arguments and to file a reply on Monday [July 11, 2022] 

indicating that OpenSky believes that its original petition establishes 

invalidity and OpenSky rests on the arguments in that petition,” and not file 

a reply.  Ex. 1528.  

At the same time, OpenSky “offered to let Intel write the reply on 

OpenSky’s behalf in exchange for remuneration and indemnity against any 

lawsuit brought by VLSI against OpenSky based on the IPR proceeding.”  

Ex. 1529.  Intel declined OpenSky’s offer but agreed to provide OpenSky 

with a fully complete reply brief with supporting expert declaration.  Id.  

OpenSky agreed to “file it in full or in part” (id.), and did so two days later, 

as Paper 49 (July 11, 2022).   

On August 11, 2022, VLSI requested oral argument.  Paper 61.  

OpenSky did not request oral argument (the deadline passed August 11, 

2022; Paper 18, 11) and did not meaningfully participate in the oral hearing. 

C. Case-specific Considerations 

1. Petitioner’s interest in the proceeding 

I am mindful that Congress did not itself include a standing 

requirement for IPRs.  35 U.S.C. § 311(a); see Cuozzo, 579 U.S. at 279 

(“Parties that initiate [IPRs] need not have a concrete stake in the outcome; 

indeed, they may lack constitutional standing.”); see also Engine, 13–14 
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(“Congress created IPR so that any ‘person who is not the owner of a patent’ 

may file an IPR petition. . . . It would be improper for the PTO to supplant 

that choice.”) (citations omitted).  Instead, Congress left it to the USPTO to 

prescribe regulations, to “consider . . . the economy, the integrity of the 

patent system, the efficient administration of the Office, and the ability of 

the Office to timely complete proceedings.”  35 U.S.C. § 316(b). 

The Office has repeatedly instituted IPRs where the petitioner has not 

been sued for infringement.  See, e.g., Athena Automation Ltd. v. Husky 

Injection Molding Systems Ltd., IPR2013-00290, Paper 18, 12–13 (PTAB 

Oct. 25, 2013) (precedential) (declining to deny a petition based on assignor 

estoppel); Fresenius Kabi USA, LLC, et al. v. Chugai Seiyaku Kabushiki 

Kaisha, Inc. et al., IPR2021-01336, Paper 27, 48 (PTAB Feb. 23, 2022).  In 

practice, however, there is commonly a high degree of interplay between 

IPR petitions/trials and Article III patent litigation.  See, e.g., The Patent and 

Trial Appeal Board:  Examining Proposals to Address Predictability, 

Certainty, and Fairness, Hearing Before the S. Comm. on Intellectual Prop., 

117th Cong. at 1:14:27–1:14:37 (June 22, 2022) (testimony of Tim Wilson, 

Head of Patents and Intellectual Property Litigation, SAS Institute, Inc.) 

(stating that IPR petitions are typically filed in response to a patent 

infringement lawsuit).   

Barring evidence to the contrary, there is little need to question the 

motives of a party sued for infringement.  However, where a petitioner has 

not been sued for infringement, and is a non-practicing entity, legitimate 

questions may exist regarding whether the petitioner filed the petition for an 

improper purpose or one that does not advance the goals of the AIA or this 

Office.  For example, an amici identifies a concern with petitioners who file 
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infringement (see Paper 47, 8), OpenSky merely indicated that it has not 

performed an infringement analysis and that it uses products that may 

incorporate accused Intel products, so it might be sued for infringement in 

the future.  Paper 71, 11.  OpenSky has not substantiated this argument, 

despite my Order providing it an opportunity to do so.  Thus, the lack of 

evidence on this point is directly attributable to OpenSky’s failure to follow 

my Order, and I draw negative inferences from that failure.  See Residential 

Funding Corp., 306 F.3d at 110 (finding that intentional acts that hinder 

discovery support an inference that the evidence was harmful to the non-

producing party).  Accordingly, I find the fact established that OpenSky does 

not have a legitimate belief that it may be sued for patent infringement in the 

future, and that fear of infringement did not motivate OpenSky to file its 

Petition.  

OpenSky maintains that its interest is in the integrity of the patent 

system.  Paper 71, 11–12.  The record (and additional factors discussed 

below) belies that representation.  Indeed, I ordered OpenSky to produce 

documentation and answer interrogatories related to its business purpose, 

and it has not done so.  In its briefing, for example, OpenSky says that it was 

“not required to state a ‘business’ on formation,” and therefore, “OpenSky 

has not limited its ‘business.’”  Id. at 9.  Again, the lack of evidence of 

OpenSky’s business is due to OpenSky’s discovery misconduct, and 

therefore, I find the fact established that OpenSky did not file this case for its 

alleged purpose of testing patent quality or preserving the integrity of the 

patent system.  Indeed, based on the record and adverse inferences, I find 

that the sole reason OpenSky filed the Petition was for the improper purpose 

of extracting money from either or both Intel and VLSI. 

Appx00074

Case: 23-2158      Document: 53     Page: 151     Filed: 10/24/2024



IPR2021-01064  
Patent 7,725,759 B2 
 

38 
 

2. Recent trial verdict awarding significant damages  

The mere existence of a trial verdict (whether by jury or from the 

bench) does not automatically make the filing of a subsequent IPR on the 

involved patent(s) an abuse of process.  Indeed, patents are often asserted, 

either in demand letters or in litigation, against multiple entities in serial 

fashion.  Both those entities subject to current or future assertions, or 

potential assertions, and the public have a vested interest in canceling invalid 

patents.   

That said, an entity filing an IPR on the heels of a large jury verdict 

may, when combined with other facts, raise legitimate questions regarding 

the motivation behind the Petition.  See USIJ, 15–16 (discussing petitions 

filed after infringement verdicts).   

Such is the case here.  As the parties and amici are well aware, a jury 

in the Western District of Texas rendered a verdict of more than $2 billion 

against Intel for infringing two VLSI patents, including the ’759 patent 

($675 million in damages).  Ex. 1027.  OpenSky filed its Petition shortly 

after the infringement verdict and, as noted in section IV(C)(1) of this 

decision above, without any established fear that it would be subject to a 

subsequent assertion.  Together with the significant damages award, this 

suggests that the purpose of the IPR could be to extract a settlement from 

VLSI or payment from Intel. 

Notably, despite being given the opportunity, OpenSky has not 

provided adequate evidence that it had another purpose for filing this IPR.  

As explained previously, OpenSky flouted Mandated Discovery by refusing 

to turn over documentation of the “purpose” for which OpenSky was 

formed.  Paper 47, 8.  Accordingly, per the sanction for OpenSky’s 
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discovery misconduct, I find that it has been established that OpenSky filed 

its Petition for the purposes of extracting payment from VLSI or Intel. 

3. Proximity of petitioner’s formation to jury award 

Large jury awards attract publicity and attention.  When the evidence 

demonstrates that an IPR petitioner was formed from whole cloth soon after 

a damages award, and in particular a significant damages award, this 

suggests that the petitioner could be motivated to extract a financial windfall 

from the patent owner or the adjudicated infringer, rather than being 

motivated by any legitimate purpose.  

Here, the evidence demonstrates that OpenSky was formed seven 

weeks after a jury found that Intel infringed the ’759 patent, and awarded 

VLSI $675 million in damages.  Compare Ex. 1027 (Jury Verdict Form 

dated March 2, 2021) with Ex. 2006 (OpenSky formation date of April 23, 

2021).  OpenSky refiled Intel’s discretionarily denied IPR petitions six 

weeks after that.  This timing, in the absence of contrary evidence from 

OpenSky, supports the finding that OpenSky was formed in an attempt to 

capitalize on that verdict.  Moreover, and as explained in the previous factor, 

OpenSky has provided inadequate evidence that it was formed for another 

purpose, despite my Order giving it an opportunity to do so.  As a sanction 

for that discovery violation, I find that it has been established that OpenSky 

was formed for the express and sole purpose of extracting payment from 

VLSI or Intel.  

4. Seeking compensation from both parties 

It is not unusual for parties to seek to settle their dispute; litigation is 

both risky and costly.  Indeed, both this Office and the Federal Rules of 

Evidence encourage settlement.  See Consolidated Practice Guide at 86.  A 
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petitioner’s agreement to dismiss a petition or terminate a proceeding in 

return for a payment from the patent owner may be the result of sound 

business judgment by both parties.  

What is unusual, however, is a petitioner seeking compensation from 

both the patent owner and another petitioner in exchange for advocacy 

against whichever party does not pay.  The problem with this behavior 

should be immediately apparent.  For the purposes of the present analysis, 

however, such double-dealing suggests that a petition was filed purely to 

extract rents, in either direction, rather than for legitimate purposes.  

The evidence against OpenSky here is both strong and concerning.  

As explained above, I find that OpenSky initiated early settlement talks with 

VLSI before institution.  The evidence further demonstrates that following 

institution, OpenSky asked both VLSI and Intel for money in exchange for 

its cooperation in this IPR.  Indeed, OpenSky contacted Intel on the very day 

that the Board granted institution (Ex. 1518) and communicated with VLSI 

both before and after the grant (Ex. 2083, 2084).  That OpenSky, through its 

counsel, was willing to offer its advocacy to either side of this adversarial 

proceeding, depending on who was willing to pay, further suggests that its 

Petition was purely motivated by a wish to extract a quick settlement from 

either interested party in this proceeding.  I am particularly concerned with 

OpenSky’s counsel’s proposal to VLSI (Ex. 2055) to intentionally 

undermine the proceeding and thereby violate the duty of good faith and 

candor to the Board.  See 37 C.F.R. § 41.11.  This behavior alone is 

sanctionable and will not be tolerated.   

Moreover, OpenSky’s predatory behavior did not end once it became 

clear that neither VLSI nor Intel was interested in paying OpenSky. 
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OpenSky also suggested that it lacked the resources to pursue this IPR and 

intimated that Intel should reimburse OpenSky for the predictable expenses 

associated with filing its Petition.  See, e.g., Ex. 1528 (email from 

OpenSky’s counsel to Intel indicating that “OpenSky has been forced to 

reallocate its remaining funds to address the director’s review,” and 

therefore, “OpenSky has directed me to refrain from considering or making 

further invalidity arguments” and to “rest[] on the arguments in th[e] 

petition”); Ex. 1529 (email from OpenSky’s counsel to Intel stating that “it 

is unfortunate that Intel is not willing to reimburse OpenSky for any of the 

considerable filing fees and legal fees that were incurred in filing this 

petition . . .”).  Taken at face value, OpenSky’s comments that it was 

running out of money indicate that it did not budget for litigating this 

proceeding throughout its expected life, to a final written decision.  In other 

words, in the absence of contrary evidence due to its discovery misconduct, 

OpenSky’s behavior and complaints about budgeting establish that it did not 

intend to pursue the patentability merits but instead intended to leverage the 

IPR’s existence only to extract a payout from one side or the other. 

5.  Failure to meaningfully pursue the merits 

The evidence demonstrates that both before and after institution, 

OpenSky was focused on getting payment from VLSI or Intel as opposed to 

pursuing the merits of its patentability challenge.  See, e.g., Ex. 1518 

(OpenSky email to Intel Dec. 23, 2021); Ex. 2084 (OpenSky email to VLSI 

Dec. 27, 2021).   

Instead of vigorously litigating the IPR, as would be expected of a 

lead petitioner, OpenSky continued to seek payment from Intel.  For 

example, OpenSky “offered to let Intel write the reply on OpenSky’s behalf 
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in exchange for remuneration and indemnity against any lawsuit brought by 

VLSI against OpenSky based on the IPR proceeding.”  Ex. 1527.  Intel 

refused.  Id.  OpenSky then lamented Intel’s unwillingness “to reimburse 

OpenSky for any of the considerable filing and legal fees that were incurred 

in filing this petition” and stated that, nevertheless, it was “still willing to 

partner with Intel”—its co-petitioner, allegedly working toward the same 

goal—“moving forward.”  Ex. 1529.  Despite Intel’s refusal to pay, 

OpenSky filed a reply brief that Intel drafted and used Intel’s deposition 

outline.  Exs. 1527, 1529.   Moreover, OpenSky did not request oral 

argument (the deadline passed August 11, 2022; Paper 18, 11) and did not 

meaningfully participate in the oral hearing. 

This focus on settlement or reimbursement, rather than litigating the 

merits, further indicates that OpenSky’s goal was to extract a payment rather 

than litigate the validity of VLSI’s patent.      

6. Filing a copycat petition 

As my Scheduling Order notes, filing a “copycat” petition is not 

inherently improper.  Paper 47, at 4 n.3.  For example, under the current 

joinder rules, a time-barred party may file a copycat petition when it is 

seeking joinder as provided by the AIA.  See 35 U.S.C. § 315(c); 37 C.F.R. 

§§ 42.122(b), 42.101(b).  There may be circumstances, however, in which 

the filing of a petition that copies a previously denied petition may suggest 

an abuse of process. 

The present case provides an example.  In addition to OpenSky filing 

what was essentially a copy of Intel’s IPR petition, which had previously 

been denied based on the Fintiv factors, OpenSky also filed a copy of Intel’s 

expert declaration, without OpenSky notifying that expert that it was doing 
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so, let alone confirming that his opinions had not changed.  Ex. 2097.  

OpenSky had also not engaged the expert to testify in the case, negotiated a 

rate for his services, or inquired as to his interest or availability.  Id.  

Submitting a declaration in a proceeding, without securing the ability of the 

declarant to be challenged, raises serious process concerns.  The lack of 

control over a key witness puts the entire case in jeopardy, which is exactly 

what happened in OpenSky’s other IPR, which was denied because 

OpenSky could not ensure that Intel’s expert, Dr. Singh, would appear for 

deposition.  See IPR2021-01056, Paper 18 (Dec. 23, 2021).  On these facts, 

this conduct suggests that OpenSky was attempting to file a petition with the 

lowest possible cost in an effort to generate leverage against VLSI, but 

without the intent or expectation of litigating the proceeding through trial. 

D. Conclusion 

Viewed as a whole, OpenSky’s conduct has been an abuse of the IPR 

process, the patent system, and the Office.  The totality of OpenSky’s 

conduct evinces a singular focus on using an AIA proceeding to extort 

money, from any party willing to pay, and at the expense of the adversarial 

nature of AIA proceedings.  Despite being given the opportunity, OpenSky 

failed to offer a verifiable, legitimate basis for filing its IPR Petition, which 

was filed only after a district court awarded large monetary damages keyed 

to the subject ’759 patent.  And the Petition it filed was not generated by 

OpenSky, but was a copy of Intel’s earlier petition, filed without engaging 

Intel’s expert or confirming his opinions or willingness to participate.  

Further, after filing the Petition, OpenSky did not conduct itself in a manner 

consistent with the AIA’s purpose of exploring patentability issues.  

OpenSky’s post-institution activity was dominated by attempts to extract 
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wrongdoing, both in this specific case and more generally when faced with 

evidence of an abuse of process or conduct that thwarts, rather than 

advances, the goals of the Office and the AIA.   

Here, in addition to any monetary sanctions I may levy (see below), I 

must decide whether to maintain or dismiss the underlying proceeding.   

VLSI contends that the remedy for OpenSky’s abuse should be 

termination of this IPR.  Paper 84, 21.  VLSI also argues that Intel should 

not be “allowed to take advantage of OpenSky’s misconduct at VLSI’s 

expense.”  Paper 84, 24.  VLSI asserts that Intel was a time-barred party, and 

that the Board has previously terminated joined time-barred parties when 

finding that an IPR was improperly instituted.  See id. at 24–25 (citing I.M.L. 

SLU v. WAG Acquisition, LLC, IPR2016-01658, Paper 46, 3, 5 (PTAB Feb. 

27, 2018); Mylan Pharma Inc. v. Horizon Pharma USA, Inc., IPR2017-

01995, Paper 71, 12–13 (PTAB Mar. 17, 2019); Intel Corp. v. Alacritech, 

Inc., IPR2018-00234, Paper 66, 23 (PTAB June 4, 2019); Sling TV, LLC v. 

Realtime Adaptive Streaming, LLC, IPR2018-01331, Paper 39, 8 (PTAB 

Jan. 17, 2020).   

Intel responds that, in “VLSI’s cited cases, the IPRs were terminated 

because the original petitioner was statutorily barred from bringing the 

petition in the first instance,” so the petition was void ab initio.  Paper 89, 12 

(emphasis in original).  That reasoning, however, does not apply to the 

current proceeding.  As Intel correctly points out, in other cases, the Board 

has allowed a joined petitioner to step into an active role after the original 

petitioner was terminated from the proceeding.  See id. at 13 (citing Apple 

Inc. v. Traxcell Techs., LLC, IPR2021-01552, Paper 19, 2 (PTAB May 26, 

2022); AT&T Servs., Inc. v. Convergent Media Sols., LLC, IPR2017-01237, 
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Paper 11, 26–28 (PTAB May 10, 2017); Qualcomm Inc. v. Bandspeed, Inc., 

IPR2015-01577, Paper 12 at 2–3, 6, 8 (PTAB Nov. 16, 2015).   

Amici recognize that I must “weigh the policy goals of the Office and 

the AIA” when facing abusive behavior because “the public has a clear 

interest in discouraging conduct that is abusive or otherwise thwarts 

Congress’s goals in passing the AIA and the Office’s goals in overseeing 

post-grant proceedings.”  AIPLA, 5–6.  Many amici have pointed out that 

“[o]ur patent system is rooted in the fact that valid claims . . . support 

innovation, progress, and the public’s interests” (Engine, 3), while “[i]nvalid 

patents unduly restrict innovation, competition, and access to knowledge” 

(PIPLI, 2).  See CCIA, 2; HTIA, 7; BSA, 10.  Accordingly, “ensuring that 

invalid patents do not remain in force [is] one of the core missions of the 

PTAB” (CCIA, 2), and “AIA trials thus broadly aim to ‘protect the public’s 

paramount interest in seeing that patent [rights] are kept within their 

legitimate scope’” (HTIA, 5 (quoting Cuozzo, 579 U.S. at 789–80)).  See 

Unified, 5–6, Engine, 7–8.  On the other hand, other amici highlight that 

“the patent system incentivizes inventors to publicly disclose innovations 

that advantage the public by granting an inventor a patent, upon which an 

‘exclusive enjoyment is guaranteed.’”  Centripetal, 14; USIJ, 15; Maalouf, 6.  

Those amici point out that the legislative history of the AIA shows Congress 

recognized the importance of reliable patent rights.  Maalouf, 6 (citing H.R. 

Rep. No. 112-98, pt. 1, at 48 (2011)); Centripetal, 13; USIJ, 15. 

Going back to first principles, to further the objectives of this Office 

in promoting and protecting innovation for the greater good of the public, I 

must advance the goals of securing reliable patent rights and removing 

patents that do not support innovation.  See Lamar Smith, Don’t Weaken the 
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Leahy-Smith America Invents Act, BLOOMBERG LAW (Mar. 30, 2022), at 3 

(“In the committee report on the AIA, we wrote about the importance to 

inventors of having ‘quiet title’—clear ownership that can’t be challenged”); 

H.R. Rep. No. 112-98, pt. 1, at 40 (2011); 2011 U.S.C.C.A.N. 67, 69; S. 

Rep. No. 110-259, at 20 (2008) (the congressional intent behind the AIA 

was “to establish a more efficient and streamlined patent system that will 

improve patent quality and limit unnecessary and counterproductive 

litigation costs”).  

I recognize that OpenSky should not benefit from its abusive use of 

the IPR process.  Accordingly, due to OpenSky’s abuse of the process, I am 

temporarily elevating Intel to an active party and am relegating OpenSky to 

a silent understudy role for the duration of this proceeding.  Removing 

OpenSky’s control of the IPR removes its ability to leverage that control for 

or against a particular party.  Therefore, for the duration of this case, 

OpenSky will be prevented from presenting or contesting any particular 

issue; requesting, obtaining, or opposing discovery; filing any additional 

papers; or participating in oral argument, unless specifically authorized to do 

so, for example, as detailed below in relation to an order to show cause.  37 

C.F.R. §§ 42.12(b)(2–4).   

On the issue of whether to terminate the proceeding, that sanction 

could be the appropriate remedy here or in future proceedings reflecting an 

abuse of process.  However, the unique dynamics of this case, coupled with 

the public interest in evaluating patent challenges with compelling merits, 

counsels for a different approach here by permitting this IPR to continue 

only if the panel determines that the unpatentability merits were compelling 

as of the time of institution and on the record as it existed at that time.  
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determination in the Final Written Decision that unpatentability has not been 

adequately proven.  Thus, a determination of “compelling” merits should not 

be taken as a signal to the ultimate conclusion after trial.  The Board shall 

provide its reasoning in determining whether the merits are compelling.   

In making its determination, the Board must analyze the evidence and 

the parties’ arguments as they existed at the date of institution.  Consistent 

with the ordinary course of institution, I do not authorize the parties to 

provide any additional briefing or argument on this issue.  

Should the Board find that such a challenge was made prior to 

institution, the Board shall move forward with the proceeding with Intel as 

the active party.   

Should the Board find that the Petition does not present a compelling, 

meritorious challenge prior to institution, the Board shall dismiss the 

Petition (filed by both OpenSky and Intel), subject to the Director, the 

Board, and the USPTO retaining jurisdiction over the issuance of sanctions.   

VI. REQUESTS FOR IN CAMERA REVIEW  

VLSI requested that I review in camera documents listed on Intel’s 

privilege log and OpenSky’s documents, generally.  See, e.g., Papers 62, 63.  

No other parties requested in camera review.  For the reasons explained 

above, however, the evidence exchanged as Mandated Discovery is 

sufficient to resolve this Director review without resorting to in camera 

review.  Accordingly, the request for in camera review is denied. 

VII. SHOW CAUSE 

Finally, for all the reasons discussed above, OpenSky also is ordered 

to show cause as to why it should not be ordered to pay compensatory 

expenses, including attorney fees, to VLSI as a further sanction for its abuse 
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of process.  37 C.F.R. § 42.12(b)(6).  Within two weeks of this Decision, 

OpenSky and VLSI shall each file a 10-page Paper addressing whether an 

award of attorney fees is appropriate, and if so, how such fees should be 

determined, e.g., the appropriate time frame for which fees should be 

assessed. 

VIII. ORDER 

For the foregoing reasons, it is hereby:  

ORDERED that OpenSky is relegated to the silent understudy role in 

this proceeding and is precluded from presenting or contesting any particular 

issue; requesting, obtaining, or opposing discovery; or filing any additional 

papers, unless specifically directed to do so; 

FURTHER ORDERED that Intel is elevated to an active party in the 

role of lead petitioner in this proceeding; 

FURTHER ORDERED that the Board panel shall determine and issue 

an order, within two weeks, addressing whether the petition, based only on 

the record before the Board prior to institution, presents a compelling, 

meritorious challenge, and shall take the appropriate action to dismiss or 

maintain the underlying action as identified above based on its 

determination; and 

FURTHER ORDERED that OpenSky and VLSI shall file a 

Paper responding to the show cause order for OpenSky, addressing whether 

compensatory expenses should be ordered as a further sanction for 

OpenSky’s abuse of process.  Briefing shall be filed within two weeks of 

this decision and shall be limited to 10 pages.  
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that one or more claims are unpatentable by a preponderance of the 

evidence.” Id. (quoting Memorandum at 4) (alteration in original).  

Having evaluated the record prior to institution, we conclude that the 

Petition presents a compelling, meritorious challenge.  

A. THE ’759 PATENT 
The ’759 patent is titled System and Method of Managing Clock 

Speed in an Electronic Device. Ex. 1001, code (54). The patent describes a 

method of monitoring a plurality of master devices coupled to a bus, 

receiving an input from a master device that is a request to increase the bus 

clock frequency, and increasing the bus clock frequency in response to the 

request. Id. at code (57). 

B. CHALLENGED CLAIMS 
Challenged claim 1 is reproduced below: 

1. A method, comprising: 
monitoring a plurality of master devices coupled to a bus; 
receiving a request, from a first master device of the 

plurality of master devices, to change a clock frequency 
of a high-speed clock, the request sent from the first 
master device in response to a predefined change in 
performance of the first master device, wherein the 
predefined change in performance is due to loading of 
the first master device as measured within a predefined 
time interval; and 

in response to receiving the request from the first master 
device: 
providing the clock frequency of the high-speed clock as 

an output to control a clock frequency of a second 
master device coupled to the bus; and 
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Director Remand at 49. And she further clarified that a compelling-merits 

challenge requires concluding that it is “highly likely that the petitioner 

would prevail with respect to at least one challenged claim.” Id.  

A. UNPATENTABILITY GROUNDS INCLUDING SHAFFER AND LINT 
Petitioner relies on Schaffer for most limitations of claim 1, further 

relying on Lint to support that a “predefined change in performance is due to 

loading of the first master device as measured within a predefined time 

interval.” Pet. 22–31. Petitioner first asserts that Shaffer teaches that 

limitation by disclosing that “the CPU 20 operates at a lower speed when the 

OS 32 determines that no processing is occurring or has not occurred for a 

predetermined amount of time.” Id. at 27 (quoting Ex. 1005, 4:6–8). 

Petitioner relies on Lint as an alternative to Shaffer’s teachings in that 

regard, submitting that Lint discloses “changing the ‘performance state . . . 

based in part on the data representing the average performance over the 

previous period of time.’” Id. (quoting Ex. 1006, 3:1–7). Petitioner reasons 

that Shaffer describes a “CPU utilization percentage” and that Lint discloses 

a way of calculating that percentage that would allow Shaffer’s system “to 

better interface with processor chips featuring hardware coordination of 

[performance]-states” by saving power, and that doing so would amount to 

nothing more than using a known technique to improve similar devices in 

the same way. Id. at 27–30 (citing Ex. 1006, 3:2–7, 2:33; Ex. 1002 ¶¶ 208–

226). 

Patent Owner contested Petitioner’s showing as to the claimed master 

devices. Prelim. Resp. 31–40. In one aspect, Patent Owner challenged 

whether Shaffer’s memory controller and bus controller could be master 

devices within the challenged claims. Id. at 31–37. We did not find it 
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necessary to determine whether Petitioner’s contentions regarding the 

memory controller and bus controller justified institution. Inst. 20. Based 

solely on Petitioner’s memory-controller and bus-controller contentions, we 

would not conclude the Petition presented a compelling-merits challenge.  

Petitioner, however, also relied on Shaffer’s multiple-CPU 

embodiment as disclosing a plurality of master devices. Pet. 23. Although 

Patent Owner challenged whether Shaffer adequately discloses multiple 

CPUs as master devices (Prelim. Resp. 37–39), we did not agree. Inst. 19–

20.  

Evaluating the parties’ multiple-CPU contentions under the 

compelling-merits standard, we conclude the record at institution meets that 

standard. In particular, Shaffer states that, “in a multiprocessor system, . . . a 

single clock module 50 may drive all the processor clocks.” Ex. 1005, 6:2–5. 

That disclosure supports the principle that the CPUs operate on the same 

bus. While Patent Owner argued that Shaffer’s multiple CPUs would not 

necessarily act as master devices, would not necessarily connect to the same 

bus, and would not necessarily each request a speed change (Prelim. 

Resp. 37–39), those arguments did not undermine the Petition’s showing, as 

further explained below. See Inst. 19–20. 

As to requesting a speed change, Patent Owner did not seek a 

construction for “master device” that would require any master device be 

capable of requesting a speed change. See Prelim. Resp. 37–39. Thus, Patent 

Owner’s assertion that Shaffer’s multiple CPUs are not master devices 

because they do not request a speed change was not persuasive. As to 

connecting to the same bus or acting as master devices, the Petition asserted 

facts supporting that Shaffer’s multiple CPUs would share a bus and 
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therefore act as master devices. Pet. 23 (citing Ex. 1002 ¶¶ 229–233). 

Although Patent Owner challenged whether Shaffer’s disclosures support 

Petitioner’s asserted facts, Patent Owner did not substantively address 

statements by Petitioner’s expert declarant, and instead only challenged the 

declaration as hearsay or improperly incorporated argument. See Prelim. 

Resp. 39.  

We conclude that the expert testimony relied on in the Petition 

(Ex. 1002 ¶¶ 231–233), if unrebutted at trial, would plainly lead to a 

conclusion of unpatentability based on Shaffer’s multiple CPUs. See 

Memorandum at 4. That testimony supports the aspects of Petitioner’s 

contentions that were challenged by Patent Owner, and we conclude that 

testimony presents logical, supported assertions, rooted in Shaffer’s 

disclosures. In particular, Dr. Jacob’s testimony asserts that Shaffer’s 

multiple CPUs would operate on the shared “system bus,” depicted with 

shared-bus organization, and using a single clock module. Ex. 1002 ¶¶ 231–

232 (citing Ex. 1005, 6:2–5, Fig. 1).  

Patent Owner further challenged Petitioner’s showing as to an “output 

to control a clock frequency of the bus.” Prelim. Resp. 40–49. In Patent 

Owner’s view, Petitioner relied on different buses in Shaffer, thus failing to 

show an output to the singular claimed bus. Id. Patent Owner’s argument in 

this regard was not persuasive, as it relied on narrowly reading Shaffer and 

attempted to restrict Shaffer’s teachings to one disclosed embodiment. 

Inst. 20–21. Viewing the evidence under the compelling-merits standard, we 

conclude that it was highly likely Petitioner would prevail regarding the 

“output to control a clock frequency of the bus,” based on Shaffer’s plain 

disclosures. 
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For a number of limitations, Patent Owner’s Preliminary Response did 

not challenge Petitioner’s assertions regarding Shaffer and Lint. Our review 

of those limitations indicated that they supported institution (see Inst. 21), 

and upon further review of the record before institution, we conclude that 

Petitioner’s arguments and evidence for these limitations, if unrebutted at 

trial, would plainly lead to a conclusion of unpatentability.  

Patent Owner argued that objective indicia of nonobviousness 

supported a conclusion of no unpatentability for the ’759 patent. Prelim. 

Resp. 69–71. We determined in the Institution Decision that such arguments 

presented a factual issue for trial. Inst. 21. At least because Patent Owner’s 

assertions in its Preliminary Response did not address a required element of 

objective indicia—a nexus with the challenged claims—Patent Owner’s 

assertions of objective indicia do not call into question our view of 

Petitioner’s case-in-chief as having presented a compelling, meritorious 

challenge prior to institution.  

B. UNPATENTABILITY GROUNDS INCLUDING CHEN AND TERRELL 
Petitioner relies on Chen for most limitations of claim 1, submitting 

that Terrell additionally teaches requesting a clock speed change “in 

response to a predefined change in performance of the first master device” 

and that the predefined change “is due to loading of the first master device 

as measured within a predefined time interval.” Pet. 40–49. Petitioner asserts 

it would have been obvious to use Terrell’s teachings with Chen to adjust 

Chen’s clock speed “based on ‘how many clock cycles are being used by 

each processing element’” because “[r]educing clock speed was a well-

known technique for reducing power consumption.” Pet. 44 (quoting 

Ex. 1004 ¶ 26; citing Ex. 1002 ¶¶ 126–142, 145). 
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Patent Owner contested Petitioner’s showing as to whether Chen 

discloses “providing the clock frequency . . . as an output to control a clock 

frequency of a second master device.” Prelim. Resp. 50–56. In particular, 

Patent Owner challenged whether Chen’s clock controller controlled the 

frequency of both the bus and multiple master devices on the bus. Id.  

In this regard, Petitioner relies on Chen’s statements that “control 

logic in the bridge chip causes the higher frequency clock in the bridge chip 

to be activated such that the host bridge, bus and I/O device are all then 

operating at the higher frequency” (Ex. 1003, 2:8–14), and “[c]lock gate 

circuit 24 causes the frequency of bus 40 to be dynamically changed (gated) 

by transmitting the appropriate device unique clock lines 27.” Id. at 3:20–22. 

Because Chen’s “unique clock lines 27” are specific to each bus device, we 

reasoned that those lines control the devices’ frequencies. Inst. 25–26. Patent 

Owner’s argument contradicted Chen’s plain language and therefore we 

conclude that Petitioner’s assertions, if unrebutted at trial, would plainly lead 

to a conclusion of unpatentability. That is, we determine the record prior to 

institution shows that it was highly likely Petitioner would prevail because 

its contentions were supported by the prior art’s disclosures even without 

supporting expert testimony.  

 Patent Owner also contested Petitioner’s assertions that skilled 

artisans would have combined Chen and Terrell. Prelim. Resp. 56–69. 

Specifically, Patent Owner argued that Chen and Terrell have competing 

interests—Chen in running its bus clock as fast as possible, to accommodate 

high-speed devices, and Terrell in reducing its clock to the minimum 

possible speed, to save power. Id. at 58–59.  
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In the Institution Decision, we concluded that Petitioner’s expert, 

Dr. Jacob, adequately explained how a skilled artisan would view the two 

references as compatible and understand the benefit of combining them. 

Inst. 27 (citing Ex. 1002 ¶ 136). Petitioner’s contentions, as supported by 

Dr. Jacob, if unrebutted at trial, would plainly lead to a conclusion of 

unpatentability because his testimony logically and fully explains how the 

combination would integrate the two references’ teachings and offer a 

benefit. Ex. 1002 ¶¶ 136–145.  

Patent Owner argued also that skilled artisans had no reason to look 

beyond Chen because doing so would increase a system’s complexity. 

Prelim. Resp. 60. As noted in the Institution Decision, that argument failed 

to apply the applicable standard for obviousness and therefore was not 

persuasive. Inst. 28. At most, a conclusion that increased complexity would 

dissuade a skilled artisan from making the combination would require 

evidence that rebutted Petitioner’s showing, which evidence was lacking 

prior to institution. Thus, Patent Owner’s arguments did not undermine the 

strength of Petitioner’s case at institution.  

For a number of limitations, Patent Owner’s Preliminary Response did 

not challenge Petitioner’s assertions regarding Chen and Terrell. Our review 

of those limitations indicated that they supported institution (see Inst. 29), 

and upon further review of the record before institution, we conclude that 

Petitioner’s arguments and evidence for these limitations, if unrebutted at 

trial, would plainly lead to a conclusion of unpatentability.  

Considering Patent Owner’s arguments against institution and 

supporting evidence, we conclude it was highly likely Petitioner would 
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prevail with unpatentability of at least one challenged claim over Chen and 

Terrell.  

III. CONCLUSION 
We have reviewed the record prior to institution and considered 

whether the Petition presents a compelling, meritorious challenge. For the 

reasons discussed above, we conclude the Petition and supporting evidence, 

if unrebutted at trial, would plainly lead to a conclusion that one or more 

challenged claims are unpatentable. Balanced against Patent Owner’s 

arguments and evidence against institution, the record prior to institution 

supports that it was highly likely that Petitioner would prevail with respect 

to at least one challenged claim. 

IV. ORDER 
Accordingly, it is 

ORDERED that the record before the Board prior to institution in this 

proceeding indicates that the Petition presents a compelling, meritorious 

challenge. 
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Before KATHERINE K. VIDAL, Under Secretary of Commerce for 
Intellectual Property and Director of the United States Patent and 
Trademark Office. 
 
 

ORDER 
Denying Request for Reconsideration 

                                                           
1 Intel Corporation (“Intel”), which filed a petition in IPR2022-00366, has 
been joined as a party to this proceeding. 
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I. INTRODUCTION 

On October 4, 2022, I issued a Director review decision determining 

that Petitioner OpenSky Industries, LLC (“OpenSky”) abused the inter 

partes review (“IPR”) process by filing an IPR in an attempt to extract 

payment from Patent Owner VLSI Technology LLC (“VLSI”) and/or joined 

Petitioner Intel, and expressing a willingness to abuse the process in order to 

do so.  OpenSky Industries, LLC v. VLSI Technology LLC, IPR2021-01064, 

Paper 102, 3 (PTAB Oct. 4, 2022) (“Decision” or “Dec.”).  I sanctioned 

OpenSky by precluding OpenSky from actively participating in the 

proceeding and temporarily elevated Intel — who properly joined the 

instituted petition during the one-month post-institution window permitted 

by 37 C.F.R. § 42.122(b) — to the role of lead petitioner in the proceeding.  

Dec. 47; see also Intel Corp. v. VLSI Tech. LLC, IPR2022-00366, Paper 14 

(Institution and Joinder Decision), 17‒19 (PTAB June 8, 2022).  I also 

ordered OpenSky to show cause as to why it should not be ordered to pay 

compensatory expenses, including attorney fees, to VLSI as a further 

sanction for its abuse of process.  Dec. 50–51.  Moreover, I remanded the 

proceeding for the Board to determine whether OpenSky’s Petition, based on 

the record before institution, presented a “compelling, meritorious 

challenge.”  Id. at 49–50.  If so, I explained that the proceeding would 

continue.  Id. at 50.  If the Board determined that compelling merits did not 

exist, I explained that the proceeding shall be dismissed.  Id.  

On October 13, 2022, VLSI filed Patent Owner’s Request for 

Reconsideration of and Objections to Director’s October 4, 2022 Decision 

(“Request for Reconsideration” or “Req. Recon.”).  Paper 106.  The next 

day, the Board issued its decision on compelling merits.  Paper 107.  On 
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October 17, 2022, I ordered a sua sponte Director review of the Board’s 

compelling merits decision because “I feel duty-bound to conduct an 

independent Director review of the compelling merits determination based 

on the unusual and complex nature of this case.”  Paper 108, 6.  I also 

granted OpenSky’s counsel’s motion to withdraw from this proceeding.  

Paper 109, 6.  

I have reviewed the Request for Reconsideration and the relevant 

papers.  I deny the Request for Reconsideration for the reasons set forth 

below. 

II. DISCUSSION 

 VLSI’s Request for Reconsideration will be treated as a 

Request for Rehearing and subject to the same standards set forth in 

the USPTO’s Interim Process for Director Review webpage,2 which 

provides, in pertinent part: 

Requests for rehearing [of] a Director review decision should be 
rare, and for focused purposes.  A request for rehearing of a 
Director review decision is not an opportunity raise new issues, 
reargue issues, or to disagree with the determinations by the 
Director.  Instead, if the requesting party has provided briefing 
for Director review, the rehearing request must demonstrate that 
the Director review decision was based upon a manifest error of 
law or fact.  If the requesting party has not provided briefing for 
Director review, the rehearing request must specifically identify 
what matter the Director review decision misapprehended or 
overlooked.  37 C.F.R. § 42.71(d). 

A party dissatisfied with a Director review decision may file a 
single request for rehearing without prior authorization, and that 

                                                           
2 See https://www.uspto.gov/patents/patent-trial-and-appeal-board/interim-
process-director-review.  
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party carries the burden of showing the Director review decision 
should be modified.  

In its Request for Reconsideration, VLSI advances a number of 

arguments as to why it believes the Decision ordering the Board to apply the 

compelling merits standard in assessing whether to allow the IPR to proceed 

was improper.  None of VLSI’s arguments, which I step through below, 

satisfies VLSI’s burden to establish that the Decision was based upon a 

manifest error of law or fact.   

Turning to VLSI’s request, first, VLSI argues that “this case was 

instituted on false premises” and that the sanctions levied “do not [] grant 

VLSI a remedy for OpenSky’s abuse.”  Req. Recon. 3–5.  As to the premises 

on which this case was instituted, the Board properly applied the test set 

forth by Congress, finding that “Petitioner has shown a reasonable likelihood 

of prevailing with respect to at least one claim.”  Paper 17, 29.   

As to VLSI’s complaint about the sanctions contained in the Decision, 

they were issued “to deter such conduct by OpenSky or others in the future.”  

Paper 102, 4 (citing 37 C.F.R. § 42.11(d)(4)).  Section 42.11(d)(4) 

specifically provides: “A sanction imposed under this rule must be limited to 

what suffices to deter repetition of the conduct or comparable conduct by 

others similarly situated and should be consistent with § 42.12.”  Though 

VLSI may benefit from a potential award of attorney fees, our rules do not 

compel additional sanctions to benefit VLSI or make it whole.  VLSI’s 

dissatisfaction with the sanctions I ordered does not demonstrate a manifest 

error of law or fact.  

At its core, VLSI’s argument is that the only appropriate “remedy” 

here is termination, and I understand that termination is the result that would 

most benefit VLSI.  However, as my Decision explains, “the unique 
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dynamics of this case, coupled with the public interest in evaluating patent 

challenges with compelling merits” counseled against immediate 

termination.  Paper 102, 47–49.  As I explained, evaluating for “compelling 

merits” based on the institution-stage record struck the appropriate balance 

for these competing dynamics.  That VLSI would have preferred a different 

result does not demonstrate error in the equitable remedies I provided in my 

Decision to directly address OpenSky’s abusive conduct. 

VLSI also states that my Decision found “that OpenSky ‘abused the 

IPR process by filing this IPR’ by improperly ‘cop[ying] a previously denied 

petition.’”  Req. Recon. 3.  As I made clear in my Decision, the practice of 

filing a “copycat” petition “has not been held to be improper any more than 

copying claims to invoke interference proceedings, which have likewise not 

been found to be improper.”  Dec. 9 n.5.  Indeed, because Intel’s original 

petition here had been denied based on the policy set forth in Apple Inc. v. 

Fintiv, Inc., IPR2020-00019, Paper 11 (PTAB Mar. 20, 2020) (precedential), 

and that denial was based on an aggressive and ultimately inaccurate trial 

date, there is nothing inherently wrong with the copycat petition itself.  My 

findings as to misconduct relate to how that copycat petition was used 

including, importantly, OpenSky recycling an expert declaration without 

engaging the expert to testify in this case.  See Dec. 42–43. 

VLSI’s assertion that I erred because “the sanctions are not to the 

fullest extent of the Director’s power,” Req. Recon. 4, misunderstands the 

situation.  I am not required to employ any particular sanction to address a 

particular situation.  My Decision explains why I deemed the sanctions 

employed to be appropriate for this particular situation, and, conversely, why 

I considered other possible sanctions (such as immediate termination) 
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inappropriate.  That VLSI would have made the policy choice to use a 

different sanction here does not demonstrate error in how I exercised my 

discretion. 

Second, VLSI argues, without support, that it is being treated 

differently than future patent owners.  Req. Recon. 5.  VLSI also submits 

that “this case was . . . instituted based on lies.”  Id.  Again, this case was 

instituted based on the well-reasoned analysis of the Board and its finding 

that “Petitioner has shown a reasonable likelihood of prevailing with respect 

to at least one claim.”  Paper 17, 29.  VLSI’s argument here lacks merit. 

Third, VLSI argues that demoting OpenSky is “no sanction from 

OpenSky’s perspective.”  Req. Recon. 6.  As discussed above, the lens 

through which I issued sanctions was 37 C.F.R. § 42.11(d)(4).  I see no basis 

in VLSI’s arguments to revisit my decision to have OpenSky remain in the 

case while the USPTO and I assess other sanctions.  Further, as discussed in 

my Decision, “[r]emoving OpenSky’s control of the IPR removes its ability 

to leverage that control for or against a particular party.”  Dec. 47.  This is 

indeed a sanction, as the record demonstrates OpenSky’s desire to profit 

from that leverage. 

Fourth, VLSI lacks merit in its assertion that “ordering that Intel 

remain a party and now be lead petitioner contradicts both the Director’s 

findings and the statutory bar.”  Req. Recon. 6 (emphasis omitted).  VLSI 

relies on its own speculation that Intel engaged in misconduct.  Id. at 7.  As 

discussed in my Decision, “there is no evidence that Intel was complicit in 

OpenSky’s abuse.”  Dec. 48.  Further, as made clear above, Intel was not 

time-barred from joining the petition and the Board presently has no rules or 

policies that would remove a joined party after institution based on a post-
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hoc analysis of the joinder decision.  To the extent VLSI raises policy issues, 

policy considerations are being considered by the USPTO in parallel, but 

will not be applied in this decision or retroactively.  

Fifth, VLSI argues that the compelling merits test cannot be applied 

retroactively “to VLSI alone, unlawfully prejudicing VLSI for its reliance on 

the standards existing at the time of institution.”  Req. Recon. 8–9.  It is 

unclear how holding the Petition to a higher standard (compelling merits 

versus reasonable likelihood of prevailing) prejudices VLSI.  Contrary to 

VLSI’s argument, applying the reasonable likelihood standard at the time of 

institution resulted in an instituted trial by the Board.  See Paper 17, 29–30.  

Ordering the Board to reconsider the Petition and the original institution 

decision under the compelling merits standard as a remedy for abuse of 

process provides VLSI with the possibility of terminating a previously 

instituted trial, to VLSI’s benefit.   

Sixth, VLSI’s due process argument fares no better.  Req. Recon. 11–

15.  VLSI alleges that due process is lacking because the Decision directs 

the same Board panel to consider both compelling merits at institution and 

to make a final determination of unpatentability to be issued in a Final 

Written Decision and “in rapid succession.”  Id.  I disagree.  It is well 

established that the same Board panel may properly evaluate both institution 

— of which the compelling merits analysis is a part — and render a final 

written decision.  The cases on which VLSI relies do not stand for the 

positions for which VLSI cites them.     

VLSI relies on Ethicon Endo-Surgery, Inc. v. Covidien LP, 812 F.3d 

1023 (Fed. Cir. 2016) and Withrow v. Larkin, 421 U.S. 35 (1975) (cited in 

Ethicon).  Req. Recon. 13–15.  Ethicon involved an appeal of an IPR 
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decision to the Federal Circuit in which Ethicon “challenged the final 

decision of the Board, arguing that the final decision should be set aside 

because it was made by the same panel that made the decision to institute 

inter partes review.”  Ethicon, 812 F.3d at 1028.  The Federal Circuit 

disagreed with Ethicon and concluded that “where, as here, there are no 

other separate procedural-fairness infirmities alleged, the PTO’s assignment 

of the institution and final decisions to one panel of the Board does not 

violate the due process under governing Supreme Court precedent.”  Id. at 

1029.  The Federal Circuit made it clear that, “[i]n fact, ‘[t]he Supreme 

Court has never held a system of combined functions to be a violation of due 

process, and it has upheld several such systems.’”  Id. (citation omitted).   

The Federal Circuit also directly addressed the Withrow Supreme 

Court case on which VLSI relies, distinguishing the case as follows:   

Here, combining the decision to institute with the final decision 
in a single panel is less problematic than the situation in 
Withrow.  The Board first decides whether a petition 
demonstrates a likelihood of success on the merits, and, if it does, 
makes a decision to institute inter partes review.  During the 
merits, the Board decides whether the petition actually succeeds.  
Both the decision to institute and the final decision are 
adjudicatory decisions and do not involve combining 
investigative and/or prosecutorial functions with an adjudicatory 
function.  The inter partes review procedure is directly analogous 
to a district court determining whether there is “a likelihood of 
success on the merits” and then later deciding the merits of a 
case. . . .  As Withrow also made clear, “pretrial involvements, 
such as issuing or denying a temporary restraining order or a 
preliminary injunction” do not “raise any constitutional barrier 
against the judge’s presiding” over the latter trial.  See Withrow, 
421 U.S. at 56. 
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Ethicon, 812 F.3d at 1030.  The Federal Circuit acknowledged that, “as 

Withrow held, adjudicators are afforded a ‘presumption of honesty and 

integrity’ and even ‘exposure to evidence presented in nonadversary 

investigative procedures is insufficient to impugn the fairness of 

[adjudicators] at a later adversary hearing.’”  Id. (quoting Withrow, 421 U.S. 

at 47, 55).   

As the Court has also made clear, ‘opinions held by judges as a 
result of what they learned in earlier proceedings’ are ‘not subject 
to deprecatory characterization as ‘bias’ or ‘prejudice.’”  Id.  
(quoting Liteky v. U.S., 510 U.S. 540, 551, 114 S.Ct. 1147 
(1994)). . . . To rise to the level of presenting actual bias, the 
challenger must show that an adjudicator is exposed to unofficial, 
‘extrajudicial’ sources of information.  See Liteky v. U.S., 510 
U.S. 554, 114 S.Ct. 1147. 
 

Id. at 1030–1031.  The Federal Circuit noted that there was no allegation of 

exposure to extra-judicial information and concluded that “[w]e see no due 

process concerns in combining the functions of initial decision and final 

disposition in the same Board panel.”  Ethicon, 812 F.3d at 1030.  Instead of 

supporting VLSI’s argument here, Ethicon and Withrow counsel against the 

finding VLSI seeks, and confirm that under any reasonable reading of those 

cases, due process was had. 

VLSI’s representations about the import of Williams v. Pennsylvania, 

136 S. Ct. 1899 (2016) are equally afield.  VLSI asserts that: 

The fact that the judge “made a ‘critical’ decision” regarding 
whether the merits of the case meant that it should go forward 
gives rise to an unconstitutionally unacceptable “risk that he 
‘would be so psychologically wedded’ to his previous decision 
that it would violate the Due Process Clause for him to decide” 
those merits.   
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Req. Recon. 12 (quoting 136 S. Ct. at 1906, 1910).  VLSI attempts to 

divorce the “critical decision” test from the facts of the case.  Williams’ 

holding is limited to cases in which “a judge earlier had a significant, 

personal involvement as a prosecutor in a critical decision regarding the . . . 

case.”  136 S. Ct. at 1905.  The Court explained that “[t]he due process 

guarantee that ‘no man can be a judge in his own case’ would have little 

substance if it did not disqualify a former prosecutor from sitting in 

judgement of a prosecution in which he or she had made a critical decision.”  

Id.  at 1906.  Contrary to VLSI’s representations, nothing in Williams 

suggests anything improper about a judge sitting in judgment of a case in 

which he or she previously made a critical decision. 

Though VLSI seems to admit that Ethicon does not support its 

arguments, it states that Williams “calls into question much of Ethicon’s 

reasoning.”  Paper 106,  13 (“However, Ethicon was decided five months 

before, and so did not have the benefit of, the Supreme Court’s decision in 

Williams, which calls into question much of Ethicon’s reasoning.”).  As 

explained above, it does not. 

For the reasons stated above, I deny VLSI’s request for 

reconsideration.   

III. ORDER 

It is hereby:  

ORDERED that the Request for Reconsideration is DENIED.  
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Before KATHERINE K. VIDAL, Under Secretary of Commerce for 
Intellectual Property and Director of the United States Patent and 
Trademark Office. 
 
 

DECISION 
Denying Request for Rehearing, Affirming Decision on Remand,  

Dismissing Petitioner OpenSky Industries, LLC,  
Ordering Patent Owner to Show Cause, and Lifting Stay 

                                                             
1 Intel Corporation (“Intel”), which filed a petition in IPR2022-00366, has 
been joined as a party to this proceeding. 
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I. INTRODUCTION 

On October 4, 2022, I issued a Director review decision (Paper 102, 

“Decision”) determining that Petitioner OpenSky Industries, LLC 

(“OpenSky”) abused the inter partes review (“IPR”) process by filing an 

IPR petition in an attempt to extract payment from Patent Owner VLSI 

Technology LLC (“VLSI”) and joined Petitioner Intel Corporation (“Intel”), 

and by expressing a willingness to abuse the process in order to do so.  

OpenSky Indus., LLC v. VLSI Tech. LLC, IPR2021-01064, Paper 102, 3 

(PTAB Oct. 4, 2022).  I sanctioned OpenSky by precluding OpenSky from 

actively participating in the underlying proceeding, and I elevated Intel to 

the role of lead petitioner, pending further review of the merits of the 

Petition.  Id. at 47.   

II. DISMISSAL OF OPENSKY UNDER 37 C.F.R. § 41.12(B)(8)  

In the Decision, I determined that OpenSky, through its counsel, 

abused the IPR process by filing this petition in an attempt to extract 

payment from VLSI and joined Petitioner Intel, and expressed a willingness 

to abuse the process in order to do so.  In addition to abusing the IPR 

process, I further determined that OpenSky engaged in further sanctionable 

conduct including discovery misconduct, violation of an express order, and 

unethical conduct. 37 C.F.R. § 42.12(a)(6). 

At the time of my Decision, I did not dismiss OpenSky from the 

proceeding because the issue before me was one of first impression and I 

needed additional time to determine the appropriate course of action under 

such extraordinary circumstances.  Now having the benefit of additional 

time to consider this case, as well as Patent Quality Assurance, LLC, v. VLSI 

Tech. LLC, IPR2021-01229, I conclude that the best course of action is to 
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dismiss OpenSky from this case to ensure that OpenSky does not benefit 

from its abuse of the IPR process.  Accordingly, I dismiss OpenSky from 

this proceeding, subject to the Director, Board, and USPTO retaining 

jurisdiction over the issuance of sanctions.  See 37 C.F.R. § 42.12(b)(8).  

III. SHOW CAUSE FOR FAILURE TO COMPLY WITH  
37 C.F.R § 42.11  

In its Rehearing Request (Paper 113 (“Rehearing Request” or “Req. 

Reh’g”)), VLSI advances several arguments as to the Board panel’s 

compelling merits determination in its Remand Decision (Paper 107 

(“Remand Decision”)).  Specifically, VLSI argues that the Remand Decision 

is inconsistent with the Board’s Institution Decision (Paper 17 (“Institution 

Decision”)), ignores factual issues identified by the Institution Decision, and 

relies on inadmissible hearsay.  See generally Req. Reh’g.  I am not 

persuaded by these arguments for the reasons I detail below, and 

furthermore I admonish VLSI and its counsel for supporting their arguments 

with misleading statements of law and fact in contravention of their 

obligations under 37 C.F.R. § 11.303 (Candor Toward the Tribunal) (“A 

practitioner shall not knowingly:  (1) Make a false statement of fact or law to 

a tribunal or fail to correct a false statement of material fact or law 

previously made to the tribunal by the practitioner. . . .”); 37 C.F.R. 

§ 42.11(a), (c).  This is not the first time VLSI has made misleading 

statements of law or fact in an attempt to mislead me or the Board.2   

                                                             
2 From VLSI’s initial appearance, VLSI misrepresented the Federal Circuit’s 
case law on secondary indicia of obviousness.  See Prelim. Resp. 69–70 
(“Significant for our purposes, both the Federal Circuit and the Board have 
relied upon an infringement verdict to find objective indicia of non-
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For this reason, VLSI is ordered to show cause as to why it should not 

be ordered to pay Intel the reasonable attorney fees they incurred responding 

to VLSI’s Rehearing Request.  37 C.F.R. § 42.11(d)(3) (“On its own, the 

Board may order an attorney, registered practitioner, or party to show cause 

why conduct specifically described in the order has not violated paragraph 

(c) of this section and why a specific sanction authorized by the Board 

should not be imposed.”).  While I recognize the amount of these fees may 

not be significant, I want to make clear to the parties and the public that we 

will hold attorneys and parties accountable for the ethical obligations they 

owe to the Board.   

Within two weeks of this Decision, VLSI and Intel shall each file a 5-

page paper addressing whether an award of attorney fees is appropriate as a 

sanction for VLSI’s misleading statements of law and fact.  Intel shall also 

identify its attorney fees incurred in responding to VLSI’s Rehearing 

Request and may submit such evidence as necessary to support that 

identification.  Within one week of the filing of such papers, VLSI and Intel 

may each file a 3-page paper in response.   

                                                             
obviousness, such as commercial success.”).  Further, in Patent Owner’s 
Request for Reconsideration of my October 4, 2022 Decision, Paper 106 at 
11–15, in arguing that having the same Board panel decide both compelling 
merits at institution and the final determination on patentability in the final 
written decision violated the Due Process Clause, VLSI misrepresented the 
holdings of the Federal Circuit and Supreme Court cases it cited.  See Order 
Denying Request for Reconsideration, Paper 114 at 7–10 (“The cases on 
which VLSI relies do not stand for the positions for which VLSI cites 
them.”). 
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IV. COMPELLING MERITS 

In the Decision, I also remanded the underlying proceeding to the 

Board to determine whether OpenSky’s IPR Petition, based only on the 

record before the Board prior to institution, presented a compelling, 

meritorious challenge.  Id. at 49.  On October 14, 2022, the Board issued a 

Remand Decision concluding that the Petition presented a compelling, 

meritorious challenge.  See Remand Decision.  Given the unusual and 

complex nature of this case, I then ordered Director review of the Board 

panel’s Remand Decision on the issue of compelling merits.  Paper 108.  

With my authorization, VLSI filed a Rehearing Request of the Board panel’s 

Remand Decision (Req. Reh’g) and Intel filed a response (Paper 115 

(“Intel’s Response” or “Response”)).  

I have reviewed the record as it stood before institution and have 

considered VLSI’s Rehearing Request and Intel’s Response.  I discern no 

error in the Board’s Remand Decision and, in particular, find the Petition’s 

evidence and the Board’s reasoning as to the ground based on Chen and 

Terrell to be compelling.3  See Pet. 40–60; Remand Decision 8‒11.  I also 

reviewed the Board’s Institution Decision, and I agree with the Board’s 

findings and conclusions in both the Institution Decision and the recent 

Remand Decision as they relate to the grounds based on the combination of 

Chen and Terrell.  For the reasons stated in the Institution Decision 

(Institution Decision 3–4, 22–29) and the Remand Decision (Remand 

Decision 8–11), and as further discussed below, I determine the combination 

                                                             
3 Because I find the merits in the ground based on Chen and Terrell to be 
compelling, I do not reach any of VLSI’s arguments specific to other 
grounds.   
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of Chen and Terrell, as presented in the Petition, presents a compelling, 

meritorious challenge based on the record prior to institution.  

VLSI’s principal argument is that the Remand Decision is inconsistent 

with the Institution Decision.  Specifically, VLSI contends that the “Panel 

found that these grounds had a ‘reasonable likelihood of success’ and were 

‘adequate,’ but found ‘reasonable questions’ and ‘risk[s]’ relevant to their 

strength.’”  Req. Reh’g 1–3 (citing Institution Decision, 6, 20–21, 26–27, 

29).  VLSI argues that the Board’s Remand Decision represents a shift in the 

panel’s position without an explanation of its reasoning because the Board 

“never even suggested that it found their strength noteworthy in any way, or 

any more than ‘adequate.’”  Id. at 1–2 (citing Institution Decision 6, 20–21, 

26–27, 29).    

Much of VLSI’s argument rests on the Board’s finding that 

Petitioner’s evidence was “adequate” to establish a reasonable likelihood of 

success in proving unpatentability.  See Req. Reh’g 1–5.  VLSI argues that 

the Board’s compelling merits finding evidences an inconsistency rising to 

the level of an Administrative Procedure Act (“APA”) violation, noting that 

“[t]he [Institution Decision] found Petitioner’s grounds merely ‘adequate,’ 

not ‘compelling.’”  Id. at 1–3.  VLSI’s argument lacks merit.     

When instituting a trial, the Board is required to determine whether 

“the information presented in the petition filed under section 311 and any 

response filed under section 313 shows that there is a reasonable likelihood 

that the petitioner would prevail with respect to at least 1 of the claims 

challenged in the petition.”  35 U.S.C. § 314(a).  I commend the Board for 

not opining on the strength of the merits in its Institution Decision other than 

to say that the petition met the reasonable likelihood standard required for 
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institution.  VLSI suggests that the Board, by making the assessment it was 

legally required to make and not opining further, implied that the evidence 

relied upon in the Institution Decision could not also meet the compelling 

merits standard — a standard not yet articulated at the time of the Institution 

Decision.  That suggestion requires an unjustified leap that I am unwilling to 

take. 

VLSI mischaracterizes the Institution Decision’s statements regarding 

factual issues appropriate for trial.  See Req. Reh’g 4–5, 9.  For example, 

VLSI asserts that the Institution Decision found that “Patent Owner has 

raised reasonable questions regarding Chen’s operation.”  Id. at 4 (quoting 

Institution Decision 24–26) (emphasis added by VLSI).  VLSI’s assertions 

fail to describe the full context of the Board’s analysis and omit key 

language from the cited quote.  The Board actually states that “[w]hile 

Patent Owner has raised reasonable questions regarding Chen’s operation, at 

most those questions identify factual issues appropriate for resolution 

through trial.”  Institution Decision 26 (emphasis added).  Further, just prior 

to that statement in the Institution Decision, in contrast to VLSI’s 

characterization, the Board stated that VLSI had failed to fully explain their 

argument.  Institution Decision 26 (“Patent Owner does not explain the 

distinction or why that would be the case.”).  In yet another example, VLSI 

wrongly asserts that the Institution Decision “found the record ‘unclear’” 

(Req. Reh’g 5 (quoting Institution Decision 26)).  To the contrary, the Board 

was making it quite clear that VLSI’s argument was implausible: “It is 

unclear, however, what providing a clock frequency to a device would do 

besides control its frequency.”  Institution Decision 25–26.   
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Similarly, VLSI contends that the Remand Decision ignores 

arguments regarding the combination of Chen and Terrell that the Institution 

Decision indicates raise a factual dispute appropriate for trial.  Req. Reh’g 9 

(citing Institution Decision 28–29 (“At trial, the parties will be able to 

support their contrary views.”)).  Again, VLSI’s characterization is 

misleading because the Board clearly states that “[w]e do not agree with 

Patent Owner that Terrell’s approach is incompatible with Chen’s,” and that 

“Petitioner has adequately justified the combination.”  Institution Decision 

27.   

Next, VLSI argues that the Remand Decision improperly relies on Dr. 

Jacob’s testimony, which VLSI contends is hearsay.  Req. Reh’g 5–7 (citing 

Remand Decision 7, 10).  I am not persuaded.  Contrary to VLSI’s 

arguments, the Board regularly considers sworn declarations in lieu of live 

testimony.4  Moreover, the Remand Decision made it clear that “the record 

prior to institution shows that it was highly likely Petitioner would prevail 

because its contentions were supported by the prior art’s disclosures even 

without supporting expert testimony.”  Remand Decision 9 (emphasis 

added). 

VLSI also argues that the Remand Decision overlooks evidence of 

objective indicia of nonobviousness when addressing the required “nexus” 

with the challenged claims.  Req. Reh’g 10 (citing Prelim. Resp. 69–71 

                                                             
4 See Grunenthal Gmbh v. Antecip Bioventures II LLC, PGR2018-00062, 
Paper 32 at 15 (PTAB Oct. 29, 2019) (““Without exception, the Board 
accepts … sworn witness declarations in lieu of live testimony in 
administrative patent trials.”); Johns Manville Corp. v. Knauf Insulation, 
Inc., IPR2016-00130, Paper 35 at 19, 22–23 (PTAB May 8, 2017) (finding 
declarations not hearsay in IPR, where “direct testimony is typically 
provided via affidavit, with cross-examination taken via deposition”). 
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(“Preliminary Response” or “Prelim. Resp.”)).  VLSI states that the 

Preliminary Response “literally includes pages of such argument addressing 

whether this evidence has a ‘nexus’ with the claims.”  Id.  Though the Board 

must consider and properly weigh objective indicia of non-obviousness, the 

Board is not required to elevate form over substance.  In VLSI’s pages of 

argument, VLSI misrepresents Federal Circuit case law.  VLSI repeats those 

misrepresentations in its Rehearing Request, stating that: “the Federal 

Circuit and the Board have . . .[found] nexus based upon [a] jury verdict of 

infringement.”  Prelim. Resp. 69–71; Req. Reh’g 10.  None of the Federal 

Circuit decisions VLSI cites hold as much.  See, e.g., Brown & Williamson 

Tobacco Corp. v. Phillip Morris, Inc., 229 F.3d 1120, 1130 (Fed. Cir. 2000); 

WBIP, LLC v. Kohler Co., 829 F.3d 1317, 1337 (Fed. Cir. 2016).   

VLSI cites to a non-precedential Board decision — RTI Surgical, Inc. 

v. LifeNet Health, IPR2019-00571, Paper 75, 46–47 (PTAB Aug. 4, 2020) 

— for the same proposition.  However, in RTI Surgical, although the Board 

mentions the jury verdict, the Board nowhere says that the verdict itself is 

evidence of nexus.  Instead, the Board principally relies on expert testimony, 

documentary product information, and claim charts as evidence establishing 

a nexus to the claimed invention.  Id.   

Of course, the Board can — and should — consider any evidence of 

commercial success and nexus in its Final Written Decision, based on the 

complete trial record.   

 None of VLSI’s other arguments in its Rehearing Request fare any 

better.   

For the reasons stated above, I deny VLSI’s request for rehearing and 

affirm the Board’s finding of compelling merits. 
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V. ORDER 

For the foregoing reasons, it is hereby:  

ORDERED that VLSI’s Rehearing Request is DENIED; 

FURTHER ORDERED that the Board’s finding of compelling merits 

based on the record before the Board prior to institution is AFFIRMED; 

FURTHER ORDERED that OpenSky is dismissed from the 

proceeding, subject to the Director, Board, and USPTO retaining jurisdiction 

over OpenSky on the issue of sanctions; 

FURTHER ORDERED that the stay in the underlying proceeding is 

lifted; and 

FURTHER ORDERED that within two weeks of this Decision, VLSI 

and Intel shall each file a 5-page paper addressing whether an award of 

attorney fees is appropriate.  Intel shall also identify its attorney fees 

incurred in responding to VLSI’s Rehearing Request and may submit such 

evidence as necessary to support that identification.   

FURTHER ORDERED that within one week of the filing of such 

papers, VLSI and Intel may each file a 3-page paper in response.   

 

 

Appx00124

Case: 23-2158      Document: 53     Page: 201     Filed: 10/24/2024



IPR2021-01064  
Patent 7,725,759 B2 
 

11 
 

For PETITIONER: 

Andrew T. Oliver 
Vinay V. Joshi 
AMIN, TUROCY & WATSON LLP 
aoliver@atwiplaw.com 
vjoshi@thepatentattorneys.com 
 
Benjamin Fernandez 
David Cavanaugh 
Steven Horn 
WILMER CUTLER PICKERING HALE AND DORR LLP 
ben.fernandez@wilmerhale.com 
david.cavanaugh@wilmerhale.com 
steven.horn@wilmerhale.com 
 
 
For PATENT OWNER: 
Babak Redjaian 
IRELL & MANELLA LLP 
bredjaian@irell.com 
 
Kenneth J. Weatherwax 
Bridget Smith 
Flavio Rose 
Edward Hsieh 
Parham Hendifar 
Patrick Maloney 
Jason C. Linger 
LOWENSTEIN & WEATHERWAX LLP 
weatherwax@lowensteinweatherwax.com 
smith@lowensteinweatherwax.com 
rose@lowensteinweatherwax.com 
hsieh@lowensteinweatherwax.com 
hendifar@lowensteinweatherwax.com 
maloney@lowensteinweatherwax.com 
linger@lowensteinweatherwax.com 

Appx00125

Case: 23-2158      Document: 53     Page: 202     Filed: 10/24/2024





IPR2021-01064 
Patent 7,725,759 B2 
 

 

 
2 

I. INTRODUCTION 
 On October 4, 2022, I issued my decision on Director review of the 

institution decision in this proceeding.  Paper 102 (“Decision” or “Dec.”).  In 

my Decision, I determined that Petitioner OpenSky Industries, LLC 

(“OpenSky”) abused the inter partes review (“IPR”) process in an attempt to 

extract payment from both Patent Owner VLSI Technology LLC (“VLSI”) 

and Petitioner Intel, who was joined to the proceeding.  Id. at 3.  I also 

determined that OpenSky engaged in discovery misconduct and unethical 

conduct, and violated my express orders in the Director review process.  Id. 

at 2–4.  Due to OpenSky’s actions, I ordered “OpenSky to show cause as to 

why it should not be ordered to pay compensatory damages to VLSI, 

including attorney fees, to compensate VLSI for its time and effort in this 

proceeding.”  Id. at 4.  I further ordered “OpenSky to address the appropriate 

time period for which any fees should be assessed.”  Id. 

On November 17, 2022, OpenSky and VLSI submitted briefs pursuant 

to my order to show cause.  Paper 116 (OpenSky); Paper 117 (VLSI).  The 

parties submitted reply briefs on December 5, 2022.  Paper 119 (VLSI); 

Paper 120 (OpenSky).  For the reasons set forth below, I determine that it is 

appropriate to award attorney fees to VLSI for the time spent addressing 

OpenSky’s abusive behavior, including the Director review process in its 

entirety.  I do not award attorney fees for responding to the merits of the 

case, as I have determined that compelling merits were presented in the 

Petition.  See Paper 121.  
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II. RESTORING OPENSKY TO THE PROCEEDING 

I previously dismissed OpenSky from this proceeding, subject to the 

Director, Board, and USPTO retaining authority over the issuance of 

sanctions.  See Paper 121, 2–3.  In IPR2021-01229, an ongoing proceeding 

challenging another patent owned by VLSI, I restored dismissed petitioner 

Patent Quality Assurance, LLC to the proceeding.  See Patent Quality 

Assurance, LLC v. VLSI Technology LLC, IPR2021-01229, Paper 108, 4 

(PTAB Jan. 27, 2023).  Similarly, I vacate the portion of my decision (Paper 

121) dismissing OpenSky from this proceeding.  This restores OpenSky as a 

petitioner in this proceeding.   

III. SANCTIONS ANALYSIS 

OpenSky argues that:  (1) it cannot and should not be subject to any 

attorney fees sanction in this proceeding; (2) the order to show cause does 

not show any harm to VLSI due to OpenSky’s misconduct; and (3) 

compensatory fees, if any, must be limited to specific time periods during 

the proceeding.  Paper 116, 1, 23–24.  I disagree with the first two 

arguments and address the proper assessment of fees below.  

A. OpenSky Is Subject to Attorney Fees in This IPR 

OpenSky raises a number of arguments as to why it cannot and should 

not be subject to an attorney fees sanction.  Paper 116, 7–23.  First, OpenSky 

argues that under the “American Rule,” each litigant pays their own fees 

unless otherwise provided by statute.  Id. at 7–11 (citing Peter v. NantKwest, 

140 S. Ct. 365, 370 (2019)).  OpenSky argues that no statute authorizes 

attorney fees during an IPR proceeding.  Id. at 8–9.  OpenSky further argues 

that the relevant statute regulating the conduct of IPRs (35 U.S.C. § 316(a)) 
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“specifically delegates to the Director authority to ‘prescribe sanctions for 

abuse of discovery, abuse of process, or any other improper use of the 

proceeding,’ but does not mention attorneys’ fees.”  Id. at 9.  

OpenSky incorrectly refers to my order as “fee shifting.”  Id. at 8.  

The order to show cause is not directed to fee shifting; it is a sanction order.  

Cf. Chambers v. NASCO, Inc., 501 U.S. 32, 45–46 (1991) (stating that an 

exception to the American Rule is “when a party has ‘acted in bad faith, 

vexatiously, wantonly, or for oppressive reasons.’”) (quoting Alyeska 

Pipeline Service Co. v. Wilderness Society, 421 U.S. 240, 259 (1975)).  The 

fees are commensurate with the harm caused by OpenSky’s abuse.  Id. at 53 

(“‘[t]he award of attorney’s fees for bad faith serves the same purpose as a 

remedial fine . . .’” (quoting Hutto v. Finney, 437 U.S. 678, 691 (1978)).  It 

is not intended to reward VLSI as a prevailing party, as OpenSky seems to 

imply, but to punish OpenSky for its abusive conduct.  Cf. id. (“the 

imposition of sanctions . . . depends not on which party wins the lawsuit, but 

on how the parties conduct themselves during the litigation.”)     

By awarding attorney fees, I am acting pursuant to express statutory 

and regulatory authority.  See 35 U.S.C § 316(a)(6); 37 C.F.R. § 42.12.  35 

U.S.C. § 316 directly empowers the Director to prescribe regulations setting 

forth sanctions for abuse of discovery, abuse of process, or any other 

improper use of the proceeding.  35 U.S.C. § 316(a)(6); see Paper 119, 1–2.  

Acting pursuant to that authority, the United States Patent and Trademark 

Office (“USPTO” or “Office”) promulgated Rule 42.12, which expressly 

authorizes the Patent Trial and Appeal Board (“PTAB” or “Board”) to issue 

sanctions to punish and deter a wide range of misconduct.  37 C.F.R. 

§ 42.12.  Those sanctions include, among others, an award of “compensatory 
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expenses, including attorney fees.”  37 C.F.R. § 42.12(b)(6).  The Court of 

Appeals for the Federal Circuit has recognized this regulatory power to 

award attorney fees as a “means for regulating litigation misconduct.”  See 

Amneal Pharmaceuticals LLC v. Almirall, LLC, 960 F.3d 1368, 1372 n.* 

(Fed. Cir. 2020) (“§ 42.12 allows the Board to impose sanctions including 

‘attorney fees’”).  Accordingly, there is both statutory and regulatory 

authority to apply attorney fees as a sanction in this case.  See also Apple 

Inc. v. Voip-Pal.com, Inc., 976 F.3d 1316, 1323 (Fed. Cir. 2020) (affirming 

the Board’s sanction under § 42.12 and noting that it has the ability to “issue 

sanctions not explicitly provided in the regulation.”). 

In its second argument as to why it cannot and should not be subject 

to an attorney fees sanction, OpenSky argues that it was denied due process 

required by the Constitution and the Administrative Procedure Act.  

Paper 116, 12–16.  OpenSky argues that it did not receive notice that the 

Director review would consider abuse of process as a legal issue, and did not 

receive notice of the factual basis for the abuse of process charge.  Id. at 12–

14.  More specifically, OpenSky argues that it was not provided with 

“standards of what constituted abuse of process and meaningful opportunity 

to respond to the serious allegation that it had committed an abuse of process 

during the IPR proceeding.”  Id. at 13.  Additionally, OpenSky argues that it 

“was never apprised that the Director believed . . . that the filing of the IPR 

Petition would be an abuse of process because of ‘bad’ motivation, that 

OpenSky was being accused of extracting payments from multiple parties, or 

that there was a charge of a lack of willingness to participate in the IPR.”  Id. 

at 14 (citing Dec. 3, 43–44).  Finally, OpenSky argues that because the 

Director review Scheduling Order precluded new declaratory evidence, 

Appx00130

Case: 23-2158      Document: 53     Page: 207     Filed: 10/24/2024



IPR2021-01064 
Patent 7,725,759 B2 
 

 

 
6 

OpenSky was deprived of a fair opportunity to submit evidence in its 

defense.  See id. at 15–16 (citing Paper 47, 8, 11).   

OpenSky’s argument as to lack of notice and opportunity to respond is 

unavailing.  See Paper 116, 12–16.  My Scheduling Order unambiguously 

explained that I would be investigating VLSI’s claims of abuse of process by 

OpenSky.  See Paper 47, 7–8.  My interrogatories specifically asked, “[d]oes 

the evidence in this proceeding demonstrate an abuse of process or conduct 

that otherwise thwarts, as opposed to advances, the goals of the Office 

and/or the [America Invents Act] and, if so, which evidence and how should 

that evidence be weighted and addressed?”  Id. at 8.  OpenSky responded to 

this interrogatory by citing a single piece of evidence already of record (Ex. 

2055), and offered no other supporting evidence.  See Dec. 23.   

Although my Scheduling Order did not permit new declaratory 

evidence, OpenSky did not request permission to file such evidence or raise 

an objection to the absence of new declaratory evidence, despite several 

opportunities to do so.  See Papers 51 (Two-week extension to exchange 

Mandated Discovery), 52 (Addressing the scope of Mandated Discovery), 54 

(OpenSky’s Notice of Objections that did not object to the exclusion of new 

declaratory evidence).  Not only did OpenSky not request permission to file 

new declaratory evidence, it also failed to produce responsive evidence that 

was already in its possession.  See Dec. 21–25 (OpenSky failed to produce 

numerous communications between itself and VLSI or Intel).  Accordingly, 

OpenSky was provided notice and opportunity to respond to VLSI’s 

allegations of abuse of process, and I made my decision on Director review 

based on the briefs and evidence presented by the parties.  See Rates Tech., 

Inc. v. Mediatrix Telecom, Inc., 688 F.3d 742, 749 (Fed. Cir. 2012) (“[T]he 
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opportunity to submit written briefs may be sufficient to provide an 

opportunity to be heard.”).   

In its third argument as to why it cannot and should not be subject to 

an attorney fees sanction, OpenSky argues that the Decision “erred by 

applying a negative inference across the board without any plausible 

evidence that the allegedly missing documents had information relevant to 

the inferences made.”  Paper 116, 17.  Specifically, OpenSky argues that “a 

negative or adverse inference based on the lack of production requires a 

showing . . . that the missing documents actually exist.”  Id. at 16 (citing 

Klotzbach-Piper v. Nat’l R.R. Passenger Corp., No. 18-1702, 2021 WL 

4033071, at *7 (D.D.C. Sept. 3, 2021)).  OpenSky further argues that the 

Decision ruled on OpenSky’s objection to providing a privilege log without 

giving OpenSky an opportunity to cure.  Id.  OpenSky argues that the lack of 

opportunity to cure is contrary to previous USPTO practices.  Id. at 17–18 

(citing Ventex Co. Ltd. v. Columbia Sportswear No. Am., Inc., IPR2017-

00651, Paper 98 at 5 (PTAB Nov. 19, 2018)). 

OpenSky’s arguments against the adverse inferences taken in my 

Decision fail for several reasons.  First, OpenSky filed its objections to the 

Mandated Discovery on the day it was due, despite having had the 

opportunity to object previously.  See Paper 54.  Thus, OpenSky’s late 

objection eliminated any period for curing.  Second, and more importantly, 

OpenSky indicated that it did not intend to produce a privilege log 

regardless of any ruling on its objections.  See Paper 91, 20.  Third, at least 

some of the missing documents existed, as they were produced by VLSI and 

Intel.  See Dec. 40–42.  Finally, I specifically warned OpenSky that I might 

draw adverse inferences based on the failure to comply with my order.  See 
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Paper 52, 4.  Despite that explicit warning, OpenSky chose noncompliance.  

See Dec. 19–25.  For at least these reasons, OpenSky’s arguments are 

unavailing.  

B. OpenSky’s Misconduct Harmed VLSI 

OpenSky separately argues that its misconduct did not harm VLSI, 

and, therefore, attorney fees are not an appropriate sanction.  Paper 116, 18–

23.  First, OpenSky argues that the Noerr-Pennington doctrine precludes 

“awarding attorney’s fees to compensate VLSI for defending against 

OpenSky’s compelling, meritorious IPR challenge.”  Id. at 18–20.  OpenSky 

argues that because the Petition itself was not “objectively baseless,” there 

should be no sanctions, despite its “impermissible motive.”  Id. at 20 (citing 

BE&K Construction Co. v. National Labor Relations Board, 536 U.S. 516, 

519–20, 522, 524, 536 (2002)).  OpenSky then broadly argues that 

“[m]onetary sanctions cannot be levied against a party who files a 

meritorious IPR Petition (even if it had a profit motive).”  Paper 120, 6–7.  

OpenSky’s argument for blanket immunity from sanctions for filing a 

meritorious Petition mischaracterizes the nature of the sanctions and would 

negate the purpose of imposing sanctions for misconduct before the Board as 

expressly provided in 35 U.S.C. § 316(a)(6).  As an initial matter, 

OpenSky’s argument ignores one of the congressional intents that undergirds 

the America Invents Act (“AIA”) itself—“the integrity of the patent 

system”—which considers interests broader than just patentability.  See 35 

U.S.C. § 316.  Accordingly, OpenSky’s litigation misconduct cannot be 

excused simply because the Petition itself, which was substantively prepared 

by Intel, was meritorious.  Case law further supports imposing sanctions for 

litigation misconduct, despite a meritorious suit.  See BE&K Construction, 
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536 U.S. at 537 (“[N]othing in our holding today should be read to question 

the validity of common litigation sanctions imposed by courts themselves—

such as those authorized under Rule 11 of the Federal Rules of Civil 

Procedure.”); see also 37 C.F.R. § 42.11(c) (Board counterpart to Rule 11).  

More importantly, OpenSky’s argument for blanket immunity 

mischaracterizes the basis for these attorney fee sanctions.  I am not 

sanctioning OpenSky based on whether it filed a meritorious Petition.  I am 

imposing sanctions because of the manner in which OpenSky conducted 

itself after the Petition was filed, as explained further below.   

OpenSky contends that its misconduct—offering to undermine the 

IPR (what it calls “settlement negotiations”) and failing to comply with 

Mandated Discovery—did not harm VLSI.  Paper 116, 20–23.  VLSI 

responds that “OpenSky’s actions caused extraordinary harm to VLSI, the 

Office, and the patent system.  OpenSky abused the IPR process for the sole 

purpose of attempting to extort money from VLSI and Intel.”  Paper 119, 9–

10 (citing Dec. 43).  More specifically, VLSI argues that “OpenSky’s 

misconduct caused VLSI massive harm by forcing it to spend extraordinary 

amounts of time and money.”  Paper 117, 8.  As to the damage to the Office 

and the patent system, VLSI argues that “OpenSky’s violation of the 

Director’s orders and its non-responsive and misleading interrogatory 

responses are alone sufficient to justify a fee award.”  Id. at 10.  

Accordingly, VLSI argues that “[a]n award of attorneys’ fees and costs is 

necessary to deter future misconduct by OpenSky and its like.”  Id. at 11. 

OpenSky responds that:  

If OpenSky had filed the same meritorious IPR Petition, but not 
as an “attempt to extract payment” and had not sent the February 
23 e-mail, VLSI would have incurred the exact same attorneys’ 

Appx00134

Case: 23-2158      Document: 53     Page: 211     Filed: 10/24/2024



IPR2021-01064 
Patent 7,725,759 B2 
 

 

 
10 

fees and costs.  Those expanded [sic] were not “solely” caused 
by the misconduct and cannot be awarded as monetary sanctions. 

Paper 120, 4.  

OpenSky ignores that VLSI raised arguments against OpenSky’s 

misconduct—even apart from its motives in filing its petition—throughout 

the proceeding and that the entire Director review process was brought about 

due to that misconduct.  See Paper 9, 1–29; Paper 16, 1–7; Paper 20, 1–10; 

Paper 45.  My review was not limited solely to OpenSky’s intent in filing the 

Petition, but instead considered whether to revisit the institution decision 

based on the totality of OpenSky’s conduct and a number of factors.  See 

Dec. 36–43.  As a result, I concluded that OpenSky abused the IPR process.  

Id. at 43–44.  As I explained: 

Seeking an AIA trial for the primary purpose of extorting 
money, while being willing to forego or sabotage the adversarial 
process, does not comport with the purpose and legitimate goals 
of the AIA and is an abuse of process.  Opportunistic uses of AIA 
proceedings harm the IPR process, patent owners, the Office, and 
the public.  To safeguard the proper functioning of the patent 
system, and the confidence therein, it is incumbent on me and the 
USPTO to protect against that harm. 

Id. at 44 (internal citations omitted).  My conclusion and related sanctions 

were based on the totality of OpenSky’s conduct.  That its intent informed 

my analysis does not make its intent the basis of these sanctions.  Instead, it 

was just one of many factors that I considered in reaching my decision to 

impose sanctions for OpenSky’s behavior in this proceeding.  See Dec. 36–

43.  But even if I were to set aside OpenSky’s improper motive in filing its 

petition to institute this IPR, I would reach the same decision based solely on 
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its misconduct revealed and committed in the course of my review of that 

institution decision.     

In addition, OpenSky’s failure to comply with Mandated Discovery 

further harmed VLSI during the Director review.  I explained that “[a]s a 

result of OpenSky’s failure to comply with my ordered Mandated Discovery 

provisions, I, VLSI, and Intel do not have a complete record to fully 

examine OpenSky’s assertion that it has not committed an abuse of the IPR 

process, or to evaluate whether its allegation of ‘harassment’ is supported.”  

Id. at 27.   

OpenSky further seeks to excuse its discovery misconduct by arguing 

that the Director review is “ancillary to the Board’s consideration of the 

Petition on its merits” and “[a]ttorneys’ fee recoveries are not permitted for 

ancillary litigation, such as the process of sanctioning.”  Paper 116, 22 

(citing Cooter & Gell v. Hartmarx Corp., 496 U.S. 384, 407 (1990)).  

Contrary to OpenSky’s argument, the Director review process is not 

ancillary to the IPR process; it is an exercise of the Director’s unilateral 

authority over the institution phase of that process.  The Court in Cooter, 

cited by OpenSky, determined that Rule 11 sanctions were limited to actions 

at the trial level and did not apply to expenses incurred defending the award 

on appeal, because Federal Rule of Appellate Procedure 38 separately 

provided for appellate fees.  See 496 U.S. at 407.  Cooter is inapposite 

because it addressed successive phases of litigation, before separate levels of 

Article III courts, governed by different sets of federal rules.  Here, Director 

review regarding whether to reverse the initial institution decision is central 

to the IPR process, as well as to investigating whether allegations of 

misconduct warrant such a reversal.  
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C. OpenSky’s Misconduct Took Place Throughout the Proceeding and 
Was the Basis for Director Review 

OpenSky argues that “sanctions must be tied to harm ‘solely’ caused 

by the misconduct and may not be based on temporal limitations alone.”  

Paper 116, 23–24 (citing Goodyear Tire & Rubber Co. v. Haeger, 137 S. Ct. 

1178, 1184 (2017)).  OpenSky identifies two specific periods of misconduct 

identified by the Decision.  Id. at 24–25.  The first is the nine-day period 

starting with the February 23, 2022, email from OpenSky’s counsel to 

VLSI’s counsel (Ex. 2055) and ending with VLSI’s rejection of OpenSky’s 

offer on March 2, 2022 (Ex. 2094).  Id. at 24.  The second is the “sixty-one-

day period between when the Mandated Discovery was due and when the 

Director issued sanctions precluding OpenSky from further participating in 

the IPR: from August 4, 2022 to October 4, 2022.”  Id. (citing Paper 51, 4; 

Paper 102, 4).   

As discussed above, OpenSky’s misconduct was not so limited.  See 

supra.  Indeed, VLSI raised objections to OpenSky’s misconduct throughout 

the proceeding.  See Paper 9, 1–29; Paper 16, 1–7; Paper 20, 1–10; Paper 45; 

see also Monolithic Power Sys., Inc. v. O2 Micro Int’l Ltd., 726 F.3d 1359, 

1369 (Fed. Cir. 2013) (“[T]he litigation misconduct finding by the district 

court was not of isolated instances of unprofessional behavior by O2 Micro.  

Rather, O2 Micro’s extensive misconduct was enough to comprise an 

abusive ‘pattern’ or a vexatious ‘strategy’ that was ‘pervasive’ enough to 

infect the entire litigation.”).  And the Director review process was initiated 

to examine OpenSky’s misconduct and determine whether to reverse the 

institution decision.  See Paper 47.  But for OpenSky’s misconduct, VLSI 
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would not have incurred the fees necessary to address OpenSky’s 

misconduct in the case and upon Director review.   

Accordingly, I determine that the appropriate sanction is for OpenSky 

to compensate VLSI for the reasonable attorney fees incurred in addressing 

the issue of OpenSky’s misconduct during the proceeding, and for the 

Director review process in its entirety.  I authorize VLSI to file a Motion for 

Fees that includes specific information as to the total amount of fees 

requested, details regarding the tasks performed underlying those fees, and 

reasons why the amounts of those fees are reasonable.  Any privileged 

information may be redacted from billing information submitted with the 

Motion.  The Motion must be filed no later than two weeks after the entry of 

this Decision and is limited to twenty pages.  Detailed billing statements 

may be filed as exhibits to the Motion and excluded from the page limit.  

OpenSky is authorized to file an Opposition to the specific fees requested 

that is limited to twenty pages and must be filed no later than two weeks 

after the date on which VLSI files its Motion.  The same parameters 

regarding privileged information and exhibits provided for VLSI’s Motion 

apply to any filed Opposition.   

D. Sanctions Are Limited to This Proceeding 

VLSI also seeks attorney fees as they relate to all three IPRs filed by 

OpenSky (i.e., IPR2021-01056, IPR2021-01064, and IPR2022-00645) and 

the IPRs with requests to join OpenSky’s -1064 Petition (i.e., IPR2022-

00366 (Intel) and IPR2022-00480 (Patent Quality Assurance, LLC 

(“PQA”))).  Paper 117, 13.  VLSI argues “[b]ut for OpenSky’s filings and 

the PQA IPR it potentially inspired, Intel would not have been able to file 
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joinder petitions and attack VLSI’s patents yet again nor could PQA have 

sought to join the present IPR.”  Id.   

As discussed above, I distinguish the merits of this proceeding from 

the misconduct of OpenSky.  See supra.  This distinction between the merits 

and misconduct applies to the joinder requests.  For example, IPR2022-

00366 deals entirely with the merits, and there is no evidence of misconduct 

by Intel.  See IPR2021-01064, Paper 43.  Rather, Intel appears to be another 

target of OpenSky’s misconduct.  See Dec. 48.  Accordingly, fees relating to 

IPR2022-00366 are not included in this sanction.  I apply the same analysis 

to IPR2022-00480 (now terminated) in which PQA sought to join this IPR 

on the merits.  See IPR2022-00480 Papers 2, 3.  PQA’s alleged misconduct 

in IPR2021-01229 is the subject of a different Director review.  See 

IPR2021-01229, Paper 31.  Accordingly, fees relating to IPR2022-00480 

also are not included in this sanction. 

OpenSky’s other two Petitions may raise misconduct issues similar to 

this case.  For example, in IPR2021-01056 (institution denied), OpenSky’s 

failure to engage the expert on whom its petition relied may suggest that 

OpenSky was attempting to file a petition with the lowest possible cost in an 

effort to generate leverage against VLSI, but without the intent or 

expectation of litigating the proceeding through trial.  See Dec. 43.  

OpenSky’s Petition in IPR2022-00645 was dismissed before institution.  See 

IPR2022-00645, Paper 13.  Nevertheless, neither of these cases was raised in 

the Director review, and thus I exercise my discretion to limit the sanctions 

order to this proceeding.  
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E. Sanctions Are Assessed Against OpenSky 

VLSI argues that “OpenSky’s attorneys were directly responsible for 

OpenSky’s misconduct and should be found jointly and severally liable with 

OpenSky for VLSI’s fees and costs.”  Paper 117, 15.  VLSI argues that 

“[c]ourts have routinely held a party’s attorneys jointly and severally liable 

for the sanctionable conduct of their clients when they have assisted in 

advancing the sanctionable conduct.”  Id. at 16–17.  VLSI further argues that 

OpenSky’s attorneys repeatedly misrepresented OpenSky’s motives, 

conducted OpenSky’s improper negotiations with VLSI and Intel, and 

blocked inquiries into the true relationship between OpenSky and its 

counsel.  Id. at 17–20.  

At this time, I decline to resolve VLSI’s request to hold OpenSky’s 

attorneys “jointly and severally liable” for VLSI’s attorney fees.  The 

Board’s authority extends to both “a party,” 37 C.F.R. § 42.12(a), and to 

“individuals involved in the proceeding,” Id., § 42.11(a).  The latter 

“individuals” expressly includes “any attorney [or] registered practitioner” 

appearing before it.  Id., § 42.11(d).  Consistent with that regulation, the 

Director review process examined OpenSky’s misconduct as a party to the 

proceeding.  See Paper 47, 7–9.  I did not examine, however, whether 

OpenSky’s counsel individually committed misconduct, and I reserve 

judgment on that issue.  See Dec. 4.  Accordingly, I decline to sanction 

OpenSky’s counsel individually at this time.  

  

IV. ORDER 
Accordingly, based on the foregoing, it is:  

ORDERED that OpenSky is restored as a petitioner; 

Appx00140

Case: 23-2158      Document: 53     Page: 217     Filed: 10/24/2024



IPR2021-01064 
Patent 7,725,759 B2 
 

 

 
16 

FURTHER ORDERED that VLSI is awarded reasonable fees incurred 

in this proceeding in raising issues of misconduct by OpenSky before the 

Board, and the Director review process in its entirety;  

FURTHER ORDERED that VLSI is authorized to file a Motion for 

Fees, in accordance with my instructions herein.  Any such Motion must be 

filed no later than two weeks after the entry date of this Order and is limited 

to twenty pages;  

FURTHER ORDERED that OpenSky is authorized to file an 

Opposition to VLSI’s Motion for Fees.  Any Opposition must be filed no 

later than two weeks after the date on which VLSI files it Motion, and is 

limited to twenty pages.  
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II. ANALYSIS 
Patent Owner argues that joinder should not allow Intel, an otherwise 

time-barred party, to join a proceeding with grounds the party previously 

presented for review but were discretionarily denied. Req. Reh’g. 9–13. 

Patent Owner’s argument is not based on statutory prohibitions or other 

errors of fact or law, but on policy arguments regarding discretionary denial 

under Fintiv and General Plastic Indus. Co. v. Canon Kabushiki Kaisha, 

IPR2016-01357, Paper 19 (PTAB Sept. 6, 2017) (precedential). See 

Req. Reh’g. 10–13. Questions raised by those arguments are best suited for 

the Director to resolve through POP review or Director review. Patent 

Owner has already pursued that approach here, to no avail. Paper 53 (Order 

denying POP Request). 

Patent Owner’s policy arguments do not present a proper basis for 

rehearing our Joinder Decision. In evaluating a rehearing request, we look to 

37 C.F.R. § 42.71(c), which provides: “When rehearing a decision on 

petition, a panel will review the decision for an abuse of discretion.” We also 

look to 37 C.F.R. § 42.71(d), which provides: “The request must specifically 

identify all matters the party believes the Board misapprehended or 

overlooked, and the place where each matter was previously addressed in a 

motion, an opposition, a reply, or a sur-reply.” Patent Owner’s rehearing 

request, to the extent it is based on our decision to join a party that, but for 

the option of joinder, would be time-barred, does not assert that we 

overlooked or misapprehended anything. Instead, it seeks a change in Office 

policy, which is not a proper basis for a rehearing request directed to the 

panel.  
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Nothing in Patent Owner’s Request for Rehearing warrants reversing our 

decision.  

The remainder of Patent Owner’s arguments relate to Director 

Review. Req. Reh’g. 6–9. These have already been addressed by the 

Director. Paper 102, 44–50 (remanding for panel to determine whether the 

Petition presented compelling merits); Paper 108 (ordering Director Review 

of the Petition’s compelling merits); Paper 121, 5–9 (addressing whether the 

IPR should be terminated as to all parties).  

III. CONCLUSION 
For the reasons discussed above, we conclude Patent Owner has not 

shown we misapprehended or overlooked anything in our Joinder Decision 

or that the Joinder Decision was an abuse of discretion. We therefore deny 

Patent Owner’s Request for Rehearing. 

IV. ORDER 
Accordingly, it is 

ORDERED that Patent Owner’s Request for Rehearing is denied. 
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I. INTRODUCTION 
This proceeding is an inter partes review (“IPR”) of claims 1, 14, 17, 18, 21, 

22, and 24 (“the challenged claims”) of U.S. Patent No. 7,725,759 B2 (Ex. 1001, 

“the ’759 patent”). See Paper 17 (instituting review). Although the Petition 

(Paper 2) was filed on June 7, 2021, by OpenSky Industries, LLC, we granted 

institution of a substantively identical petition filed by Intel Corporation, and 

granted Intel’s motion for joinder to add Intel as a petitioner in this proceeding. 

Paper 43 (granting institution in IPR2022-00366 and joining Intel here). 

Prior to the June 7, 2021, Petition, litigation between VLSI Technology LLC 

(“Patent Owner”) and Intel resulted in a March 2, 2021, jury verdict that Intel had 

not proven invalidity of claims 14, 17, 18, and 24 of the ’759 patent. VLSI 

Technology LLC v. Intel Corp., 6:21-cv-57 (W.D. Tex.), Ex. 1027, 5. On May 10, 

2022, the district court entered final judgment including that Intel had not proven 

invalidity. Ex. 2110. Based on the district court’s final judgment, Patent Owner 

asserts that claim preclusion bars Intel from challenging the claims of the 

’759 patent in this IPR. Patent Owner therefore seeks termination of the IPR as to 

Intel. See Patent Owner’s Motion to Terminate Based on Res Judicata, Paper 99, 

1–2 (“PO Mtn. Terminate”).  

Patent Owner argues that the elements of claim preclusion are met because 

1) “Intel and VLSI are parties to both cases;” 2) “the district court entered a final 

judgment of infringement, no invalidity,” and Intel did not appeal invalidity; and 3) 

“‘the effect of’ Intel’s challenge is to collaterally attack the First Case’s Final 

Judgment.” Id. at 11–14. Patent Owner contends that claim preclusion applies also 

to claims 1 and 21, which were not at issue before the district court. Id. at 14–15. 

Intel responds that claim preclusion does not apply to IPRs under the 

America Invents Act (AIA). See Petitioner Intel Corp.’s Opposition, Paper 112, 4–
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6 (“Intel Opp. Mtn. Terminate”). Intel argues also that IPRs and district-court 

proceedings do not involve “the same claim or cause of action” because they do 

not both involve the same accused product and because they present different 

standards of proof. Id. at 6–7. We agree with Intel that estoppel does not apply and 

therefore we deny the motion. Our reasoning follows. 

II. ANALYSIS 

A. LEGAL STANDARD 
Claim preclusion prevents relitigating issues that were or could have been 

raised during a first action resulting in a final judgment, when a second action 

involves the same claim as the first. Lucky Brand Dungarees v. Marcel Fashions 

Grp., 140 S. Ct. 1589, 1594 (2020). A claim, or cause of action, is considered to be 

“the same” when it “aris[es] from the same transaction” or “involve[s] a common 

nucleus of operative facts.” Id. at 1595 (internal citations omitted). Preclusion 

operates to prevent a defendant in a first action from raising an issue in a second 

action “only if (1) the claim or defense asserted in the second action was a 

compulsory counterclaim that the defendant failed to assert in the first action, or 

(2) the claim or defense represents what is essentially a collateral attack on the first 

judgment.” Nasalok Coating Corp. v. Nylok Corp., 522 F.3d 1320, 1323–24 (Fed. 

Cir. 2008). Patent Owner does not contend that the invalidity grounds here were a 

compulsory counterclaim in the district court; instead, it asserts that this IPR is a 

collateral attack on the infringement verdict. PO Mtn. Terminate 3–9.  

As an initial matter, the parties dispute what standard we should apply in 

determining whether claim preclusion applies here. Intel contends that we should 

determine whether, in passing the AIA, Congress demonstrated its intent that claim 

preclusion not apply to IPRs. Intel Opp. Mtn. Terminate 4 (citing Astoria Federal 

Sav. & Loan Ass’n v. Solimino, 501 U.S. 104, 108 (1991)). Intel argues that “[t]he 

Appx00153

Case: 23-2158      Document: 53     Page: 230     Filed: 10/24/2024



IPR2021-01064 
Patent 7,725,759 B2 
 

4 
 

AIA specifically identifies the circumstances under which IPRs should be barred 

by parallel district court cases, and common-law claim preclusion is not one of 

those circumstances.” Id. Patent Owner, on the other hand, asserts that Astoria’s 

“lenient” rule—that a “clear statement” is unnecessary to abrogate common law 

preclusion— applies only in the context of whether an agency decision precludes a 

later court decision. PO Reply Mtn. Terminate 2. According to Patent Owner, for 

this case, where the court decision preceded the agency decision, we must follow 

“the usual rule” of preclusion by judicial decisions, which requires Congress’ 

“plainly stated” intention to overcome preclusion. Id. at 2–3 (citing Kremer v. 

Chem. Constr. Corp., 456 U.S. 461, 485 (1982)).  

Patent Owner misreads the case law. Kremer considered whether one statute 

may supersede the preclusion required by an earlier statute. Kremer, 456 U.S. at 

463 (“The principal question presented by this case is whether Congress intended 

Title VII [of the Civil Rights Act of 1964] to supersede the principles of comity 

and repose embodied in [28 U.S.C.] § 1738.”). The Kremer Court noted that 

recognizing an exception to § 1738 would require either express or implied repeal 

of that statute, and recognized “a cardinal principle of statutory construction that 

repeals by implication are not favored.” Id. at 468 (quoting Radzanower v. Touche 

Ross & Co., 426 U.S. 148, 154 (1976)). Thus, with no express repeal, the Court 

followed the rule that implied repeal requires either irreconcilable conflict or “clear 

and manifest” intent to repeal the earlier statute. Id. (quoting Radzanower, 426 

U.S., at 154). 

More pertinent to this case is the holding in Astoria. In Astoria, the Court 

considered whether departing from common-law preclusion rules also required a 

“clear statement” of Congressional intent. Astoria, 501 U.S., at 108–09. It reasoned 

first that well-established common-law principles like preclusion impose a 

Appx00154

Case: 23-2158      Document: 53     Page: 231     Filed: 10/24/2024



IPR2021-01064 
Patent 7,725,759 B2 
 

5 
 

presumption that they apply. Id. at 108. The Court went on to explain that “[t]his 

interpretative presumption is not, however, one that entails a requirement of clear 

statement, to the effect that Congress must state precisely any intention to 

overcome the presumption's application to a given statutory scheme.” Id. The 

Court made it clear that such a heightened requirement applies in only limited 

circumstances, such as constitutional values or overlapping statutes. See id. at 108–

09. Thus, the Court maintained the presumption of preclusion only to the extent 

“Congress has failed expressly or impliedly to evince any intention on the issue.” 

Id. at 109–10.  

We recognize that Astoria involved potential preclusion of a court action by 

a prior administrative decision, the opposite of the relationship presented here. See 

PO Reply Mtn. Terminate 2. But Astoria’s rejection of the “clear statement” 

requirement to demonstrate Congressional intent did not focus solely on that 

aspect—the Court determined that there was no statutory conflict with § 1738. Id. 

at 109. Here, like Astoria, there is no statutory conflict at issue. Therefore, we 

conclude that the Astoria standard should apply, and the question becomes whether 

passing the AIA with its statutory estoppel provisions demonstrated Congress’ 

intent that common-law claim preclusion should not apply to IPRs.  

B. AIA ESTOPPEL 
The AIA’s estoppel provisions are codified in 35 U.S.C. § 315(e). That 

section applies claim preclusion to petitioners after an IPR final written decision 

and prohibits a petitioner from “request[ing] or maintain[ing] a proceeding before 

the Office” or asserting in district court or the ITC that a claim is invalid “on any 

ground that the petitioner raised or reasonably could have raised” during the IPR. 

§ 315(e). Section 315(e) applies to future proceedings in both the Office and a 

district court. Id. If common-law preclusion applied after IPR proceedings, there 
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would be no need for the § 315(e) estoppel provisions, because the principle Patent 

Owner now asserts—claim preclusion—would prohibit a petitioner, after an IPR 

final written decision, from raising arguments in a district court that it could have 

made during the IPR proceeding. Thus, the AIA expressly imposes claim 

preclusion in one direction—from an IPR to other proceedings—but not in the 

other direction—from district-court litigation to Office proceedings.  

C. CONGRESSIONAL INTENT 
Petitioner submits that “applying common-law claim preclusion principles 

would be contrary to Congress’ intent as evidenced by the statutory scheme 

established for patents.” Intel Opp. Mtn. Terminate 3. Patent Owner counters that 

the AIA did not “abrogate[] common-law claim preclusion by Article-III district-

court judgments upon IPRs.” See Patent Owner’s Reply to Intel’s Opposition, 

Paper 118, 1 (“PO Reply Mtn. Terminate”) (emphasis omitted). With the AIA, 

Congress intended “to create a timely, cost-effective alternative to litigation.” 

77 F. Reg. 48680–01 (Aug. 14, 2012); see also Cuozzo, 579 U.S. at 278 (citing 

legislative history). Despite that potential, the AIA does not require that district 

courts stay litigation pending Office review. Thus, the AIA inherently accepts the 

reality that parallel proceedings in a district court and the Office may address 

overlapping issues relating to asserted invalidity or unpatentability.  

Further, the AIA imposes a lower burden of proof for IPRs, in which 

unpatentability must be shown by a preponderance of the evidence rather than the 

clear and convincing evidence required for district-court invalidity. Compare 

§ 316(e) (applying the preponderance standard to IPRs), with § 282(a) (applying a 

presumption of validity to issued patents), and Microsoft Corp. v. i4i Ltd. P’ship, 

564 U.S. 91 (2011) (holding § 282 requires proving invalidity by clear and 

convincing evidence). Although some courts have held that different evidentiary 
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enhanced estoppels provided by the AIA relate to prohibitions that limit litigation 

arguments after an IPR. See 157 Cong. Rec. S5429 (noting that the “enhanced 

estoppels” justify extending the IPR filing deadline from six months to one year 

after a petitioner is sued for infringement). Thus, they directly bear on the types of 

restrictions imposed by common-law claim preclusion. In other words, the 

“enhanced estoppels” overlap with common-law preclusion and therefore signal 

which common-law aspects Congress intended for the AIA. 

In Patent Owner’s view, the Federal Circuit has determined that “common 

law estoppel” applies to inter partes reexamination, which included statutory 

estoppel “more muscular than common law collateral estoppel.” PO Reply Mtn. 

Terminate 3 (quoting SynQor, Inc. v. Vicor Corp., 988 F.3d 1341, 1347–48 (Fed. 

Cir. 2021)). The court in SynQor noted that the statutes at issue, as noted above, 

codified common-law claim preclusion. SynQor, 988 F.3d at 1348. It held that the 

statutory issue preclusion, while expressly directed at district-court proceedings, 

applied also to future reexamination proceedings. Id.  

We do not find Patent Owner’s arguments persuasive. The issue here is 

different from that in SynQor. First, this proceeding involves claim preclusion, not 

issue preclusion. SynQor, 988 F.3d at 1347. Second, that case considered the scope 

of a particular preclusion, not whether to recognize preclusion operating in an 

entirely different direction. Id. Patent Owner here seeks a more fundamental 

departure from the statute’s express provisions. We conclude that the statute’s 

express estoppel provisions, in light of the difference in evidentiary burdens, show 

that Congress intended that claim preclusion not restrict IPR petitioners. 

Beyond the estoppel provisions discussed, § 315, “Relation to other 

proceedings or actions,” imposes other limitations on IPR proceedings. It bars 

institution based on a petitioner having “filed a civil action challenging the validity 
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IV. ORDER 
It is: 

ORDERED that Patent Owner’s Motion to Terminate as to Intel is denied. 
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I. INTRODUCTION 
OpenSky Industries, LLC filed a Petition (Paper 2, “Pet.”) requesting 

institution of inter partes review of claims 1, 14, 17, 18, 21, 22, and 24 (“the 

challenged claims”) of U.S. Patent No. 7,725,759 B2 (Ex. 1001, “the 

’759 patent”), owned by VLSI Technology LLC (“Patent Owner”). 

After preliminary briefing, we instituted review. Paper 17 (“Institution 

Decision” or “Inst.”). Following institution, Intel Corporation filed a petition 

for inter partes review and a Motion for Joinder in IPR2022-00366, 

requesting that Intel be joined as a petitioner to this proceeding. 

IPR2022-00366, Papers 3, 4. We instituted trial in IPR2022-00366, granted 

the Motion for Joinder, and added Intel as a petitioner here. Id., Paper 14. A 

copy of that decision was entered into the record of this proceeding. 

Paper 43. Thus, OpenSky and Intel are, collectively, “Petitioner” here. 

Patent Owner filed a Response (Paper 40 (“PO Resp.”)), Petitioner 

filed a Reply (Paper 49 (“Pet. Reply”)), and Patent Owner filed a Sur-Reply 

(Paper 85 (“PO Sur-Reply”)). We held oral argument on September 22, 

2022. Paper 105 (“Tr.”).  

Additionally, Patent Owner filed a Motion to Exclude two expert 

declarations filed by Petitioner. Paper 88 (“PO Mtn. Exclude”). Petitioner 

Opposed (Paper 94) and Patent Owner replied (Paper 95). 

We have jurisdiction under 35 U.S.C. § 6(b). This is a Final Written 

Decision under 35 U.S.C. § 318(a) and 37 C.F.R. § 42.73. For the reasons 

set forth below, we find Petitioner has demonstrated by a preponderance of 

evidence that the challenged claims are unpatentable. We deny Patent 

Owner’s Motion to Exclude.  
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A. RELATED MATTERS 
The parties both identify the following matter related to the ’759 

patent: VLSI Technology LLC v. Intel Corporation, No. 6:19-cv-00254-ADA 

(consolidated as 1:19-cv-00977) (W.D. Tex.) (trial concluded with jury 

verdict). Pet. 5; Paper 5. Patent Owner identifies the following additional 

matters: VLSI Tech. LLC v. Intel Corp., No. 6:21-cv-00057 (W.D. Tex.); 

VLSI Tech. LLC v. Intel Corp., No. 6:21-cv-00299 (W.D. Tex.); Intel Corp. 

v. VLSI Tech. LLC, IPR2020-00498 (PTAB) (on appeal to Federal Circuit, 

No. 21-1617); Intel Corp. v. CLSI Tech. LLC, IPR2020-00106 (PTAB) (on 

appeal to Federal Circuit, No. 21-1614). Paper 5. 

B. REAL PARTIES IN INTEREST 
Petitioner OpenSky identifies only itself as the real party in interest. 

Pet. 5. Petitioner Intel identifies only itself as the real party in interest. See 

Paper 42, 4. Patent Owner identifies VLSI Technology LLC and CF VLSI 

Holdings LLC as real parties in interest. Paper 5. 

C. THE ’759 PATENT 
The ’759 patent is titled “System and Method of Managing Clock 

Speed in an Electronic Device.” Ex. 1001, code (54). It describes a method 

of monitoring a plurality of master devices coupled to a bus, receiving an 

input from a master device that is a request to increase the bus clock 

frequency, and increasing the bus clock frequency in response to the request. 

Id., code (57). The ’759 patent’s Figure 1 is reproduced below: 
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Figure 1 is a block diagram depicting electronic system 100 with first master 

device 120 and second master device 122 coupled to bus 102, which is also 

coupled to arbiter 110. Id. at 2:58–3:3. Clock controller 150 is coupled to 

arbiter 110, clock 140, CPU 104, first master device 120, and second master 

device 122. Id. at 3:3–10. 

The ’759 patent describes that, in an illustrative embodiment, “clock 

controller 150 can output a high speed clock 152 having a variable clock 

frequency to the bus 102 via the arbiter 110 and another high speed clock 

output to the CPU 104.” Id. at 3:32–35. Bus devices may generate trigger 

outputs indicating a request to change the high-speed clock frequency. Id. 

at 3:64–4:17. Then, “clock controller 150 controls and/or adjusts the high 
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speed clock 152 by changing the clock frequency in response to the plurality 

of trigger signal inputs.” Id. at 4:22–24. The ’759 patent also describes that, 

“[i]n a particular embodiment, the clock controller 150 may determine that a 

change in the high speed clock 152 may not be desired” and, would 

therefore not change the clock frequency. Id. at 4:58–62.  

D. CHALLENGED CLAIMS 
Challenged claim 1 is reproduced below: 

1. A method, comprising: 
monitoring a plurality of master devices coupled to a bus; 
receiving a request, from a first master device of the 

plurality of master devices, to change a clock frequency 
of a high-speed clock, the request sent from the first 
master device in response to a predefined change in 
performance of the first master device, wherein the 
predefined change in performance is due to loading of 
the first master device as measured within a predefined 
time interval; and 

in response to receiving the request from the first master 
device: 
providing the clock frequency of the high-speed clock as 

an output to control a clock frequency of a second 
master device coupled to the bus; and 

providing the clock frequency of the high-speed clock as 
an output to control a clock frequency of the bus. 

Ex. 1001, 7:66–8:15. Claims 14 and 18 are independent and recite 

limitations similar to claim 1. Id. at 8:50–9:4, 9:19–40. Each of the other 

challenged claims depends from one of the independent claims.  
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understood the possibility of claiming the distinction now sought, but 

decided not to limit the claims in that manner.  

Finally, Petitioner points out prior art that uses the terms “command,” 

“instruction,” and “request” synonymously, suggesting that “request” did not 

carry the special meaning for which Patent Owner now argues. See Pet. 

Reply 7 (citing Ex. 1055, ¶¶29–32; Ex. 1006, 3:16–17 (“the OS makes a 

request to set the P-state”), 4:40–44, 5:47–49 (“when the OS specifies a first 

P-state via SET_PSTATE command”), 9:16–20 (“the OS communicates 

with the processor to instruct … the new P-state”)). 

 Based on the claim language, the examples in the specification, and 

the prosecution history, we decline to infer the additional limitation on the 

term “request” as urged by Patent Owner. Accordingly, we find that the 

intrinsic evidence supports a construction of “request” that does not require 

assessing the request before acting in response to the request. We further 

find that such a construction is consistent with Petitioner’s extrinsic 

evidence of typical usage of the term in the relevant art, i.e. that the 

challenged claims do not expressly require a determination before acting on 

the request.  

Considering the record as a whole, we conclude that the claims do not 

require assessing whether to act on a request. 

2. “master device” 
According to Patent Owner, “[w]hile offering no construction of 

‘master device,’ Petitioner argues that Shaffer’s controllers are ‘master 

devices’ because they ‘could initiate communications like those of the 

’759 patent.’” PO Resp. 19 (citing Pet. 23); see Pet. Reply 11. Patent Owner 
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submits that “master devices can make clock frequency change requests, 

while [the ’759 patent’s] slave devices cannot.” PO Resp. 23.  

Method claim 1 recites “receiving a request, from a first master device 

of the plurality of master devices, to change a clock frequency” and, in 

response to receiving that request, “providing the clock frequency . . . as an 

output to control a clock frequency of a second master device coupled to the 

bus.” Thus, the claim language requires only that the first master device be 

able to request clock-frequency changes. The only feature of a master device 

recited in independent claims 1, 14, and 18 is that a first master device sends 

a request to change the clock frequency in response to a predefined change 

in its performance caused by loading during a predetermined interval. See, 

e.g., Ex. 1001, 8:1–8. The claims do not otherwise limit a master device. 

None of the claims recites a “slave” device.  

The specification describes an embodiment in which two master 

devices are each coupled to a bus, a clock controller, and an arbiter. 

Ex. 1001, 2:66–3:5, 3:8–10, Fig. 1. The specification also states that “[t]he 

first master device 120 may initiate communication with the first slave 

device 130 by requesting an access token from the arbiter 110 to 

communicate over the bus 102.” Id. at 3:12–15. The specification contrasts 

“slave” devices: “The first slave device 130 may receive data but may not 

initiate communication with a master.” Id. at 3:15–17; accord id. at 3:17–19 

(“That is, the first slave device 130 is disabled to initiate communication.”). 

The patent thus distinguishes “master” from “slave” devices based on the 

ability to initiate bus communication. 

The specification also discloses an embodiment in which “[e]ach of 

the plurality of devices coupled to the bus 102 provide[s] a corresponding 

trigger output” where “the trigger output is indicative of a request to change 

Appx00173

Case: 23-2158      Document: 53     Page: 250     Filed: 10/24/2024



IPR2021-01064 
Patent 7,725,759 B2 

12 

the clock frequency of the high speed clock 152.” Id. at 3:64–65, 4:15–17 

(“[t]he generation of the trigger output is indicative of a request to change 

the clock frequency of the high speed clock 152”). That functionality—using 

trigger outputs to request speed changes—is agnostic as to whether a device 

is a “master” or “slave” device. Stated otherwise, although the particular 

embodiment describes master devices that can request frequency changes, 

the slave devices can also request frequency changes because the 

specification states that “each” device provides a trigger output. Thus, the 

specification does not support Patent Owner’s assertion that the ability to 

request clock speed changes distinguishes “master devices” from “slave 

devices.”  

We construe master devices as those devices that can initiate 

communications with other devices but need not be able to send requests to a 

clock module. 

3. “clock frequency of a second master device” 
Contesting whether Chen discloses providing an “output to control a 

clock frequency of a second master device coupled to the bus,” Patent 

Owner asserts that “the separate clock frequency of the second master device 

in the claims refers to the internal clock frequency of the master device, not 

to an I/O bus frequency.” PO Resp. 52. Petitioner replies that receiving a 

clock frequency for bus transactions satisfies the claim language, regardless 

of whether a device has a separate internal clock. Pet. Reply 21.  

We agree with Petitioner that nothing in the claim language requires 

that “a clock frequency of a second master device” refer to the “internal 

clock frequency” of the second master device. See Pet. Reply 21 (“[I]t is 

irrelevant whether [Chen’s master] devices could also have other clocks 
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Figure 1 is a block diagram showing intelligent programmable clock 

module 50 that provides CPU 20 with a clocking signal and informs CPU 20 

of the frequency through line 51. Id. at 3:8–23. Additionally, clock module 

50 supplies a clocking signal to memory controller 22 through memory 

clock control line 23 and to peripheral bus controller 24 (also referred to as 

system bus controller 24) through system bus clock control line 25. Id. at 

4:26–29. Schaffer discloses that its speed control system “provide[s] a 

programmable variable clock frequency to the other controllers and buses in 

the system” such that “data and commands will travel through the 

data/command bus 21 at a proportionally slower speed” along with CPU 20 

operating at the slower speed. Id. at 4:15–25.  

Shaffer discloses “a multiprocessor system” in which “a single clock 

module 50 may drive all the processor clocks.” Id. at 6:2–5. Petitioner 
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contends that each of the multiple CPUs in a multiprocessor system “are 

master devices, per the ’759 patent.” Pet. 23.  

Shaffer discloses “a CPU utilization application that dynamically 

monitors the level of CPU usage.” Ex. 1005, 4:53–54; see id. 4:50–5:20. 

That application provides CPU utilization values to the operating system, 

OS 32, which may then generate “an interrupt to the clock module 50 

instructing it to raise or lower the clocking frequency provided to the 

CPU 20.” Id. at 5:5–8.  

Petitioner relies on Schaffer for most limitations of claim 1, further 

relying on Lint as teaching the limitation that a “predefined change in 

performance is due to loading of the first master device as measured within a 

predefined time interval.” Pet. 22–31. Petitioner first asserts that Shaffer 

teaches this limitation by disclosing that “the CPU 20 operates at a lower 

speed when the OS 32 determines that no processing is occurring or has not 

occurred for a predetermined amount of time.” Id. at 27 (quoting Ex. 1005, 

4:6–8). Petitioner relies on Lint as an alternative to Shaffer’s teachings in 

that regard, submitting that Lint discloses “changing the ‘performance state 

. . . based in part on the data representing the average performance over the 

previous period of time.’” Id. (quoting Ex. 1006, 3:1–7). Petitioner reasons 

(1) that Shaffer describes a “CPU utilization percentage,” (2) that Lint 

discloses a way of calculating the utilization percentage that would allow 

Shaffer’s system “to better interface with processor chips featuring hardware 

coordination of [performance]-states” by saving power, and (3) that doing so 

would amount to nothing more than using a known technique to improve 

similar devices in the same way. Id. at 27–30 (citing Ex. 1006, 3:2–7, 2:33).  

Appx00177

Case: 23-2158      Document: 53     Page: 254     Filed: 10/24/2024





IPR2021-01064 
Patent 7,725,759 B2 

17 

masters and requires each to “make its own decisions about when and how 

to access the shared bus”).  

Patent Owner argues that Shaffer does not teach or suggest monitoring 

controllers 22 or 24. PO Resp. 15. According to Patent Owner, because 

those controllers have no ability to signal a speed change, “there would be 

no reason to monitor their utilization.” Id. Additionally, Patent Owner 

reasons that those devices are much slower than CPU 20, because “the most 

cost effective method to reduce power consumption is to vary the CPU 20 

clock speed.” Id. (quoting Ex. 1005, 6:12–14). Petitioner replies that skilled 

artisans would have understood Shaffer’s controllers 22 and 24 are 

monitored. Pet. Reply 9 (citing Ex. 1055 ¶¶ 104–107).  

Shaffer discusses “monitoring” in several ways. First, Shaffer 

describes its clock module as responding to OS-generated signals and gives 

an example of an idle signal indicating whether the CPU is in an idle state. 

Ex. 1005, 3:27–59. Shaffer also discloses that the clock module may respond 

to interrupts indicating user activity like mouse movement or keyboard 

input. Id. at 3:60–4:14. Shaffer further describes that OS signals may be 

generated by “a CPU utilization application that dynamically monitors the 

level of CPU usage.” Id. at 4:51–5:20. Finally, Shaffer describes controlling 

the clock frequency “in response to the particular application or task being 

executed by the system.” Id. at 5:21–47. Dr. Jacob testifies that skilled 

artisans would have understood Shaffer to disclose monitoring its controllers 

along with the CPU, explaining that: 

monitoring software typically monitors all of a system’s 
activity, including network traffic, memory traffic, disk traffic, 
etc. Shaffer’s memory controller 22 and peripheral bus 
controller 24 would be monitored, even if the devices 
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consumed little power themselves, because the data traffic 
through them could very well add up to a significant amount. 

Ex. 1055 ¶ 106.  
Considering the record as a whole, we are not persuaded that Shaffer 

discloses monitoring devices beyond CPUs. Although Dr. Jacob asserts that 

Shaffer’s memory controller and peripheral bus controller “would be 

monitored,” Shaffer discloses monitoring through interrupts and a “CPU 

utilization application,” as described above. Petitioner does not explain, 

through Shaffer’s disclosures or Dr. Jacob’s testimony, how either a CPU 

utilization application or interrupt monitoring would include monitoring 

memory controller 22 or peripheral bus controller 24. Petitioner’s assertion 

that “typical” monitoring software would have included network, memory, 

and disk traffic, even if true, is insufficient to show that Shaffer’s monitoring 

is consistent with that assertion.  

Petitioner, however, relies additionally on Shaffer’s disclosure of a 

multiprocessor system. Pet. 23 (“Shaffer discloses multiple CPUs. These 

CPUs are master devices, per the ’759 patent.”) (citations omitted). 

Petitioner relies also on Shaffer’s “CPU utilization application” as 

monitoring the CPUs. Id.  

Patent Owner incorrectly asserts that the Petitioner relied “solely on 

Shaffer monitoring single CPU 20.” PO Sur-Reply 11 (citing Pet. 22–23). 

The Petition states “[a] POSA would have found it obvious that other CPUs 

disclosed by Shaffer would have been coupled to the bus.” Pet. 23 (citing 

Ex. 1002 ¶¶ 228–233). The Petition also identifies “another CPU” as one of 

the plurality of master devices and identifies Shaffer’s “CPU utilization 

application” as monitoring the master devices. Pet. 22–23 (citing, e.g. 

Ex. 1005, 6:2–5 (“in a multiple processor system (not shown), a separate 
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clock module 50 may be used for each processor, or a single clock module 

may drive all the processor clocks”).  

Patent Owner asserts that “Shaffer does not teach monitoring multiple 

CPUs in its vague reference to a multi-CPU configuration.” PO 

Sur-Reply 12; accord PO Resp. 15–16 (“Shaffer does not provide any 

details of how such a [multiprocessor] system would operate” and therefore 

“does not disclose monitoring each CPU in Shaffer’s multiprocessor 

embodiment.”). Patent Owner emphasizes Dr. Jacob’s statement that “I 

don’t really know what it would do” because Shaffer does not disclose its 

algorithm “in a multiprocessor scenario.” PO Sur-Reply 12 (quoting 

Ex. 2066, 41:13–42:5). That statement, however, relates to the particular 

algorithm that Shaffer would apply to make clock-speed changes in a 

multiprocessor system. Ex. 2066, 41:25–42:1. The challenged claims are not 

directed to the particular algorithm that would be used in such a 

multiprocessor system, and therefore, Dr. Jacob’s testimony cited by Patent 

Owner does not diminish Shaffer or Dr, Jacob’s opinion that Shaffer’s CPU 

monitoring would include multiple CPUs in a multiprocessor system. 

Ex. 1055 ¶¶ 105–106; see also Pet. Reply 9 (citing Ex. 2066, 89:5–10). 

We are persuaded that Shaffer discloses monitoring “CPU utilization” 

including multiple CPUs in a multiprocessor system. Shaffer’s disclosures 

are not limited to monitoring a single CPU, but rather consider “CPU 

utilization” generally. Ex. 1005, 4:51–54. Thus, in Shaffer’s multiprocessor 

embodiment, an application that “dynamically monitors the level of CPU 

usage” would monitor multiple CPUs. This conclusion is further supported 

by Shaffer’s claims, which recite a computer system comprising “one or 

more CPUs,” “a CPU resource utilization monitor to determine the amount 

of CPU resources being used by the computer system,” and “an intelligent 
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simultaneously. Ex. 1055 ¶¶ 56–57. Dr. Jacob testifies that SIMD 

architecture is “a very narrow type of accelerator architecture in computer 

design,” and is “used in very specific application areas that can exploit such 

an arrangement (e.g., graphics processing and some high-performance 

computing).” Ex. 1055 ¶ 57.  

Shaffer discloses speed-control systems for personal computers 

targeting, for example, savings when computers “are left on for extended 

periods of time, even when not being actively used.” Ex. 1005, 1:15–28. 

Shaffer discloses that its invention is applicable to a broad range of 

“microprocessor-based devices and/or battery powered intelligent devices 

that need to conserve battery power, such as PCS, cellular phones, personal 

digital assistants (PDA), and battery backed-up systems like private branch 

exchange (PBXs) or medical equipment.” Id. at 2:55–62. We therefore find 

Shaffer’s disclosures are broadly applicable to multiple architectures, and 

are not limited to the particular processor arrangement that Dr. Conte 

proposes. In a multiprocessor system using a single clock module, as Shaffer 

discloses, the single clock frequency is provided to control the clock 

frequency of all CPUs (i.e., control a clock frequency of a second master 

device). See Pet. 23 (citing Ex. 1002 ¶ 232 (“As the system uses a shared-

bus organization, a person of ordinary skill would understand that any 

additional CPUs, if present, would be attached to the system bus 21 in the 

same manner as CPU 20.”)). 

Shaffer’s system operating as Petitioner describes would not be 

“contrary to Shaffer’s principle of operation,” as Patent Owner alleges, 

because Shaffer seeks “to ensure that the CPU is operating at the most power 

efficient level for any given task.” Ex. 1005, 2:26–30 (emphasis added). 

Seeking optimum performance in Shaffer necessarily occurs within the 
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constraints of a hardware system, and even if a system with two clock 

modules could achieve higher efficiency in certain situations, that would 

nonetheless permit an approach using one clock module to control two CPUs 

performing different tasks. Thus, we find that Shaffer discloses reducing 

power consumption by reducing system clock speed when the processing 

workload allows, and discloses doing so in a multiprocessor system with one 

clock module. Ex. 1005, 4:51–54, 5:5–8, 6:2–5. 

4. “output to control a clock frequency of the bus” 
Petitioner relies on Shaffer’s clock module 50 providing a clock signal 

to Shaffer’s system bus. Pet. 31 (citing Ex. 1005, 2:17–19, 4:15–25, 5:66–

6:2). Patent Owner contends that Petitioner relies on different buses for 

different limitations, by pointing to Shaffer’s “data/command bus 21” as the 

bus connecting the asserted master devices, but pointing to Shaffer’s 

“system bus” as receiving the clock signal. PO Resp. 25–28. Patent Owner 

acknowledges that Petitioner treats the “data/command bus 21” and “system 

bus” as one and the same, but asserts that Shaffer consistently describes the 

two separately and assigns a reference numeral to only the data/command 

bus 21. Id. at 26–27.  

We find that Shaffer discloses its clock module 50 providing a clock 

signal to data/command bus 21, the same bus that Petitioner relies on for 

other limitations. That conclusion arises from Shaffer’s disclosures that 

show its data/command bus 21 is the described system bus. Shaffer’s 

Summary of the Invention refers to “the CPU and other system buses” 

without mentioning any more-specific bus. Ex. 1005, 2:17–19; accord id., 

code (57). Shaffer also discloses that the “CPU speed control system 18” 

provides the clock frequency “to the other controllers and buses in the 
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system” and specifically mentions the “data/command bus 21.” Id. at 4:15–

25. Figure 1 shows that “data/command bus 21” connects CPU 20 with 

memory controller 22 and peripheral bus controller 24. Id. Fig. 1. Finally, 

Shaffer discloses that “the clock module 50 drives the entire system bus (as 

mentioned above) and thereby reduces power requirements for the 

processor, related chipsets, memory, controllers and the like.” Id. at 5:66–

6:2. Those disclosures demonstrate that Shaffer’s clock module 50 provides 

an output to control a clock frequency of data/command bus 21, because that 

bus connects the processor, memory, and peripheral controller. 

5. Objective indicia of nonobviousness 
Patent Owner asserts that objective indicia of nonobviousness show 

that the claimed invention would not have been obvious. PO Resp. 56–61. 

Patent Owner alleges the existence of commercial success and that the 

’759 patent proceeded contrary to conventional wisdom. Id.  

As to commercial success, Patent Owner relies on the jury’s verdict 

awarding damages of $675 million against Intel. Id. at 57 (citing Ex. 1027, 

6). To establish a nexus between Intel’s alleged commercial success and the 

’759 patent’s claims, Patent Owner asserts that the jury was “instructed to 

determine damages solely based upon the value of the patented inventions 

apart from any unpatented features.” PO Resp. 58 (citing Ex. 2067, 

1544:14–16, 1545:13–1546:9); PO Sur-reply 20 (noting that the district 

court rejected Intel’s post-trial motions and entered final judgment).  

When the evidence shows that a product includes “the invention 

disclosed and claimed in the patent,” we presume that any commercial 

success of the product is due to the patented invention. PPC Broadband v. 

Corning Optical Commc’ns, 815 F. 3d 734, 746–747 (Fed. Cir. 2016). Such 
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a presumed nexus requires not only that a commercial product embodies the 

claims, but also that it is coextensive with them. See Fox Factory, Inc. v. 

SRAM, LLC, 944 F.3d 1366, 1373 (Fed. Cir. 2019) (“[P]resuming nexus is 

appropriate ‘when the patentee shows that the asserted objective evidence is 

tied to a specific product and that product embodies the claimed features, 

and is coextensive with them.” (quoting Polaris Indus., Inc. v. Arctic Cat, 

Inc., 882 F.3d 1056, 1072 (Fed. Cir. 2018))). 

Petitioner notes that the jury infringement verdict is on appeal and 

does not apply to all of the challenged claims. Pet. Reply 22–23, n. 8. 

According to Petitioner, notwithstanding Patent Owner’s citation to “cases 

in support of the proposition that a jury verdict can form part of a 

commercial success analysis, those cases don’t excuse [Patent Owner’s] 

burden on the elements that it must prove.” Id. at 22–23 (citing Gambro 

Lundia AB v. Baxter Healthcare Corp., 110 F.3d 1573, 1579 (Fed. Cir. 

1997) (“Of course the record must show a sufficient nexus between this 

commercial success [of the infringing product] and the patented invention.”).  

Petitioner contends that Patent Owner fails to provide meaningful 

explanation of its commercial success allegations and fails to show nexus 

between the claimed features and the alleged commercial success. Id. at 22. 

Petitioner argues that the challenged claims were not the basis for customer 

demand of the accused products. Id. at 23 (citing Ex. 1058, 811:13–812:24 

(Intel employee Adam King testifying that Intel’s customers care about 

numerous technical attributes, including graphics performance for video 

editing, camera quality for video conferencing and power efficiency for 

laptops)).  

Other than the jury verdict, Patent Owner’s sole argument that the 

infringing product’s alleged commercial success arose from features claimed 
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in the ’759 patent cites Intel’s article in an IEEE publication promoting its 

“Speed Shift” technology. PO Resp. 58 (citing Ex. 2068, 54); PO Sur-reply 

20–21. Patent Owner asserts that the IEEE paper describes a “revolutionary” 

approach in which a device called a PCU, functioning as a programmable 

clock controller, improves performance over operating-system-based 

approaches. Id. (citing Ex. 2068, 54, Ex. 2065 ¶¶ 72–73).  

The IEEE article cited by Patent Owner is not sufficient evidence to 

demonstrate the requisite nexus. Intel’s employee testified that it takes years 

and thousands of engineers to build a new generation of processors because 

such devices include thousands of features and enhancements. Ex. 1058, 

811:2–12. Petitioner notes that Patent Owner accused only the Speed Shift 

feature of infringing the ’759 patent and that Patent Owner’s damages 

expert, Dr. Sullivan, “conceded that many of the thousands of other features 

‘have nothing to do with what [Patent Owner] accuses.’” Pet. Reply 23 

(quoting Ex. 1057, 690:19–691:24). Petitioner additionally points out that, in 

a subsequent trial, Patent Owner’s expert agreed that Intel would have sold 

the accused products regardless of the alleged infringement. Id. (citing 

Ex. 1061, 771:13–22 (testifying that Intel would have made the same sales, 

even if the jury found the products not to infringe)).  

The record before us does not show that Intel’s product or products 

underlying the infringement verdict are coextensive with “the invention 

disclosed and claimed.” See Fox Factory, 944 F.3d at 1373, 1377; see 

Facebook, Inc. v. Express Mobile Inc., IPR2021-01457 Paper 38 at 76–80 

(PTAB March 14, 2023) (concluding an infringement verdict was 

insufficient to establish nexus). Rather, the record shows that the accused 

products contained many features beyond those relevant to the ’749 patent. 

Ex. 1057, 690:19–691:24; Ex. 1058, 815:16–816:21.  
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8. Claim 17 
Petitioner relies on Shaffer as disclosing the additional limitations of 

claim 17, which depends from claim 14. Pet. 31, 33. Patent Owner does not 

challenge those contentions. We have reviewed Petitioner’s contentions and 

determine that Petitioner has shown claim 17 would have been obvious over 

Shaffer and Lint.  

C. OBVIOUSNESS OVER SHAFFER, LINT, AND KIRIAKE  
(CLAIMS 18, 21–22, 24) 

For independent claim 18, Petitioner relies on its claim 1 contentions, 

addressing the differences in the language between claims 1 and 18, and 

asserting that Kiriake discloses both master devices and the claimed arbiter. 

Pet. 34–38. For claims 21, 22, and 24, each of which depends from claim 18, 

Petitioner points to Shaffer’s additional disclosures that teach or suggest the 

additional limitations recited in those claims. Pet. 38–39. Other than as 

discussed above regarding claim 1, Patent Owner does not dispute 

Petitioner’s contentions. We have reviewed the record, including Patent 

Owner’s asserted objective indicia of nonobviousness, and determine that 

Petitioner has shown claims 18, 21, 22, and 24 would have been obvious 

over Shaffer, Lint, and Kiriake.  

D. OBVIOUSNESS OVER CHEN AND TERRELL  
(CLAIMS 1, 14, 17) 

Relying on Chen for most limitations of claim 1, Petitioner submits 

that Terrell teaches requesting a clock speed change “in response to a 

predefined change in performance of the first master device” and that the 

predefined change “is due to loading of the first master device as measured 

within a predefined time interval.” Pet. 40–49.  
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Chen discloses an extension to an input/output (“I/O”) bus and bridge 

chip that allows higher-speed operation. Ex. 1003, code (57), 1:6–8. To that 

end, Chen discloses a system “for switching between different data transfer 

speeds.” Id. at 1:61–62. Chen’s host bridge “interconnects a system bus with 

an I/O bus” and includes control logic to allow “bus transactions at both a 

high frequency and a lower frequency.” Id. at 2:1–6.  

Chen’s Figure 1 is reproduced below: 

 

Cl'U 
10 

HOST 

I 

SYSTEM 
MEMORY 

HOST BRIDGE 
20 

14 

BRIDGE SBH 
SPEED REO l----=:..._--1 CLOCK GATE 

22 

SBD1 

DEV SPEED CTRL REO 38 39 -
DEVICE 1 

!!2 

.---- LOGIC 24 1-

BRIDGE 
CNTRt. 25 

1-

SB02 

._jo 

SLOT 32 

SPEED DEV 

REO :35 1- CTRL 
37 -

DEVICE 2 
;Ji 

Z1 

100MHz 
CLOC!I 26 

1 
SO MHZ 
ClOCK 28 

FIG. 1 

Appx00192

Case: 23-2158      Document: 53     Page: 269     Filed: 10/24/2024



IPR2021-01064 
Patent 7,725,759 B2 

31 

Figure 1 depicts CPU 10 connected to system bus 12, which connects to host 

bridge 20, which interconnects system bus 12 with I/O bus 40 that 

communicates with devices 34 and 36. Id. at 2:50–3:4. Device 36 is a 

“soldered device” while device 34 is a “pluggable device” in slot 32. Id. 

at 3:1–3. Devices 34 and 36 have speed requesting circuits 38 and 35, 

respectively, that communicate with clock gate logic circuit 24, which 

causes the frequency of bus 40 to be dynamically changed through unique 

clock lines 27. Id. at 3:4–22. 

Terrell discloses a system and method for controlling the frequency of 

a common clock shared by a number of processing elements. Ex. 1004, 

code (57). Terrell states that “it is desirable to be able to reduce the 

frequency of a shared clock to the minimum frequency that allows the 

processing elements to function correctly while using the least amount of 

power.” Id. ¶ 5. Terrell states that its goal would be desirable in “[a]n on-

chip bus that hosts two or more bus masters, all of which share a common 

bus clock.” Id. ¶ 8.  

To implement its approach, Terrell discloses “two basic steps”: 

1. Over a sample period, measure how many clock cycles are 
being used by each processing element that is attached to the 
shared clock. 
2. Adjust the system clock frequency to provide the minimum 
number of clock cycles required by the processing element that 
is using the largest number of clock cycles. 

Id. ¶¶ 25–27.  

1. Reason to combine 
Petitioner asserts that Chen’s master devices 34 and 36 send requests 

to change a clock frequency, and that skilled artisans would have had reason 
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to modify Chen’s master devices so that they send requests in response to a 

predefined change in their performance. Pet. 42–47. Petitioner submits that 

“it was well-known, desirable, and taught by Terrell to save power.” Id. 

at 44 (quoting Ex. 1004 ¶ 5 (“[I]t is desirable to be able to reduce the 

frequency of a shared clock to the minimum frequency that allows the 

processing elements to function correctly while using the least amount of 

power.”)). Petitioner contends further that Chen teaches embodiments 

relevant to “a cost-oriented solution and/or low-frequency operations for 

saving power.” Id. at 44 (citing Ex. 1003, 5:21–24, 4:36–39, 3:25–29, 3:42–

44).  

We agree that Chen discloses operating at lower speeds for certain 

circumstances. For example, Chen discloses using increased frequency for 

only memory read and write operations, while using lower frequency for bus 

arbitration and other operations. Ex. 1003, 4:24–36. Chen notes further that 

the system could use its high-frequency mode for all operations if the 

“additional cost and complexity is not a factor.” Id. at 4:36–39. As Patent 

Owner points out, however, “this increased cost and complexity is fixed at 

the time of design regardless of whether the bus is run at higher or lower 

speed.” PO Resp. 35–36. Thus, we find that Chen discloses the reduced 

fixed cost of components that operate only at a lower frequency, but does 

not disclose reduced power consumption when operating at a lower 

frequency. 

While Chen does not expressly disclose power savings, the record 

supports a finding that skilled artisans would have understood power savings 

as an important consideration. See Ex. 1056, 386:2–4 (Patent Owner’s 

expert, Dr. Conte, testifying in the litigation that “power savings in 

designing a processor” is “extremely important”). Indeed, Terrell discloses 
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that “it is desirable to be able to reduce the frequency of a shared clock to 

the minimum frequency that allows the processing elements to function 

correctly while using the least amount of power.” Ex. 1005 ¶ 5. We conclude 

therefore that the prospect of achieving power savings would have motivated 

skilled artisans to operate Chen’s system at a reduced clock frequency when 

not required by performance demands. See Intel Corp. v. PACT XPP 

Schweiz AG, 61 F.4th 1373, 1380 (Fed. Cir. 2023) (“‘[U]niversal’ 

motivations known in a particular field to improve technology provide ‘a 

motivation to combine prior art references even absent any hint of 

suggestion in the references themselves.’” (quoting Intel Corp. v. Qualcomm 

Inc., 21 F.4th 784, 797–99 (Fed. Cir. 2021))). 

Patent Owner contends that Chen and Terrell have opposite goals 

because Chen focuses on increasing frequency for performance while Terrell 

focuses on reducing frequency for power savings. PO Resp. 32–37. 

Petitioner, however, explains how the teachings would work together to 

“select a clock frequency that increases the devices’ frequency only when 

needed, to reduce power consumption, even if the devices can use higher 

speeds.” Pet. 45. Such a combination is consistent with Chen’s teachings of 

increasing frequency for certain operations, and also consistent with 

Terrell’s teachings of reducing frequency when possible. In this way, we 

credit Dr. Jacob’s testimony that the combination would have balanced “the 

inherent trade-off between highest performance at the highest cost, and 

lower (but perhaps still acceptable) performance at a lower cost.” Ex. 1055 

¶ 112. Thus, the combined system Petitioner asserts would have been able to 

operate at reduced frequency (conserving power) in low-activity times and 

increased frequency when the system required higher performance. Id. 

¶ 117.  
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Because the asserted combination would have been able to satisfy a 

performance demand, we do not agree with Patent Owner that the 

combination defeats Chen’s intended purpose. See PO Resp. 37–42. Patent 

Owner’s interpretation, that Chen requires maximum speed at all times, is 

implausible in light of Terrell’s recognition that systems may spend time in 

an idle state (Ex. 1004 ¶ 54), and Chen’s disclosure of operating devices 

below their maximum speed (Ex. 1003, 3:42–43 (“I/O devices which 

normally operate at 66 M[H]z can be operated at 50 M[H]z.”)). We conclude 

that Chen’s “principle of operation and stated goal” are preserved by the 

asserted combination, in which bus speed is reduced when performance 

needs allow and then increased to the limit of a device’s capabilities when 

required.  

Patent Owner argues additionally that the asserted combination would 

have required modifying devices to support reduced speed, and that the 

required modifications would increase cost and complexity such that skilled 

artisans would not have made the combination. PO Resp. 42–47. Petitioner 

responds, on the other hand, that devices with thousands of transistors were 

commonplace at the time of the ’759 patent’s invention. Pet. Reply 18 

(citing Ex. 1055 ¶¶ 118–119). We agree with Petitioner that the added 

complexity required by the asserted combination would not have risen to a 

level that skilled artisans would have been dissuaded from making the 

combination. In particular, we agree that, by 2005, when the application 

resulting in the ’759 patent was filed, Terrell’s approach did not present a 

significant technological obstacle to a skilled artisan seeking to modify 

Chen’s system. See Pet. Reply 18. We credit Dr. Jacob’s testimony that 

technology had advanced considerably following Chen’s mid-1990s 

disclosure such that the modification would have imposed a modest 
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challenge. See Ex. 1055 ¶ 118–119. That same technological progress 

likewise would minimize any challenge skilled artisans would have had with 

modifying Chen’s master devices. See PO Resp. 42–43. Those devices 

would have required only modest changes to work with the modified system, 

and skilled artisans implementing Chen’s system in 2005 would have done 

so with integrated devices, thus eliminating Patent Owner’s asserted need to 

modify a host of disparate devices. See Ex. 1055 ¶¶ 119, 132–137. 

Patent Owner further challenges Petitioner’s reliance on Terrell’s 

statement that its teachings apply to “[a]n on-chip bus that hosts two or more 

bus masters, all of which share a common bus clock.” Ex. 1004 ¶¶ 6, 8; 

PO Resp. 47–48 (citing Pet. 46). Patent Owner points out that Chen’s bus 40 

is a peripheral, off-chip bus and implicates different design constraints. Id. 

Petitioner contends that, regardless of whether Chen’s bus is itself an 

on-chip bus, technological progression after Chen resulted in master devices 

moving on-chip and using an on-chip bus. Pet. Reply 19 (citing Ex. 1055 

¶¶ 132–137). Notwithstanding Dr. Jacob’s testimony that Chen’s system 

would be implemented differently by the time of the ’759 patent, the dispute 

does not change our determination because, as discussed above, Petitioner 

has shown that skilled artisans would have made the asserted combination, 

aside from Terrell’s statement about on-chip buses. Terrell’s statement of 

particular applicability to on-chip buses does not undermine its separate 

statement regarding the desirability of reducing power consumption by 

reducing clock frequency when possible. Ex. 1004 ¶ 5. That express 

teaching shows that skilled artisans understood the possibility of reducing 

power by reducing frequency.  

We conclude that skilled artisans had reason to arrive at the asserted 

combination.  
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2. “providing the clock frequency . . . as an output to control  
a clock frequency of a second master device” 

Petitioner contends that, in Chen, when the first master device 

requests a clock-frequency change, Chen’s clock gate logic 24 provides the 

high-speed clock on clock line 27 as an output to control a clock frequency 

of a second master device coupled to the bus. Pet. 48. Because the master 

devices may conduct “peer to peer transactions,” when both indicate they 

support high-speed communications, they both receive the same clock 

frequency. Ex. 1003, 5:13–24 (“With the PCI, and some other I/O bus 

specifications, each device is required to receive its own unique clock 

signal.”), 5:25–29 (“[E]ach device receives its own unique clock line which 

will be clocked at the appropriate frequency.”), 5:59–65 (discussing peer-to-

peer transfer).  

Further, Petitioner contends Chen provides that same frequency to the 

bus to facilitate the communication. Pet. 49 (citing Ex. 1003, 2:8–14 (“In 

response to” a signal indicating high-frequency capability, “control logic in 

the bridge chip causes the higher frequency clock in the bridge chip to be 

activated such that the host bridge, bus and I/O device are all then operating 

at the higher frequency.”)).  

Patent Owner responds that Chen does not disclose providing the 

clock frequency as an output to control a clock frequency of a second master 

device because Chen discloses controlling only the bus frequency, not the 

master device frequency itself. PO Resp. 48–56. Patent Owner points to 

Chen’s disclosure that “[c]lock gate circuit 24 causes the frequency of 

bus 40 to be dynamically changed (gated) by transmitting the appropriate 

device unique clock lines 27.” Id. at 49–50 (quoting Ex. 1003, 3:20–22). In 

Patent Owner’s view, Chen’s clock lines 27 can serve to control the bus 
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frequency or the master devices’ frequencies, but not both. Id. at 49. Patent 

Owner reasons that Chen’s I/O devices “included an internal clock, separate 

and apart from the PCI bus clock,” and thus cannot satisfy the claim 

language. Id. at 50. For support, Patent Owner cites “the OTI Sound/Fax 

Card,” which Patent Owner views as an exemplary device from Chen. Id. 

at 50–52; PO Sur-Reply 18 (citing Ex. 1003, 1:18–22).  

Chen states in its discussion of the background that “many I/O 

devices, such as . . . sound cards, and the like still operate at frequencies 

ranging from 33 M[H]z to 66 M[H]z.” Ex. 1003, 1:18–22. Although Patent 

Owner argues the OTI Sound/Fax Card is an exemplary sound card 

contemporaneous with Chen, Patent Owner does not establish that all I/O 

devices compatible with Chen would have had internal clocks such that 

Chen did not provide a clock output to its I/O devices. We agree with 

Dr. Jacob, who testifies that Chen indicates the opposite—that its bus 

devices did not necessarily have separate, internal clocks. Ex. 1055 ¶ 124–

126. Dr. Jacob explains that because Chen discloses distinct bus clock lines 

for each bus device, Chen suggests that the bus clock does run the devices’ 

internal circuitry. Id. On Chen’s shared bus, devices not involved in an 

active communication would have no need for their bus interfaces to remain 

active, so there would be no point to sending them a clock signal different 

from the active bus clock. If, instead, those devices were relying on the bus 

clock for more than bus communication—i.e., to run their internal circuity—

then sending the distinct clock signal at a frequency different from active 

bus communication would allow those devices to remain operational while 

bus communication occurs with other devices. Id. Because multiple distinct 

clock lines come at a cost, Chen’s designers would only include those clock 

lines if they provided a benefit. Id. Based on the record, we agree with 
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clocked to the same frequency when conducting transactions over the bus” 

and that, therefore, “it is irrelevant whether such devices could also have 

other clocks within them.” Pet. Reply 21. 

Relatedly, Patent Owner argues that Chen’s “clock line 27 output by 

clock gate logic 24” can satisfy only one of the limitations that require both 

(1) an output to the second master device and (2) an output to the bus. 

PO Resp. 53–55. We do not agree, in light of Chen’s disclosure that “control 

logic in the bridge chip causes the higher frequency clock in the bridge chip 

to be activated such that the host bridge, bus and I/O device are all then 

operating at the higher frequency.” Ex. 1003, 2:8–14; accord id. at 4:63–5:5 

(“Clock gate logic 24 will then enable the high frequency clock 26 and drive 

bus 40 at 100M[H]z.”). Chen’s disclosures support that clock gate logic 24 

provides the clock frequency to both the bus itself (via the bridge chip) and 

the bus devices (via the distinct device clock lines). 

In view of the foregoing, we find that Chen discloses providing the 

clock frequency of the high-speed clock as an output to control a clock 

frequency of a second master device coupled to the bus and as an output to 

control a clock frequency of the bus.  

3. Conclusion 
We have considered the full record, including evidence and arguments 

presented by Petitioner and Patent Owner on whether Chen and Terrell teach 

or suggest claim 1’s limitations, whether there was a reason that skilled 

artisans at the time would have combined Chen and Terrell as asserted, and 

whether objective indicia indicate the claims would not have been obvious. 

Based on the full record, we conclude that Petitioner has shown by a 

preponderance of the evidence that claim 1 would have been obvious over 
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Chen and Terrell. Patent Owner’s arguments discussed above apply to 

claims 1 and 14. See PO Resp. 48–49. We conclude that Petitioner has 

shown by a preponderance of the evidence that claim 14 would have been 

obvious over Chen and Terrell. Pet. 49–52.  

Petitioner relies on Chen and Terrell as disclosing the additional 

limitations of claim 17, which depends from claim 14. Pet. 52–53. Patent 

Owner does not challenge those contentions. We have reviewed Petitioner’s 

contentions and determine that Petitioner has shown claim 17 would have 

been obvious over Chen and Terrell.  

E. OBVIOUSNESS OVER CHEN, TERRELL, AND KIRIAKE  
(CLAIMS 18, 21, 22, 24) 

For independent claim 18, Petitioner relies on its claim 1 contentions, 

additionally addressing the unique claim language and asserting that Kiriake 

discloses both master devices and the claimed arbiter. Pet. 54–59. For 

claims 21, 22, and 24, each of which depends from claim 18, Petitioner 

points to Chen’s additional disclosures that render obvious the additional 

limitations. Pet. 59–60. Patent Owner does not challenge those contentions. 

We have reviewed Petitioner’s contentions and determine that Petitioner has 

shown claims 18, 21, 22, and 24 would have been obvious over Chen, 

Terrell, and Kiriake.  

F. PATENT OWNER’S MOTION TO EXCLUDE 
Patent Owner moves to exclude Dr. Jacob’s Declarations (Ex. 1002 

and Ex. 1046, “Original Declarations”) as inadmissible hearsay under 

Federal Rules of Evidence 801 and 802. Paper 88 (“PO Mtn. Exclude”). 

Patent Owner argues that the Original Declarations were not “executed in 

connection with the current proceeding, and therefore were not made ‘while 
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different from that in district courts. Notably, the Board’s rules generally do 

not allow an expert to “testify” in person at an IPR hearing. See 37 C.F.R. 

§ 42.53 (a)–(b)(1); 35 U.S.C. § 316(a)(5); 35 U.S.C. § 23. Testimony is 

instead submitted as evidence in the form of affidavits and deposition 

transcripts. See 37 C.F.R. §§ 42.53, 42.63. Our rules, therefore, contemplate 

that declarants in IPRs do not “testify” in the traditional sense of giving live 

testimony in a courtroom.  

As other Board decisions have noted, “[w]ithout exception, the Board 

accepts the filing of sworn witness declarations in lieu of live testimony in 

administrative patent trials.” Grünenthal Gmbh v. Antecip Bioventures II 

LLC, PGR2018-00062, Paper 32 at 15 (PTAB Oct. 29, 2019). Our 

procedures adopt that practice for its efficiency and ensure fairness by 

allowing cross-examination. See id.; 37 C.F.R. § 42.51(b)(ii). Dr. Jacob has 

made himself available for cross-examination and confirmed that the 

declarations express his opinions here, in this proceeding. Thus, in these 

respects, the Original Declarations are no different than the other testimony 

relied on by the parties, and are not hearsay subject to exclusion.  

Indeed, during his cross-examination, Dr. Jacob confirmed that the 

Original Declarations set forth his opinions regarding the ’759 patent. 

Ex. 2066, 69:12–17 (identifying Ex. 1002), 72:11–21 (identifying Ex. 1046), 

73:4–10 (confirming the declarations set forth his opinions). In Intel’s 

proceeding asserting the same grounds and seeking joinder, Dr. Jacob filed a 

declaration reaffirming his Original Declarations and confirming that he 

would appear for cross-examination. IPR2022-00366, Ex. 1049. We noted 

that Dr. Jacob’s reaffirming declaration and availability for cross-

examination allayed concerns about hearsay. Paper 43 (joinder decision), 15. 

While the reaffirming declaration is not of record in this proceeding, 
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22, and 24 are unpatentable. Patent Owner has not shown that we should 

exclude Exhibits 1002 and 1046.  

In summary: 

IV. ORDER 
In consideration of the foregoing, it is hereby: 

ORDERED that Petitioner has shown by a preponderance of the 

evidence that claims 1, 14, 17, 18, 21, 22, and 24 are unpatentable; 

FURTHER ORDERED that Patent Owner’s Motion to Exclude 

(Paper 88) is denied; and 

FURTHER ORDERED that, because this is a Final Written Decision, 

parties to the proceeding seeking judicial review of the decision must 

comply with the notice and service requirements of 37 C.F.R. § 90.2. 

  

                                     
any such related matters in updated mandatory notices. See 37 C.F.R. 
§ 42.8(a)(3), (b)(2). 

Claim(s) 
 

35 
U.S.C. §  Reference(s)/Basis 

Claim(s)  
Shown 

Unpatentable 

Claim(s) 
Not shown 

Unpatentable 
1, 14, 17 103 Shaffer, Lint 1, 14, 17  
18, 21, 
22, 24 103 Shaffer, Lint, 

Kiriake 18, 21, 22, 24  

1, 14, 17 103 Chen, Terrell 1, 14, 17  
18, 21, 
22, 24 103 Chen, Terrell, 

Kiriake 18, 21, 22, 24  

Overall 
Outcome   1, 14, 17, 18, 

21, 22, 24  
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