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EXEMPLARY PATENT CLAIMS 

REPRESENTATIVE CLAIM 1 OF U.S. PATENTS. NO. 7,917,843 

A computer-implemented method for finding data related to the contents of a 
document using a first computer program running on a computer, the method 
comprising: 

displaying the document electronically using the first computer program; 
while the document is being displayed, analyzing, in a computer process, first 

information from the document to determine if the first information is 
at least one of a plurality of types of information that can be searched 
for in order to find second information related to the first information; 

retrieving the first information; 
providing an input device, configured by the first computer program, that 

allows a user to enter a user command to initiate an operation, the 
operation comprising (i) performing a search using at least part of the 
first information as a search term in order to find the second 
information, of a specific type or types, associated with the search term 
in an information source external to the document, wherein the specific 
type or types of second information is dependent at least in part on the 
type or types of the first information, and (ii) performing an action using 
at least part of the second information; 

in consequence of receipt by the first computer program of the user command 
from the input device, causing a search for the search term in the 
information source, using a second computer program, in order to find 
second information related to the search term; and 

if searching finds any second information related to the search term, 
performing the action using at least part of the second information, 
wherein the action is of a type depending at least in part on the type or 
types of the first information. 

 
REPRESENTATIVE CLAIM 93 OF U.S. PATENT NO. 7,496,854 

A method for assisting a computer operator to retrieve information from a database 
that is related to text in a document, the method comprising the steps of: 

(1) using a first computer program to analyze the document, without direction 
from the operator, to identify text in the document that can be used to 
search for related information, 

(2) using a second computer program and the text identified in step (1) to 
search the database and to locate related information, and 

(3) inserting the information located in step (2) into the document. 
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REPRESENTATIVE CLAIM 2 OF U.S. PATENT NO. 7,921,356 

At least one non-transitory computer readable medium according to claim 1 wherein 
the instructions establish processes wherein: 

when the information source does not include the search term, the action 
comprises causing indication to the user that the information source 
does not include the search term. 

 
Claim 1 of U.S. Patent No. 7,921,356 

 
At least one non-transitory computer readable medium encoded with instructions 
which, when loaded on a computer, establish processes for contact information 
handling, implemented by a document editing program running in the computer, the 
processes comprising: 

allowing a user to enter textual information into a document using the 
document editing program; 

displaying the textual information in the document electronically using the 
document editing program; 

allowing, in the document editing program, the user to select in the document 
at least a portion of the textual information while the textual 
information is displayed; 

following user selection of textual information in the document, analyzing, by 
the document editing program, the selected textual information to 
determine if the selected textual information is regarded by the 
document editing program as contact information and what type or 
types of contact information the selected textual information is; 

providing an input device configured by the document editing program to 
allow the user to initiate an operation, such operation being of a type 
depending at least in part on the type or types of contact information of 
the selected textual information, the operation comprising identifying 
at least part of the selected textual information to use as a search term 
in order to find second information, of a specific type or types, 
associated with the search term in an information source external to the 
document; 

after identifying at least part of the selected information to use as a search 
term, and in consequence of receipt by the document editing program 
of an execute command from the input device, performing the 
operation, wherein the operation further comprises: 
causing an electronic search in the information source, by an 

information management program external to the document 
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editing program, for the search term in order to find whether the 
search term is included in the information source; and 
performing an action having a type, 

wherein the type of action depends at least in part on whether the search 
term is included in the information source, and if the search term 
is so included, and if the information source includes the second 
information, the action comprises causing insertion of at least 
part of the second information into the document. 

 
REPRESENTATIVE CLAIM 1 OF U.S. PATENT NO. 8,306,993 

A computer implemented method for information handling, the method comprising:   
providing access to a contact database that can also be separately accessed and 

edited by a user and wherein the contact database includes at least three 
fields for storing contact information associated with each of one or 
more contacts, each of the at least three fields within the contact 
database being specific to a particular type of contact information 
selected from the group consisting of name, title, address, telephone 
number, and email address; 

analyzing in a computer process textual information in a document configured 
to be stored for later retrieval to identify a portion of the document as 
first contact information, without user designation of a specific part of 
the textual information to be subject to the analyzing, wherein the first 
contact information is at least one of a name, a title, an address, a 
telephone number, and an email address; 

after identifying the first contact information, performing at least one action 
from a set of potential actions, using the first contact information 
previously identified as a result of the analyzing, wherein the set of 
potential actions includes: 
(i) initiating an electronic search in the contact database for the first 

contact information while it is electronically displayed in order 
to find whether the first contact information is included in the 
contact database; and 

when a contact in the contact database includes the first contact 
information, if second contact information in the contact 
database is associated with that contact, electronically displaying 
at least a portion of the second contact information, wherein the 
second contact information is at least one of a name, a title, an 
address, a telephone number, and an email address; 

(ii) initiating electronic communication using the first contact 
information; and 
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(iii) allowing the user to make a decision whether to store at least part 
of the first contact information in the contact database as a new 
contact or to update an existing contact in the contact database; 

wherein the computer implemented method is configured to perform 
each one of action (i), action (ii), and action (iii) using the first 
contact information previously identified as a result of the 
analyzing; and 

providing for the user an input device configured so that a single execute 
command from the input device is sufficient to cause the performing. 
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N/A 

3. All parent corporations and any publicly held companies that own 10 percent of 
more of the stock of the party or amicus curiae represented by me are: 

None 

4. The names of all law firms and the partners or associates that appeared for the 
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 Arendi S.A.R.L. v. Blackberry Limited, et al., 1:12-cv-01597-VAC-JLH 
(D. Del.)  
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STATEMENT OF RELATED CASES 

Arendi S.à.r.l. (“Arendi”) appeals from final judgment in two patent 

infringement suits before the U.S. District Court for the District of Delaware. In 

those actions, brought against Google LLC (“Google”), No. 13-cv-919-JLH, and 

Oath Inc. and Oath Holdings Inc. (collectively “Oath), No. 13-cv-920-GBW, Arendi 

alleged infringement of U.S. Patents. No. 7,917,843 (“the ’843 patent”), 8,306,993 

(“the ’993 patent”), U.S. Patent No. 7,496,854 (“the ’854 patent”) and, with respect 

to Google, U.S. Patent No. 7,921,356 (“the ’356 patent”).  

The outcome of this appeal may affect related cases pending before the U.S. 

District Courts for the District of Delaware and the Western District of Washington, 

in which Arendi alleges infringement of the ’843 patent and ’993 patent by other 

defendants. Those cases are Arendi S.A.R.L. v. Motorola Mobility LLC, 12-cv-

01601-JLH (D. Del.); Arendi S.A.R.L. v. LG Electronics Inc., et al., 12-cv-1595-

GBW (D. Del.); Arendi S.A.R.L. v. HTC Corp., 12-cv-1600-GBW (D. Del.); Arendi 

S.A.R.L. v. Blackberry Limited, et al., 12-cv-1597-GBW (D. Del.); Arendi S.A.R.L. 

v. HTC America, Inc., 2:18-cv-1725-BJR (W.D. Wash.). Those cases and this appeal 

concern the construction of terms in the ’843 and ’993 patents, as well as the 

patentability of certain claims of the ’993 patent under 35 U.S.C. § 101. 

Arendi is unaware of any cases currently pending before other tribunals that 

would directly affect the Court’s decision in this appeal.  
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STATEMENT OF JURISDICTION 

This Court has jurisdiction under 28 U.S.C. § 1295(a)(1). The district court 

had jurisdiction under 28 U.S.C. §§ 1331 and 1338 over these actions for patent 

infringement.  

In the Oath action, the district court granted Oath’s motion for summary 

judgment on March 31, 2022, granting judgment against Arendi on all remaining 

claims. Appx57. Arendi timely filed its Notice of Appeal on May 2, 2022. The Court 

stayed the appeal pending a final judgment in the Google action. 

In the Google action, the district court entered Final Judgment on February 2, 

2024, in favor of Google on Arendi’s claim of patent infringement of the ’843 patent, 

Appx1, after denying Arendi’s timely post-trial motions for judgment as a matter of 

law and, in the alternative, for a new trial under Federal Rules of Civil Procedure 

50(b) and 59(a)(1). Appx96. Arendi timely filed its Amended Notice of Appeal on 

February 23, 2024.  

STATEMENT OF THE ISSUES  

1. Whether the district court erred by finding the ’993 patent,’854 patent, 

and ’356 patent ineligible under 35 U.S.C. § 101. 

2. Whether the district court erred in its construction of claim terms, 

including in ruling claim 98 of the ’854 patent to be indefinite. 
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3. Whether the district court erred in granting summary judgment of 

noninfringement in favor of Oath and partial summary judgment of noninfringement 

in favor of Google.  

STATEMENT OF THE CASE 

The asserted Arendi patents provide improved methods and systems of 

information handling between computer programs. Among other advantages, the 

claims enable users to work in a document in one computer program while 

simultaneously searching for and retrieving information from a different program or 

information source with little to no user intervention. In addition to improving 

information handling between programs, the inventions overcome users’ difficulty 

in accessing, maintaining, and manipulating unfamiliar information management 

programs. The inventions provide significant efficiency gains and performance 

improvements for both the user and the computer system. 

Arendi filed suit against Google and Oath for patent infringement in 2013. 

Appx165; Appx6125. Google and defendants in several related cases petitioned for 

inter partes review of the ’843 patent, and the district court then stayed these cases. 

The Patent Trial and Appeal Board found claims of the ’843 patent invalid as 

obvious, but this Court reversed the PTAB’s ruling in August 2016. Arendi S.A.R.L. 

v. Apple Inc., 832 F.3d 1355, 1357 (Fed. Cir. 2016). These cases then proceeded in 

the district court.  
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Arendi filed amended complaints against Google in December 2018, 

Appx154, and Oath in April 2019, Appx5449, asserting that Google and Oath 

infringed claims of the ’843, ’854, and ’993 patents. Arendi also accused Google of 

infringing claims of the ’356 patent. Appx165. The accused products included both 

Defendants’ applications for smartphones and tablets (“Accused Apps”), and 

Google’s Android devices on which its Accused Apps were installed.  

Following a Markman hearing on July 26, 2019, Appx2340, the district court 

construed claim terms on August 19, 2019. Appx2; Appx40. The following claim 

constructions are disputed in this appeal:  

Term Construction Patents & Claims 
document a word processing, 

spreadsheet, or similar file 
into which text can be 
entered 

All claims 

while it is 
electronically 
displayed 

while the first contact 
information is electronically 
displayed in the document 
 

’993 patent, claims 1, 9, 
and 17 

 
The district court also construed claim 98 of the ’854 patent as a means-plus-function 

claim and, consequently, held that claim to be invalid as indefinite. Appx23-24; 

Appx26-27. 

 On December 20, 2019, the district court granted in part and denied in part 

Defendants’ motion for judgment on the pleadings under Section 101. Appx45-56. 

The district court found that “the most reasonable view of these patents is that they 
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are directed to solving a problem in a computerized context and, thereby, improving 

computer functionality.” Appx53. But it also found that the “abstract idea” of 

“identifying information in a document, searching for related information in a 

separate source, and using [the] found information in some way” was a “fair 

characterization of the claims.” Appx54. Finding governing law to be not “entirely 

clear” when “a patent . . . is directed to improving computer functionality where the 

problem purportedly solved in a problem that also exists in the physical world,” 

Appx53-54, the district court reached different conclusions with regard to the four 

patents.  

First, after paraphrasing the limitations of the representative claim, the district 

court found the ’843 patent patent-eligible because it is “directed to an improvement 

in computer functionality” and “sufficiently analogous” to patents this Court held to 

be patent-eligible in prior cases. Appx54-55. But the district court—without 

paraphrasing or otherwise discussing the limitations of the other representative 

claims—then distinguished the other Arendi patents, finding them “not directed to 

an improvement in computer functionality.” Appx55. The district court stated that 

the representative claims of the ’993, ’356, and ’854 patents did not reflect the same 

“inventive concept of beneficial coordination” between a document and an 

information source external to the document. Id. With respect to the ’356 patent, for 

example, the district court stated: “I’m not seeing in this claim where the temporal 

limitation is present. That is, something that captures the purported improvement of 
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being able to work in two programs at the same time and use information from one 

program in the other program without having to close one of the programs.” Appx56. 

On March 31, 2022, the district court granted, in part, motions for summary 

judgment brought by Oath and Google on Arendi’s claims for infringement of the 

’843 patent. Appx57. First, it granted partial summary judgment of noninfringement 

with respect to products that Arendi accused of infringement because of their use of 

“Linkify” and “Smart Linkify”—technologies used, in part, to identify certain types 

of information in text (such as addresses, telephone numbers and email addresses) 

and convert them into links. Appx70-73, Appx86-88. That ruling turned on the 

district court’s previous construction of the term “document” to be an item “into 

which text can be entered,” which the summary judgment ruling clarified to require 

“that the document remain editable at least when it is displayed and analyzed.” 

Appx71 (“Since there is no dispute that Linkify and Smart Linkify do not work on 

editable files, there is also no dispute that the Accused Apps operating in conjunction 

with Linkify and Smart Linkify do not satisfy these claim limitations.”).  

The district court also granted summary judgment of noninfringement in favor 

of Oath with respect to claim 23 of the ’843 patent, which claims a computer-

readable medium “encoded with instructions which, when loaded on a computer, 

establish processes for finding data . . . the processes comprising” the claim 

limitations. Appx166 at 12:40-44; see Appx88-90. Notwithstanding the download 
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of its Accused Apps onto users’ devices, the district court held that Oath could not 

directly infringe claim 23 because Oath did not sell those devices.  

Trial in the Google case ran from April 24 to May 2, 2023, ultimately resulting 

in a jury verdict and Final Judgment of noninfringement. Appx1.  

SUMMARY OF ARGUMENT 

This consolidated appeal arises from three erroneous district court decisions 

that led to judgments in Google’s and Oath’s favor on Arendi’s claims against them 

for patent infringement. These three decisions were (i) the district court’s holding 

that three of Arendi’s patents were ineligible under 35 U.S.C. § 101, (ii) certain of 

the district court’s claim constructions, and (iii) the district court’s grants of partial 

summary judgment of non-infringement for Google and summary judgment of non-

infringement for Oath. The Court should reverse each of these decisions. 

First, each of the patents that Arendi asserted below—all of which belong to 

the same family and share the same specifications (in the case of the ’843, ’356, and 

’854 patents) or similar specifications (in the case of the ’993 patent)—are patent- 

eligible because they teach improvements in computer functionality, including 

“providing beneficial coordination between a first computer program displaying a 

document and a second computer program for searching an external information 

source.” Arendi, 832 F.3d at 1357. The district court itself concluded as much of the 

’843 patent, but then erred in differentiating the three other asserted patents. The 

distinctions the district court drew are contradicted by the claim language and 
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undermined by the patents’ shared and overlapping specifications, which make clear 

that they each disclose specific improvements in computer capabilities and are thus 

patent-eligible. 

Second, the district court misconstrued the terms “document” and “while it is 

electronically displayed.” The district court erroneously imported limitations from 

the specifications; misread those specifications; and failed to apply uncontradicted 

extrinsic evidence of the terms’ meaning. Its flawed construction of “document” 

resulted in summary judgment of noninfringement as to most products accused of 

infringement. The district court also mistakenly construed claim 98 of the ’854 

patent as a means-plus-function claim—even though it is standard computer-

readable-medium claim that does not recite a single function—leading the district 

court improperly to invalidate the claim as indefinite.  

Third, the district court erred in granting summary judgement of no direct 

infringement by Oath of claim 23 of the ’843 patent. Oath made, sold or offered for 

sale infringing computer readable mediums (CRMs) by providing its software for 

download onto Android devices. Yet the district court held that Oath could not be 

liable for the resulting CRMs because Oath did not make, use, or sell those devices. 

ARGUMENT 

1. STANDARD OF REVIEW 

“Patent eligibility under 35 U.S.C. § 101 is ultimately an issue of law we 

review de novo.” Berkheimer v. HP Inc., 881 F.3d 1360, 1365 (Fed. Cir. 2018). 
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Claim construction presents a question of law that this Court reviews de novo 

with only “subsidiary fact findings [] subject to clear error review.” Teva Pharms. 

USA, Inc. v. Sandoz, Inc., 789 F.3d 1335, 1337 (Fed. Cir. 2015). When a district 

court’s findings are based on intrinsic evidence (i.e., the claims, specification and 

prosecution history), review is entirely de novo. Id. at 1339. Clear error review only 

applies to “subsidiary factual findings about that extrinsic evidence.” Id. The same 

standards of review apply to indefiniteness determinations under section 101, id. at 

1340-41, and whether the claim language invokes means-plus-function claiming 

under section 112. Williamson v. Citrix Online, LLC, 792 F.3d 1339, 1346 (Fed. Cir. 

2015).  

Summary judgment is also reviewed de novo. Crown Packaging Tech., Inc. v. 

Rexam Beverage Can Co., 559 F.3d 1308, 1311 (Fed. Cir. 2009). 

2. THE ’356, ’854, AND ’993 PATENTS, LIKE THE ’843 PATENT, 
CLAIM ELIGIBLE SUBJECT MATTER BECAUSE THEY 
DISCLOSE IMPROVEMENTS IN COMPUTER FUNCTIONALITY. 

Each of the patents that Arendi asserted—all of which belong to the same 

family and which share the same (in the case of the ’843, ’356, and ’854 patents) or 

similar (in the case of the ’993 patent) specifications—are patent-eligible because 

they teach “improvement[s] to computer functionality,” Visual Memory LLC v. 

NVIDIA Corp., 867 F.3d 1253, 1258 (Fed. Cir. 2017), including “providing 

beneficial coordination between a first computer program displaying a document 

and a second computer program for searching an external information source,” 
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Arendi, 832 F.3d at 1357. Although the district court correctly found that the ’843 

patent is directed to eligible subject matter for this reason, it erred when it held—

without any discussion of the claim language or the specifications—that the 

“inventive concept of beneficial coordination” was missing in the claims of the 

remaining patents.  

A. The claims and specifications of the patents make clear that the 

inventions are directed to “specific improvement[s] in the capabilities of computing 

devices” rather than “an abstract idea for which computers are invoked merely as a 

tool.” Core Wireless Licensing S.A.R.L. v. LG Elecs., 880 F.3d 1356, 1361-62 (Fed. 

Cir. 2018) (cleaned up). Claim 1 of the ’843 patent, for example, teaches a method 

“for finding data related to the contents of a document,” including the steps of (1) 

displaying the document electronically using a first computer program; (2) while the 

document is being displayed, analyzing “first information from the document” to 

determine whether it is of a type that can be used to search for related “second 

information”; (3) retrieving the first information; (4) “providing an input device”—

for example, a button or menu—“configured by the first program” that “allows a 

user to initiate an operation” that comprises (a) searching for related “second 

information” in “an information source external to the document” and (b) 

“performing an action using at least part of the second information”; (5) performing 

a search in the information source using a second computer program to find related 

“second information”; and (6) if such related second information is found, 
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performing “the action” of a “type depending at least in part on the type of the first 

information.” Appx193-194 at 10:38-11:3.  

In the first embodiment described in the specification, for example, “in a word 

processor, a button is added and a user types information, such as an addressee’s 

name . . . in a document created with the word processor, . . . and then clicks . . . the 

button. . . . A program then executes and retrieves the typed information from the 

document, and searches an information management source, such as a database . . . 

to determine if the information . . . exists in the database.” Appx190 at 3:42-54. If 

the program finds an address associated with the name in the database, “this 

additional information is automatically entered into the user’s word processor.” Id. 

at 3:63-65.  

The specification explains that the invention offers several advantages 

“relative to existing methods.” Appx193 at 9:51. For one thing, as the abstract 

common to the ’843, ’356, and ’854 patents notes, the invention allows the user to 

search a database or file “while the user works simultaneously in another program.” 

Appx166. In addition, because the input device is configured by the first program, 

the method “requires little or no training on the part of a user,” Appx193 at 9:51-52; 

Appx229 at 11:64-65, since the user has no need separately to manipulate the second 

program. The invention is more convenient than existing methods, since “correct 

addresses are retrieved with a minimal number of user commands, ‘clicks’, 

keystrokes, etc.” Appx193 at 9:52-54; Appx229 at 11:65-67. Furthermore, “the 
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process of creating and updating records in an address database is significantly 

simplified, since this may now be performed directly from” the first program. 

Appx193 at 9:58-60; Appx229 at 12:4-6.  

This Court’s precedents make clear that such improvements to a computer’s 

functionality are directed to patent-eligible subject matter, not an abstract idea. For 

example, in Data Engine Technologies LLC v. Google LLC, 906 F.3d 999 (Fed. Cir. 

2018), this Court (mostly) reversed the district court’s holding that four related 

patents were ineligible under § 101. Those patents claimed “systems and methods 

for making complex electronic spreadsheets more accessible by providing familiar, 

user-friendly interface objects” to assist the user in navigating through spreadsheets. 

Data Engine Techs., 906 F.3d at 1002. Finding that the claims were “directed to a 

specific method for navigating through three-dimensional electronic spreadsheets,” 

and noting the advantages of the patents’ solution over existing methods as set forth 

in the specification, this Court held that the claimed method “does not recite the idea 

of navigating through spreadsheet pages using buttons”; rather “the claims require a 

specific interface for implementation for navigating complex three-dimensional 

spreadsheets using techniques unique to computers.” Id. at 1008-09.1 The same is 

 
1 The Court held that one of the patent claims was directed to an abstract idea of 
“identifying and storing electronic spreadsheet pages” because it did not “recite the 
specific implementation of a notebook tab interface” and therefore was “not limited 
to the specific technical solution and improvement in electronic spreadsheet 
functionality that rendered” other claims eligible. 906 F.3d at 1012. As discussed 
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true here: the patents provide an interface and a new technique for retrieving 

information from a second program while continuing to work in a first program, 

“using techniques unique to computers.”  

Likewise, in Core Wireless, one of the representative claims recited a 

computing device configured “to display on the screen a menu listing one or more 

applications” and “additionally being configured to display on the screen an 

application summary that can be reached directly from the menu” wherein (among 

other limitations) “the application summary is displayed while the one or more 

applications are in an un-launched state.” 880 F.3d at 1359 (emphasis in original). 

This Court noted that the claim was “directed to an improved user interface for 

computing devices” and “a particular manner of summarizing and presenting 

information in electronic devices,” thus “recit[ing] a specific improvement over 

prior systems, resulting in an improved user interface.” Id. at 1362-63. 

Notwithstanding that “the generic idea of summarizing information certainly existed 

prior to the invention,” the Court looked to the specification’s description of the prior 

art’s shortcomings, noting that it required the user “to scroll around and switch views 

many times to find the right data/functionality” and “drill down through many layers 

to get to desired data or functionality.” Id. (quotations omitted). “Rather than paging 

though multiple screens of options, only three steps may be needed from start up to 

 
below, this is not the case for any of the representative claims at issue in the district 
court’s decision.  
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reaching the required data/functionality” with the patented invention, which “clearly 

indicates that the claims are directed to an improvement in the functioning of 

computers, particularly those with small screens.” Id. at 1363 (quotations omitted).  

The same is true with the patents at issue here. They specifically teach an 

improved interface, that is, an “input device, configured by the first program” that 

allows the user to search and obtain information from a second program. Appx193 

at 10:50-51; Appx261 at 10:61; Appx230 at 13:56-58. And they enable a user to 

efficiently execute the search for second information in an information management 

program external to a program for handling a document, and as the specification 

explains, it provides a “significant simplification relative to existing methods, and 

requires little or no training on the part of a user, as correct addresses are retrieved 

with a minimal number of user commands, ‘clicks,’ keystrokes, etc.” Appx261 at 

9:53-57. 

Numerous additional cases make clear that “the first step in the Alice inquiry 

. . . asks whether the focus of the claims is on the specific asserted improvement in 

computer capabilities . . . .” Enfish, LLC v. Microsoft Corp., 822 F.3d 1327, 1335–

36 (Fed. Cir. 2016); see also Ancora Techs., Inc. v. HTC America, Inc., 908 F.3d 

1343, 1348 (Fed. Cir. 2018) (“computer-functionality improvement . . . done by a 

specific technique”); Finjan, Inc. v. Blue Coat Sys., Inc., 879 F.3d 1299, 1305 (Fed. 

Cir. 2018) (“non-abstract improvement in computer functionality”); Visual Memory, 

867 F.3d at 1258 (“improvement to computer functionality”); cf. CosmoKey Sols. 
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GmbH & Co. KG v. Duo Sec. LLC, 15 F.4th 1091, 1097, 1099 (Fed. Cir. 2021) 

(questioning district court’s “broad characterization of the focus of the claimed 

advance” and upholding eligibility of the patent because “as the specification itself 

makes clear, the claims recite an inventive concept by requiring a specific set of 

ordered steps that go beyond the abstract idea identified by the district court and 

improve upon the prior art”). That basic principle supports finding that the patents 

at issue here are directed to eligible subject matter.  

For related reasons, even if the representative claims of the asserted patents 

were directed to an abstract idea at Alice step one, they “contain[] an ‘inventive 

concept’ sufficient to ‘transform’ the claimed abstract idea into a patent-eligible 

application” and teach something more than “well-understood, routine, [and] 

conventional activity previously engaged in by researchers in the field . . . .” Aatrix 

Software, Inc. v. Green Shades Software, Inc., 882 F.3d 1121, 1126, 1128 (Fed. Cir. 

2018). As discussed, the claimed inventions all improve computer systems by 

enabling coordination between separate programs (e.g., a document editing program 

and a contact database). The claims solve a computer-based problem—the 

cumbersome process of leaving one program, opening another (with which the user 

may be unfamiliar), and conducting a manual search for information in the second 

program, as well as several subsequent user steps in order to retrieve and use the 

found information. By eliminating this hassle and enabling the user to access and 

use information from an external source without interrupting their work in a 
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document, the claimed inventions solved this computer-based problem with an 

inventive concept of providing beneficial coordination of information searching and 

retrieval between programs. 

The conclusion that the patents are directed to eligible subject matter is further 

supported by this Court’s prior decision in Arendi S.A.R.L. v. Apple Inc. In that case, 

this Court reversed the determination by the PTAB that the ’843 patent was obvious. 

In analyzing that issue, the Court noted that the patent “is directed to providing 

beneficial coordination between a first computer program displaying a document 

and a second computer program for searching an external information source.” 

Arendi, 832 F.3d at 1357. And, while the Court’s analysis was focused on whether 

it was appropriate for the PTAB to rely on “common sense” to supply a “missing 

limitation” in a prior art reference (holding that it was not), the Court’s determination 

that the crucial claim limitation at issue—“us[ing] information in a first program to 

find related information in a second program”—was “missing from the prior art 

references specified,” id. at 1362, underscores that the invention is directed to an 

improvement in the coordination between computer programs—a technological 

problem of information management—and not an abstract idea, simply using 

computers as a tool.  

B. The district court agreed that the ’843 patent “is directed to an 

improvement in computer functionality,” but it “reached the opposite conclusion” 

with respect to the remaining claims, failing to “see where” in the remaining claims 
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the “purported inventive concept of beneficial coordination is captured in the 

claims.” Appx55. But each of the representative claims, read in light of the 

specification, discloses specific improvements in computer functionality: namely, 

improvements in information searching and retrieval between two different 

computer programs—including providing an improved user interface—without 

disrupting the user’s work or requiring the user to be familiar with and have access 

to an external information source. 

i. The representative claim of the ’356 patent (claim 2) discloses 

“allowing a user to enter textual information into a document” and “following user 

selection of textual information in the document, analyzing . . . the selected textual 

information to determine if the selected textual information is . . . contact 

information,” “providing an input device configured by the document editing 

program to allow the user to initiate an operation . . . the operation comprising 

identifying at least part of the selected textual information to use as a search term in 

order to find second information,” and “in consequence of receipt by the document 

editing program of an execute command from the input device, performing the 

operation, wherein the operation further comprises: causing an electronic search in 

the information source, by an information management program external to the 

document editing program, for the search term in order to find whether the search 

term is included in the information source; and performing an action . . . .” Appx261-

262 at 10:42-11:21 (emphasis added). 
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Claim 2 thus improves computer functionality by enabling the user simply to 

make a “selection of textual information in a document” and then “enter an execute 

command” through an “input device configured by the document editing program” 

in order to have “an information management program external to the document 

editing program” conduct a search “for the search term” Id. The user need not 

manually enter search terms in the information management program to search for 

the search term: this is all done for the user upon their selection of text and click of 

the input device. Claim 2 captures the same “beneficial coordination between a first 

computer program displaying a document and a second computer program for 

searching an external information source” that this Court recognized in the ’843 

patent in 2016, Arendi, 832 F.3d at 1357, and that the district court held supported 

its conclusion that the ’843 patent claims eligible subject matter. 

The district court nevertheless distinguished the ’356 patent, stating that it did 

not “see[] in this claim where the temporal limitation”—apparently, “the 

require[ment] that both applications be able to be opened at the same time”—was 

“present” in the representative claim. Appx55-56. That statement is not supported 

by any difference in the language of the relevant representative claims: both claim 1 

of the ’843 patent and claim 2 of the ’356 patent contemplate displaying a document 

(or textual information in a document) using a first program; providing an input 

device configured by the first program; and allowing the user to initiate, while the 

user works simultaneously in another program, operations that involve using 
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information from the document to search an external information source. The district 

court’s conclusion that the ’843 patent is directed to “beneficial coordination” 

between the first and second program but the ’356 patent somehow is not finds no 

support in the language of the claims and is incorrect.  

Moreover, claim 2 of the ’356 patent is patent eligible for the independent 

reason that it specifically contemplates “insertion of at least part of the second 

information into the document,” or, if “the information source does not include the 

search term,” so informing the user, all “in consequence of receipt” of “the execute 

command,” that is, “with a minimal number of user commands.” The claim thus 

discloses a significant improvement in user interface from previous systems.  

The common specification further supports the conclusion that claim 2 is 

directed to an improvement in computer functionality. See, e.g., Data Engine Techs. 

906 F.3d at 1007 (holding claim “not directed to an abstract idea” when “considered 

as a whole, and in light of the specification”). As with the ’843 patent, the 

specification emphasizes that the invention provides a user with seamless access to 

an external database “with a minimal number of user commands” and requires “little 

or no training on the part of a user.” Appx261 at 9:54-56. Each of these advances 

over the prior art is embodied in the representative claim. See also Appx257 at 2:21-

26 (“a single click on the function item in a window or program . . . initiates retrieval 

of name and addresses and/or other person or company related information while the 

user works simultaneously in another program”) (emphasis added).  
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ii. The ’854 patent likewise discloses specific steps to enable coordination 

between separate computer programs and thereby improve computer functionality. 

The preamble of claim 93, the representative claim, makes clear its purpose of 

enabling a user to efficiently retrieve information related to text in a document from 

a separate database. It discloses “[a] method for assisting a computer operator to 

retrieve information from a database that is related to text in a document.” Appx290 

at 17:22-24 (emphasis added). Claim 93 further discloses “using a first computer 

program to analyze the document, without direction from the operator, to identify 

text in the document that can be used to search for related information,” and then 

“using a second computer program and the text identified in step (1) to search the 

database and to locate related information.” Id. at 17:25-31 (emphasis added). 

The ’854 patent’s invention discloses a concrete improvement in computer 

functionality by initiating, without any direction by the user, the first computer 

program’s analysis of a document to identify text that can be used to search for 

related information, and then using a second computer program to search a database 

for related information that can be inserted into the document. Just as this Court 

concluded of the ’843 patent, the ’854 patent is thus “directed to providing beneficial 

coordination between a first computer program displaying a document and a second 

computer program for searching an external information source.” Arendi, 832 F. 3d 

at 1357. And, like the ’356 patent, the ’854 patent also teaches a significant 
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improvement in user interface: that is, the analysis happens “without direction from 

the operator.” Appx 290 at 17:26. 

That claim 93 of the ’854 patent is patent eligible is further evidenced by the 

specification, which describes the problem the invention solves:  

In recent years, with the advent of programs, such as word processors, 
spreadsheets, etc. . . . users may require retrieval of information, such 
as name and address information, etc., for insertion into a document, 
such a letter, fax, etc., created with the word processor. Typically, the 
information is retrieved by the user from an information management 
source external to the word processor, such as a database program, 
contact management program, etc., or from the word processor itself, 
for insertion into the document. 

Appx282 at 1:29-38 (emphasis added). Moreover, as the Federal Circuit noted in 

2016, the shared specification of the ’843 and ’854 patents discloses specific 

“mechanisms for analyzing the document to identify the presence of name and 

address information,” improving computer capabilities. Arendi, 832 F. 3d at 1357-

58 (citing ’843 patent at 4:33-39). This is equivalent to the claimed subject matter in 

Finjan, Inc. v. Blue Coat, where this Court found patent-eligible claims that 

disclosed a novel “‘behavior-based’ approach to virus scanning” that could “analyze 

a downloadable’s code and determine whether it performs potentially dangerous or 

unwanted operations,” thereby enabling “more flexible and nuanced virus filtering.” 

879 F.3d at 1304. 

 In finding that the ’854 patent is ineligible, the district court did not discuss 

any of the relevant language of the claims or specification, stating that “[t]he 
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beneficial coordination concept is not captured in the claim.” Appx55. As the 

foregoing discussion makes clear, that conclusion was in error.  

iii. Like the other asserted patents, claim 1 of the ’993 patent also discloses 

a specific improvement in computer functionality. It recites “analyzing in a computer 

process textual information in a document . . . to identify a portion of the document 

as first contact information,” “after identifying the first contact information, 

performing at least one action from a set of potential actions, using the first contact 

information previously identified as a result of the analyzing,” with one such action 

being to “initiat[e] an electronic search in the contact database for the first contact 

information while it is electronically displayed in order to find whether the first 

contact information is included in the contact database; and when a contact in the 

contact database includes the first contact information, if second contact 

information in the contact database is associated with that contact, electronically 

displaying at least a portion of the second contact information.” Appx230 at 13:9-

58 (emphasis added). It further discloses “providing for the user an input device 

configured so that a single execute command from the input device is sufficient to 

cause the performing.” Id. at 13:56-58 (emphasis added). 

Claim 1 of the ’993 patent improves computer functionality by enabling 

efficient and user-friendly coordination between a document and a separate contact 

database. Through specific steps, it discloses analyzing text in a document to identify 

first contact information, and then, if found, searching an external contact database 
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for second contact information while the first contact information is electronically 

displayed. Appx230 at 13:9-58. This improvement in coordination between 

computer programs allows users to remain focused on a document and the first 

contact information within it, which remains electronically displayed while 

searching occurs, yet easily retrieve second information from a contact database—

without forcing users to separately launch and search the database themselves.  

Just like the ’843 patent, claim 1 of the ’993 patent solves a problem specific 

to a computerized context: having to interrupt work in an electronic document to 

manually find related information in another possibly unfamiliar and difficult-to-

access digital repository. Instead, the ’993 patent provides an input device into which 

the user can enter a “single execute command” to efficiently trigger the search for 

and retrieval of second information. Id. at 13:56-58. 

The ’993 patent’s specification (which overlaps with the other patents’ 

specification) further makes clear that claim 1 is directed to improving computer 

functionality for users by enabling simpler coordination between a document and a 

contact database, such that users need not interrupt work in a document to manually 

search for related contact information in a separate database. The specification 

specifically describes how the invention improves the functionality for users, 

beginning when the user is at “a starting point in word processor document, such as 

a WORDTM document, wherein the user has typed a name and new address of an 

existing contact 44. The user commands the button 42, for example, marked 
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‘OneButton,’ and the program according to the present invention retrieves the 

existing contact 44 from the document, searches a database for the name of the 

existing contact 44 and generates a screen” that “includes a message 70 informing 

the user that the contact 35 already [exists] in the database with an existing address, 

a message 72 including the existing address,” and among other things, the option to 

“add the new address to contact selection 80.” Appx227 at 7:27-40. As the 

specification notes, among other advantages, “the process of creating and updating 

records in an address database is significantly simplified, since this may now be 

performed directly from the word processor.” Appx229 at 12:4-6. This beneficial 

coordination between computer programs and improvement in user efficiency is 

directly analogous to the ’843 patent and passes muster under Alice step one for the 

same reasons.  

The district court reached a contrary conclusion, stating: “I don’t see where in 

this claim the ... purported inventive concept of beneficial coordination is captured 

in the claims. The claim does not appear to require that both applications be able to 

be opened at the same time.” Appx55. But this rationale fails for multiple reasons. 

First, it wrongly assumes that the “beneficial coordination” aspect of the ’843 patent 

is indispensable to eligibility—an incorrect assumption that the district court left 

unexplained. Second, the ’993 patent does disclose the concept of beneficial 

coordination between simultaneously-open programs, as claim 1 expressly requires 

that the “the set of potential actions” a user be able to take “using the first contact 
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information previously identified as a result of the analyzing,” is “initiating an 

electronic search in the contact database for the first contact information while it is 

electronically displayed in order to find whether the first contact information is 

included in the contact database.” Appx230 at 13:29-38 (emphasis added). Third, 

claim 1 further improves computer functionality by disclosing a specific user 

interface that allows “a single execute command” from the user “to cause the 

performing” of the search for second contact information in a contact database and, 

if found, the display of “at least a portion of the second contact information” to the 

user (as in action (i)), or to initiate electronic communication (as in step ii)—all 

based on a “single execute command.” Appx230 at 13:29-58. 

The patent-eligibility of the ’993 patent is further supported by analogy to 

Ancora, 908 F.3d 1343. In Ancora, this Court held that a method of looking up 

whether a user or a computer held a valid software license was not directed to an 

abstract idea; rather the claim used “a specific technique that departs from earlier 

approaches to solve a specific computer problem.” 908 F.3d at 1348. In particular, 

the patent did so by “relying on specific and unique characteristics of certain aspects 

of the BIOS that the patent asserts, and we lack any basis for disputing, were not 

previously used in the way now claimed, and the result is a beneficial reduction of 

the risk of hacking.” Id. at 1349.  

The same is true here, where claim 1 of the ’993 patent (like the representative 

claims of the other asserted patents) discloses a specific technique to allow a user to 
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access, retrieve, and use second information related to first information in a 

document without manually opening and searching for it in a separate database. It 

does so by “providing for the user an input device configured so that a single execute 

command from the input device is sufficient to cause the performing” one of several 

specific actions using first contact information identified as a result of the analyzing 

step. Appx230 at 13:56-58.  

3. THE DISTRICT COURT’S CLAIM CONSTRUCTIONS 
IMPROPERLY NARROWED THE SCOPE OF THE DISCLOSED 
INVENTIONS.  

The district court improperly construed the terms “document” and “while it is 

electronically displayed.” The district court’s errors largely stemmed from importing 

limitations from the specification; misreading the patents’ specifications; and failing 

to consider pertinent evidence of the terms’ meaning.  

A claim, properly construed, is given “the meaning it would have to a person 

of ordinary skill in the art at the time of the invention.” Phillips v. AWH Corp., 415 

F.3d 1303, 1313 (Fed. Cir. 2005) (quoting Innova/Pure Water, Inc. v. Safari Water 

Filtration Sys., Inc., 381 F.3d 1111, 1116 (Fed. Cir. 2004)). “[T]he claims 

themselves provide substantial guidance as to the meaning of particular claim 

terms.” Id. at 1314. The Court may also look to other claims in the patent, the 

specification, and the prosecution history. Id. at 1314-17. The Court secondarily 

relies on extrinsic evidence, including expert or inventor testimony, treatises, and 

dictionaries. Id. at 1317-19.  
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Although claims are read in light of the specification, limitations should not 

be imported from the specification into the claims. E.g., Hill-Rom Servs., Inc. v. 

Stryker Corp., 755 F.3d 1367, 1371 (Fed. Cir. 2014) (holding district court erred in 

limiting “datalink” based on specification). This Court has described importing 

limitations as “one of the cardinal sins of patent law . . . .” SciMed Life Sys., Inc. v. 

Advanced Cardiovascular Sys., 242 F.3d 1337, 1340 (Fed. Cir. 2001).  

A. A “document” is any “electronic document containing textual 
information,” regardless of editability.  

The district court improperly construed the term “document”—used in all 

asserted claims—by narrowing the term to include only documents “into which text 

can be entered,” Appx10; Appx13-15, and later clarifying that the document must 

be “editable at least when it is displayed and analyzed,” Appx71. That construction 

improperly imported limitations from the specification. It also rested on a misreading 

of the specification and a refusal to consider both intrinsic and extrinsic evidence 

inconsistent with the Court’s narrowing construction. This error was the sole basis 

for judgment on several of plaintiff’s infringement claims in the Google action, 

requiring reversal and remand for trial. Appx70-73. That error also provided one of 

two erroneous grounds for summary judgment plaintiff’s infringement claims in the 

Oath case. Appx87-88; see infra at 56.  

1. The claims narrow the plain and ordinary meaning of “document” in 

only two ways. First, the document must be an electronic document. That limitation 
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stems from requirements such as “displaying the document electronically” and doing 

so “using the first computer program.” Appx193 at 10:41-42 (emphasis added). 

Second, the document must contain textual information—as Defendants agreed. 

Appx2063. For example, claim 1 of the ’843 patent requires “analyzing … first 

information from the document” and an input device for initiating an operation 

comprising “performing a search using at least part of the first information as a 

search term.” Appx193 at 10:43-44, 52-54, 62-63; see also, e.g., Appx230 at 13:21-

22 (“analyzing in a computer process textual information in a document”). These 

limitations together require that the document include “first information,” which 

must comprise the “search term”—i.e., text. Were text absent, the claims could not 

be practiced. Arendi’s proposed construction below, “electronic document 

containing textual information,” reflects these two requirements. Appx2249.  

2. At Defendants’ urging, however, the district court improperly narrowed 

“document” to require that the document be editable, that is, one “into which text 

can be entered.” Appx10; Appx13-15, which the district court further narrowed by 

adding that the document must be “editable at least when it is displayed and 

analyzed,” Appx71. These limitations have no basis in the claim language and 

conflict with both extrinsic and intrinsic evidence of the meaning of “document.”  

a. The asserted claims do not require the ability to edit the document—

including when practicing the analyzing and displaying limitations of the ’843 patent 

on which the district court focused in its summary judgment order. See Appx71. For 
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example, a word processing computer program, including Microsoft Word, can 

practice “displaying the document electronically using the first computer program” 

(’843 patent, cl. 1) just as much when a document is opened as a “Read Only” file 

as an editable one. See Appx4957-4958 at ¶¶ 158-60. Other computer programs, 

such as Adobe Acrobat, are also used for displaying non-editable PDFs. See 

Appx2332 (defining “Acrobat”). The claim language does not include an “edit-

while-displaying” requirement. The limitation “while the document is being 

displayed, analyzing, in a computer process, first information from the document” 

also does not mandate the ability to alter text. Appx193 (’843 patent, cl. 1). 

Defendants’ own Linkify technology, which identifies entities such as addresses, 

telephone numbers and email addresses, indisputably analyzes information when 

documents are displayed but not editable. See Appx70-71.  

Comparing the scope of the different claims from these related patents 

confirms that “document” does not include an editability requirement. For example, 

claim 1 of the ’356 patent discloses “allowing a user to enter textual information into 

a document using [a] document editing program,” and also “insertion of at least part 

of the second information into the document.” Appx261-262 at 10:47-48, 11:20-11. 

Accordingly, for a process to practice the ’356 patent, the document must be 
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editable2—not by virtue of the definition of document, but because of the steps 

required by the claimed process.  

By contrast, claim 1 of the ’843 patent is purposefully broader: it claims “a 

document using a first computer program running on a computer” Appx193 at 10:39-

40—no mention of a document editing program.3 The claim does not require any 

entry of information into the document by the user; it simply requires “analyzing, in 

a computer process, first information from the document.” Appx193 at 10:43-44. 

The claim also does not require that the second information be inserted into the 

document; rather, any action can be performed using “at least part of the second 

information.” Appx193-94 at 10:67-11:1. Since the patentee knew how to limit 

claims to editable documents, the district court erred in narrowing the term 

“document” to import the same editability requirement into claims that do not 

specifically require that limitation. See Unwired Planet, LLC v. Apple Inc., 829 F.3d 

1353, 1358-59 (Fed. Cir. 2016) (“If the patentee intended to restrict the claims-at-

 
2 More specifically, the document must be editable at the time of the entering of 
textual information and the insertion of the second information. The claims do not 
require editability at other times—including during the analyzing step.  
3 The district court initially asserting that editability was required so “a computer 
could enter related address data into the document.” Appx14. But the district court 
subsequently acknowledged that claim 1 of the ’843 patent does not require entering 
related address data into the document—or, indeed, require that any action be 
performed in the first computer program. Appx72; Arendi S.A.R.L. v. HTC Corp., 
No. CV 12-1600-LPS, 2020 WL 7360155 at *2 (D. Del. Dec. 15, 2020). Despite 
acknowledging the error, the court did not modify its construction of “document,” 
which had rested in part on this misunderstanding.  
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issue to require a voice input to travel over a particular type of channel, it could have 

included” the limitation to that effect found in other claims.); cf. Akamai Techs., Inc. 

v. Limelight Networks, Inc., 805 F.3d 1368, 1375 (Fed. Cir. 2015) (“[C]laim 17 of 

the ‘703 patent expressly recites ‘tagging ... by pre-pending,’ suggesting that the 

term ‘tagging’—without modification and as recited in the asserted claims—is not 

so limited.”).  

Claim 1 of the ’993 patent also strongly undermines the district court’s 

limitation. That claim focuses not on any potential modification of the document, 

but on using “textual information in a document configured to be stored for later 

retrieval” for “first contact information”; using a part of that information to search a 

“contact database”; if “second contact information” is found in that contact database, 

“displaying at least a portion of the second contact information”; and, potentially, 

“initiating electronic communication” and/or “allowing the user to make a decision 

whether to store at least part of the first contact information in the contact database 

as a new contact or to update an existing contact.” Appx230 at 13:21-22, 34-35, 46, 

48-51. There is no suggestion in that claim that the document be editable at any time.  

The district court rejected this intrinsic evidence of claim differentiation as 

without “merit” because it contrasts “two distinct independent claims”—rather than 

an independent and its dependent claim. Appx14-15. But the force of such textual 

evidence is not limited to independent claims and their dependent claims. See 

Hologic, Inc. v. SenoRx, Inc., 639 F.3d 1329, 1336 (Fed. Cir. 2011) (“Hologic 
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wrongly asserts that looking to other terms is only appropriate when the comparison 

is between an independent claim and the claims that depend from it.”). In Phillips, 

the Court construed the term “baffles” in one independent claim to have a “generic 

meaning,” in part, based on additional limitations on the placement of baffles in 

another independent claim:   

Independent claim 17 further supports that proposition. It states that 
baffles are placed “projecting inwardly from the outer shell at angles 
tending to deflect projectiles that penetrate the outer shell.” That 
limitation would be unnecessary if persons of skill in the art understood 
that the baffles inherently served such a function.  

415 F.3d at 1324-25. This Court applied a similar textual analysis to independent 

claims in Ancora Techs., Inc. v. Apple, Inc., 744 F.3d 732, 735 (Fed. Cir. 2014). 

(declining to narrow “program” to application programs partly because another 

independent claim was expressly limited to “an application software program”). 

And, in Bio-Rad Laboratories, Inc. v. ITC, 998 F.3d 1320, 1334 (Fed. Cir. 2021), 

the Court rejected appellant’s argument that the ITC had erred in applying the 

doctrine of claim differentiation across different patents. As here, see Appx2200-

2235, the parties had “agreed that the term” had “the same meaning across all of the 

asserted patents,” Bio-Rad Labs., 998 F.3d at 1334; see also SightSound Techs., LLC 

v. Apple Inc., 809 F.3d 1307, 1316 (Fed. Cir. 2015) (“Where multiple patents 'derive 

from the same parent application and share many common terms, we must interpret 

the claims consistently across all asserted patents.’”).  
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Atlas IP, LLC v. Medtronic, Inc., 809 F.3d 599, 607 (Fed. Cir. 2015), on which 

the district court relied at Appx14-15, is not to the contrary. In Atlas, “both the claims 

and specification” supported the district court’s construction, while the appellants’ 

claim differentiation argument was at odds with an ordinary dictionary definition of 

the term “establish,” other limitations of asserted claim, the “core claimed function” 

of the invention, and the specification. 809 F.3d at 605-606. Most significantly, the 

construction of the relevant term was necessary “[t]o fulfill the core claimed 

function” of the patent, a conclusion confirmed by the specification. Id. at 606. Other 

language in the claims, moreover, “avoid[ed] a conclusion of superfluousness . . . .” 

Id. at 607. The Court thus rejected appellants’ claim differentiation argument “based 

on independent claims” because the patentee could not “override the strong evidence 

of meaning supplied by the specification.” Id. In contrast, Arendi’s claim 

differentiation argument is consistent with other evidence of the meaning of the term 

“document.” The document need not be editable to “fulfill the core claimed” 

invention. On the contrary, the more specific claims of the ’356 patent demonstrate 

that the district court’s construction imports into other claims limitations that simply 

are not there.  

b. The district court grafted an editability requirement onto its claim 

construction based solely on its interpretation of the specification. Appx13-14. It 

cited no other support. That approach not only violated “one of the cardinal sins of 

Case: 22-1762      Document: 31     Page: 46     Filed: 05/20/2024



34 

patent law” SciMed Life Sys., 242 F.3d at 1340; it was also based on the district 

court’s repeated misreading of the specification.  

i. Contrary to the district court, the specification confirms that editability 

is not inherent in the term “document.” For example, one of the benefits of the 

invention called out in the specification is that “the process of creating and updating 

records in an address database is significantly simplified,” since it “may now be 

performed directly” from the program handling the document (referred to as “the 

word processor”). Appx193 at 9:58-60; Appx229 at 12:4-6. That benefit can be 

equally realized whether the document is editable or not. The district court’s limiting 

construction thus eliminates, in circumstances that fit within the claims’ plain 

language, part of the benefit of the invention that is called out by the specification. 

ii. By contrast, nothing that the district court relied on implies (let alone 

states) that documents must be editable. The Court first pointed to the Abstract’s 

explanation that “the invention is directed to ‘look[ing] up data corresponding to 

what [a] user types, or partly typed,’ such that the data is ‘displayed and possibly 

entered into the word processor, if such related data exists.’” Appx13. But a user 

may previously have “partly typed” or “entered” text into a file now reopened as a 

read-only document; and the possibility that data is “possibly entered” under some 

circumstances does not require that the user always have the ability to enter text. 

Furthermore, the portion of the Abstract on which the district court focused does not 

even appear in the ’993 patent, Appx197 at Abstract—and the parties agreed that the 
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term had the same meaning in all of the patents at issue, e.g., Appx10; Appx444-

445.  

Moreover, although some—but by no means all—of the claims require the 

ability to insert text into the document, see, e.g., Appx194 at 11:53-55, those claims 

do not require those documents to be editable at the time of the analysis but only at 

the time the data shall be entered into the document. The district court thus had no 

basis to impose the requirement that the document be editable at all, let alone at the 

time of the display and analysis.  

iii. The Court’s assertion that the “patent’s definition of the term—‘word 

processors, spreadsheets, etc.’—is necessarily limited to computer programs in 

which a user can enter data,” Appx13 (reproducing definition of “word processor”), 

does not support the district court’s construction of the different term “document.” 

“[W]ord processor” refers to a type of computer program—not a type of 

“document.” Appx189 at 1:28-29 (“In recent years, with the advent of programs, 

such as word processors, spreadsheets, etc. (hereinafter called ‘word processors’)” 

(emphasis added)). And the specification defines “word processor” broadly, as 

indicated by use of “such as” and “etc.,” suggesting a wide range of potential 

“documents” that might be displayed using computer programs—including those 

that do not support editing. Appx189 at 1:23-30.  

The district court’s reliance on the specification’s definition of “word 

processor” to limit the scope of the separate term “document” was particularly 
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inappropriate since the claims do not uniformly require use of a computer program 

with editing functions. On the contrary, when the patentee wanted to require a 

computer program with editing functions, he specifically claimed that functionality. 

Compare Appx261 at 10:49-50 (“displaying the textual information in the document 

electronically using the document editing program”) with Appx195 at 10:41-42 

(“displaying the document electronically using the first computer program); cf. 

Appx230 at 13:12-13 (“providing access to a contact database that can also be 

separately accessed and edited by a user”). The district court thus erred in assuming 

that the program displaying the document always has editing capabilities; and its 

resulting inference that all documents must be editable was doubly unsupported.  

The district court’s reliance on the definition of “word processor” to require 

editability was also inapposite because word processors displayed non-editable text 

at the time of the invention; word processing files could be read from a floppy disk 

with physical read-only protection enabled or saved to a read-only CD-R, Appx5106 

at ¶160. Under the Court’s construction, a word processing file ceases to be a 

“document” as soon as it is saved or opened in a read-only mode. Appx2403 at 9 

(arguing same). Nothing in the patent suggests that a file’s status as a “document” 

depends on its read-only protections at a given point in time. 

iv. The district court asserted that the “15 invention-specific figures, the 

seven examples, and the ‘object[s] of the invention’ provided in the specification 

support the understanding that the invention’s purpose is to retrieve and possibly 
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enter data into a document based on information entered by the user. (See, e.g., ’843 

patent, Figs. 1-15, 1:53-2:34, 5:59-8:67).” Appx13. But those exemplary 

embodiments do not state that the document must be editable: many refer to 

analyzing text that a user had “typed” (past tense) without saying anything about the 

continued editability of the document. E.g., Appx191-193 at 6:10-38; Appx226 at 

6:40-67. More fundamentally, the trial court’s reliance on exemplary figures and 

exemplary embodiments to limit the claims violates this Court’s dictate not to limit 

claims to exemplary embodiments. Unwired Planet, 829 F.3d at 1359 (“[W]e have 

repeatedly held that it is ‘not enough that the only embodiments, or all of the 

embodiments, contain a particular limitation’ to limit claims beyond their plain 

meaning.”) (citation omitted). This rule holds even when the specification discloses 

only one exemplary embodiment.4 Here the specification emphasizes that every 

figure is “according to an exemplary embodiment.” E.g., Appx189-190 at 1:46-47, 

49-50, 53-54; 4:23-24 (emphasis added); see also Appx175-76 at Figs. 1 & 2 (“flow 

chart in principle: exact implementation may vary”), and each embodiment is labeled 

 
4 See Akamai Techs., Inc., 805 F.3d at 1375 (reversing construction of “tagging” that 
included a “prepended” limitation even though the only method of tagging described 
in the patent involved prepending a host name);; Phillips, 415 F.3d at 1323 (“[W]e 
have expressly rejected the contention that if a patent describes only a single 
embodiment, the claims of the patent must be construed as being limited to that 
embodiment.”); Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898, 905–06 (Fed. 
Cir. 2004) (“Even when the specification describes only a single embodiment, the 
claims of the patent will not be read restrictively unless the patentee has 
demonstrated a clear intention to limit the claim scope using ‘words or expressions 
of manifest exclusion or restriction.’” (citations omitted)). 
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an “Example.” E.g., Appx191 at 5:49 (emphasis added). In Hill-Rom, the Court 

noted similar language, identifying embodiments as mere examples, when reversing 

a district court’s limitation of claim terms to match those embodiments. 755 F.3d at 

1373 (noting specification stated that figures “merely ‘illustrate embodiments of the 

inventions’”).  

v. The district court also erred in imposing an editability requirement 

based on the objects of the invention. In the first place, “not every benefit flowing 

from an invention is a claim limitation” or “constitute[s] a clear and unmistakable 

disclaimer” of other embodiments. Provisur Techs., Inc. v. Weber, Inc., No. 2021-

1851, 2022 WL 17688071, at *3 (Fed. Cir. Dec. 15, 2022) (quoting i4i Ltd. v. 

Microsoft Corp., 598 F.3d 831, 843 (Fed. Cir. 2010)) (refusing to construe “multi-

fill” to exclude “non-simultaneous disposition of draft” even though the 

“specifications emphasize simultaneous deposits are more efficient and the 

specifications emphasize the benefits of the invention”). For example, in Liebel-

Flarsheim Co. v. Medrad, Inc., 358 F.3d 898, 908 (Fed. Cir. 2004), the Court refused 

to limit the claims to devices that use pressure jackets even though the specification 

described the objects of the invention in terms of such jackets. This Court reasoned 

that, although passages from the Summary of the Invention “focus[ed] on the use of 

the invention in conjunction with pressure jackets,” they did “not disclaim the use 

of the invention in the absence of a pressure jacket.” Id. And, as the Court held, 

“[t]he fact that a patent asserts that an invention achieves several objectives does not 
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require that each of the claims be construed as limited to structures that are capable 

of achieving all of the objectives.” Id.  

The Court’s holding in Liebel-Flarsheim Co. applies with even greater force 

here since none of the “object[s] of the invention” paragraphs cited by the district 

court even calls for editing. For example, the first object recited by the ’843 patent 

“is to provide a method, system and computer readable medium for address handling 

within a computer program.” Appx189 at 1:53-55. None of the stated objects of the 

’993 patent reference a “document” or discuss editing. Appx224 at 1:53-2:13.  

vi. The district court further stated that its “understanding is reinforced by 

the patents’ repeated use of the phrase ‘the present invention is defined in terms of’ 

to limit the invention to a particular technological context.” Appx13-14. But none of 

the passages cited by the district court disclaims the invention’s applicability to non-

editable documents. Appx2671-2672 at 8-9 n.5. Several do not even mention 

documents. E.g., Appx193 at 10:8-13 (describing the claimed “input device”). Other 

sections relied on by the district court at n.5 are not related to the document or the 

document-handling program. For example, Col. 10, ll. 1-7 of the ’843 patent 

discusses a computer program used to search the information source—not the one 

used for displaying the document. Compare Appx192-193 at 8:12-33; 10:1-7 with 

Appx194 at 12:66-13:2.  

Only one statement in the specifications—on which the district court did not 

rely, cf. Appx2671-2672 n.5—describes the document as an aspect of the invention. 
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Appx193 at 9:61-67 (“Although the present invention is defined in terms of word 

processing documents, such as WORDTM documents and EXCELTM spreadsheets, 

the present invention is applicable to all types of word processing documents… as 

will be readily apparent to those skilled in the art.”). But that passage, in conjunction 

with the patents’ expansive definition of “word processor” to include other types of 

programs, implies that “document” should be construed broadly, not narrowly. And, 

as noted above, the reference to “word processing documents” does not imply that 

the document is editable when analyzed. See supra at 35-36.   

 c. When clarifying its claim construction, the district also failed to 

consider extrinsic evidence of a POSITA’s understanding of “document.” The IBM 

Dictionary of Computing, 10th Ed. (1993), defines document as “a named, structural 

unit of text that can be stored, retrieved, and exchanged among systems and users as 

a separate unit.” Appx2470. No mention of editing. The Microsoft Press Computer 

Dictionary, cited by Defendants below, Appx2255-2256, uses the term “document” 

to refer to noneditable PDFs and noneditable html documents viewed through web 

browsers: 

ACROBAT: A commercial program from Adobe that converts a fully 
formatted document created on a Windows, Macintosh, MS-DOS, or 
UNIX platform into a Portable Document Format (PDF) file that can 
be viewed on several platforms. . . . . Appx2481 

.PDF: The file extension that identifies documents encoded in the 
Portable Document Format developed by Adobe Systems. In order to 
display or print a .pdf file, the user should obtain the freeware Adobe 
Acrobat Reader. Appx2488.  
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WEB BROWSER: A client application that enables a user to view 
HTML documents on the World Wide Web, another network, or the 
user’s computer; follow the hyperlinks among them; and transfer files. 
Appx2483 

That dictionary further explains that, although documents are “generally thought of 

as word-processed materials only,” “[t]o a computer … data is nothing more than a 

collection of characters, so a spreadsheet or a graphic is as much a document as is a 

letter or report.” Appx2389 at 154. This extrinsic evidence provides further support 

for the construction that Arendi proposed.  

B. The district court improperly required that a document be a “word 
processing, spreadsheet or similar file.”  

The district court also erred by limiting the definition of “document” to a 

“word processing, spreadsheet or similar file.” Neither the claims nor the 

specification limit the claimed inventions in this way. To start, the asserted claims 

do not themselves limit documents to word processing documents, spreadsheet 

documents or items “similar” to them.5  

The district court instead based its construction entirely on the specification. 

Appx2668-2669 at 5-6. First, the district court noted that “[e]ach described 

embodiment either uses a word processing program or a spreadsheet program.” But, 

 
5 The district court never clearly defined what it meant by “similar.” To the extent 
that its unstated criterion for similarity was that the program be capable of editing 
the document, it is incorrect for the additional reasons already stated with respect to 
its requirement that the document be “editable.”  
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as explained above, limiting claims to exemplary embodiment conflicts with this 

Court’s precedent. Supra at 37-38 & n.4.  

Furthermore, although the Court asserted that the specifications “effectively 

‘define[]’ the invention as limited to ‘word processing documents,” citing Appx193 

at 9:61-67, the cited portion of the specification does not amount to “words of 

manifest exclusion or restriction,” which are necessary to limit claim scope, Hill-

Rom Servs., 755 F.3d at 1372. “While descriptions ‘of the “present invention” as a 

whole” could limit the scope of the invention, ‘use of the phrase “present invention” 

or “this invention” is not always so limiting, such as where the references . . . are not 

uniform, or where other portions of the intrinsic evidence do not support applying 

the limitation to the entire patent.” Cont’l Cirs. LLC v. Intel Corp., 915 F.3d 788, 

798 (Fed. Cir. 2019) (citations omitted); see also Absolute Software, Inc. v. Stealth 

Signal, Inc., 659 F.3d 1121, 1136 (Fed. Cir. 2011) (collecting cases). Thus, in 

Continental Circuits, the Court reversed the district court’s limitation of claim terms 

to the “desmear process” based on statements that the “present invention” used that 

process. Id. at 798. The Court found such descriptions of the “present invention” 

only “disclose[d] one way to carry out the present invention” and noted that the 

phrase “the present invention” was not used across the specification to “uniformly 

require use of a repeated desmear process.”  

Here, too, the specification uses “word processors” not to limit the scope of 

the invention but, on the contrary, to refer to a broad range of programs. Moreover, 
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the specification does not consistently require “the present invention” to use word 

processing programs, and it provides the use of “word processing documents” as just 

an example of the invention’s implementation. The ’843 patent uses the phrase “the 

present invention is” on five occasions. Appx193 at 9:61-10:27. Only one of them 

even mentions “word processing documents.” The patent employs similar phrases 

elsewhere in the specification, again without mention of word processing 

documents. E.g., id. at 9:9:50-60 (describing “[a]ddress handling, according to the 

present invention”). And, as already noted, the district court misconstrued the 

specification’s reference to “all types of word processing documents”: Those lines 

warn away from limiting the invention to only the Word documents and Excel 

documents in the exemplary embodiments. See Appx193 at 9:61-67. They do not 

require that the invention be limited to word processing, spreadsheet, and similar 

documents. 

In looking to the specification, the district court also failed to credit the 

patentee’s broad use of the term “document”—the actual term at issue. Just as the 

specification defines “word processor” to mean “a computer program such as a word 

processing program, spreadsheet program, etc.,” Appx189 at 1:28-30 (emphasis 

added), it describes a document as an item “such as a letter, fax, etc.” Appx190 at 

1:31-32. Those repeated efforts to describe “documents” broadly conflict with the 

district court’s singular focus on exemplary “word processors.”  
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C. “While it is electronically displayed” means “while the first contact 
information is electronically displayed.”  

The trial court erred in appending “in the document” to the end of its 

construction of “while it is electronically displayed” (claims 1, 9, and 17 of the ’993 

patent): “while the first contact information is electronically displayed in the 

document.” Appx24 (emphasis added).  

That limitation is neither required nor suggested by the claim language. 

Claims 1, 9 and 17 of the ’993 patent all recite “initiating an electronic search in the 

contact database for the first contact information while it is electronically 

displayed . . . .” Appx230-231 at 13:34-37, 14:39-42, 15:52-55.6 Those limitations 

thus require that the first contact information be electronically displayed. There is 

no dispute that “it” refers to “the first contact information.” But those claims do not 

limit where that information is displayed on the computer. Every limitation can be 

performed regardless of whether that display takes place “in the document” or 

elsewhere.  

The district court’s “in the document” limitation comes not from the claims, 

but rather from its misreading of the specification. Appx25-26. The district court 

highlighted the specification’s statement that, “according to the present invention, 

the process of creating and updating records in an address database is significantly 

simplified, since this may now be performed directly from the word processor,” 

 
6 Claim 9 omits the word “in” due to an apparent typographical error.  
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Appx229 at 12:3-6 (emphasis in added). Arendi agrees that performing actions 

directly from, for example, a word processor is a benefit of the invention—achieved, 

for example, by “providing for the user an input device, configured by the first 

computer program.” Appx193 at 10:50-51. But that benefit is irrelevant to the district 

court’s construction. Although the claims do provide that textual information comes 

from the document, see, e.g., Appx230 at 13:21-22 (“analyzing in a computer 

process textual information in a document…”), the fact that such first information 

originates from a document does not mean or imply that this text is displayed in the 

document at the time of “initiating an electronic search.” For example, the first 

information could appear in a dialog box, cf. Appx212 at Fig. 6 (showing first 

information in “Add New Contact” dialog box), in instances when the first 

information is contained in off-screen portions of a multipage document. In any 

event, the district court committed legal error by importing a purported benefit of 

the invention into the claims. Liebel-Flarsheim Co., 358 F.3d at 908 (refusing to 

impose limitation identified as benefit “[a]ccording to the principles of the present 

invention”).  

The district court likewise erred in relying on two other passages in the 

specification, neither of which addresses where the first information is displayed. 

First, the district court asserts that Col. 12:38-45 supports its reading because it refers 

to retrieving information “from a document.” Appx26. Again, the question is not 

where the first contact information comes from, but rather where that information is 
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displayed. Second, the district court asserts that “every figure showing entry of the 

first contact information—Figures 3, 4, and 5—shows the first contact information 

“being displayed in the document” and “every embodiment … indicates that the 

electronic search occurs only after the user enters first information into the 

document.” Appx25-26. But where a user may have entered text is, again, irrelevant 

to where that text is displayed at the time of searching. In any event, the district court 

should not have limited the scope of claims to match exemplary embodiments. Supra 

at 37-38.  

4. THE DISTRICT COURT ERRED IN CONSTRUING CLAIM 98 OF 
THE ’854 PATENT AS A MEANS-PLUS-FUNCTION CLAIM. 

Claim 98 is a computer-readable-medium claim, and the district court erred in 

treating it as a means-plus-function claim. The claim comprises three basic steps. 

Each step is to be performed using the claimed “computer readable medium 

including program instructions.” The word “means” never appears:  

A computer readable medium for assisting a computer operator 
to retrieve information from a database that is related to text in a 
document, the computer readable medium including program 
instructions for performing the steps of: 
 
(1) using a first computer program to analyze the document, without 
direction from the operator, to identify text in the document that can be 
used to search for related information, 
 
(2) using a second computer program and the text identified in step (1) 
to search the database and to locate related information, and 
 
(3) inserting the information located in step (2) into the document. 
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Claim 98 is, therefore, a standard computer-readable-medium (i.e., Beauregard) 

claim. The district court erred in requiring the specification to disclose 

corresponding structures for the first and third limitations—and consequently ruling 

Claim 98 to be invalid as indefinite. Appx28-29; Appx31-32.  

This Court “presume[s] that a claim limitation is not drafted in means-plus-

function format in the absence of the term ‘means.’” Dyfan, LLC v. Target Corp., 28 

F.4th 1360, 1365 (Fed. Cir. 2022). The burden rests on the challenging party, 

Defendants, to overcome this presumption by showing that the claim does not “recite 

sufficiently definite structure.” Id. at 1367 (requiring challenger to prove by 

preponderance of the evidence that POSITA would not have understood limitation 

“to connote structure in light of the claim as a whole”). “The standard is whether the 

words of the claim are understood by persons of ordinary skill in the art to have a 

sufficiently definite meaning as the name for structure.” Williamson, 792 F.3d at 

1349. As for other claim construction inquiries, the Court makes that determination 

“in light of evidence intrinsic and extrinsic to the asserted patents.” Zeroclick, LLC 

v. Apple Inc., 891 F.3d 1003, 1007 (Fed. Cir. 2018).  

In Dyfan, the Court reversed judgment of invalidity, holding that the district 

court had erred in treating a claim requiring code as invoking means-plus-function 

claiming. Id. at 1369, 1371. The Court found that a person of skill in the art would 

have understood the claimed “code” or “application” to connote structure in 
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combination with the limitation’s “recitation of the code or application’s operation,” 

id. at 1369:  

Unlike in the mechanical arts, the specific structure of software code 
and applications is partly defined by its function. In determining 
whether software limitations like those at issue here recite sufficient 
structure, we can look beyond the initial “code” or “application” term 
to the functional language to see if a person of ordinary skill would have 
understood the claim limitation as a whole to connote sufficiently 
definite structure.  

Id. at 1367–68 (citations omitted); In Dyfan, the disputed “‘code’/‘application’ 

limitations” claimed “code configured to be executed by at least one of the plurality 

of mobile devices, the code, when executed, configured to” perform various steps, 

including displaying information. Id. at 1363. The claimed code, “both alone and in 

combination with” the limitations’ description of the code’s operation, provided 

adequate structure. Id. at 1371. The Court also cited expert testimony showing that 

the “recited functions can be performed by conventional off-the-shelf software,” 

which further confirmed that a person of ordinary skill “would have understood the 

alleged means-plus-function ‘code’ limitations in the asserted claims to connote 

structure conventional off-the-shelf software.” Id. at 1369.  

In Zeroclick, LLC v. Apple Inc., 891 F.3d 1003 (Fed. Cir. 2018), the Court 

again reversed a district court’s characterization of claimed software functionality 

as means-plus-function claims. Zeroclick concerned the terms “program that can 

operate the movement of the pointer (0)” and “user interface code being configured 

to detect one or more locations touched by a movement of the user’s finger on the 
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screen without requiring the exertion of pressure and determine therefrom a selected 

operation.” Id. at 1006-07 (emphasis added). This Court held that the district court 

erred in treating both “‘program’ and ‘user interface code’ as nonce words”—that 

is, as “substitutes for ‘means’” that “presumptively bring the disputed claims 

limitations within the ambit of § 112, ¶ 6.” Id. at 1008. In upholding the resulting 

presumption against means-plus-function claiming, this Court emphasized the 

ability to use or modify existing software to perform the claimed steps. Id. Since the 

“‘basic concept behind both of the patents-in-suit is relatively simple,’ a person of 

ordinary skill in the art could reasonably discern from the claim language that” both 

“program” and “user interface code” were “used not as generic terms or black box 

recitations of structure or abstractions, but rather as specific references to 

conventional graphical user interface programs or code, existing in prior art at the 

time of the inventions.” Id. at 1008 (citations omitted).  

As in Dyfan and Zeroclick, the district court erred in holding Claim 98 of the 

’854 patent to be a means-plus-function claim. The structure of claim 98 closely 

mirrors the limitation at issue in Dyfan, where (as here) the claim includes code with 

instructions to perform three steps. Appx290 at 18:21-29. The limitations of claim 

98 concern basic software functions: analyzing text, searching a database, and 

inserting text into a document. Just like the “code” or “application” in Dyfan and the 

“program” or “user interface code” in Zeroclick, a person of ordinary skill would 
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understand the claimed “program instructions” of claim 98 to provide sufficient 

structure in connection with the steps of the claim.  

Expert declarations provide confirmatory extrinsic evidence that a person of 

skill would understand the claim limitation as a whole to connote sufficiently 

definite structure. For example, Arendi’s expert, Dr. John Levy explained that “a 

skilled artisan could add or insert information from one program into another by 

using a script file or by using string-handling functions of a programming language.” 

Appx6372 at ¶34. Google’s own expert, Dr. Edward Fox, explained that inserting 

text could use “an API call exposed by the second application program, i.e., a contact 

management computer program, as well as special programming of the first 

application program, e.g., word processor, to facilitate the text insertion.” Appx6357 

at ¶51. As for analyzing, Dr. Fox acknowledged “numerous approaches to this 

function (e.g., parsing, tokenizing, string matching, table lookup, named entity 

recognition).” Appx6348 at ¶33.  

Williamson v. Citrix Online, LLC, 792 F.3d 1339, 1350 (Fed. Cir. 2015), 

relied on by the district court, is inapposite. Williamson concerned a limitation 

claiming a “distributed learning control module for receiving communications 

transmitted between the presenter and the audience member computer systems and 

for relaying the communications to an intended receiving computer system and for 

coordinating the operation of the streaming data module.” The limitation simply 

substituted the “well-known nonce word” of “module” for the word “means.” Id. at 
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1351. In other words, the limitation was “in a format consistent with traditional 

means-plus-function claim limitations.” Id. The limitations of claim 98 of the ’854 

patent are not in that format. E.g., Appx290 at 18:28-29 (“inserting the information 

located in step (2) into the document”).  

In the alternative, the specification discloses a sufficient structure for 

analyzing the document. Thus, the Court should reinstate claim 98 even if it were to 

hold that “using a first computer program to analyze the document” invokes means-

plus-function claiming. “[T]he sufficiency of the structure is viewed through the lens 

of a person of skill in the art and without need to disclose structures well known in 

the art.” Enfish, LLC v. Microsoft Corp., 822 F.3d 1327, 1340 (Fed. Cir. 2016). 

Defendants bear the burden of proving indefiniteness by clear and convincing 

evidence. BASF Corp. v. Johnson Matthey Inc., 875 F.3d 1360, 1365 (Fed. Cir. 

2017).  

The specification of the ’854 patent provides clear directions on how to 

analyze the document without direction from the user. The specification instructs the 

person of ordinary skill to look for the first information in a document’s text. E.g., 

Appx268 at Fig. 1, no. 4 (“Analyze what the user has typed in the document”); 

Appx283 at 4:25-28 (“[T]he program analyzes what the user has typed in the 

document at step 4. A[t] step 6, the program decides what was found….”). It 

provides an algorithm for identifying or marking portions of that text as possible 

“first information”: 
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The program analyzes what the user has typed in the document at step 
4, for example, by analyzing (i) paragraph/line separations/formatting, 
etc.; (ii) street, avenue, is [sic] drive, lane, boulevard, city, state, zip 
code, country designators and abbreviations, etc.; (iii) Mr., Mrs., Sir, 
Madam, Jr., Sr. designators and abbreviations, etc.; (iv) Inc., Ltd., P.C., 
L.L.C, designators and abbreviations, etc.; and (v) a database of 
common male/female names, etc. 
 

Appx283 at 4:32-39; see also id. at 5:43-44 (suggesting identifying “a name or 

initials, or the like”). And the specification teaches a person of ordinary skill how to 

accomplish these steps without direction from the user by providing examples of the 

prohibited user actions—such as highlighting, selecting, italicizing, underlining. 

Appx286 at 10:17-22. The specification thus teaches where to analyze; how to 

analyze; and what role the user may have. Expert testimony by Dr. Levy confirms 

these disclosures provide reasonable certainty of the invention’s scope. Appx6369-

6370 at ¶¶28-31.  

Despite this evidence, the trial court erroneously held that, as in Aristocrat 

Techs. Australia PTY Ltd. v. Int’l Game Tech., 521 F.3d 1328, 1333 (Fed. Cir. 2008), 

the ’854 patent had failed to disclose “any” algorithm for analyzing. Aristocrat 

differs sharply from this case. In Aristocrat, the disclosed structure was “simply ‘any 

standard microprocessor base [sic] gaming machine [with] appropriate 

programming.’” Aristocrat Techs., 521 F.3d at 1333. That’s it: a computer with the 

right software. The only other disclosures depicted the output (i.e., function) of the 

software, rather than means to achieve it. Id. at 1334-35. In contrast, the ’854 patent 

instructs how to accomplish the claimed function as discussed in the prior paragraph.  
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That instruction makes the present case analogous, instead, to Typhoon Touch 

Techs., Inc. v. Dell, Inc., 659 F.3d 1376, 1386 (Fed. Cir. 2011). In Typhoon, this 

Court found sufficient disclosure of “means for cross-referencing”—a function 

“readily implemented by persons of skill in computer programming”—even though 

the specification simply described “cross-referencing” as “the matching of entered 

responses with a library of possible responses.” Id. The ’854 patent does that and 

more: disclosing that “analyzing” includes comparing text to “a database of common 

male/female names, etc.” to identify names; looking for telltale indicators such as 

“paragraph/line separations/formatting” to identify addresses; etc. Appx283 at 4:32-

39. The Court should, therefore, reinstate Claim 98.  

5. THE DISTRICT COURT ERRED IN GRANTING SUMMARY 
JUDGMENT IN FAVOR OF DEFENDANTS.  

A. Oath directly infringes claim 23 of the ’843 patent.  

Oath directly infringes claim 23 of the ’843 patent by making, selling or 

offering for sale CRMs encoded with the instructions comprising its Android 

smartphone apps.7  

Claim 23 claims “[a]t least one non-transitory computer readable medium 

encoded with instructions which, when loaded on a computer, establish processes 

for finding data . . . .” Appx194 at 12:40-44. Therefore, infringement does not require 

 
7 As noted above, the district court also granted summary judgment to Oath on the 
basis of its construction of “document.” Supra at 6. The Court should reverse both 
grounds for summary judgment and remand for trial.  
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that the processes established by the encoded instructions be performed. Finjan, Inc. 

v. Secure Computing Corp., 626 F.3d 1197, 1204 (Fed. Cir. 2010); VirnetX Inc. v. 

Apple Inc., 792 F. App’x 796, 808 (Fed. Cir. 2019).  

The district court erroneously held that Oath could not infringe claim 23 by 

virtue selling the Oath App for download onto users’ Android computers, Appx89, 

accepting Oath’s argument that users, rather than Oath, “assembl[e]” (i.e., make) the 

encoded CRM, Appx6405. That ruling misunderstands Oath’s involvement and the 

permitted contribution of end-users. Oath Apps are offered for sale and sold for 

direct download onto a device. See, e.g., Appx8033 (discussing advertising of 

products for download); Appx7725 (referencing availability of apps on App Store 

and Play Store). Selling the Oath App means loading the app onto the user’s 

device—i.e., encoding each device’s CRM with that software. In other words, Oath 

makes and sells the claimed “computer readable medium encoded with instructions” 

when it loads its programmatic code onto users’ devices—and it offers the infringing 

CRM for sale when it offers its infringing programmatic code for download onto 

users’ devices.  

That conclusion is required by the holding in Finjan, Inc. v. Secure Computing 

Corp., 626 F.3d 1197, 1205 (Fed. Cir. 2010). In that case, this Court held that a 

software download could infringe a CRM claim—even if the download subsequently 

had to be activated by the user to be capable of practicing the claimed steps. Id. at 

1205. In Finjan, defendants sold computer-security products, including a software 
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download. Id. at 1201 (noting that one of the accused products was “a . . . software 

download”). The infringing functionality was “‘locked’ when the . . . products are 

sold, requiring a customer to purchase a separate key to activate each individual 

module.” Id. at 1202. The Court rejected defendants’ argument that the need for the 

user to purchase and enter the product key meant that the downloadable software did 

not infringe the CRM claim:  

The code for proactive scanning was ‘already present’ in Defendants’ 
accused products when sold. There is no evidence that customers 
needed to modify the underlying code to unlock any software modules. 
The fact that users needed to “activate the functions programmed” by 
purchasing keys does not detract from or somehow nullify the existence 
of the claimed structure in the accused software.  

Id. at 1205. The Court stressed that the CRM claims “cover[ed] capability” rather 

than “actual operation,” id. at 1204-05, and the claim language did “not require that 

the program code be ‘active,’ only that it be written ‘for causing’ a server (’194 

patent claim 65) or a computer (’780 patent claim 18) to perform certain steps.” Id. 

at 1205. Cf. Appx194 at 12:40-44 (claiming CRMs, “which, when loaded on a 

computer, establish processes”).  

Just as in Finjan, Oath remains directly liable for the infringing CRM 

notwithstanding users’ role in downloading Oath’s code. Claim 23 of the ’843 patent 

parallels the claims at issue in those cases, each one claiming a CRM with 
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code/instructions that can cause a computer to perform claimed steps.8 The 

download of Oath’s app requires even less intervention by the user than the 

additional unlocking of the software download in Finjan. And Claim 23 itself states 

that the instructions must be loaded on a computer before the processes can be used. 

Appx194 at 12:40-44 (claiming CRM “encoded with instructions which, when 

loaded on a computer, establish processes”).  

B. The District Court’s grant of summary judgment was based on its 
erroneous claim construction. 

The district court granted summary judgment of noninfringement of the 

asserted claims of the ’843 patent with respect to Defendants’ accused products’ use 

of “Linkify” and “Smart Linkify” functionality. Appx70-73, Appx86-87. That ruling 

depended entirely on that functionality’s failure to meet the “edibility” requirement 

of the district court’s construction of “document.” Id. Because that construction was 

erroneous, supra at 27 et seq., the Court should reverse this portion of the District 

Court’s summary judgment ruling.  

 
8 Compare Appx194 at 12:45-13:7 (claiming CRM “encoded with instructions 
which, when loaded on a computer, establish processes . . . , the processes 
comprising: displaying . . . analyzing . . . retrieving . . . providing . . . causing . . . 
performing”) with Appx7820 at 13:14-23 (U.S. Patent No. 6,092,194, Claim 65 in 
Finjan) (claiming CRM “storing program code for causing a server . . . to perform 
the steps of: receiving . . . comparing . . . preventing”) and Appx7843 at 12:4-13 
(U.S. Patent No. 6,804,780, Claim 18 in Finjan) (claiming CRM “storing program 
code for causing a computer to perform the steps of: obtaining . . . fetching . . . 
performing).  
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CONCLUSION 

For the foregoing reasons, the Court should: 

(1) reverse the district court’s grant of judgment on the pleadings with respect 

to unpatentability of the asserted claims of the ’356, ’854 and ’993 patents;  

(2) reverse the district court’s constructions of “document” and “while it is 

electronically displayed,” and adopt the constructions proposed by Arendi;  

(3) reverse the district court’s construction of claim 98 of the ’854 patent as a 

means-plus-function claim and consequent indefiniteness ruling as to that claim, 

allowing Arendi’s cause of action on that claim to proceed in the district court; 

 (4) vacate the district court’s grant of partial summary judgment of non-

infringement based on its erroneous construction of “document”;  

(5) reverse the district court’s grant of summary judgment of non-

infringement with respect to Oath’s direct infringement of claim 23 of the ’843 

patent;  

(6) vacate the final judgment in the Google action; and 

(7) remand to the district court for further proceedings consistent with this 

Court’s judgment.  

 
 

 
Dated: May 13, 2024    Respectfully submitted, 
 

/s/ Kalpana Srinivasan   
Kalpana Srinivasan 
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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

ARENDI S.A.R.L.,

Plaintiff,

v.

GOOGLE LLC,

Defendant.

)
)
)
)
)
)
)
)
)
)

C.A. No. 13-919-JLH

FINAL JUDGMENT

The Court having held a jury trial beginning on April 24, 2023, the jury having returned a 

verdict, Plaintiff having filed Renewed Motions for Judgment as a Matter of Law and Motion for 

a New Trial (D.I. 559), and those motions having been resolved by the Court (D.I. 615); 

IT IS HEREBY ORDERED AND ADJUDGED:

Judgment is entered in favor of Defendant and against Plaintiff on Plaintiff’s claim of 

patent infringement of U.S. Patent No. 7,917,843. 

       ______________________________ 
Date: February 2, 2024    The Honorable Jennifer L. Hall 
       UNITED STATES DISTRICT JUDGE 

______________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________ _______________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________ _ 
ThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThThTTThThTThThTTTThThThThThTTThThThTTTTTTTTTTTTTTTTTTTTT e Honononononononononorarararararararararararararararararararararararararararararararararararararararararararararararararararararararrrarararararararararararararararararararablblbbblbbbblblblblblblblblblblblbbbbbbblblblblblblblblbbblblblblbbbbbbbbblblbbbbbbbbbbbbbblbbbbbbbbbbbbbbb e JeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJeJennnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnn ifer L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L L. Hall 
UNU ITED S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S S STATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATAATATATATATATATATAATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATATAATATATATATATATATATATATATATATATATATATTTATATATATATATATATATATATTTTTATATATATATATATATATTTATTTTTT TETETETETETETETETETETETETETETETETETETETETETETETETETETETETETETETTETETETETETETETETETETETETTETETETETETETETETETETETTTTTETETETTTTTTETETETTTTTTETETETTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTTT S DISTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTSTRICT JUDGE

Case 1:13-cv-00919-JLH   Document 616   Filed 02/02/24   Page 1 of 1 PageID #: 62515

APPX000001

Case: 22-1762      Document: 31     Page: 74     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 1 of 38 PageID #: 5495

APPX000002

Case: 22-1762      Document: 31     Page: 75     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 2 of 38 PageID #: 5496

APPX000003

Case: 22-1762      Document: 31     Page: 76     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 3 of 38 PageID #: 5497

APPX000004

Case: 22-1762      Document: 31     Page: 77     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 4 of 38 PageID #: 5498

APPX000005

Case: 22-1762      Document: 31     Page: 78     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 5 of 38 PageID #: 5499

APPX000006

Case: 22-1762      Document: 31     Page: 79     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 6 of 38 PageID #: 5500

APPX000007

Case: 22-1762      Document: 31     Page: 80     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 7 of 38 PageID #: 5501

APPX000008

Case: 22-1762      Document: 31     Page: 81     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 8 of 38 PageID #: 5502

APPX000009

Case: 22-1762      Document: 31     Page: 82     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 9 of 38 PageID #: 5503

APPX000010

Case: 22-1762      Document: 31     Page: 83     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 10 of 38 PageID #: 5504

APPX000011

Case: 22-1762      Document: 31     Page: 84     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 11 of 38 PageID #: 5505

APPX000012

Case: 22-1762      Document: 31     Page: 85     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 12 of 38 PageID #: 5506

APPX000013

Case: 22-1762      Document: 31     Page: 86     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 13 of 38 PageID #: 5507

APPX000014

Case: 22-1762      Document: 31     Page: 87     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 14 of 38 PageID #: 5508

APPX000015

Case: 22-1762      Document: 31     Page: 88     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 15 of 38 PageID #: 5509

APPX000016

Case: 22-1762      Document: 31     Page: 89     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 16 of 38 PageID #: 5510

APPX000017

Case: 22-1762      Document: 31     Page: 90     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 17 of 38 PageID #: 5511

APPX000018

Case: 22-1762      Document: 31     Page: 91     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 18 of 38 PageID #: 5512

APPX000019

Case: 22-1762      Document: 31     Page: 92     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 19 of 38 PageID #: 5513

APPX000020

Case: 22-1762      Document: 31     Page: 93     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 20 of 38 PageID #: 5514

APPX000021

Case: 22-1762      Document: 31     Page: 94     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 21 of 38 PageID #: 5515

APPX000022

Case: 22-1762      Document: 31     Page: 95     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 22 of 38 PageID #: 5516

APPX000023

Case: 22-1762      Document: 31     Page: 96     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 23 of 38 PageID #: 5517

APPX000024

Case: 22-1762      Document: 31     Page: 97     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 24 of 38 PageID #: 5518

APPX000025

Case: 22-1762      Document: 31     Page: 98     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 25 of 38 PageID #: 5519

APPX000026

Case: 22-1762      Document: 31     Page: 99     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 26 of 38 PageID #: 5520

APPX000027

Case: 22-1762      Document: 31     Page: 100     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 27 of 38 PageID #: 5521

APPX000028

Case: 22-1762      Document: 31     Page: 101     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 28 of 38 PageID #: 5522

APPX000029

Case: 22-1762      Document: 31     Page: 102     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 29 of 38 PageID #: 5523

APPX000030

Case: 22-1762      Document: 31     Page: 103     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 30 of 38 PageID #: 5524

APPX000031

Case: 22-1762      Document: 31     Page: 104     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 31 of 38 PageID #: 5525

APPX000032

Case: 22-1762      Document: 31     Page: 105     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 32 of 38 PageID #: 5526

APPX000033

Case: 22-1762      Document: 31     Page: 106     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 33 of 38 PageID #: 5527

APPX000034

Case: 22-1762      Document: 31     Page: 107     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 34 of 38 PageID #: 5528

APPX000035

Case: 22-1762      Document: 31     Page: 108     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 35 of 38 PageID #: 5529

APPX000036

Case: 22-1762      Document: 31     Page: 109     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 36 of 38 PageID #: 5530

APPX000037

Case: 22-1762      Document: 31     Page: 110     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 37 of 38 PageID #: 5531

APPX000038

Case: 22-1762      Document: 31     Page: 111     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 143   Filed 08/19/19   Page 38 of 38 PageID #: 5532

APPX000039

Case: 22-1762      Document: 31     Page: 112     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 144   Filed 08/19/19   Page 1 of 5 PageID #: 5533

APPX000040

Case: 22-1762      Document: 31     Page: 113     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 144   Filed 08/19/19   Page 2 of 5 PageID #: 5534

APPX000041

Case: 22-1762      Document: 31     Page: 114     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 144   Filed 08/19/19   Page 3 of 5 PageID #: 5535

APPX000042

Case: 22-1762      Document: 31     Page: 115     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 144   Filed 08/19/19   Page 4 of 5 PageID #: 5536

APPX000043

Case: 22-1762      Document: 31     Page: 116     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 144   Filed 08/19/19   Page 5 of 5 PageID #: 5537

APPX000044

Case: 22-1762      Document: 31     Page: 117     Filed: 05/20/2024



APPX000045

Case: 22-1762      Document: 31     Page: 118     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 201   Filed 01/02/20   Page 1 of 11 PageID #: 6202

APPX000046

Case: 22-1762      Document: 31     Page: 119     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 201   Filed 01/02/20   Page 2 of 11 PageID #: 6203

APPX000047

Case: 22-1762      Document: 31     Page: 120     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 201   Filed 01/02/20   Page 3 of 11 PageID #: 6204

APPX000048

Case: 22-1762      Document: 31     Page: 121     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 201   Filed 01/02/20   Page 4 of 11 PageID #: 6205

APPX000049

Case: 22-1762      Document: 31     Page: 122     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 201   Filed 01/02/20   Page 5 of 11 PageID #: 6206

APPX000050

Case: 22-1762      Document: 31     Page: 123     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 201   Filed 01/02/20   Page 6 of 11 PageID #: 6207

APPX000051

Case: 22-1762      Document: 31     Page: 124     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 201   Filed 01/02/20   Page 7 of 11 PageID #: 6208

APPX000052

Case: 22-1762      Document: 31     Page: 125     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 201   Filed 01/02/20   Page 8 of 11 PageID #: 6209

APPX000053

Case: 22-1762      Document: 31     Page: 126     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 201   Filed 01/02/20   Page 9 of 11 PageID #: 6210

APPX000054

Case: 22-1762      Document: 31     Page: 127     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 201   Filed 01/02/20   Page 10 of 11 PageID #: 6211

APPX000055

Case: 22-1762      Document: 31     Page: 128     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 201   Filed 01/02/20   Page 11 of 11 PageID #: 6212

APPX000056

Case: 22-1762      Document: 31     Page: 129     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 1 of 35 PageID #: 47352

APPX000057

Case: 22-1762      Document: 31     Page: 130     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 2 of 35 PageID #: 47353

APPX000058

Case: 22-1762      Document: 31     Page: 131     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 3 of 35 PageID #: 47354

APPX000059

Case: 22-1762      Document: 31     Page: 132     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 4 of 35 PageID #: 47355

APPX000060

Case: 22-1762      Document: 31     Page: 133     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 5 of 35 PageID #: 47356

APPX000061

Case: 22-1762      Document: 31     Page: 134     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 6 of 35 PageID #: 47357

APPX000062

Case: 22-1762      Document: 31     Page: 135     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 7 of 35 PageID #: 47358

APPX000063

Case: 22-1762      Document: 31     Page: 136     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 8 of 35 PageID #: 47359

APPX000064

Case: 22-1762      Document: 31     Page: 137     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 9 of 35 PageID #: 47360

APPX000065

Case: 22-1762      Document: 31     Page: 138     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 10 of 35 PageID #: 47361

APPX000066

Case: 22-1762      Document: 31     Page: 139     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 11 of 35 PageID #: 47362

APPX000067

Case: 22-1762      Document: 31     Page: 140     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 12 of 35 PageID #: 47363

APPX000068

Case: 22-1762      Document: 31     Page: 141     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 13 of 35 PageID #: 47364

APPX000069

Redacted: Public Version of Filing Substituted for Sealed Original

Case: 22-1762      Document: 31     Page: 142     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 14 of 35 PageID #: 47365

APPX000070

Case: 22-1762      Document: 31     Page: 143     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 15 of 35 PageID #: 47366

APPX000071

Case: 22-1762      Document: 31     Page: 144     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 16 of 35 PageID #: 47367

APPX000072

Case: 22-1762      Document: 31     Page: 145     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 17 of 35 PageID #: 47368

APPX000073

Case: 22-1762      Document: 31     Page: 146     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 18 of 35 PageID #: 47369

APPX000074

Case: 22-1762      Document: 31     Page: 147     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 20 of 35 PageID #: 47371

APPX000076

Redacted: Public Version of Filing Substituted for Sealed Original

Case: 22-1762      Document: 31     Page: 148     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 21 of 35 PageID #: 47372

APPX000077

Redacted: Public Version of Filing Substituted for Sealed Original

Case: 22-1762      Document: 31     Page: 149     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 22 of 35 PageID #: 47373

APPX000078

Redacted: Public Version of Filing Substituted for Sealed Original

Case: 22-1762      Document: 31     Page: 150     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 23 of 35 PageID #: 47374

APPX000079

Case: 22-1762      Document: 31     Page: 151     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 19 of 35 PageID #: 47370

APPX000075

Case: 22-1762      Document: 31     Page: 152     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 24 of 35 PageID #: 47375

APPX000080

Case: 22-1762      Document: 31     Page: 153     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 25 of 35 PageID #: 47376

APPX000081

Case: 22-1762      Document: 31     Page: 154     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 26 of 35 PageID #: 47377

APPX000082

Redacted: Public Version of Filing Substituted for Sealed Original

Case: 22-1762      Document: 31     Page: 155     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 27 of 35 PageID #: 47378

APPX000083

Case: 22-1762      Document: 31     Page: 156     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 28 of 35 PageID #: 47379

APPX000084

Case: 22-1762      Document: 31     Page: 157     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 29 of 35 PageID #: 47380

APPX000085

Case: 22-1762      Document: 31     Page: 158     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 30 of 35 PageID #: 47381

APPX000086

Case: 22-1762      Document: 31     Page: 159     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 31 of 35 PageID #: 47382

APPX000087

Case: 22-1762      Document: 31     Page: 160     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 32 of 35 PageID #: 47383

APPX000088

Case: 22-1762      Document: 31     Page: 161     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 33 of 35 PageID #: 47384

APPX000089

Case: 22-1762      Document: 31     Page: 162     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 34 of 35 PageID #: 47385

APPX000090

Case: 22-1762      Document: 31     Page: 163     Filed: 05/20/2024



Case 1:13-cv-00919-LPS   Document 400   Filed 04/08/22   Page 35 of 35 PageID #: 47386

APPX000091

Case: 22-1762      Document: 31     Page: 164     Filed: 05/20/2024



Case 1:13-cv-00919-JLH   Document 394   Filed 03/31/22   Page 1 of 4 PageID #: 47089

APPX000092

Case: 22-1762      Document: 31     Page: 165     Filed: 05/20/2024



Case 1:13-cv-00919-JLH   Document 394   Filed 03/31/22   Page 2 of 4 PageID #: 47090

APPX000093

Case: 22-1762      Document: 31     Page: 166     Filed: 05/20/2024



Case 1:13-cv-00919-JLH   Document 394   Filed 03/31/22   Page 3 of 4 PageID #: 47091

APPX000094

Case: 22-1762      Document: 31     Page: 167     Filed: 05/20/2024



Case 1:13-cv-00919-JLH   Document 394   Filed 03/31/22   Page 4 of 4 PageID #: 47092

APPX000095

Case: 22-1762      Document: 31     Page: 168     Filed: 05/20/2024



1

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

ARENDI S.A.R.L.,

Plaintiff,

v.

GOOGLE LLC,

Defendant.

)
)
)
)
)
)
)
)
)
)

C.A. No. 13-919-JLH

MEMORANDUM ORDER

Pending before the Court is Plaintiff Arendi S.A.R.L.’s ( Arendi’s ) Renewed Motions for 

Judgment as a Matter of Law and Motion for a New Trial.  (D.I. 559.)  For the reasons set forth 

below, the Motions are DENIED.

Plaintiff Arendi filed this patent infringement action against Defendant Google LLC 

( Google ) on May 22, 2013.  (D.I. 1.)  The Honorable Leonard P. Star  presided over the 

proceedings from 2013 until 2022, when he was appointed to the Court of Appeals for the Federal 

Circuit.  Shortly thereafter, the parties consented to have the case heard by a U.S. Magistrate Judge, 

and, on April 26, 2022, the case was reassigned to me (then a Magistrate Judge).1  hen I got the 

case, it was nearly ready for trial: Judge Star  had already construed the claims (D.I. 143, 144),

ruled on Defendant’s affirmative defense of patent invalidity under 35 U.S.C.  101 (D.I. 200, 

201), and decided the parties’ numerous summary judgment and Daubert motions (D.I. 389, 390, 

391, 392, 393, 394).   

By the time of trial, there was only one claim left in the case to be tried: Arendi’s claim 

1 I was appointed as a District Judge in January 2024. 

Case 1:13-cv-00919-JLH   Document 615   Filed 02/02/24   Page 1 of 5 PageID #: 62510

APPX000096

Case: 22-1762      Document: 31     Page: 169     Filed: 05/20/2024



2

that Google had infringed U.S. Patent No. 7,917,843 (the ’843 patent ) (which, by that point, had 

e pired). (D.I. 97 (Amended Complaint, Count I).)  Google contested the issue of infringement,

and it also asserted affirmative defenses of patent invalidity and license.  (D.I. 99 (Answer to 

Amended Complaint).)  Notably, Google did not re uest a declaratory judgment of invalidity. 

The case was tried to a jury beginning on April 24, 2023.  Both sides made motions for 

judgment as a matter of law before the case was submitted to the jury.  The Court did not grant 

any of those motions and instead submitted the case to the jury.  Both sides agreed that the jury

should be as ed to ma e individual written findings on the issues of infringement, anticipation, 

and obviousness (among other issues).  (D.I. 499, 500, 505.)  In accordance with the parties’

agreement, the Court instructed the jury to ma e individual written findings on the issues of 

infringement, anticipation, and obviousness (among other issues).  (D.I. 528 (Final Jury 

Instructions), 529 (Final erdict Form).)  The jury made the following findings: (1) that Arendi 

had not proven by a preponderance of the evidence that Google infringed claims 23 or 30 of the 

) that Google had proven by clear and convincing evidence that those claims were 

claims were obvious in view of prior art.   

On May 10, 2023, the Court entered a document styled Judgment Following erdict,  

which stated, in pertinent part: 

The jury having deliberated on Plaintiff Arendi S.A.R.L.’s 
claims of willful patent infringement of claims 23 and 30 of U.S. 
Patent No. 7,917,843 (the ’843 patent ), and the jury having 
reached a verdict on May 2, 2023 finding that Defendant Google 
LLC’s accused products do not infringe the asserted claims, 
judgment of non-infringement on all asserted claims is entered in 
favor of Defendant and against Plaintiff. The jury having further 
deliberated on Defendant Google LLC’s affirmative defense of 
anticipation of claims 23 and 30 of the ’843 patent, and the jury 
having reached a verdict finding that those claims are anticipated, 
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and the jury also having deliberated on Defendant’s affirmative 
defense of obviousness of claims 23 and 30 of the ’843 patent, and 
the jury having reached a verdict finding that those claims are 
obvious, judgment is entered in favor of Defendant and against 
Plaintiff on Defendant’s invalidity defenses.  

This judgment shall have the effect of denying as moot all 
other pending motions made by the parties pursuant to Rule 50(a) of 
the Federal Rules of Civil Procedure. The judgment is subject to 
modification following the Court’s consideration of the parties’ 
post-trial motions.

(D.I. 545.)   

On June 2, 2023, Arendi filed the pending Renewed Motions for Judgment as a Matter of 

Law and Motion for a New Trial.   (D.I. 559.)  In its papers, Arendi as s for the following relief: 

Pursuant to Federal Rule of Civil Procedure 50(b) Plaintiff 
Arendi S.A.R.L. renews its motions for judgment as a matter of law 
of i) no anticipation as to Claims 23 and 30 of U.S. Patent
ii) non-
and iii) estoppel of the following grounds, under 35 U.S.C.  315(e): 
CyberDes  (as to anticipation), CyberDes and ord (as an 
obviousness combination). 

Arendi S.A.R.L. moves, in the alternative, for a new trial 
pursuant to Federal Rule of Civil Procedure 59(a)(1). 

(D.I. 559.)  In other words, Arendi currently challenges the legal and evidentiary sufficiency of

Google’s affirmative defenses, but Arendi did not file a post-trial motion challenging the jury’s 

finding that it failed to prove by a preponderance of the evidence that Google infringed.   

Again, there is only one claim at issue: Arendi’s claim for infringement .

Because Arendi is not challenging the jury’s verdict that it failed to prove infringement, the Court 

must enter judgment on that claim in favor of Google regardless of what the Court thin s about 

the merits of Arendi’s arguments about Google’s affirmative defenses.  Accordingly, the Court 

will enter final judgment in favor of Google on that claim. 

Arendi as s the Court to clarify  in the judgment document that the judgment is based 
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on the jury’s non-infringement verdict at trial.   (D.I. 610.2) The Court declines to do so.  There 

is one claim left in this case and the final judgment will indicate that judgment on that claim should 

be entered in favor of Google, for the reasons set forth above.  It is unclear if Arendi’s re uest

represents an attempt to limit what issues the parties can or must raise on appeal (against or in 

whatever arguments on appeal that they are permitted to ma e under the law or that they are 

re uired to ma e in order to preserve their arguments. 

Google argues that the Court can and should consider and reject Arendi’s arguments 

that the jury got it wrong on anticipation and obviousness.  I agree with Google that the Court has 

discretion to consider the arguments in Arendi’s post-trial motions.  But because Google did not 

see  a declaratory judgment of invalidity, the Court also has discretion to not consider Arendi’s 

arguments.3 And under the circumstances of this case, the Court will e ercise its discretion to not 

do so, as it would be a waste of judicial resources.  Because Arendi did not file a post-trial motion 

challenging the jury’s finding that it failed to prove infringement of , its success on

appeal appears to depend on whether it can convince the Federal Circuit that Judge Star ’s claim 

construction was erroneous.  If the Federal Circuit agrees with Judge Star ’s claim construction, 

the judgment in favor of Google will stand regardless of how this Court rules on Arendi’s post-

trial motions on invalidity.  If the Federal Circuit disagrees with aspects of the claim construction,

any ruling I would have made with respect to Arendi’s post-trial validity motions would have been 

2 The Court as ed the parties for supplemental briefing regarding how it should proceed in 
view of Arendi’s failure to challenge the jury’s non-infringement finding in a post-trial motion.  
(D.I. 608, 609, 610, 611, 614.) 

3 See Cardinal Chem. Co. v. Morton Int’l, Inc., 508 U.S. 83, 93 94 (1993) ( An 
unnecessary ruling on an affirmative defense is not the same as the necessary resolution of a 
counterclaim for a declaratory judgment. ).
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based on an erroneous claim construction.4

For these reasons, Arendi’s Renewed Motions for Judgment as a Matter of Law and Motion 

for a New Trial (D.I. 559) are DENIED.  The Court will enter final judgment in favor of Google

on Arendi’s claim of infringement of the ’843 patent.  

       ______________________________ 
Date: February 2, 2024    The Honorable Jennifer L. Hall 

UNITED STATES DISTRICT JUDGE

4 It is true, as Google points out, that a district court deciding a case on alternative grounds 
may help a higher court.  And I agree with Google that it is possible that any claim construction 
errors that might be identified by the Federal Circuit might not call into uestion the jury’s 
invalidity verdict.  Under the uni ue circumstances of this case, however, there is no reason for 
the Court to e pend judicial resources writing an opinion to address the alternative grounds of 
invalidity, where that opinion is either going to be (i) unhelpful because it’s unnecessary or (ii) 
uses the wrong claim construction and thus unli ely to be all that helpful to an appellate court that 
is going to review the invalidity issues de novo.  Again, this order is not intended to limit what 
issues the parties can (or must) raise on appeal against or in support of the judgment. 

As Google points out, the Supreme Court has remar ed on the public interest that is served 
by courts in uiring fully  into patent validity, Sinclair & Carroll Co. v. Interchemical Corp., 325 
U.S. 327, 330 (1945), because preclusion doctrines can prevent a patentee who lost on the issue of 
validity from reasserting that patent against the defendant and others.  See, e.g., Blonder-Tongue 
Labs., Inc. v. Univ. of Ill. Found., 402 U.S. 313 (1971).  But Google has not suggested that concerns 
about issue preclusion weigh in favor of the Court assessing the merits of Arendi’s post-trial 
validity motions.  Perhaps that is because the doctrine of issue preclusion generally re uires that 
the issue (i.e., patent validity) be essential to the judgment, and it is not here, for the reasons 
e plained above. hat’s more, the ’843 patent is now e pired and thus will not be asserted against 
Google in a future case. 
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