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I. STATEMENT OF INTEREST 

Amici are biotechnology and pharmaceutical companies that discover and 

develop innovative medicines for human diseases.  During the height of the recent 

pandemic, Amici worked to develop a breakthrough COVID-19 vaccine, which was 

authorized by the FDA on December 11, 2020. 

Plaintiff Alnylam sued Amici for patent infringement, alleging that the lipid 

nanoparticle technology used in Comirnaty® infringes the same patents that have 

been asserted against Moderna and at issue here. The case is ongoing in the District 

of Delaware under the consolidated case caption Alnylam Pharmaceuticals, Inc. v. 

Pfizer Inc. et al., 22-cv-336-CFC.  Due to the overlapping patents and disputed claim 

terms between the cases against Amici and Moderna, the district court consolidated 

the Markman hearing giving rise to the instant appeal. 

Pursuant to Federal Rule of Appellate Procedure Rule 29(c)(5)(A)-(C), Amici 

confirm that no party’s counsel authored this brief in whole or in part, nor has any 

counsel, party or third person other than Amici made any monetary contribution 

intended to fund the preparation or submission of this brief.  Amici filed this brief 

with the consent of both parties. 

II. ARGUMENT  

Amici agree with Moderna that the district court correctly construed the terms 

“branched alkyl” and “branched C10-C20 alkyl.”  In deciding this appeal, however, 
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Amici ask the Court to exercise caution to avoid reaching the merits of how to 

construe a closely related claim term at issue solely in a related case, i.e., “R13 is a 

branched C10-C20 alkyl.” 

Amici are defendants in ongoing patent litigation brought by Alnylam in the 

District of Delaware, Alnylam Pharmaceuticals, Inc. v. Pfizer Inc., et al., 22-cv-336-

CFC.  See Alnylam Br. at 1.  That case concerns the same asserted patents, and Amici 

participated in the consolidated Markman hearing giving rise to this appeal.  While 

the district court adopted Moderna’s proposed constructions of “branched alkyl” and 

“branched C10-C20 alkyl,” the district court did not adopt Amici’s proposed 

construction of the related claim term “R13 is a branched C10-C20 alkyl.”  See 

Alnylam Br. at 32-33 (citing Appx3-6; Appx5519-5522). 

Amici’s proposed construction for that term tracks the construction of 

“branched C10-C20 alkyl” adopted by the district court with one material clarification: 

the structural requirements for the “branched C10-C20 alkyl” group must occur within 

the “R13” group.  Under Amici’s proposed construction, for the R13 group to be “a 

branched C10-C20 alkyl,” one carbon atom in the group must be bound to at least 

three other carbon atoms within R13.  In other words, Amici’s position is that the 

branching contemplated by “branched alkyl”—binding to three other carbons—must 

all occur within the R13 group and one of those carbons cannot be in the M1 group. 
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Whether one of the three bound carbons in “branched alkyl” can be within the 

M1 group is not an issue that the Court needs to resolve in order to address the parties 

claim construction dispute in this appeal.  In fact, Alnylam has represented to the 

Court that the dispute as to Amici’s proposed construction for “R13 is a branched 

C10-C20 alkyl” is “not germane to infringement or invalidity claims raised with 

respect to Moderna” and has “no bearing on the operative scope of the claim.”  

Alnylam Br. at 33 n.11 (quoting GPNE Corp. v. Apple Inc., 830 F.3d 1365, 1372–

73 (Fed. Cir. 2016)).  And as Moderna explains, for both the —OC(O)— and —

C(O)O— orientations, it is possible for all three bound carbons to be within the R13 

group without relying on carbons within the M1 group.  Moderna Br. at 52 (depicting 

three carbons within the green boxes). 

Amici request that the Court decline to consider in this appeal the merits of 

whether a carbon from within the M1 group can satisfy the district court’s 

constructions requiring one carbon atom in the group “is bound to at least three other 

carbon atoms.”  As this Court has explained, “only those terms need be construed 

that are in controversy, and only to the extent necessary to resolve the controversy.”  

Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999).  The 

construction of “R13 is a branched C10-C20 alkyl” is not in controversy and the Court 

need not reach this issue to construe “branched alkyl” or “branched C10-C20 alkyl.”  

See Alnylam Br. at 33 n.11.  Moreover, reaching this issue now in the absence of 
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full briefing could deny Amici a fair opportunity to later argue the construction of 

the “R13” term on appeal. 

III. CONCLUSION 

With the context described above, Amici support Moderna’s position that the 

district court’s constructions of “branched alkyl” and “branched C10-C20 alkyl” 

should be affirmed. 
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