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CERTIFICATE OF INTEREST 

Counsel for Appellant Nike, Inc. certifies the following: 
 

1. The full name of every party or amicus represented by me is: 
 

Nike, Inc. 
 

2. The name of the real party in interest (if the party named in the caption is not 
the real party in interest) represented by me is: 
 

N/A 
 

3. All parent corporations and any publicly held companies that own 10 percent 
or more of the stock of the party or amicus curiae represented by me are: 
 

None. 
 

4. The names of all law firms and partners or associates that appeared for the 
party or amicus now represented by me in the trial court or agency or are 
expected to appear in this Court (and who have not or will not enter an 
appearance in this case) are: 
 

Jonathan Pieter van Es, Thomas K. Pratt, H. Wayne Porter, Joseph M. 
Skerpon, all of BANNER &WITCOFF, LTD. 
 

5. The title and number of any case known to counsel to be pending in this or 
any other court or agency that will directly affect or be directly affected by 
this court’s decision in the pending appeal. See Fed. Cir. R. 47.4(a)(5) and 
47.5(b).  (The parties should attach continuation pages as necessary): 
 

None. 
 
6. Organizational Victims and Bankruptcy Cases. Provide any information 

required under Fed. R. App. P. 26.1(b) (organizational victims in criminal 
cases)and 26.1(c) (bankruptcy case debtors and trustees). Fed. Cir. R. 
47.4(a)(6). 

 
  None. 
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Date:  October 19, 2022    /s/ Christopher J. Renk         . 
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     Counsel for Appellant Nike, Inc. 
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STATEMENT OF COUNSEL 

Based on my professional judgment, I believe this appeal requires an answer 

to one or more precedent-setting questions of exceptional importance: 

1. In an inter partes review, does the petitioner bear the burden of 

persuasion for an unpatentability ground the Board raises sua 

sponte against proposed substitute claims? 

/s/ Christopher J. Renk         . 
      Christopher J. Renk 
      Counsel for Appellant Nike, Inc. 
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PRELIMINARY STATEMENT 

This case is ripe for en banc review because it presents the unanswered 

question of whether an IPR petitioner bears the burden of persuasion for a Board-

raised, sua sponte ground of unpatentability against substitute claims. 

 The panel mistakenly believed that Nike’s case presented a “one-off,” 

because new PTO rules of practice—which postdated Nike’s case—resolved this 

issue for future cases.  But as the PTO conceded at oral argument, those new rules 

don’t address who bears the burden of proving a ground of unpatentability raised 

sua sponte by the Board.   

Nike petitions for en banc review because the Panel failed to address the 

inconsistency between the Board’s decision and the plain language of 35 U.S.C. § 

316(e).  The statute does not distinguish between petitioner-raised and Board-raised 

propositions.  The Panel’s opinion leaves considerable uncertainty amongst IPR 

litigants.  Without further clarity from this Court, the Board will continue to deny 

motions to amend based on arguments never raised by the parties, without a clear 

burden of proof or the benefit of the adversarial process.  Like here, this practice will 

lead to a problematic cycle in which the patent owner never receives sufficient notice 

of the rationale for finding its substitute claims unpatentable. 
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STATEMENT OF RELEVANT FACTS 

I. The Board’s First Final Written Decision and Appeal 

In Nike I, a panel of this Court vacated-in-part the Board’s first final written 

decision because the Board’s findings were “insufficient to support a conclusion that 

proposed substitute claim 49 is unpatentable as obvious.”  Nike, Inc. v. adidas AG, 

812 F.3d 1326, 1334-35 (Fed. Cir. 2016) (“Nike I”).  Specifically, the prior art was 

missing a key element of proposed substitute claim 49—the formation of apertures 

by skipping stitches while knitting a footwear upper.  This Court suggested that the 

Board may have intended to convey that skipping stitches to form apertures, even 

though not disclosed in the prior art, was a well-known technique.  “But,” the Court 

held, “the Board did not articulate these findings.”  Id. 

II. The Board’s Second Final Written Decision and Appeal 

On remand, adidas did not seek to provide additional briefing or assert any 

new prior art references or expert declarations to demonstrate the unpatentability of 

substitute claim 49, and did not otherwise revise its invalidity arguments.  

Appx2428; Appx2387.  The Board thereafter issued its second final written decision, 

again finding substitute claim 49 unpatentable.  Appx2424.  Even though there was 

no dispute that the prior art did not disclose the missing claim element, the Board 

nonetheless found substitute claim 49 unpatentable based on an entirely new ground: 

the “well-known technique” of “skipping stitches to form apertures.”  Appx2440; 
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Appx2443-2444.  For support, the Board relied exclusively on a 413-page knitting 

textbook (“Spencer”) that was not previously cited or relied on by adidas as part of 

its obviousness arguments.  Appx2442-2445.  Nike appealed, arguing that the Board 

erred by relying on Spencer and violated the APA by failing to give notice of its 

intent to rely on Spencer to support its conclusion. 

On April 9, 2020, a panel of this Court remanded the case to the Board and 

held that, while the Board may assert an unpatentability ground to a substitute claim 

sua sponte, it must first give the parties notice and an opportunity to respond.  Nike, 

Inc. v. adidas AG, 955 F.3d 45, 51 (Fed. Cir. 2018) (“Nike II”).   

III. The Board’s Third Final Written Decision 

On remand, the Board limited briefing to three issues: (1) does Spencer teach 

or suggest the disputed limitation of substitute claim 49; (2) did a motivation to 

combine exist; and (3) given that the Board sua sponte raised an unpatentability 

ground, which party bears the burden of persuasion as to the Board’s sua sponte 

ground.  Appx2560-2561.   

adidas did not request to submit additional evidence (Appx2560-61) and, in 

accordance with the Board’s Order, the parties submitted briefs on remand.  As to 

the question of motivation to combine Spencer with the other prior art, adidas 

argued—solely through attorney argument—that minimizing waste would “motivate 

the skilled artisan to use the ‘fundamental principle’ of omitting stitches to create an 
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aperture, which accomplishes both, particularly as compared to punching out 

openings.”  Appx2620-2621.  Nike responded that this argument was made without 

any record citation or evidentiary support, and thus did not constitute evidence.  

Appx2637. 

On March 21, 2021, the Board issued its third final written decision.  Appx1.  

With respect to the question of which party bore the burden of persuasion as to the 

unpatentability of substitute claim 49, the Board concluded that “neither party bears 

the burden of persuasion.”  Appx14.  The Board recognized that its conclusion 

contradicted this Court’s holding in Bosch1 that “the petitioner bears the burden of 

proving that the proposed amended claims are unpatentable by a preponderance of 

the evidence.”  Appx16.  However, the Board purported to distinguish Bosch based 

on the fact that “the Board, instead of Petitioner, raised this challenge[.]”  Appx18.  

Thus, even though adidas was still actively participating in the proceeding—

including by opposing Nike’s motion to amend and submitting supplemental 

briefing on the Board’s sua sponte ground—the Board concluded that “[b]ecause 

Petitioner did not raise the instant challenge to claim 49, Petitioner cannot be made 

to bear the burden of persuasion regarding that challenge.”  Id. 

 
1 Bosch Auto Serv. Sols., LLC v. Matal, 878 F.3d 1027, 1040 (Fed. Cir. 2017). 
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Next, the Board determined that substitute claim 49 was obvious over the 

teachings of previously-cited prior art and Spencer, and that sufficient motivation to 

combine existed.  Appx36.  However, instead of relying on or citing adidas’ attorney 

argument regarding motivation to combine, the Board searched for and cited entirely 

new portions of Spencer for support.  Id.  Again, Nike had no notice of the Board’s 

intention to rely on these new portions.  Had the Board properly applied the burden 

to adidas as an active adversary in the IPR, adidas’ attorney argument alone would 

have been insufficient to satisfy that burden. 

IV. Oral Argument in the Present Appeal 

Nike appealed, arguing inter alia that the Board erred in its determination that 

neither party bore the burden of persuasion, and failed to give notice as to its newly-

articulated motivation to combine rationale.  In addition to adidas, the PTO 

intervened, submitted an intervenor brief, and participated in oral argument. 

 Oral argument was held on August 1, 2022.2  adidas’ counsel argued for less 

than seven minutes before the Panel asked to transition to the PTO.  Id. at 27:05.  

The first question posed to the PTO regarded its recently amended rules of practice, 

7 C.F.R. § 41.121(d)(3).  The Panel asked what it characterized as a “compelling 

 
2 See Oral Argument Recording (“Oral Arg.”), available at 
https://oralarguments.cafc.uscourts.gov/default.aspx?fl=21-1903_08012022.mp3/.  
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question”:  Does the regulation answer the question of which party bears the burden 

for a sua sponte ground raised by the Board?  The PTO made clear that it did not: 

[J. Prost]   Is it clear to [the PTO] that [7 C.F.R. § 41.121(d)(3)] answer[s] 
the question of whether or not the burden of persuasion would 
apply in this circumstance? 

[USPTO] The regulation does not speak to that question. 

[J. Prost]  “Does not”? 

[USPTO] Yes.  The regulation does not speak to that precise question.  

Oral Arg. at 27:57-28:45 (dialogue related to audio complications omitted).   

The PTO further confirmed that there was a “gap” in the regulations as to the 

burden assignment when the Board raises an unpatentability ground sua sponte: 

[J. Chen]   So why are you saying there is this gap in [the PTO’s] new 
regulation as to the burden assignment question for when the 
Board sua sponte raises an unpatentability issue itself? 

[USPTO] Personally, I do not know why that gap was left. 

Id. at 28:46-29:09.  The PTO added that the new regulation’s “focus” was on the 

Board’s ability to raise sua sponte grounds rather than the burden allocation when it 

does so.  Id. at 30:00-30:30. 

V. The Panel’s Decision 

On September 1, 2022, a panel of this Court (“Panel”) issued a non-

precedential opinion affirming the Board’s determination.  See Nike, Inc. v. Adidas 

AG, No. 2021-1903, 2022 WL 4002668, at *1 (Fed. Cir. Sept. 1, 2022) (“Nike III”).  

As to the question of which party bears the burden in response to the Board’s sua 

sponte ground, the Panel found it “unnecessary” to determine this issue due to the 
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erroneous conclusion that the Board’s and adidas’ arguments “mirror[ed] each 

other,” and thus “the outcome below would have been the same regardless of 

whether the burden fell to [a]didas or the Board.”  Id. at *5.  But, as explained above, 

the Board’s arguments did not mirror adidas’ argument at least because, in its final 

written decision, the Board relied on entirely new portions of Spencer to support its 

motivation to combine conclusion without giving Nike notice of its intention to do 

so.  Appx36.   

Importantly, in reaching its conclusion, the Panel stated that the PTO amended 

37 C.F.R. § 41.121(d) to “allocate the burden of persuasion in motions to amend 

filed on or after January 20, 2021.”  Nike III, 2022 WL 4002668 at n.3.  The Panel 

noted that “[b]ecause Nike’s motion to amend was filed before that date, the 

amended regulation is inapplicable here.”  Id.  As made clear by the PTO itself, 

however, the regulation does not allocate burden of persuasion in motions to amend 

for Board-raised sua sponte challenges.  The fact that the newly-amended regulation 

did not apply to Nike’s motion is immaterial to the burden issue and future IPR 

litigants will find no clarity in the regulation with respect to the application of 

burden.  Thus, there remains a problematic gap in the PTO’s regulations as to the 

burden assignment when the Board raises an unpatentability ground sua sponte. 
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ARGUMENT IN SUPPORT OF REHEARING EN BANC 

I. This Issue Is Ripe For En Banc Review 

Although unresolved, this question is not new.  Indeed, this Court previously 

considered the issue of burden allocation in the context of a sua sponte ground of 

unpatentability raised by the Board ahead of its en banc review in Aqua Products, 

where it posed two questions in the en banc order: 

(a) When the patent owner moves to amend its claims under 35 U.S.C. 
§ 316(d), may the PTO require the patent owner to bear the burden of 
persuasion, or a burden of production, regarding patentability of the 
amended claims as a condition of allowing them? Which burdens are 
permitted under 35 U.S.C. § 316(e)? 

(b) When the petitioner does not challenge the patentability of a 
proposed amended claim, or the Board thinks the challenge is 
inadequate, may the Board sua sponte raise patentability challenges to 
such a claim? If so, where would the burden of persuasion, or a 
burden of production, lie? 

Aqua Products, Inc. v. Matal, 872 F.3d 1290, 1297 (Fed. Cir. 2017) (emphasis 

added).  This Court narrowly answered the first question, concluding that the PTO 

may not place the burden of persuasion with respect to the patentability of amended 

claims on the patent owner.  Id. at 1327.3  As to the second question, however, this 

 
3 The limited scope of the ruling was due, in part, to a division amongst this Court as 
to whether 35 U.S.C. § 316(e)—which places the burden on the petitioner to “prov[e] 
a proposition of unpatentability”—applied in the context of motions to amend 
governed by 35 U.S.C. § 316(d).  The Aqua Products plurality concluded that 
Congress explicitly placed the burden of persuasion to prove propositions of 
unpatentability on the petitioner for all claims, including amended claims.  Id. at 
1307-1315. 
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Court concluded that the record did not present the question and “reserved [the 

question] for another day.”  Id. at 1325.  Subsequent to Aqua Products, this Court 

further clarified that, in circumstances where a petitioner remains as a challenger in 

an IPR, the petitioner bears the burden of showing the unpatentability of substitute 

claims.  Bosch, 878 F.3d at 1040.   

In the underlying proceedings and before the Panel, Nike argued that Aqua 

Products and Bosch compelled the conclusion that adidas bore the burden as to the 

Board’s sua sponte ground.  Nike III, n.2; Appx16.  However, both the Board and 

the Panel concluded that Bosch’s mandate for the burden to fall on the petitioner did 

not apply to Board-raised, rather than petitioner-raised, unpatentability grounds.  Id.   

Prior decisions by this Court regarding Board-raised sua sponte grounds are 

silent as to burden allocation.  For example, in Nike II this Court held that the Board 

may raise unpatentability challenges to substitute claims sua sponte, provided it 

gives the parties notice and opportunity to respond.  Nike II, 955 F.3d at 53.  After 

Nike II, a PTO Precedential Opinion Panel in Hunting Titan elaborated that the 

Board should only engage in such sua sponte challenges in “rare” circumstances, 

and provided examples of such circumstances.  Hunting Titan, Inc. v. 

Dynaenergetics Europe GMBH, IPR2018-00600, Paper No. 67, 12-13 (PTAB July 

6, 2020).  Neither Nike II nor Hunting Titan spoke to which party bears the burden 

as to a Board-raised sua sponte ground. 
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On December 21, 2020, the PTO revised its rules of practice to expressly 

assign the petitioner the burden of showing the unpatentability of substitute claims 

in light of this Court’s decisions in Aqua Products, Bosch, Nike II, and the 

Precedential Opinion Panel in Hunting Titan.4  Specifically, amended § 41.121(d) 

states as follows: 

(d) Burden of Persuasion.  On a motion to amend: 

(1) A patent owner bears the burden of persuasion to show, by a 
preponderance of the evidence, that the motion to amend complies with 
the requirements of paragraphs (1) and (3) of 35 U.S.C. 316(d), as well 
as paragraphs (a)(2), (a)(3), (b)(1), and (b)(2) of this section; 

(2) A petitioner bears the burden of persuasion to show, by a 
preponderance of the evidence, that any proposed substitute claims are 
unpatentable; and 

(3) Irrespective of paragraphs (d)(1) and (2) of this section, the 
Board may, in the interests of justice, exercise its discretion to grant or 
deny a motion to amend only for reasons supported by readily 
identifiable and persuasive evidence of record. In doing so, the Board 
may make of record only readily identifiable and persuasive evidence 
in a related proceeding before the Office or evidence that a district court 
can judicially notice. Where the Board exercises its discretion under 
this paragraph, the parties will have an opportunity to respond. 

Id. (emphasis added). 

Both the Panel and the Board suggested that this amended regulation provided 

support for the Board’s conclusion that, when it sua sponte raises an unpatentability 

 
4 Rules of Practice To Allocate the Burden of Persuasion on Motions To Amend in 
Trial Proceedings Before the Patent Trial and Appeal Board, 85 Fed. Reg. 82923, 
82924 (Dec. 21, 2020). 
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ground to substitute claims, neither party bears the burden to persuasion.  Nike III 

2022 WL 4002668 at *5, n.3; Appx14, n.6.  During oral argument, the Panel heavily 

questioned the PTO on whether the above-emphasized portion of the regulation 

answers the question of which party bears the burden with respect to a sua sponte 

ground raised by the Board.  The PTO made clear its view that it did not: 

[J. Prost]   Is it clear to [the USPTO] that [7 C.F.R. § 41.121(d)(3)] answer 
the question of whether or not the burden of persuasion would 
apply in this circumstance? 

[USPTO] The regulation does not speak to that question. 

[J. Prost]  “Does not”? 

[USPTO] Yes.  The regulation does not speak to that precise question.  

Oral Arg. at 27:57-28:45 (dialogue related to audio complications omitted).  The 

PTO further confirmed that there was a “gap” in the regulation as to burden 

allocation for Board-raised sua sponte grounds, and posited that the focus of the 

regulation was on the Board’s ability to raise sua sponte grounds, not on burden 

allocation when it does so.  Id. at 28:46-30:30. 

 Thus, the question of which party bears the burden in response to a sua sponte 

ground raised by the Board is unanswered by this Court’s precedent and the PTO’s 

regulations.  Despite this, current PTAB precedent holds that “neither party bears 

the burden” with respect to a Board-raised ground against substitute claims.  

Appx14.  This issue is squarely presented by the record in this appeal and is thus 

ripe for en banc review.   
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II. Petitioners Should Bear The Burden of Proof For All Grounds Of 
Unpatentability, Including Sua Sponte Grounds Raised By The Board 

The fact that the Board, rather than the petitioner, raises an unpatentability 

ground to a substitute claim is not sufficient to relieve the petitioner from the 

statutory burden set forth in 35 U.S.C. § 316(e), particularly in circumstances such 

as here where the petitioner remained active in the proceeding and opposed the 

amendments.  This is supported by the statutory framework and legislative history 

of the AIA, establishing IPRs as adversarial proceedings and placing the burden on 

the petitioner to prove all grounds of unpatentability.   

Placing the burden on the petitioner with respect to sua sponte grounds raised 

by the Board is consistent with Congress’s intention to eliminate inquisitorial inter 

partes reexaminations to create adjudicatory IPRs.  In the March 2011 Senate 

debates concerning IPRs, Senator Kyl articulated Congress’s intention to create “an 

adjudicative proceeding in which the petitioner, rather than the Office, bears the 

burden of showing unpatentability... This change also is effectively compelled by 

new Section 316(e), which assigns the petitioner the burden of proving a proposition 

of unpatentability by a preponderance of the evidence.”  157 CONG. REC. 3386 

(2011) (emphasis added).   

Unlike in reexams, in adjudicative IPR proceedings, the petitioner alone 

defines the scope of the proceedings.  Id.  And unlike reexamination, where the PTO 

carried the burden, in IPRs the burden remains on the petitioner throughout the 
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proceeding.  35 U.S.C. § 316(e).  Section 316 does not distinguish “a proposition of 

unpatentability” based on who brought the challenge and there is no language in 

Section 316 that confines its application to unpatentability grounds brought by the 

petitioner, rather than the Board.  Id.  As Senator Kyl articulated, “the burden of 

proof is on the challenger and the office simply decides whether the challenger has 

met his burden.”  157 CONG. REC. S1034, S1041 (daily ed. Mar. 8, 2011) (floor 

comments of Sen. Kyl).  These statements demonstrate Congress’s intentional 

placement of the burden on the petitioner, rather than the PTO, to prove all 

propositions of unpatentability raised in IPR proceedings—including those raised by 

the Board. 

There is no indication that the drafters intended § 316(e) to narrowly apply 

only to petitioner-raised, rather than Board-raised, unpatentability grounds.  Indeed, 

in earlier versions of the AIA, Congress considered language regarding the burden 

of proof that looked a great deal like the language the Board and Panel seek to read 

into Rule § 41.121(d), placing the burden on the “party advancing a proposition.”  

See H.R. 1908, 110th Cong. (2007) (“(b) Burden of Proof—The party advancing a 

proposition under this chapter shall have the burden of proving that proposition by 

a preponderance of the evidence.”) (emphasis added); see also H.R. 1260, 111th 

Cong. (2009) (same).  But Congress changed its language on the burden to state 

explicitly that the petitioner bears the burden of proof.  See 35 U.S.C. § 316(e).   
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Congress’s change removed the possibility that the PTO could relieve the petitioner 

of its statutory burden and assign the burden of proving unpatentability to itself for 

any proposition.   

Thus, the statutory framework and legislative history of the AIA confirms 

Congress’s intention for the petitioner to bear the burden of proving all propositions 

of unpatentability raised in IPR proceedings—including those raised by the Board 

sua sponte.  This is the scheme that Congress created—and neither the PTO nor this 

Court has the power to modify that scheme for want of a different outcome. 

III. Resolving This Issue En Banc Is Necessary To Avoid Significant 
Confusion And Uncertainty During IPRs 

  As the PTO admitted during oral argument, there is a “gap” in its rules 

regarding the allocation of burden with respect to a Board-raised sua sponte ground.  

Oral Arg. at 28:46-30:30.  And, according to the Board, the statutory burden set forth 

in § 316(e) does not apply to Board-raised challenges.  Appx18.  Unless addressed, 

the PTO will continue to relieve the petitioner of its statutory burden for Board-

raised sua sponte grounds.  This practice has and will continue to cause significant 

confusion and uncertainty for patent owners exercising their right to amend claims 

in an IPR. 

One need look no further than the underlying proceedings in this case to 

realize the implications of the Board’s current practice.  When the Board raises a sua 

sponte challenge to an amended claim, it must give the parties notice and an 
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opportunity to respond.  Nike II, 955 F.3d at 51.  However, in circumstances such as 

here where the petitioner participates in briefing regarding the Board’s sua sponte 

ground, the patent owner is left questioning which party’s arguments it is responding 

to.  And, if the petitioner fails to provide the Board with sufficient evidentiary 

support for its sua sponte challenge, as adidas did here, the Board will search for 

evidentiary support on its own accord if it is determined to find the substitute claim 

unpatentable.5  Like here, this practice will lead to a problematic cycle in which the 

patent owner never receives sufficient notice of the rationale for finding its substitute 

claims unpatentable. 

Providing the Board with unfettered discretion to justify unpatentability 

grounds when the petitioner fails to meet its own burden will undoubtedly result in 

increased denials of motions to amend.  This bleak prospect is particularly 

troublesome given that patent owners currently have less than 20% chance of a 

successful motion to amend, even after the implementation of the PTO’s Motion to 

Amend Pilot Program.6   

  

 
5 As the Panel recognized, the Board relied on “citations [that] were not previously 
raised by the parties or the Board” to support its motivation to combine rationale.  
Nike III, 2022 WL 4002668 at *9. 
6 See L. Kenton, The PTAB’s Evolving Motion to Amend Practice (March 2022), 
available at https://www.sternekessler.com/news-insights/publications/niche-
within-niche-ptabs-evolving-motion-amend-practice 
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IV. Constraining The Board’s Role To An Adjudicator When Petitioner 
Opposes A Motion To Amend Is Sound Public Policy 

Constraining the Board’s role to that of an adjudicator in these circumstances 

is sound public policy and will not create risk for the public at large.  Any substitute 

claim necessarily must be narrower than the claim that originally issued and respond 

to a ground of unpatentability involved in the proceeding.  See 35 U.S.C. § 316(d)(3); 

37 C.F.R. § 42.121(a)(2)(i).  Further, when a substitute claim issues after IPR, it is 

not insulated from challenge from third-parties, either in court or at the PTO.  See 

35 U.S.C. §§ 315(e)(1)-(2).  And additional avenues for challenge are available to 

the PTO itself, including ex parte reexam proceedings.  See 35 U.S.C. § 305; 37 

C.F.R. § 41.50(b).  If the petitioner, who is in the best position to evaluate the impact 

of the amendment, is not motivated to oppose it, or participates in the adversarial 

process by opposing it and still is unable to meet its burden, there is little reason to 

think that the amendment will create a risk for the public at large. 

V. CONCLUSION 

For these reasons, this case presents important statutory questions of first 

impression and should be considered en banc. 
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        MICHAEL T. MORLOCK, Kilpatrick Townsend & Stock-
ton LLP, Atlanta, GA, argued for appellee.  Also repre-
sented by VAIBHAV P. KADABA, MITCHELL G. STOCKWELL.   
 
        BENJAMIN T. HICKMAN, Office of the Solicitor, United 
States Patent and Trademark Office, Alexandria, VA, ar-
gued for intervenor.  Also represented by PETER J. AYERS, 
THOMAS W. KRAUSE, FARHEENA YASMEEN RASHEED, 
MEREDITH HOPE SCHOENFELD. 

______________________ 
 

Before PROST, CHEN, and STOLL, Circuit Judges. 
CHEN, Circuit Judge. 

This is an appeal from a third final written decision by 
the Patent Trial and Appeal Board (Board) in an inter 
partes review instituted in 2012.  On two prior occasions, 
we affirmed-in-part, vacated-in-part, and remanded to the 
Board.  See generally Nike, Inc. v. Adidas AG, 812 F.3d 
1326 (Fed. Cir. 2016) (Nike I), overruled on other grounds 
by Aqua Prods., Inc. v. Matal, 872 F.3d 1290, 1296 n.1 (Fed. 
Cir. 2017) (en banc); Nike, Inc. v. Adidas AG, 955 F.3d 45 
(Fed. Cir. 2020) (Nike II).   

Nike, Inc. (Nike) now appeals the Board’s determina-
tion that proposed substitute claim 49 of U.S. Patent 
No. 7,347,011 (’011 patent) is unpatentable under 35 
U.S.C. § 103.  Nike argues:  (1) that the Board erred in find-
ing that the Board, rather than the petitioner, bears the 
burden of persuasion for unpatentability challenges to pro-
posed substitute claims raised sua sponte by the Board; 
(2) that the Board in this case effectively placed the burden 
of persuasion on Nike; and (3) that the Board’s obviousness 
analysis is unsupported by substantial evidence and vio-
lates the Administrative Procedure Act (APA).  We need 
not address Nike’s first argument because both the Board 
and adidas AG (Adidas) met the burden of persuasion in 
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this case.  As a result, the Board did not improperly place 
the burden on Nike.  Finally, substantial evidence supports 
the Board’s obviousness analysis and Nike’s APA-based ar-
gument lacks merit.  We therefore affirm.  

BACKGROUND 
I 

Conventional athletic footwear comprises two primary 
elements:  a sole structure and an upper.  The sole struc-
ture cushions the foot and provides traction, while the up-
per covers and positions the foot.  ’011 patent col. 1 
ll. 13–24. 

The ’011 patent discloses footwear with a knitted tex-
tile upper and a sole structure secured to the upper.  Id. at 
col. 1 ll. 7–10, col. 3 ll. 20–47.  The knitted textile upper 
may include areas formed from different stitch configura-
tions with varying textures and may be formed using “flat 
knitting,” where the textile is knit as a sheet or flat piece 
of textile.  Id. at col. 3 ll. 25–32, col. 7 ll. 5–8, col. 11 
ll. 19–41.  As discussed below, the only remaining claim at 
issue after our decisions in Nike I and II is proposed sub-
stitute claim 49, which depends from proposed substitute 
claim 47 and recites “a plurality of apertures in the flat knit 
textile element” that are “formed by omitting stitches in 
the flat knit textile element and positioned in the upper for 
receiving laces.”  J.A. 19.   

II 
The Board’s first final written decision in this inter 

partes review granted a request from Nike to cancel 
claims 1–46 but denied Nike’s request to enter substitute 
claims 47–50, finding those claims unpatentable under 35 
U.S.C. § 103 over the combination of U.S. Patent No. 
5,345,638 (Nishida) and U.S. Patent Nos. 2,178,941 and 
2,150,730 (collectively, Schuessler References).  See Adidas 
AG v. Nike, Inc., No. IPR2013-00067, 2014 WL 1713368, at 
*21 (P.T.A.B. Apr. 28, 2014) (Final Written Decision). 
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Nike appealed, and we found that substantial evidence 
supported the Board’s finding that a skilled artisan would 
have been motivated to combine Nishida with the Schuess-
ler References with a reasonable expectation of success to 
arrive at the textile upper recited in claims 47–50.  See 
Nike I, 812 F.3d at 1335–38.  We also affirmed the Board’s 
conclusion that the patent owner bears the burden of prov-
ing patentability of substitute claims presented in a motion 
to amend.  Id. at 1332–34.   

We identified two errors in the Board’s decision, how-
ever.  First, the Board’s analysis of objective indicia of non-
obviousness failed to examine Nike’s evidence of long-felt 
need.  Id. at 1339–40.  Second, the Board failed to deter-
mine if substitute claims 48 and 49, which Nike proposed 
to replace challenged claim 19, were patentably distinct 
from each other.  Id. at 1341–42.  Relevant to this appeal, 
we remanded for the Board to determine the patentability 
of substitute claim 49, explaining that “Nishida’s specifica-
tion never specifically discusses the lacing holes of its up-
per; they are only shown in Figure 3,” and that the Board 
neither “point[ed] to any disclosure in Nishida that ex-
plains the manner in which” the holes in Figure 3 were cre-
ated, nor “address[ed] the presence of the holes in either 
claim 49 or Nishida.”  Id. at 1344.  We noted the Board may 
have “intended to convey that claim 49 was obvious in light 
of Nishida because skipping stitches to form apertures, even 
though not expressly disclosed in Nishida, was a well-
known technique in the art and that understanding per-
haps would be a basis to conclude that one of skill in the 
art would utilize this technique to create holes for accept-
ing shoe laces.”  Id. at 1344–45 (footnote omitted) (empha-
sis added).  But the Board “did not articulate these 
findings,” and we thus remanded to the Board for further 
proceedings.  Id. 
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III  
After our decision in Nike I, this court issued its en 

banc decision in Aqua Products, overruling Nike I’s holding 
that the patent owner bears the burden of persuasion with 
respect to the patentability of substitute claims.  See Aqua 
Prods., 872 F.3d at 1324–25.  Both parties submitted briefs 
to the Board addressing the impact of Aqua Products on the 
remand proceedings.  Adidas did not attempt to revise its 
invalidity arguments or assert any new prior art references 
to demonstrate the unpatentability of substitute claim 49. 

The Board then issued a second final written decision 
addressing the two errors we identified in Nike I.  The 
Board concluded that Adidas proved by a preponderance of 
the evidence that substitute claims 47–50 are unpatenta-
ble as obvious.  Adidas AG v. Nike, Inc., No. IPR2013-
00067, 2018 WL 4501969, at *13 (P.T.A.B. Sept. 18, 2018) 
(Final Written Decision II).  Regarding substitute claim 49, 
the Board found that “Nishida does not disclose apertures 
‘formed by omitting stitches,’ as recited in claim 49.”  Id. at 
*7.  However, “another prior art document of record in the 
proceeding,” a textbook by David J. Spencer (Spencer),1 
“demonstrates that skipping stitches to form apertures was 
a well-known technique.”  Id. at *7–8, *8 n.11.  The Board 
concluded that “[b]ecause the omission of stitches was a 
well-known technique in the field of knitting for form-
ing . . . apertures,” a skilled artisan “would have had rea-
son to use such a known technique . . . to form the plurality 
of apertures taught by Nishida, as recited by substitute 
claim 49.”  Id. at *8 (first citing Spencer 57–58; then citing 
KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007); and 
then citing J.A. 1564 ¶ 107). 

 
1  David J. Spencer, Knitting Technology: A Compre-

hensive Handbook and Practical Guide (3d ed. 2001). 
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Nike again appealed, arguing that the Board violated 
the APA by failing to give notice that it would rely on Spen-
cer to support its conclusion that claim 49 is unpatentable 
as obvious.  Nike II, 955 F.3d at 51.  We agreed, explaining 
that although “the Board may sua sponte identify a patent-
ability issue for a proposed substitute claim based on the 
prior art of record,” the Board nonetheless “must provide 
notice of the issue and an opportunity for the parties to re-
spond before issuing a final decision under 35 U.S.C. 
§ 318(a).”  Id. at 51–52.  Because “Adidas never argued that 
skipping stiches to form apertures was a well-known tech-
nique, let alone that Spencer taught this claim limita-
tion”—even though “Spencer was undisputedly part of the 
record”—Nike did not have sufficient notice of or oppor-
tunity to respond to this issue on which the Board’s patent-
ability determination rested.  Id. at 52–53.  As a result, we 
vacated the Board’s decision as to substitute claim 49 and 
remanded for the Board to determine its patentability after 
providing the parties an opportunity to respond.  Id. at 
53–54. 

We also addressed Nike’s argument that the Board 
erred in concluding that Nike’s evidence of long-felt need 
was insufficient to find substitute claims 47–50 nonobvi-
ous.  Id. at 54.  We reiterated our statement in Nike I that 
skilled artisan would want to minimize waste in knitted 
shoe uppers (as disclosed in Nishida) and that Nishida and 
the Schuessler References relate to efficiently creating 
knitted articles.  Id. at 55.  We also concluded that substan-
tial evidence supported the Board’s finding that other 
methods of minimizing waste existed before the date of the 
invention, including Nishida’s use of an inexpensive mate-
rial for the cutting waste and Schuessler’s disclosure of 
knitting textile elements that do not require cutting.  Id.  
We thus affirmed the Board’s finding that Nike failed to 
demonstrate a long-felt need for the features set forth in 
substitute claims 47–50.  Id.   
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IV 
On remand after Nike II, the Board permitted addi-

tional briefing on three issues:  (1) which party bears the 
burden of persuasion for the patentability issue the Board 
had raised sua sponte; (2) whether Spencer teaches or sug-
gests the disputed limitation of substitute claim 49; and 
(3) whether a skilled artisan would have a reason to com-
bine the teachings of Nishida, the Schuessler References, 
and Spencer to achieve the article of footwear recited in 
substitute claim 49.  Adidas AG v. Nike, Inc., No. IPR2013-
00067, 2021 WL 793883, at *4 (P.T.A.B. Mar. 1, 2021) (Fi-
nal Written Decision III).   

On the first question, the Board explained that Nike II 
held that the Board can raise an unpatentability challenge 
for substitute claims sua sponte, but neither Nike II nor 
this court’s other precedents answered the question of 
whether the Board or the petitioner bears the burden of 
persuasion for a Board-raised issue.  Id. at *5–6 (citing 
Aqua Prods., 872 F.3d at 1327; then citing Bosch Auto. 
Serv. Sols., LLC v. Matal, 878 F.3d 1027, 1040 (Fed. Cir. 
2017);2 and then citing Nike II, 955 F.3d at 53).  The Board 
noted that it generally relies on the incentives created by 
the adversarial system, but the adversarial system may 

 
2  Nike argues that our decision in Bosch held that 

the burden of proving proposed amended claims are un-
patentable is always on the petitioner.  Appellant’s Br. 34, 
38.  Bosch, however, involved a petitioner-raised, not a 
Board-raised, unpatentability challenge.  There, we faulted 
the Board for impermissibly assigning the burden to the 
patent owner, in violation of our decision in Aqua Products, 
and we noted only that the petitioner bore the burden for 
the challenges it raised.  Bosch, 878 F.3d at 1040.  Thus, 
Bosch did not address whether the Board or the petitioner 
bears the burden of persuasion for a Board-raised chal-
lenge to proposed substitute claims. 
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fail to provide the Board with potential unpatentability ar-
guments for proposed substitute claims in some cases.  Id. 
at *6.  This situation might occur, for example, when the 
petitioner ceases to participate in the inter partes review, 
or when the petitioner fails to raise certain evidence of un-
patentability that is readily identifiable and persuasive 
such that the Board should take it up in the interest of sup-
porting the integrity of the patent system.  Id. (citing Hunt-
ing Titan, Inc. v. Dynaenergetics Eur. GmbH, 
IPR2018-00600, 2020 WL 3669653, at *6 (P.T.A.B. July 6, 
2020)).  The Board concluded that the burden of persuasion 
cannot fall on petitioner for a challenge it did not raise, and 
thus “[w]here, as here, the Board raises a patentability 
challenge to a substitute claim sua sponte, the Board itself 
must consider the record in its entirety and justify any 
finding of unpatentability by reference to evidence of rec-
ord.”  Id. 

On the merits, the Board determined that Spencer 
teaches the disputed limitation of substitute claim 49.  Id. 
at *8–12.  Specifically, the Board agreed with Adidas that 
a skilled artisan “would have understood that the introduc-
tion of empty needles, as taught in Spencer, causes the 
omission of stitches, and that the creation of apertures in 
this manner was a well-known technique at the time of the 
invention of the ’011 patent.”  Id. at *8 (internal quotation 
marks omitted).  The Board also found that there was ade-
quate reason to combine the teachings of Nishida, the 
Schuessler References, and Spencer.  Id. at *12–14.  Alt-
hough Nishida does not specify how the apertures in its up-
per are formed, the Board agreed with Adidas that “there 
are a finite number of predictable solutions for forming 
holes,” and the “omission of stitches was a well-known tech-
nique in the field of knitting for forming such apertures.”  
Id. at *12–13.  Additionally, because a skilled artisan 
would have been motivated to minimize waste and elimi-
nate cutting, the Board observed that omitting stitches to 
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create an aperture “accomplishes both, particularly as com-
pared to punching out openings.”  Id. at *13–14.  

Accordingly, the Board determined that a preponder-
ance of the evidence established that substitute claim 49 is 
unpatentable as obvious and denied Nike’s motion to 
amend.  Id. at *14.  Nike timely appealed.  We have juris-
diction under 28 U.S.C. § 1295(a)(4)(A). 

DISCUSSION 
We review the Board’s legal determinations de novo 

and its factual findings for substantial evidence.  Arthrex, 
Inc. v. Smith & Nephew, Inc., 935 F.3d 1319, 1326 (Fed. 
Cir. 2019).  “A finding is supported by substantial evidence 
‘if a reasonable mind might accept a particular evidentiary 
record as adequate to support a conclusion.’”  Airbus S.A.S. 
v. Firepass Corp., 941 F.3d 1374, 1381 (Fed. Cir. 2019) 
(quoting Dickinson v. Zurko, 527 U.S. 150 (1999)).   

The ultimate determination of obviousness under 35 
U.S.C. § 103 is a question of law based on underlying fac-
tual findings.  In re Baxter Int’l, Inc., 678 F.3d 1357, 1361 
(Fed. Cir. 2012) (citing Graham v. John Deere Co., 383 U.S. 
1, 17–18 (1966)).  These underlying factual considerations 
consist of:  (1) the “level of ordinary skill in the pertinent 
art,” (2) the “scope and content of the prior art,” (3) the “dif-
ferences between the prior art and the claims at issue,” and 
(4) “secondary considerations” of nonobviousness such as 
“commercial success, long-felt but unsolved needs, failure 
of others, etc.”  KSR, 550 U.S. at 406 (quoting Graham, 383 
U.S. at 17–18).  Whether a skilled artisan would have had 
a reason to combine the teachings of prior art references 
also is a question of fact.  Pregis Corp. v. Kappos, 700 F.3d 
1348, 1353 (Fed. Cir. 2012) (citations omitted).   

Under the APA, the Board’s actions are not set aside 
unless “arbitrary, capricious, an abuse of discretion, unsup-
ported by substantial evidence, or otherwise not in accord-
ance with law.”  In re Sullivan, 362 F.3d 1324, 1326 (Fed. 
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Cir. 2004) (citing In re McDaniel, 293 F.3d 1379, 1382 (Fed. 
Cir. 2002)); 5 U.S.C. § 706(2)(A).  We review the Board’s 
compliance with notice requirements de novo.  In re NuVa-
sive, Inc., 841 F.3d 966, 970 (Fed. Cir. 2016).   

I.  Burden of Persuasion 
Nike argues that the Board incorrectly assigned itself, 

rather than the petitioner, the burden of persuasion for an 
unpatentability challenge to a proposed substitute claim 
that the Board raises sua sponte.  Appellant’s Br. 34–55.  
Nike also argues that that Board effectively placed the bur-
den on Nike to prove that Spencer did not teach the dis-
puted limitation of substitute claim 49.  Appellant’s 
Br. 55–56.  Adidas and the United States Patent and 
Trademark Office (as intervenor) disagree, arguing that 
the Board bears the burden on Board-raised patentability 
grounds and that the Board did not shift the burden to 
Nike.  Appellee’s Br. 26–37; Intervenor Br. 12–17, 12 n.7.  
Adidas also argues that any error with respect to who bears 
the burden of persuasion is harmless in this case given that 
the Board’s analysis simply tracked the unpatentability 
case Adidas presented in its remand brief.  Appellee’s 
Br. 37–40.   

Because we agree with Adidas that the Board and 
Adidas both met the burden of persuasion in this case, we 
need not reach Nike’s argument on whether the Board or 
the petitioner bears the burden on Board-raised patenta-
bility challenges.  We also find that the Board did not place 
the burden on Nike.   

A.  Board-Raised Grounds 
The Board found that that Spencer teaches creating ap-

ertures by omitting stitches and that a skilled artisan 
would have been motivated to combine Spencer with 
Nishida and the Schuessler References.  Final Written De-
cision III, 2021 WL 793883, at *8–14.  The Board relied on 
Spencer’s teaching that an “open-work structure has 
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normal securely-intermeshed loops but it contains areas 
where certain adjacent wales are not as directly joined to 
each other by underlaps or sinker loops as they are to the 
wales on their other side,” and that the “unbalanced ten-
sion causes them to move apart, producing apertures at 
these points.”  Id. at *8 (first quoting Spencer 57; and then 
citing Spencer 95); see also Spencer 17 (“A wale is a pre-
dominantly vertical column of intermeshed needle 
loops . . . .”).  The Board also noted that Spencer explains 
that, in weft knitting, “open-work structures may be pro-
duced by the introduction of empty needles.”  Final Written 
Decision III, 2021 WL 793883, at *8 (first quoting Spen-
cer 58; and then citing Spencer 91–92).  Thus, a skilled ar-
tisan “‘would have understood that the introduction of 
empty needles,’ as taught in Spencer, ‘causes the omission 
of stitches, and that the creation of apertures in this man-
ner was a well-known technique at the time of the inven-
tion of the ’011 patent.’”  Id. (quoting Final Written 
Decision II, 2018 WL 4501969, at *8). 

On remand after our decision in Nike II, Adidas sub-
mitted briefs arguing that Spencer discloses skipping 
stitches to form apertures, relying on the same disclosures 
identified by the Board in Final Written Decision II.  See 
J.A. 2616–17 (citing Spencer 57–58); J.A. 2629 (same).  The 
Board juxtaposed its determinations from Final Written 
Decision II with Adidas’s arguments, including Adidas’s 
contention that Spencer “expressly discloses forming aper-
tures by skipping stitches, e.g., by using ‘empty needles,’” 
and concluded “[w]e agree” with Adidas.  Final Written De-
cision III, 2021 WL 793883, at *9–10.  Because the Board 
and Adidas relied on the same disclosures and arguments 
to demonstrate that Spencer taught the disputed limitation 
of substitute claim 49, the outcome below would have been 
the same regardless of whether the Board or Adidas was 
assigned the burden of persuasion. 

The Board and Adidas also relied on the same disclo-
sures and arguments in finding that a skilled artisan 
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would have been motivated to combine Spencer with 
Nishida and the Schuessler References.  Adidas’s briefing 
argued that a skilled artisan would have been motivated to 
combine Spencer with the other references because there 
are a “finite number of predictable solutions for forming 
holes” and the omission of stitches was a well-known tech-
nique in the field of knitting for forming apertures.  J.A. 
2619–20 (citing KSR, 550 U.S. at 421); see also J.A. 2630–
31.  Adidas further argued that there are “additional sug-
gestions and motivations pointing to omitted stitches,” in-
cluding minimizing waste, which would have motivated a 
skilled artisan to use the fundamental principle of omitting 
stitches to create an aperture rather than punching out 
openings.  J.A. 2620–21.  After quoting Adidas’s argu-
ments, the Board again stated “[w]e agree.”  Final Written 
Decision III, 2021 WL 793883, at *12–13 (quoting J.A. 
2619–21).  The Board concluded that because (1) “Nishida 
discloses an article of footwear having a plurality of aper-
tures formed in an indeterminate manner, but for the same 
purpose as that recited in substitute claim 49,” and (2) “the 
omission of stitches was a known technique of forming such 
apertures,” a skilled artisan “would have had reason to use 
a known technique for forming apertures to form the one 
or more apertures taught by substitute claim 49.”  Id. at 
*14 (citations omitted).   

The Board and Adidas’s arguments mirror each other, 
and therefore, the outcome below would have been the 
same regardless of whether the burden fell to Adidas or the 
Board.  We thus find it unnecessary to determine here 
whether, in an inter partes review, the petitioner or Board 
bears the burden of persuasion for an unpatentability 
ground raised sua sponte by the Board against proposed 
substitute claims.3  

 
3  We note, as the Board did, that the Patent Office 

amended 37 C.F.R. § 42.121(d) to allocate the burden of 
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B.  Burden Shifting 
Nike also argues that the Board effectively placed the 

burden on Nike to prove the patentability of substitute 
claim 49.  Appellant’s Br. 55–56.  Nike highlights three 
statements in the Board’s decision finding that that Nike’s 
argument is “unpersuasive,” “falls short of adequate con-
sideration,” and “simply does not explain or articulate ade-
quately” why forming an aperture via the introduction of 
an empty needle would not have been understood by a 
skilled artisan as a practice of omitting stitches.  Id.; see 
also Final Written Decision III, 2021 WL 793883, at 
*10–11.  We disagree.  

Nike misreads the Board’s decision.  In determining 
that Spencer taught the missing limitation of substitute 
claim 49, the Board explained its reasoning, recited 
Adidas’s arguments, recited Nike’s arguments, and ex-
plained why it agreed with Adidas and disagreed with 
Nike.  Id. at *8–12.  The Board did the same with respect 
to motivation to combine.  Id. at *12–14.  The Board thus 
never placed the burden on Nike.   

Nike’s comparison to our prior decisions in In re Mag-
num Oil Tools International, Ltd., 829 F.3d 1364 (Fed. Cir. 
2016), and IPR Licensing, Inc. v. ZTE Corp., 685 F. App’x 
933 (Fed. Cir. 2017), is inapt.  In Magnum Oil, we found 
the Board erred in shifting the burden to Magnum where 
“it [was] clear that the Board did not require the petitioner 
to support its claim of obviousness by a preponderance of 
the evidence.”  829 F.3d at 1378.  In IPR Licensing, we 
found that a statement by the Board that “Patent Owner 

 
persuasion in motions to amend filed on or after Janu-
ary 20, 2021.  See Final Written Decision III, 2021 WL 
793883, at *5 n.6.  Because Nike’s motion to amend was 
filed before that date, the amended regulation is inapplica-
ble here.  Id. 
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has advanced no evidence” regarding motivation to com-
bine “seem[ed] to shift the burden of proof.”  685 F. App’x 
at 939–40.  Unlike Magnum Oil, Adidas supported its claim 
of obviousness by a preponderance of the evidence, and un-
like IPR Licensing, the Board did not fault Nike for advanc-
ing no evidence.  Instead, the Board disagreed with the 
evidence and argument that Nike advanced.  This is not an 
improper burden shift.    

Nike focuses on the words used by the Board, but we 
explained in Magnum Oil that “[i]t is not the language em-
ployed with which we are concerned, it is the placement of 
the burden of persuasion that matters.”  829 F.3d at 1378.  
Based on our review of the Board’s decision, we find that 
both Adidas and the Board met the burden of persuasion, 
and the Board did not shift the burden to Nike. 

II.  Obviousness 
Nike further contests three aspects of the Board’s obvi-

ousness analysis, arguing that:  (1) the Board’s determina-
tion that Spencer teaches creating apertures by omitting 
stitches is not supported by substantial evidence, Appel-
lant’s Br. 56–58; (2) the Board’s determination that a 
skilled artisan would be motivated to combine Spencer 
with the other prior art references based on minimizing 
waste is not supported by substantial evidence, Appellant’s 
Br. 65–66; and (3) the Board’s motivation to combine anal-
ysis violated the APA, Appellant’s Br. 59–65.  We disagree 
and address each contention in turn. 

A.  Omitting Stitches 
The Board determined that Spencer teaches “apertures 

formed through the omission of stitching material (i.e., un-
derlaps or sinker loops) between wales of the open work 
structure.”  Final Written Decision III, 2021 WL 793883, at 
*11.  Nike argues that this finding is not supported by sub-
stantial evidence because Spencer teaches forming aper-
tures by joining certain wales with sinker loops or 
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underlaps more or less closely, not by the absence of sinker 
loops or underlaps joining wales together.  Appellant’s 
Br. 56–58.  We disagree. 

Spencer teaches that apertures are formed in knitted 
material when unbalanced tension causes wales that “are 
not as directly joined to each other by underlaps or sinker 
loops as they are to the wales on the other side” to move 
apart, as shown below in Figure 6.12.   

Spencer 57–58; see also Spencer 39 (explaining that a 
“sinker loop” is “the piece of yarn that joins one weft knitted 
needle loop to the next”).  Spencer also teaches that open-
work structures in weft knitting “may be produced by the 
introduction of empty needles . . . to produce loop displace-
ment.”  Spencer 58.  The Board interpreted these disclo-
sures to find that Spencer teaches “apertures formed 
through the omission of stitching material (i.e., underlaps 
or sinker loops) between wales of the open work structure.”  
Final Written Decision III, 2021 WL 793883, at *11.  In 
other words, wales are joined tightly where sinker loops or 
underlaps are used and are joined less tightly where sinker 
loops or underlaps are omitted, including, for example, by 
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knitting with an empty needle.  Because a reasonable mind 
might accept the Board’s interpretation of Spencer, the 
Board’s factual determinations are supported by substan-
tial evidence.  Innogenetics, N.V. v. Abbott Lab’ys, 512 F.3d 
1363, 1378 n.6 (Fed. Cir. 2008) (“What a prior art reference 
discloses is, of course, a question of fact.”).   

Nike’s reliance on In re Zurko, 258 F.3d 1379 (Fed. Cir. 
2001), is misplaced.  There, we found that the Board’s con-
clusions relying on “basic knowledge” and “good common 
sense” were “not based on any evidence in the record and, 
therefore, lack[ed] substantial evidence support.”  Id. at 
1385.  Here, the Board relied on specific disclosures in 
Spencer to determine that Spencer teaches forming aper-
tures through the omission of stitching material between 
wales, and unlike Zurko, the Board did not rely on basic 
knowledge or common sense to fill in a missing limitation.  
Thus, the Board’s findings are supported by substantial ev-
idence. 

B.  Motivation to Combine 
The Board also found that a skilled artisan would have 

been motivated to combine Spencer with Nishida and the 
Schuessler References for two separate reasons:  (1) Spen-
cer teaches a well-known technique for forming apertures 
and (2) forming apertures by omitting stitches is less 
wasteful than punching holes in existing fabric.  Final 
Written Decision III, 2021 WL 793883, at *12–14.  Nike ar-
gues that the Board’s theories are not supported by sub-
stantial evidence.  Appellant’s Br. 60, 65–66; Appellant’s 
Reply Br. 15–18.  We disagree with Nike. 

After our second remand, Adidas submitted briefs to 
the Board asserting both motivation to combine theories at 
issue here.  Adidas first cited KSR’s instruction that 
“[w]hen there is a design need . . . and there are a finite 
number of identified, predictable solutions, a person of or-
dinary skill has good reason to pursue the known options 
within his or her technical grasp.”  J.A. 2619 (quoting KSR, 
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550 U.S. at 421).  Adidas explained that there are a finite 
number of predictable solutions for forming apertures, in-
cluding “punching out the openings,” as Nike’s expert sug-
gested, or omitting stitches, as taught by Spencer.  
J.A. 2619–20 (citing J.A. 1564 (Decl. of Mr. Tonkel on be-
half of Nike) ¶ 107).  Adidas argued that Spencer was well-
known because it included a copyright date three years be-
fore the ’011 patent’s earliest priority date, a first publica-
tion date nearly twenty years earlier, and is a titled a 
“comprehensive handbook and practical guide” that aims 
to “combine in a single volume the fundamental principles 
of weft and warp knitting.”  J.A. 2620 (citing Spencer Pref-
ace); see also J.A. 2630–31.  Adidas then explained that 
“[t]here are additional suggestions and motivations point-
ing to omitted stitches,” including a motivation to minimize 
waste and reduce cutting, which would lead a skilled arti-
san “to use the ‘fundamental principle’ of omitting stitches 
to create an aperture, which accomplishes both, particu-
larly as compared to punching out openings.”  J.A. 2620–21 
(emphasis added). 

The Board cited these arguments by Adidas in its final 
written decision and stated “[w]e agree.”  Final Written De-
cision III, 2021 WL 793883, at *12–13.  The Board ex-
plained that Nishida and the Schuessler References share 
the same preference for minimizing waste, and Spencer 
teaches omitting stitches to create apertures, “a less waste-
ful technique for creating such apertures than punching.”  
Id. at *14 (citations omitted).  The Board also found that 
Nishida “discloses an article of footwear having a plurality 
of apertures formed in an indeterminate manner,” that 
omitting stitches “was a known technique of forming such 
apertures,” and that a skilled artisan “would have had rea-
son to use a known technique for forming apertures to form 
the one or more apertures taught by substitute claim 49.”  
Id. (first citing Spencer 57–58; then citing KSR, 550 U.S. 
at 421; then citing J.A. 1564 ¶ 107; and then citing Nike I, 
812 F.3d at 1344–45).   
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We find that the Board’s determination that there are 
a finite number of ways to form apertures in knitted mate-
rial and that a skilled artisan would consult a textbook like 
Spencer in determining ways to form the apertures dis-
closed in Nishida is supported by substantial evidence.  We 
also find that the Board’s determination that a skilled ar-
tisan would be motivated to minimize waste, including 
forming apertures by omitting stitches rather than punch-
ing holes in existing fabric, is supported by substantial ev-
idence.   

Nike again cites Zurko to argue that the Board cannot 
rely on basic knowledge or common sense to support the 
Board’s motivation to combine.  We disagree.  Although a 
mere invocation of “common sense” without more would be 
problematic, we have held, consistent with KSR, that com-
mon sense can be used to support a motivation to combine, 
including motivations to reduce waste and increase effi-
ciency.  See, e.g., KSR, 550 U.S. at 418 (“[C]ommon 
sense . . . can be important to identify a reason that would 
have prompted a person of ordinary skill in the relevant 
field to combine elements in the way the claimed new in-
vention does.”); Arendi S.A.R.L. v. Apple Inc., 832 F.3d 
1355, 1361 (Fed. Cir. 2016) (“[C]ommon sense is typically 
invoked to provide a known motivation to combine . . . .”); 
DyStar Textilfarben GmbH v. C.H. Patrick Co., 464 F.3d 
1356, 1365 (Fed. Cir. 2006) (“[A]n implicit motivation to 
combine exists not only when a suggestion may be gleaned 
from the prior art as a whole, but when the ‘improvement’ 
is technology-independent and the combination of refer-
ences results in a product or process that is more desirable, 
for example because it is stronger, cheaper, cleaner, faster, 
lighter, smaller, more durable, or more efficient.”).   

For example, in Sandt Technology Ltd. v. Resco Metal 
& Plastics Corp., we held invalid for obviousness a patent 
claim directed to a stainless steel cover for pay telephones.  
264 F.3d 1344, 1354–55 (Fed. Cir. 2001).  The only relevant 
difference between the claim-at-issue and the prior art 
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covers was that the former attached the steel cover to the 
telephone via studs and the latter attached it with welds.  
Id.  We noted that the difference between attaching with 
welds and studs was merely a “slight variation that pro-
duced convenience” and that “use of such studs in the con-
text of telephone housing was common.”  Id.  at 1355.  We 
thus found a clear motivation to alter the prior art welded 
cover because “[u]sing studs was a cheaper, faster, and 
more convenient method of attachment.”  Id.   

To the extent the Board relied on common sense or 
basic knowledge to support its finding that a skilled artisan 
would be motivated to minimize waste, in accordance with 
Nishida’s teachings, by forming apertures by omitting 
stitches rather than punching holes in existing fabric, as 
taught by Spencer, the Board did not err.  See also Nike II, 
955 F.3d at 54–55 (“In addressing the issue of motivation 
to combine prior art references, we previously noted in 
Nike I that there is no question that skilled artisans knew 
of the desire to reduce waste when producing wearable, 
knitted show uppers because that problem is expressly rec-
ognized in Nishida.” (internal quotation marks citation 
omitted)).  Thus, substantial evidence supports the Board’s 
findings that a skilled artisan would be motivated to com-
bine Spencer with Nishida and the Schuessler References 
because (1) omitting stitches to form apertures was well-
known and among a finite number of options and (2) omit-
ting stitches is less wasteful than punching holes in exist-
ing fabric. 

C.  The APA 
Nike argues that the Board violated the APA by includ-

ing two “see also” citations to two pages of Spencer that 
were not previously cited by the parties or the Board.  Ap-
pellant’s Br. 62–66; see also Final Written Decision III, 
2021 WL 793883, at *14 (citing Spencer 86, 167).  Although 
Nike appears to be correct that these citations were not 
previously raised by the parties or the Board, we find no 
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APA violation here because neither citation was essential 
to the Board’s motivation to combine analysis as the Board 
had already sufficiently established that Nishida would 
have motivated a skilled artisan to minimize waste.   

Before the Board referenced the two citations at issue, 
the Board disagreed with a conclusory opinion by Nike’s 
expert that Nishida’s openings were created by punching 
out the openings, explaining that “Nishida’s preference for 
minimizing waste is inconsistent with punching out open-
ings in the knitted layout.”  Final Written Decision III, 2021 
WL 793883, at *13–14; see also id. at *14 (explaining that 
“Nishida and Schuessler II, as well as the ’011 Patent, 
share the same preference for minimizing waste”).  The 
Board reasoned that a skilled artisan would instead be mo-
tivated to use Spencer’s well-known technique of omitting 
stitches to create apertures, “a less wasteful technique for 
creating such apertures than punching.”  Id. at *14.  The 
Board then cited directly to its findings in Section II.C.2 of 
its opinion—i.e., explaining Spencer’s disclosures—before 
including the two disputed “see also” citations at issue 
here.  Read in context, the two citations were not central to 
the Board’s analysis; they only reinforce the Board’s deter-
mination that omitting stiches is less wasteful than punch-
ing out openings in existing fabric.  

For that reason, Nike errs in relying on our decisions 
in NuVasive, Dell Inc. v. Acceleron, LLC, 818 F.3d 1293 
(Fed. Cir. 2016), and EmeraChem Holdings LLC v. 
Volkswagen Group of America, 859 F.3d 1348 (Fed. Cir. 
2017).  In NuVasive, we found that the Board violated the 
APA when it refused to allow NuVasive the opportunity to 
reply to a prior-art figure first raised in the petitioner’s re-
ply, where the prior-art figure formed an “essential part” of 
the Board’s obviousness findings.  841 F.3d at 969–71.  In 
Dell, we vacated the Board’s finding because the Board “re-
lied exclusively” on “slides” shown in a prior-art figure to 
find a claim limitation was anticipated, where that “struc-
ture was first identified as meeting the . . . claim limitation 
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during oral argument before the Board.”  Dell, 818 F.3d at 
1300–01.  And in EmeraChem, we found an APA violation 
where the Board rejected three claims over prior-art refer-
ence Stiles despite “[t]he fact that neither party ever men-
tioned Stiles in the context of discussing claims 3, 16, and 
20.”  EmeraChem, 859 F.3d at 1351–52.  In each case, the 
new evidence relied on by the Board was essential to the 
Board’s findings, unlike the two disputed Spencer citations 
at issue here.   

Instead, our decision in Novartis AG v. Torrent Phar-
maceuticals Limited, 853 F.3d 1316 (2017), is instructive.  
There, we disagreed with Novartis that a prior-art refer-
ence was the “missing link” and “linchpin” of the Board’s 
obviousness analysis.  Id. at 1326.  We found that the ref-
erence was “one of several independent grounds supporting 
the motivation to combine” analysis, that two other prior-
art references “alone” strongly suggested a motivation to 
combine, and that the disputed prior-art reference was 
used to “bolster [the Board’s] analysis with additional evi-
dence.”  Id.  We therefore found no APA violation, and the 
same is true here.  The Board provided sufficient reason to 
combine Spencer’s well-known technique with Nishida and 
the Schuessler References.  The Board then explained that 
a skilled artisan also would be motivated to use this well-
known technique to minimize waste, which was a prefer-
ence disclosed in Nishida.  The “see also” citations only bol-
ster the Board’s analysis that omitting stitches is less 
wasteful than punching holes in existing fabric.  These ci-
tations are not the linchpin of the Board’s analysis, and 
thus we find that the Board’s decision did not violate the 
APA.   

CONCLUSION 
We have considered Nike’s remaining arguments and 

do not find them persuasive.  For the foregoing reasons, the 
Board did not err in finding that substitute claim 49 is 
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unpatentable as obvious and in denying Nike’s motion to 
amend.  We therefore affirm the Board’s decision. 

AFFIRMED 
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P. Paperwork Reduction Act of 1995: 
The Paperwork Reduction Act of 1995 
(44 U.S.C. 3501) requires that the Office 
consider the impact of paperwork and 
other information collection burdens 
imposed on the public. This rulemaking 
does not involve any new information 
collection requirements that are subject 
to review by the Office of Management 
and Budget (OMB) under the Paperwork 
Reduction Act of 1995 (44 U.S.C. 3501 
et seq.). 

Notwithstanding any other provision 
of law, no person is required to respond 
to, nor shall any person be subject to a 
penalty for failure to comply with, a 
collection of information subject to the 
requirements of the Paperwork 
Reduction Act unless that collection of 
information has a valid OMB control 
number. 

List of Subjects in 37 CFR Part 1 

Administrative practice and 
procedure, Biologics, Courts, Freedom 
of information, Inventions and patents, 
Reporting and recordkeeping 
requirements, Small businesses. 

For the reasons stated in the 
preamble, 37 CFR part 1 is amended as 
follows: 

PART 1—RULES OF PRACTICE IN 
PATENT CASES 

■ 1. The authority citation for 37 CFR 
part 1 continues to read as follows: 

Authority: 35 U.S.C. 2(b)(2), unless 
otherwise noted. 

■ 2. Section 1.27 is amended by revising 
paragraph (a)(4) to read as follows: 

§ 1.27 Definition of small entities and 
establishing status as a small entity to 
permit payment of small entity fees; when 
a determination of entitlement to small 
entity status and notification of loss of 
entitlement to small entity status are 
required; fraud on the Office. 

(a) * * * 
(4) Federal Government Use License 

Exceptions. In a patent application filed, 
prosecuted, and if patented, maintained 
at no expense to the Government, with 
the exception of any expense taken to 
deliver the application and fees to the 
Office on behalf of the applicant: 

(i) For persons under paragraph (a)(1) 
of this section, claiming small entity 
status is not prohibited by: 

(A) A use license to the Government 
resulting from a rights determination 
under Executive Order 10096 made in 
accordance with § 501.6 of this title; 

(B) A use license to the Government 
resulting from Federal agency action 
pursuant to 15 U.S.C. 3710d(a) allowing 
the Federal employee-inventor to obtain 
or retain title to the invention; or 

(C) A use license to a Federal agency 
resulting from retention of rights under 
35 U.S.C. 202(d) by an inventor 
employed by a small business concern 
or nonprofit organization contractor, 
provided the license is equivalent to the 
license under 35 U.S.C. 202(c)(4) the 
Federal agency would have received 
had the contractor elected to retain title, 
and all the conditions applicable under 
§ 401.9 of this title to an employee/ 
inventor are met. 

(ii) For small business concerns and 
nonprofit organizations under 
paragraphs (a)(2) and (3) of this section, 
a use license to a Federal agency 
resulting from a funding agreement with 
that agency pursuant to 35 U.S.C. 
202(c)(4) does not preclude claiming 
small entity status, provided that: 

(A) The subject invention was made 
solely by employees of the small 
business concern or nonprofit 
organization; or 

(B) In the case of a Federal employee 
co-inventor, the Federal agency 
employing such co-inventor took action 
pursuant to 35 U.S.C. 202(e)(1) to 
exclusively license or assign whatever 
rights currently held or that it may 
acquire in the subject invention to the 
small business concern or nonprofit 
organization, subject to the license 
under 35 U.S.C. 202(c)(4). 

(iii) For small business concerns and 
nonprofit organizations under 
paragraphs (a)(2) and (3) of this section 
that have collaborated with a Federal 
agency laboratory pursuant to a 
cooperative research and development 
agreement (CRADA) under 15 U.S.C. 
3710a(a)(1), claiming small entity status 
is not prohibited by a use license to the 
Government pursuant to: 

(A) 15 U.S.C. 3710a(b)(2) that results 
from retaining title to an invention 
made solely by the employee of the 
small business concern or nonprofit 
organization; or 

(B) 15 U.S.C. 3710a(b)(3)(D), provided 
the laboratory has waived in whole any 
right of ownership the Government may 
have to the subject invention made by 
the small business concern or nonprofit 
organization, or has exclusively licensed 
whatever ownership rights the 
Government may acquire in the subject 
invention to the small business concern 
or nonprofit organization. 

(iv) Regardless of whether an 
exception under this paragraph (a)(4) 
applies, no refund under § 1.28(a) is 
available for any patent fee paid by the 
Government. 
* * * * * 
■ 3. Section 1.29 is amended by revising 
paragraphs (a)(1) and (d)(1) to read as 
follows: 

§ 1.29 Micro entity status. 

(a) * * * 
(1) The applicant qualifies as a small 

entity as defined in § 1.27 without 
relying on a government use license 
exception under § 1.27(a)(4); 
* * * * * 

(d) * * * 
(1) The applicant qualifies as a small 

entity as defined in § 1.27 without 
relying on a government use license 
exception under § 1.27(a)(4); and 
* * * * * 

Andrei Iancu, 
Under Secretary of Commerce for Intellectual 
Property and Director of the United States 
Patent and Trademark Office. 
[FR Doc. 2020–27049 Filed 12–18–20; 8:45 am] 

BILLING CODE 3510–16–P 

DEPARTMENT OF COMMERCE 

Patent and Trademark Office 

37 CFR Part 42 

[Docket No. PTO–P–2019–0011] 

RIN 0651–AD34 

Rules of Practice To Allocate the 
Burden of Persuasion on Motions To 
Amend in Trial Proceedings Before the 
Patent Trial and Appeal Board 

AGENCY: United States Patent and 
Trademark Office, Department of 
Commerce. 
ACTION: Final rule. 

SUMMARY: The United States Patent and 
Trademark Office (USPTO or Office) 
revises the rules of practice in inter 
partes review (IPR), post-grant review 
(PGR), and the transitional program for 
covered business method patents (CBM) 
(collectively post-grant trial) 
proceedings before the Patent Trial and 
Appeal Board (PTAB or Board) to 
allocate the burdens of persuasion in 
relation to motions to amend and the 
patentability of substitute claims 
proposed therein. In light of Federal 
Circuit case law, and to better ensure 
the predictability and certainty of post- 
grant trial proceedings before the Board, 
the Office revises the rules of practice 
governing motions to amend, to 
expressly assign to the petitioner the 
burden of showing the unpatentability 
of substitute claims proposed in a 
motion to amend. In addition, the Office 
revises the rules to expressly assign to 
the patent owner the burden of showing 
that a motion to amend complies with 
certain statutory and regulatory 
requirements for such a motion. 
Notwithstanding the adversarial nature 

VerDate Sep<11>2014 19:44 Dec 18, 2020 Jkt 253001 PO 00000 Frm 00043 Fmt 4700 Sfmt 4700 E:\FR\FM\21DER1.SGM 21DER1

Case: 21-1903      Document: 66     Page: 50     Filed: 10/19/2022



82924 Federal Register / Vol. 85, No. 245 / Monday, December 21, 2020 / Rules and Regulations 

1 Under Section 18 of the AIA, the transitional 
program for post-grant review of covered business 
method patents sunset on September 16, 2020. AIA 
§ 18(a). Although the program has sunset, existing 
CBM proceedings, based on petitions filed before 
September 16, 2020, are still pending. For those 
pending CBM proceedings, the final rule applies to 
any motion to amend filed after the effective date. 

of the proceedings and the burdens 
described above, however, the Office 
further revises its rules to expressly 
provide that the Board itself may, in the 
interests of justice, exercise its 
discretion to grant or deny a motion to 
amend only for reasons supported by 
readily identifiable and persuasive 
evidence of record in the proceeding. 
The Office anticipates the Board will 
exercise its discretion in the interests of 
justice only in rare circumstances. In 
doing so, the Board may make of record 
only readily identifiable and persuasive 
evidence in a related proceeding before 
the Office or evidence that a district 
court can judicially notice. Where the 
Board exercises its discretion in such 
circumstances, the parties will have an 
opportunity to respond. 
DATES: 

Effective date: The changes in this 
final rule are effective January 20, 2021. 

Applicability date: This final rule 
applies to all motions to amend filed in 
an IPR, PGR, or CBM proceeding on or 
after January 20, 2021. 
FOR FURTHER INFORMATION CONTACT: 
Christopher L. Crumbley, Lead 
Administrative Patent Judge, or Susan L. 
C. Mitchell, Lead Administrative Patent 
Judge, by telephone at 571–272–9797. 
SUPPLEMENTARY INFORMATION: 

Executive Summary 
Purpose: This final rule amends the 

rules of practice for IPR, PGR, and CBM 
proceedings that implement provisions 
of the Leahy-Smith America Invents 
Act, Public Law 112–29, 125 Stat. 284 
(2011) (AIA) providing for post-grant 
trials before the Office.1 

Pursuant to the AIA, during the 
course of an IPR, PGR, or CBM 
proceeding, a patent owner may file a 
motion to amend the patent by 
canceling any challenged patent claim 
or by proposing a reasonable number of 
substitute claims for each challenged 
claim. 35 U.S.C. 316(d)(1), 326(d)(1). 

Previously, relying on a general rule 
that a movant bears the burden of proof 
with respect to motions before the Board 
(37 CFR 42.20(c)), the Office placed the 
burden of showing the patentability of 
proposed substitute claims on the patent 
owner moving to amend a patent in a 
trial proceeding. On October 4, 2017, 
the United States Court of Appeals for 
the Federal Circuit issued an en banc 
decision in Aqua Prods., Inc. v. Matal, 

872 F.3d 1290 (Fed. Cir. 2017) (en banc) 
(Aqua Products), in which a majority of 
the judges concluded that the Office had 
not adopted a rule allocating the burden 
of persuasion with respect to the 
patentability of proposed substitute 
claims and that, in the absence of any 
rulemaking, the burden of proving the 
unpatentability of the proposed 
substitute claims could not be placed on 
the patent owner. 

In light of Aqua Products, as well as 
public comments provided in response 
to a request for comments (see 83 FR 
54319), the Office issued a notice of 
proposed rulemaking, which proposed 
specific rules allocating the burdens of 
persuasion in relation to motions to 
amend (see 84 FR 56401). The proposed 
rule, as modified herein, is now made 
final. 

The final rule assigns the burden of 
persuasion to the patent owner to show, 
by a preponderance of the evidence, that 
a motion to amend complies with 
certain statutory and regulatory 
requirements for a motion to amend 
(i.e., 35 U.S.C. 316(d) or 326(d); 37 CFR 
42.121(a)(2), (a)(3), (b)(1), (b)(2), or 
42.221(a)(2), (a)(3), (b)(1), (b)(2)). The 
final rule also assigns the burden of 
persuasion to the petitioner to show, by 
a preponderance of the evidence, that 
any proposed substitute claims are 
unpatentable. The final rule further 
specifies, however, irrespective of those 
burdens and the adversarial nature of 
the proceeding, that the Board may, in 
the interests of justice, exercise its 
discretion to grant or deny a motion to 
amend, but only for reasons supported 
by readily identifiable and persuasive 
evidence of record in the proceeding. In 
doing so, the Board may make of record 
only readily identifiable and persuasive 
evidence in a related proceeding before 
the Office or evidence that a district 
court can judicially notice. Where the 
Board exercises its discretion in such 
circumstances, the parties will have an 
opportunity to respond. 

The Office anticipates that the Board 
will exercise its discretion in the 
context of motions to amend only in 
rare circumstances. Specifically, the 
‘‘interests of justice’’ in the final rule 
means that the Board will apply the 
same standards articulated in Hunting 
Titan, Inc. v. DynaEnergetics Europe 
GmbH, IPR2018–00600 (PTAB July 6, 
2020) (Paper 67) (Hunting Titan). Thus, 
the phrase ‘‘in the interests of justice’’ 
in the final rule refers to situations in 
which the adversarial process fails to 
provide the Board with potential 
arguments relevant to granting or 
denying a motion to amend. Id. at 12– 
13, 25–26. 

Such situations may include, for 
example, those in which the petitioner 
has ceased to participate in the 
proceeding or chooses not to oppose the 
motion to amend, or those in which 
certain evidence regarding 
unpatentability has not been raised by 
either party but is so readily identifiable 
and persuasive that the Board should 
take it up in the interest of supporting 
the integrity of the patent system, 
notwithstanding the adversarial nature 
of the proceedings. Id. Similarly, such 
situations may also include those in 
which a patent owner does not 
expressly address or establish every 
statutory and regulatory requirement for 
a motion to amend in its briefing, but 
evidence of compliance with those 
requirements is so readily identifiable 
and persuasive that the Board should 
take it up in the interest of supporting 
the integrity of the patent system, 
notwithstanding the adversarial nature 
of the proceedings. 

Thus, the final rule clarifies the rules 
of practice for amending claims in an 
IPR, PGR, or CBM and is consistent with 
Aqua Products and also with current 
Board practice as described in the 
precedential Board decisions in Hunting 
Titan and Lectrosonics, Inc. v. Zaxcom, 
Inc., IPR2018–01129 (PTAB Feb. 25, 
2019) (Paper 15) (Lectrosonics). In 
response to comments seeking 
clarification, the final rule also provides 
additional details to the scope of 
‘‘readily identifiable and persuasive 
evidence of record’’ to include only 
evidence that the Board may make of 
record, namely, evidence in a related 
proceeding before the Office (i.e., in the 
prosecution history of the challenged 
patent or a related patent or application, 
or in the record of another proceeding 
before the Office challenging the same 
patent or a related patent), or evidence 
that a district court can judicially notice 
under Federal Rule of Evidence 201. 
The final rule further expressly states 
that in instances where the Board 
exercises its discretion in the interests 
of justice, the Board will provide the 
parties an opportunity to respond before 
rendering a final decision on the motion 
to amend. As such, the final rule does 
not reflect a change from current 
practice. 

Costs and Benefits: This rulemaking is 
not economically significant under 
Executive Order 12866 (Sept. 30, 1993). 

Background 
On September 16, 2011, the AIA was 

enacted into law (Pub. L. 112–29, 125 
Stat. 284 (2011)), and within one year, 
the Office implemented rules to govern 
Office practice for AIA trials, including 
IPR, PGR, CBM, and derivation 
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proceedings pursuant to 35 U.S.C. 135, 
316, and 326 and AIA sec. 18(d)(2). See 
Rules of Practice for Trials Before the 
Patent Trial and Appeal Board and 
Judicial Review of Patent Trial and 
Appeal Board Decisions, 77 FR 48612 
(Aug. 14, 2012); Changes to Implement 
Inter Partes Review Proceedings, Post- 
Grant Review Proceedings, and 
Transitional Program for Covered 
Business Method Patents, 77 FR 48680 
(Aug. 14, 2012); Transitional Program 
for Covered Business Method Patents— 
Definitions of Covered Business Method 
Patent and Technological Invention, 77 
FR 48734 (Aug. 14, 2012). Additionally, 
the Office published a Trial Practice 
Guide to advise the public on the 
general framework of the regulations, 
including the structure and times for 
taking action in each of the new 
proceedings. See Office Patent Trial 
Practice Guide, 77 FR 48756 (Aug. 14, 
2012); see also Office Patent Trial 
Practice Guide, August 2018 Update, 83 
FR 39989 (Aug. 13, 2018); Office Patent 
Trial Practice Guide, July 2019 Update, 
84 FR 33925 (July 16, 2019); 
Consolidated Trial Practice Guide, 84 
FR 64280 (Nov. 21, 2019). 

In prescribing these regulations, the 
Office considered ‘‘the effect of any 
such regulation on the economy, the 
integrity of the patent system, the 
efficient administration of the Office, 
and the ability of the Office to timely 
complete proceedings instituted’’ as 
required by statute. 35 U.S.C. 316(b), 
326(b). The Office also considered the 
public comments carefully and 
responded to the comments in these 
final rules. Among the final rules, the 
Office promulgated § 42.20(c), which 
states that a ‘‘moving party has the 
burden of proof to establish that it is 
entitled to the requested relief.’’ 37 CFR 
42.20(c). 

Previously, the Board interpreted the 
burden of proof requirement of 
§ 42.20(c) to apply to motions to amend 
filed pursuant to 35 U.S.C. 316 and 326, 
including the requirement to show that 
the proposed substitute claims were 
patentable over the prior art of record. 
MasterImage 3D, Inc. v. RealD Inc., 
IPR2015–00040 (PTAB July 15, 2015) 
(Paper 42) (MasterImage). Under 
MasterImage, which was subsequently 
made precedential, the patent owner in 
a proceeding, as the moving party in a 
motion to amend, bore the burden of 
showing that the proposed substitute 
claims were patentable. Id. 

On October 4, 2017, the Federal 
Circuit issued its en banc decision in 
Aqua Products, addressing the burden 
of persuasion regarding the patentability 
of substitute claims presented in a 
motion to amend. The lead opinion of 

the decision explains that, in the 
absence of rulemaking, the USPTO may 
not place the burden of persuasion on 
the patent owner to show that proposed 
substitute claims are patentable. 

The only legal conclusions that support 
and define the judgment of the court are: (1) 
The PTO has not adopted a rule placing the 
burden of persuasion with respect to the 
patentability of amended claims on the 
patent owner that is entitled to deference; 
and (2) in the absence of anything that might 
be entitled deference, the PTO may not place 
that burden on the patentee. 

872 F.3d at 1327 (O’Malley, J.). 
A separate opinion joined-in-part by a 

majority of the en banc court observed 
that ‘‘it is well settled that regardless of 
which party bears the ultimate burden 
of persuasion, the movant bears a 
burden of production’’ and that ‘‘the 
Patent Office has adopted regulations 
that address what a patent owner must 
submit in moving to amend the patent.’’ 
Id. at 1340–41 (Reyna, J., concurring in 
part) (citing 37 CFR 42.20(a), 42.22(a), 
42.121(a)(2)(i)). The opinion explains 
that these regulations require a patent 
owner to ‘‘assist[ ] the Board to perform 
its statutory obligation to ‘issue a final 
written decision with respect to the 
patentability of . . . any new claim 
added under section 316(d).’ ’’ Id. at 
1341 (omission in original) (quoting 35 
U.S.C. 318(a)). 

In view of the Federal Circuit’s 
decision in Aqua Products, on 
November 21, 2017, the Office issued 
formal guidance through a 
memorandum from the Chief 
Administrative Patent Judge, explaining 
that, in light of the Aqua Products 
decision, the Board would no longer 
place the burden of persuasion on a 
patent owner with respect to the 
patentability of any proposed substitute 
claims presented in a motion to amend. 
See Guidance on Motions to Amend in 
view of Aqua Products, https://
go.usa.gov/xQGAA (Guidance Memo). 
The Guidance Memo also notes that a 
motion to amend must continue to 
satisfy the requirements of 37 CFR 
42.121 or 42.221 (e.g., provide a 
reasonable number of substitute claims 
and written description support in 
relation to each substitute claim), as 
applicable, that all parties continue to 
have a duty of candor under 37 CFR 
42.11, and that the page limits, type, 
and timing of briefs remain unchanged. 
Id. 

On December 22, 2017, the Federal 
Circuit issued a related decision in 
Bosch Auto. Serv. Solutions, LLC v. 
Matal, 878 F.3d 1027 (Fed. Cir. 2017) 
(Bosch). In that decision, because the 
petitioner had settled with the patent 
owner who had proposed substitute 

claims, the Federal Circuit remanded 
the case to the Board to evaluate the 
patentability of the proposed substitute 
claims. Id. (‘‘[W]here the challenger 
ceases to participate in the IPR and the 
Board proceeds to final judgment, it is 
the Board that must justify any finding 
of unpatentability by reference to the 
evidence of record in the IPR.’’) 
(emphasis in original) (quoting Aqua 
Products, 872 F.3d at 1311 (O’Malley, 
J.)). 

In view of the decisions by the 
Federal Circuit regarding motion to 
amend practice and procedure in AIA 
trials, the Board de-designated as 
precedential MasterImage, as well as de- 
designated as informative a prior 
decision of the Board in Idle Free Sys., 
Inc. v. Bergstrom, Inc., IPR2012–00027 
(PTAB June 11, 2013) (Paper 26), 
decisions in which the Board panels 
stated that ‘‘[t]he burden is not on the 
petitioner to show unpatentability, but 
on the patent owner to show patentable 
distinction over the prior art of record 
and also prior art known to the patent 
owner.’’ Id. at 7; see also MasterImage, 
Paper 42 at 2 (quoting Idle Free). 
Concurrently, the Board designated an 
order issued in Western Digital Corp. v. 
SPEX Techs., Inc., IPR2018–00082, 
–00084 (PTAB Apr. 25, 2018) (Paper 13) 
(Western Digital) as informative to 
provide an example of how panels can 
handle several aspects of the motion to 
amend practice under the Aqua 
Products and Bosch precedent. With 
respect to the burden of persuasion, the 
Western Digital order explained that 
under the current state of the law, ‘‘the 
burden of persuasion will ordinarily lie 
with the petitioner to show that any 
proposed substitute claims are 
unpatentable’’ and that the ‘‘Board itself 
may justify any finding of 
unpatentability by reference to evidence 
of record in the proceeding.’’ Id. at 4. 

On March 7, 2018, the Board 
designated as precedential an order in 
Lectrosonics and de-designated Western 
Digital. The Lectrosonics order provides 
guidance regarding statutory and 
regulatory requirements for a motion to 
amend in light of Federal Circuit case 
law. For example, the Lectrosonics order 
notes that prior to considering the 
patentability of any substitute claims, 
the Board must first determine whether 
the patent owner has met the statutory 
and regulatory requirements set forth in 
35 U.S.C. 316(d) and 37 CFR 42.121, 
such as the requirements that the 
motion proposes a reasonable number of 
substitute claims and that the 
amendments do not broaden the scope 
of the claims. Lectrosonics, Paper 15 at 
4–5. The Lectrosonics order also sets out 
that ‘‘the burden of persuasion 
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2 The October 2018 Request for Comments was 
published before Western Digital was superseded by 
Lectrosonics and thus referred only to the Western 
Digital order. Both orders are identical in their 
discussion of the burden of persuasion. Therefore, 
Questions 15 and 16 of the Request for Comments, 
and the public comments provided thereto, were 
equally pertinent to the current Board precedent of 
Lectrosonics. 

3 The October 2018 Request for Comments also 
sought comments on a proposed amendment 
procedure in post-grant trial proceedings that 
included the Board providing preliminary non- 
binding guidance on the merits of a motion to 
amend, and an opportunity for a patent owner to 
revise its motion to amend thereafter. The Office 
addressed that portion of the Request for Comments 
separately in a Notice Regarding a New Pilot 
Program Concerning Motion To Amend Practice 
and Procedures in Trial Proceedings Under the 
America Invents Act Before the Patent Trial and 
Appeal Board. 84 FR 9497 (Mar. 15, 2019). 

4 In response to the October 2018 Request for 
Comments, the Office also received comments and 
questions relating to reissue or reexamination as an 
alternative vehicle for claim amendments. The 
Office addressed those comments and questions 

separately in a Notice Regarding Options for 
Amendments by Patent Owner Through Reissue or 
Reexamination During a Pending AIA Trial 
Proceeding. 84 FR 16654 (Apr. 22, 2019). 

ordinarily will lie with the petitioner to 
show that any proposed substitute 
claims are unpatentable by a 
preponderance of the evidence.’’ Id. at 
4. 

On October 29, 2018, the Office 
published a Request for Comments on 
Motion To Amend Practice and 
Procedures in Trial Proceedings Under 
the America Invents Act Before the 
Patent Trial and Appeal Board in the 
Federal Register (Request for 
Comments), seeking public comment on 
various aspects of the Board’s 
amendment practice. 83 FR 54319. 
Among the questions on which the 
Board sought public input were the 
following, directed to the allocation of 
the burden of persuasion: 

15. Should the Office engage in rulemaking 
to allocate the burden of persuasion 
regarding the patentability of proposed 
substitute claims in a motion to amend as set 
forth in the Western Digital order? What are 
the advantages or disadvantages of doing so? 

16. If the Office continues to allocate the 
burden as set forth in the Western Digital 
order, under what circumstances should the 
Board itself be able to justify findings of 
unpatentability? Only if the petitioner 
withdraws from the proceeding? Or are there 
situations where the Board itself should be 
able to justify findings of unpatentability 
when the petitioner remains in the 
proceeding? What are the advantages or 
disadvantages? 

Id. at 54325.2 
In response to the October 2018 

Request for Comments, the Office 
received 49 comments as of December 
21, 2018 (the closing date for 
comments), from intellectual property 
organizations, trade organizations, other 
organizations, and individuals. See 
https://go.usa.gov/xyeFy (collected 
responses to Request for Comments).3 4 

Approximately 25 of the commenters 
provided specific responses to 
Questions 15 and 16 of the Request for 
Comments. In response to Question 15, 
the majority of commenters were in 
favor of the Office engaging in 
rulemaking to allocate the burden of 
persuasion as set forth in Western 
Digital (as discussed in more detail 
below). Only three commenters believed 
rulemaking was unnecessary (either 
because the Board could simply 
continue to apply its own precedent or 
because the statute already allocates the 
burden of persuasion). A minority of 
commenters stated that the Office 
should engage in rulemaking but that 
the burden of persuasion should be 
placed on the patent owner. 

Additionally, in response to Question 
15, some commenters suggested that 
even if the Office promulgates rules to 
place the burden of persuasion on the 
petitioner on the issue of patentability 
of the proposed substitute claims, the 
patent owner continues to bear the 
burden to show that the motion to 
amend complies with the statutory 
requirements of 35 U.S.C. 316(d) or 
326(d) (for example, that the 
amendment may not enlarge the scope 
of the claims), as well as the regulatory 
requirements of 37 CFR 42.121 or 
42.221 (for example, that the motion set 
forth the support for the amendment in 
the original disclosure of the patent). 

In response to Question 16, the 
majority of responsive comments stated 
that the Board should be able to justify 
findings of unpatentability in any 
circumstance, for example, even when 
the petitioner remains in the 
proceeding. Two commenters 
responded that the Board should never 
be able to assume the burden of 
persuasion on unpatentability itself, and 
three commenters believed that the 
Board should be permitted to justify 
findings of unpatentability of proposed 
substitute claims itself only in certain 
circumstances, for example, when a 
petitioner ceases to participate in a 
proceeding. 

In light of the generally positive 
support for rulemaking to allocate the 
burden of persuasion as set forth in the 
Western Digital order (and subsequently 
made precedential in Lectrosonics), and 
in the interest of providing greater 
clarity, certainty, and predictability to 
parties participating in AIA trial 
proceedings before the Board, the Office 
issued a proposed rule allocating the 
burden of persuasion. 

In the notice of proposed rulemaking 
issued on October 22, 2019, the Office 
sought comments on a specific proposed 
rule clarifying the burdens of persuasion 
in relation to motions to amend. See 
Rules of Practice To Allocate the Burden 
of Persuasion on Motions To Amend in 
Trial Proceedings Before the Patent Trial 
and Appeal Board, 84 FR 56401. The 
proposed rule allocated the burdens of 
persuasion regarding the patentability of 
proposed substitute claims as set forth 
in Lectrosonics and Western Digital. The 
proposed rule also stated that, 
irrespective of the burdens of 
persuasion, the Board may, in the 
interests of justice, exercise its 
discretion to grant or deny a motion to 
amend for any reason supported by the 
evidence of record. The Office invited 
the public to provide comments by 
December 23, 2019. As discussed in 
more detail below, the Office received a 
total of 18 comments in response. See 
https://go.usa.gov/xGXCN (collected 
responses to notice of proposed 
rulemaking). 

On April 9, 2020, the Federal Circuit 
issued its opinion in Nike, Inc. v. 
Adidas AG, 955 F.3d 45 (Fed. Cir. 2020) 
(Nike). In that case, the Federal Circuit 
concluded that ‘‘the Board should not 
be constrained to arguments and 
theories raised by the petitioner in its 
petition or opposition to the motion to 
amend. . . . Otherwise, were a 
petitioner not to oppose a motion to 
amend, the Patent Office would be left 
with no ability to examine the new 
claims.’’ Id. at 51. As such, the Federal 
Circuit held that ‘‘the Board may sua 
sponte identify a patentability issue for 
a proposed substitute claim based on 
the prior art of record.’’ Id. 

Also, on July 6, 2020, the Board’s 
Precedential Opinion Panel (POP) 
issued a precedential decision in 
Hunting Titan. This decision addressed 
two questions: (1) Under what 
circumstances and at what time during 
an IPR may the Board raise a ground of 
unpatentability that a petitioner did not 
advance or insufficiently developed 
against substitute claims proposed in a 
motion to amend; and (2) whether the 
Board must provide the parties notice 
and an opportunity to respond to a 
ground of unpatentability it raises 
before making a final determination. 
Hunting Titan, Paper 67 at 3. In Hunting 
Titan, the POP determined that the 
Board may, in certain rare 
circumstances, raise a ground of 
unpatentability that a petitioner did not 
advance, or insufficiently developed, 
against substitute claims proposed in a 
motion to amend. Id. at 4. Those 
circumstances are typically limited to 
situations in which the adversarial 
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process fails to provide the Board with 
potential patentability arguments with 
respect to the proposed substitute 
claims. Id. at 25. Such situations may 
include, for example, those in which the 
petitioner has ceased to participate in 
the proceeding or chooses not to oppose 
the motion to amend, or those in which 
certain evidence of unpatentability is 
not raised by the petitioner but is so 
readily identifiable and persuasive that 
the Board should take it up in the 
interest of supporting the integrity of the 
patent system, notwithstanding the 
adversarial nature of the proceedings. 
Id. at 12–13, 25–26. 

The POP also determined that due 
process requires that a patent owner 
receive notice of how the prior art 
allegedly discloses the newly-added 
limitations of each proposed substitute 
claim, as well as any theory of 
unpatentability asserted against those 
claims, and the patent owner must have 
the opportunity to respond to those 
factual allegations and legal theories. Id. 
at 15. In addition, the POP cited two 
examples of adequate notice and 
opportunity to respond, namely, 
requesting supplemental briefing from 
the parties regarding the proposed 
ground for unpatentability or requesting 
that the parties be prepared to discuss 
the prior art in connection with the 
substitute claims at an oral hearing. Id. 
at 15–16 (citing Nike, 955 F.3d at 54). 

The final rule adopts, with 
modifications, the proposed rule 
allocating the burden of persuasion on 
motions to amend. The final rule 
specifies that the burden of persuasion 
as to patentability of substitute claims 
proposed in a motion to amend is on the 
petitioner. In addition, the final rule 
specifies that the burden of persuasion 
is on the patent owner to show that the 
motion complies with the requirements 
of 35 U.S.C. 316(d) or 326(d) (requiring 
that a motion to amend propose a 
reasonable number of substitute claims, 
and that substitute claims do not enlarge 
scope of the original claims of the patent 
or introduce new matter), as well as 37 
CFR 42.121(a)(2), (a)(3), (b)(1), and 
(b)(2), or 42.221(a)(2), (a)(3), (b)(1), and 
(b)(2) (indicating, for example, that a 
motion to amend must set forth written 
description support and support for the 
benefit of a filing date in relation to each 
substitute claim, and respond to 
grounds of unpatentability involved in 
the trial). 

Notwithstanding the adversarial 
nature of the proceedings and 
irrespective of the burdens of 
persuasion discussed above, the Board 
may, in the interests of justice, exercise 
its discretion to grant or deny a motion 
to amend. But the Board will do so only 

in rare circumstances (as described 
below) and only for reasons supported 
by readily identifiable and persuasive 
evidence of record. Thus, in instances 
where a party has not met its burden in 
relation to a motion to amend or any 
substitute claims proposed therein, the 
Board may, in the interests of justice, 
reach a determination regarding 
patentability, or compliance with 
statutory and regulatory requirements, 
supported by readily identifiable and 
persuasive evidence made of record in 
the proceeding. In such instances where 
the Board exercises its discretion in the 
interests of justice, the Board will 
provide the parties with an opportunity 
to respond before rendering a final 
decision on the motion to amend. 

In the vast majority of cases, the 
Board will consider only evidence a 
party introduces into the record of the 
proceeding. However, the Board may 
also consider readily identifiable and 
persuasive evidence already before the 
Office in a related proceeding (i.e., in 
the prosecution history of the 
challenged patent or a related patent or 
application, or in the record of another 
proceeding before the Office challenging 
the same patent or a related patent). See 
MaxLinear, Inc. v. CF CRESPE LLC, 880 
F.3d 1373 (Fed. Cir. 2018) (stating that 
the Board must consider prior art raised 
in a related IPR in determining the 
patentability of dependent claims); see 
also Emerson Elec. Co. v. SIPCO, LLC, 
745 F. App’x 369, 373–374 (Fed. Cir. 
2018) (non-precedential) (directing the 
Board to explain its application of prior 
art cited in a related IPR). Likewise, the 
Board may consider evidence that a 
district court can judicially notice under 
Federal Rule of Evidence 201. See 37 
CFR 42.62 (making the Federal Rules of 
Evidence applicable to AIA trial 
proceedings and noting that ‘‘judicial 
notice’’ as used in the Federal Rules of 
Evidence shall be construed as ‘‘official 
notice’’). This approach is consistent 
with the current practice of the Board, 
under which the Board may take official 
notice of facts in appropriate 
circumstances. See, e.g., RPX Corp. v. 
Iridescent Networks, Inc., IPR2018– 
00254 (PTAB Dec. 10, 2018) (Paper 20) 
(taking official notice of how the URL of 
the internet Archive provides the date 
the website was captured); Ericsson Inc. 
v. Intellectual Ventures I LLC, IPR2014– 
00527, (PTAB May 18, 2015) (Paper 41) 
(taking official notice that members in 
the scientific and technical 
communities who both publish and 
engage in research rely on the 
information published on the copyright 
line of IEEE publications). 

As used in the final rule, the 
‘‘interests of justice’’ in the final rule 

means that, irrespective of the burdens 
of persuasion on the parties, the Board 
may exercise its discretion in rare 
circumstances where the adversarial 
process fails to provide the Board with 
potential arguments relevant to granting 
or denying a motion to amend. Hunting 
Titan, Paper 67 at 12–13, 25–26. 

Such circumstances may include 
those in which a patent owner does not 
expressly address or establish every 
statutory and regulatory requirement for 
a motion to amend in its briefing, but 
evidence of compliance with those 
requirements is so readily identifiable 
and persuasive that the Board should 
address that evidence in the interest of 
supporting the integrity of the patent 
system, notwithstanding the adversarial 
nature of the proceedings. Thus, for 
example, the Board may, in the interests 
of justice, exercise its discretion to 
determine that a motion to amend 
complies with the statutory and 
regulatory requirements of 35 U.S.C. 
316(d) or 326(d) and 37 CFR 
42.121(a)(2), (a)(3), (b)(1), and (b)(2), or 
42.221(a)(2), (a)(3), (b)(1), and (b)(2), 
even if a patent owner does not 
expressly address every requirement in 
its briefing. The Board will do so only 
when there is readily identifiable and 
persuasive evidence that the motion 
complies with the statutory and 
regulatory requirements, when 
addressing that evidence would be in 
the interests of supporting the integrity 
of the patent system, and only when the 
petitioner has been afforded the 
opportunity to respond to that evidence. 

Such circumstances also may include 
those in which a petitioner has ceased 
to participate in the proceeding 
altogether (for example, as a result of 
settlement); those in which the 
petitioner remains in the proceeding but 
does not oppose the motion to amend, 
in whole or in part (for example, does 
not oppose some proposed substitute 
claims); or those in which the petitioner 
previously made an argument (for 
example, in opposition to a motion to 
amend) but then later ceases to 
participate (for example, does not 
oppose a revised motion to amend). The 
interests of justice may also support the 
Board exercising its discretion in the 
rare circumstances in which the 
petitioner continues participating in the 
proceeding, but fails to raise certain 
evidence of unpatentability that is so 
readily identifiable and persuasive that 
the Board should take it up in the 
interest of supporting the integrity of the 
patent system, notwithstanding the 
adversarial nature of the proceedings. In 
most instances, in cases where the 
petitioner has participated fully and 
opposed the motion to amend, the 
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Office expects that there will be no need 
for the Board to independently justify a 
determination of unpatentability. 

In sum, the Office expects that the 
Board will exercise its discretion in the 
interests of justice to reach a 
determination of patentability or 
unpatentability only in rare 
circumstances and only when the 
parties have been afforded notice and 
the opportunity to respond. 

Discussion of Specific Rules 
37 CFR part 42 is amended as follows: 
Section 42.121: § 42.121 is amended 

by adding a new paragraph (d) to state 
that a patent owner bears the burden of 
persuasion to show that a motion to 
amend complies with certain statutory 
and regulatory requirements, but that 
the petitioner bears the burden of 
persuasion to show that any proposed 
substitute claims are unpatentable. The 
new paragraph (d) also states that in 
cases in which a party does not meet its 
burden, the Board may, in the interests 
of justice, exercise its discretion to grant 
or deny a motion to amend only for 
reasons supported by readily 
identifiable and persuasive evidence of 
record. In doing so, the Board may make 
of record only readily identifiable and 
persuasive evidence in a related 
proceeding before the Office or evidence 
that a district court can judicially 
notice. Where the Board exercises its 
discretion under this paragraph, the 
parties will have an opportunity to 
respond. 

Section 42.221: § 42.221 is amended 
by adding a new paragraph (d) to state 
that a patent owner bears the burden of 
persuasion to show that a motion to 
amend complies with certain statutory 
and regulatory requirements, but that 
the petitioner bears the burden of 
persuasion to show that any proposed 
substitute claims are unpatentable. The 
new paragraph (d) also states that in 
cases in which a party does not meet its 
burden, the Board may, in the interests 
of justice, exercise its discretion to grant 
or deny a motion to amend only for 
reasons supported by readily 
identifiable and persuasive evidence of 
record. In doing so, the Board may make 
of record only readily identifiable and 
persuasive evidence in a related 
proceeding before the Office or evidence 
that a district court can judicially 
notice. Where the Board exercises its 
discretion under this paragraph, the 
parties will have an opportunity to 
respond. 

Differences Between the Final Rule and 
the Proposed Rule 

In response to comments seeking 
clarification, the final rule seeks to 

further clarify the circumstances in 
which the Board may exercise its 
discretion to grant or deny a motion to 
amend, irrespective of whether a party 
has met its burden on a particular issue 
and notwithstanding the adversarial 
nature of the proceeding. The final rule 
clarifies that the Board may exercise this 
discretion when it is in the interests of 
justice, and only for reasons supported 
by readily identifiable and persuasive 
evidence of record. 

Additionally, in response to 
comments seeking clarification, the final 
rule provides additional details 
regarding the scope of evidence the 
Board may consider in deciding a 
motion to amend. The Board may make 
of record only readily identifiable and 
persuasive evidence in a related 
proceeding before the Office or evidence 
that a district court can judicially 
notice. 

Lastly, the final rule clarifies that 
where the Board exercises its discretion 
in appropriate circumstances, the 
parties will have an opportunity to 
respond. (§§ 42.121(d) and 42.221(d)). 

Response to Comments 

In response to the notice of proposed 
rulemaking pertaining to the burdens of 
persuasion in relation to motions to 
amend, the Office received a total of 18 
written submissions of comments from 
intellectual property organizations, 
businesses, patent practitioners, and 
others. The comments provided support 
for, opposition to, and diverse 
recommendations on the proposed rule. 
The large majority of the comments 
were supportive of placing the burden 
of showing compliance with the 
statutory and regulatory requirements of 
a motion to amend on the patent owner, 
along the lines presented in the 
proposed rule. Comments on the 
question of whether the burden of 
showing unpatentability should be 
placed on the petitioner, as in the 
proposed rule, were mixed in their 
support and opposition. Similarly, the 
Office received mixed comments in 
support and opposition to the question 
of whether the Board, regardless of the 
respective burdens on the parties, could 
exercise its discretion to grant or deny 
a motion to amend. The Office 
appreciates the thoughtful comments 
and has considered and analyzed them 
thoroughly. 

All the comments are posted on the 
PTAB website at https://go.usa.gov/ 
xGXrx. The Office’s responses address 
the comments that are directed to the 
proposed changes set forth in the notice 
of proposed rulemaking. Any comments 
directed to topics beyond the scope of 

the notice of proposed rulemaking will 
not be addressed at this time. 

A. Burden on the Patent Owner 
Comment 1: Of the comments 

addressing this aspect of the proposed 
rule, almost all supported allocating the 
burden of persuasion to the patent 
owner to show a motion to amend 
complies with statutory and regulatory 
requirements. Comments noted that the 
patent owner, as the party drafting the 
proposed substitute claims, is in the 
best position to explain how the 
proposed substitute claims comply with 
the statutory and regulatory 
requirements. For example, the 
comments pointed out that because the 
patent owner is the party amending a 
claim, the patent owner is in the best 
position to identify the subject matter 
disclosed in the challenged patent’s 
specification that is being incorporated 
into the proposed substitute claim, 
thereby addressing the prohibition on 
new matter. 

Response 1: The Office agrees with 
these comments. The statutory 
requirements of 35 U.S.C. 316(d) specify 
that the patent owner may file a motion 
to amend that ‘‘propose[s] a reasonable 
number of substitute claims’’ and, 
further, that amendments ‘‘may not 
enlarge the scope of the claims or 
introduce new matter.’’ Thus, the statute 
already places the burden on the patent 
owner to show that its motion to amend 
meets those requirements. The 
regulatory requirements set forth in 
section 42.121(a) or 42.221(a) of 37 CFR 
part 42 reflect those statutory 
requirements and further specify that a 
motion to amend must respond to a 
ground of unpatentability involved in 
the trial, include a claim listing clearly 
showing the amendments, and set forth 
support in the original patent disclosure 
for each claim added or amended, as 
well as support in an earlier-filed 
disclosure for each claim for which the 
patent owner seeks the benefit of the 
filing date of the earlier-filed disclosure. 
Because the patent owner is the party 
proposing amendments to the claims of 
its patent, it follows that the patent 
owner should be the party with the 
burden to show that the motion 
complies with these statutory and 
regulatory requirements. As commenters 
have noted, the patent owner 
necessarily incorporates subject matter 
from the challenged patent’s 
specification into one or more proposed 
substitute claims and, thus, the patent 
owner is in the best position to identify 
where the specification supports such 
subject matter and how such subject 
matter does not enlarge the scope of the 
claims. Similarly, because the patent 
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owner is the party proposing the 
substitute claims, the patent owner is in 
a better position to explain why the 
number of substitute claims is 
reasonable, especially when the patent 
owner proposes more than one 
substitute claim for each challenged 
claim. Likewise, it makes sense for the 
patent owner to explain why the 
amendment responds to a ground of 
unpatentability involved in the trial, 
given that the patent owner proposes 
the substitute claims to overcome one or 
more asserted unpatentability grounds 
as to the original claims of the 
challenged patent. 

Comment 2: A few comments 
supporting the requirement that the 
patent owner bears the burden to show 
a motion to amend complies with 
statutory and regulatory requirements 
expressed the view that the burden 
should be an initial burden of 
production, but that the burden of 
persuasion should lie with the 
petitioner. One comment stated that 
placing a burden of persuasion on the 
patent owner unduly limits the patent 
owner’s ability to amend the claims. 
Another comment stated that allocating 
a burden of persuasion to the patent 
owner in a motion to amend is 
inconsistent with the Federal Circuit’s 
guidance in In re Magnum Oil Tools 
Int’l, Ltd., 829 F.3d 1364 (Fed. Cir. 2016) 
on shifting burdens in an AIA trial 
proceeding. The comment was further 
concerned that requiring the patent 
owner to maintain a burden of 
persuasion to show statutory and 
regulatory compliance may lead the 
Board to deny a motion to amend for 
procedural reasons unrelated to the 
substance of the proposed substitute 
claims. 

Response 2: The Office appreciates 
these thoughtful comments. 35 U.S.C. 
316(d) appears to specify a burden of 
persuasion on the patent owner, not 
merely a burden of production. For 
example, section 316(d) provides that 
the patent owner may ‘‘[f]or each 
challenged claim, propose a reasonable 
number of substitute claims’’ and that 
‘‘[a]n amendment . . . may not enlarge 
the scope of the claims or introduce new 
matter.’’ 35 U.S.C. 316(d)(1)(B), (d)(3). 
The patent owner proposes an 
amendment; therefore, it would appear 
to be the patent owner’s burden of 
persuasion to show that the amendment 
proposes a reasonable number of 
substitute claims, does not enlarge the 
scope of the claims, and does not 
introduce new matter. This is also 
consistent with the lead opinion of 
Aqua Products, which states that the 
‘‘patent owner must satisfy the Board 
that the statutory criteria in 

§ 316(d)(1)(a)–(b) and § 316(d)(3) are met 
and that any reasonable procedural 
obligations imposed by the Director are 
satisfied before the amendment is 
entered into the IPR.’’ 872 F.3d at 1306 
(emphasis added). Because the statutory 
and regulatory requirements largely 
overlap, it also makes sense to place the 
burden of showing compliance with the 
regulatory requirements on the patent 
owner. It is unclear how placing this 
burden on the patent owner limits the 
patent owner’s ability to amend claims. 

Further, allocating this burden of 
persuasion to the patent owner is not 
inconsistent with Magnum Oil Tools 
because, in that case, the Federal Circuit 
addressed the burden of persuasion as 
to patentability, not the burden of 
persuasion as to statutory and regulatory 
requirements of a motion to amend. As 
noted above, the lead opinion in Aqua 
Products differentiated between meeting 
the requirements of a motion to amend 
and the burden of demonstrating the 
unpatentability of substitute claims. Id. 
Magnum Oil Tools addressed situations 
in which it was and was not appropriate 
to shift burdens of production. See 829 
F.3d at 1375–76. The Federal Circuit 
explained that a shifting burden of 
production may be warranted in a 
situation in which a party asserts an 
affirmative defense for the first time 
(e.g., an earlier priority date) after the 
party who carries the ultimate burden of 
persuasion challenges patentability. As 
further noted in Magnum Oil Tools, 
however, ‘‘a burden-shifting framework 
. . . would introduce unnecessary 
confusion’’ when a party bears the 
ultimate burden of persuasion on a 
particular issue. Id. at 1376. Here, 
because the statute already appears to 
place the ultimate burden of persuasion 
on the patent owner regarding the 
statutory and regulatory requirements, 
and the Board makes a determination 
after considering all evidence provided 
by both parties, a shifting burden of 
production is not appropriate. Id. 
(‘‘Applying a burden-shifting framework 
here would introduce unnecessary 
confusion because the ultimate burden 
of persuasion of obviousness must 
remain on the patent challenger and ‘a 
fact finder must consider all evidence of 
obviousness and nonobviousness before 
reaching a determination.’ ’’) (citation 
omitted). 

Finally, in March 2019, the Office 
issued a notice of a pilot program for 
motion to amend practice and 
procedures that allows a patent owner 
to request preliminary guidance from 
the Board on a motion to amend and to 
file a revised motion to amend 
(regardless of whether the patent owner 
requests preliminary guidance). See 

Notice Regarding a New Pilot Program 
Concerning Motion to Amend Practice 
and Procedures in Trial Proceedings 
Under the America Invents Act Before 
the Patent Trial and Appeal Board, 84 
FR 9497 (Mar. 15, 2019) (pilot program). 
Under the pilot program, which applies 
to all AIA trial proceedings instituted on 
or after March 15, 2019, the patent 
owner is able to request preliminary 
non-binding guidance from the Board 
regarding the amendment’s compliance 
with the statutory and regulatory 
requirements. See id. at 9497–98. The 
patent owner may address that 
preliminary guidance in responsive 
briefing or by providing new proposed 
substitute claims in a revised motion to 
amend. Id.; see also id. at 9499–9500 
(setting forth options for preliminary 
guidance and a revised motion to amend 
in more detail). These aspects of the 
pilot program likewise support placing 
the burden of persuasion on the patent 
owner in relation to the statutory and 
regulatory requirements for a motion to 
amend. 

Comment 3: A comment noted that 
previous Office guidance and Board 
decisions did not allocate the burden of 
persuasion to the patent owner and 
requested an explanation as to why the 
proposed rule allocates the burden of 
persuasion to the patent owner. 

Response 3: As many commenters 
have requested and noted, clarifying the 
burdens in the amendment process is 
desired. Because 35 U.S.C. 316(d) 
appears to place the burden of 
persuasion on the patent owner to show 
statutory compliance, the Office takes 
this opportunity to bring clarity and 
predictability to the amendment process 
through rulemaking specifically 
assigning that burden. 

B. Burden on the Petitioner 
Comment 4: The Office received a mix 

of comments supporting or opposing the 
provision of the proposed rule placing 
the burden of persuasion on the 
petitioner to show that the substitute 
claims proposed in a motion to amend 
are unpatentable, with a slight majority 
of comments opposing placing the 
burden on the petitioner. Among the 
comments supporting the proposed rule, 
one noted that placing the burden of 
persuasion on the petitioner is 
consistent with 35 U.S.C. 282(a), which 
governs burdens of proof in patent 
infringement actions in federal court 
and states that ‘‘[t]he burden of 
establishing invalidity of a patent or any 
claim thereof shall rest on the party 
asserting such invalidity.’’ Another 
comment stated that allocating the 
burden of persuasion to the petitioner is 
consistent with the Federal Circuit 
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holding in Aqua Products. One 
comment, which neither agreed nor 
disagreed with the proposed rule, noted 
that the proposed rule is generally 
consistent with the allocation of 
burdens set forth in Lectrosonics and the 
Office’s prior ‘‘Guidance on Motions to 
Amend in view of Aqua Products.’’ 

Response 4: The Office appreciates 
and has carefully considered the 
comments both supporting and 
opposing placing the burden on the 
petitioner to show that the proposed 
substitute claims are unpatentable. 
Regardless of whether the comments 
supported the proposed rule or not, 
commenters overwhelmingly agreed 
that notice-and-comment rulemaking to 
allocate the burdens was appreciated 
and that doing so improves clarity and 
consistency in AIA trials. Previously, 
the Office requested comments relating 
to the assignment of burdens in the 
October 29, 2018, Request for Comments 
(83 FR 54319). Among other questions, 
the Office asked whether it should 
engage in rulemaking to allocate the 
burden of persuasion regarding the 
patentability of proposed substitute 
claims in a motion to amend as set forth 
in the order issued in Western Digital 
(superseded by Lectrosonics), which 
allocates the burden of persuasion 
regarding the patentability of proposed 
substitute claims to the petitioner. Id. at 
54325. Of the roughly 20 comments the 
Office received in 2018 in response to 
the Request for Comments, a clear 
majority of comments favored placing 
the burden to show that the proposed 
substitute claims are unpatentable on 
the petitioner, consistent with the rule 
the Office now adopts. 

After carefully considering all 
relevant comments, the Office’s efforts 
to provide predictability and clarity, the 
Federal Circuit’s decision in Aqua 
Products, the Office’s post-Aqua 
Products Guidance Memo, and the 
Board’s experience administering AIA 
trials since the Aqua Products decision, 
the Office determines that the most 
balanced approach is to place the 
burden on the petitioner to show that 
the proposed substitute claims are 
unpatentable. Placing the burden of 
proving unpatentability on the 
challenger is consistent with other 
statutory approaches to patentability. As 
commenters have pointed out, under 35 
U.S.C. 282, the ‘‘burden of establishing 
invalidity of a patent or any claim 
thereof shall rest on the party asserting 
such invalidity.’’ Although the decision 
in Aqua Products left unresolved the 
question of whether 35 U.S.C. 282 
applies only to original claims or also 
proposed amended claims, placing the 
burden on the petitioner via this rule 

would resolve any ambiguity. 
Additionally, although patent 
examination differs from an AIA trial in 
many respects, it is worth noting that 
the Office, not the applicant, has the 
burden of showing unpatentability 
during examination. See In re Oetiker, 
977 F.2d 1443, 1445 (Fed. Cir. 1992) 
(‘‘[T]he examiner bears the initial 
burden . . . of presenting a prima facie 
case of unpatentability.’’). Further, as 
multiple commenters have noted, 
placing the burden to show 
unpatentability on the petitioner 
maintains consistency with current 
Board practice described in the 
precedential Board decision 
Lectrosonics and the post-Aqua 
Products Guidance Memo. Changing the 
procedure the Board has been using 
since 2017 would be disruptive to 
procedures that the Board and parties 
have been following for several years. 
Moreover, the rule is consistent with the 
lead opinion in Aqua Products, which 
stated, ‘‘we believe that Congress 
intended that the petitioner bear the 
burden of persuasion as to all claims in 
an IPR, whether original or amended.’’ 
872 F.3d at 1315 (O’Malley, J.). Aqua 
Products held that the Office had not 
adopted a rule placing the burden of 
persuasion with respect to the 
patentability of proposed substitute 
claims on any party. See id. at 1327. The 
Office responds to that holding and 
adopts this rule, placing the burden to 
show unpatentability of substitute 
claims on the petitioner. 

Comment 5: Commenters opposing 
the proposed rule placing the burden on 
the petitioner to show that proposed 
substitute claims are unpatentable 
suggested that, instead, the patent 
owner should bear the burden of 
proving patentability. Comments stated 
that the patent owner, as the party 
drafting the substitute claims, is best 
positioned to explain how the proposed 
substitute claims are patentable over 
prior art and should provide a detailed 
explanation of how the substitute claims 
distinguish over the prior art of record 
and other prior art known to the patent 
owner. Comments also stated that 
placing the burden on the petitioner is 
inconsistent with the common practice 
that the moving party bears the burden 
of proof. Further, at least one comment 
stated that the Federal Circuit’s Aqua 
Products decision does not prohibit the 
Office from placing the burden on the 
patent owner. That comment further 
noted that the Office has eliminated 
claim construction under the broadest 
reasonable interpretation, which is one 
of the safeguards Aqua Products 

identified as helping to prevent the 
Office from issuing untested claims. 

Response 5: Currently, the Office 
believes that the fair approach is to 
place the burden on the petitioner to 
show that the proposed substitute 
claims are unpatentable, for the reasons 
discussed above. In presenting proposed 
substitute claims to the Board, the 
patent owner already has ‘‘a duty of 
candor and good faith’’ (37 CFR 
42.11(a)), meaning that the patent owner 
must ‘‘disclose to the Board information 
of which the patent owner is aware that 
is material to the patentability of the 
substitute claims.’’ Lectrosonics, Paper 
15 at 9–10. 

In the Board’s experience, requiring 
the patent owner to prove patentability 
of amended claims in AIA trials has led 
to confusion because it places duties on 
the patent owner that are inconsistent 
with those applied during examination. 
During examination, for example, 
although a patent applicant must 
comply with the duty of candor, there 
is no separate obligation to prove 
patentability over prior art ‘‘known’’ to 
the patent applicant, as the Board’s 
prior approach to amended claims in 
AIA trials required. MasterImage, Paper 
42 at 2–3 (citing Idle Free, Paper 26 at 
7) (referring to ‘‘prior art of record and 
also prior art known to the patent 
owner’’ in relation to the patent owner’s 
burden for motions to amend in AIA 
trials). Much like an examiner during 
patent examination, the petitioner 
typically conducts a prior art search 
before filing an AIA petition, and in 
most cases is well-positioned and 
incentivized to identify any 
patentability issues arising from the 
proposed amended claims. 

Moreover, to the extent one opinion 
in Aqua Products identified the 
broadest reasonable interpretation 
standard as relevant to the review of 
proposed substitute claims, it did so in 
its analysis of ‘‘untested’’ claims. 872 
F.3d at 1314–1315 (O’Malley, J.). 
Although the Board’s claim construction 
standard has changed from the broadest 
reasonable interpretation to the standard 
used in district court proceedings, the 
statute and regulation governing 
amendments still require that the claim 
scope of any proposed amended claims 
be narrower and require written 
description support for the proposed 
amended claims. 35 U.S.C. 316(d)(3); 37 
CFR 42.121(a)(2), (b). The same opinion 
in Aqua Products also identified the 
preponderance of evidence standard as 
relevant to the review of proposed 
substitute claims; that standard has not 
changed. 35 U.S.C. 316(e). In addition, 
any issued amended claims would be 
subject to intervening rights and various 
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other review mechanisms that remain 
open to challenge the amended claims 
(e.g., subsequent IPRs, ex parte 
reexamination, and district court 
litigation). Furthermore, as explained 
elsewhere in this rulemaking, the rule 
allows the Board to exercise its 
discretion to reach a determination 
regarding patentability in instances in 
which the interests of justice warrant 
such a determination, including those in 
which the petitioner has ceased to 
participate in the proceeding altogether 
or remains in the proceeding but does 
not oppose a motion to amend. Thus, 
the rule further limits the likelihood of 
issuing amended claims that are 
‘‘untested.’’ 

C. Board Discretion To Grant or Deny a 
Motion To Amend 

Comment 6: Of the comments 
addressing the proposed rule providing 
that the Board may, in the interests of 
justice, grant or deny a motion to amend 
for any reason supported by the 
evidence of record, a majority supported 
the proposed rule. For example, one 
comment stated that the Board should 
not procedurally deny a motion to 
amend for failing to comply with the 
statutory or regulatory requirements if 
the lack of compliance can be cured by 
reference to the evidence of record. 
Similarly, a comment stated that if a 
petitioner does not oppose the proposed 
substitute claims, the Board should have 
the discretion to deny the motion to 
amend for any reason supported by the 
evidence of record rather than 
automatically adding the proposed 
substitute claims to the challenged 
patent. 

Response 6: The Office agrees with 
these comments. Under the proposed 
rule, as modified in the final rule, the 
Board will have the discretion to grant 
or deny a motion to amend only for 
reasons supported by readily 
identifiable and persuasive evidence of 
record, when it is in the interests of 
justice. The Office anticipates that the 
Board will exercise this discretion only 
in rare circumstances, such as discussed 
in Hunting Titan. 

As noted by the commenters, this 
discretion allows the Board to address 
situations in which it would be unjust 
to deny a motion to amend for a 
procedural defect, such as those in 
which a patent owner does not 
expressly address or establish every 
statutory and regulatory requirement in 
its briefing. Where there is readily 
identifiable and persuasive evidence 
that the motion complies with the 
statutory and regulatory requirements, 
the Board may determine that it is in the 

interests of justice to nevertheless grant 
the motion to amend. 

The Office also agrees with the 
comments that the Board should have 
discretion to address the patentability of 
substitute claims under certain rare 
circumstances in which substitute 
claims might otherwise issue without 
any consideration of patentability by the 
Office, regardless of what is in the 
record before the Board. In this vein, the 
final rule permits the Board to address 
circumstances in which, as explained in 
Hunting Titan, the adversarial process 
has failed to provide the Board with 
potential arguments of patentability 
with respect to the proposed substitute 
claims. Such circumstances could 
include, for example, those in which the 
petitioner ceases to participate in the 
proceeding altogether (for example, as a 
result of settlement) or remains in the 
proceeding but does not oppose the 
motion to amend, in whole or in part 
(for example, does not oppose some 
proposed substitute claims), or those in 
which the petitioner previously made 
an argument (for example, in opposition 
to a motion to amend) but then later 
ceases to participate (for example, does 
not oppose a revised motion to amend). 
In such circumstances, the absence of 
two actively participating opposing 
parties (at least in relation to a motion 
to amend) signals a situation in which 
the adversarial process may have failed 
to provide the Board with potential 
arguments of patentability or 
unpatentability. In such a situation, the 
Board will, in the interests of justice, 
typically independently evaluate the 
patentability of the proposed substitute 
claims and exercise its discretion to 
grant or deny only for reasons supported 
by readily identifiable and persuasive 
evidence of record. 

As a general matter in the vast 
majority of cases, the Board will 
consider only evidence a party 
introduces into the record of the 
proceeding. However, the Board may 
consider readily identifiable and 
persuasive evidence already before the 
Office (i.e., in the prosecution history of 
the challenged patent or a related patent 
or application, or in the record of 
another proceeding before the Office 
challenging the same patent or a related 
patent). Likewise, the Board may 
consider evidence that a district court 
can judicially notice under Federal Rule 
of Evidence 201. Thus, when referring 
to the interests of justice, the rule 
affords the Board the flexibility to 
address the rare circumstances in which 
certain evidence of unpatentability has 
not been raised by the petitioner but is 
so readily identifiable and persuasive 
that the Board should take it up in the 

interest of supporting the integrity of the 
patent system, notwithstanding the 
adversarial nature of the proceedings, as 
explained in Hunting Titan. 

As noted above, the Office expects 
that the Board will exercise its 
discretion in the interests of justice to 
reach a determination of unpatentability 
only in rare circumstances, and only 
where the patent owner has been 
afforded the opportunity to respond. In 
most instances, in cases where the 
petitioner has participated fully and 
opposed the motion to amend, the 
Office expects that the petitioner will 
bear the burden of persuasion, and there 
will be no need for the Board to 
independently justify a determination of 
unpatentability. 

Comment 7: One commenter 
expressed general support for the 
proposed rule’s codification of the 
Board’s discretion to grant or deny a 
motion to amend and the application of 
the interests of justice standard to 
govern the exercise of that discretion. 
The commenter observed that the 
preamble of the Notice of Proposed 
Rulemaking identified three exemplary 
circumstances that may satisfy the 
interests of justice standard: (1) The 
petitioner has ceased to participate in 
the proceeding; (2) the petitioner 
remains in the proceeding but does not 
oppose the motion to amend; and (3) the 
petitioner opposes the motion to amend 
and has failed to meet the burden of 
persuasion, but there is easily identified 
and persuasive evidence of 
unpatentability in the record. The 
commenter suggested, however, that the 
final rule should provide further 
guidance on the contours of the Board’s 
discretion under the interests of justice 
standard, preferably in the rules 
themselves. The commenter also 
requested that the final rule clarify the 
rare circumstances in which the Board 
will exercise its discretion. 

Response 7: The Office appreciates 
these comments and has modified the 
final rule to more clearly specify the 
circumstances in which the Board will 
exercise its discretion to grant or deny 
a motion to amend. The final rule thus 
clarifies that such discretion may be 
used when it is in the interests of justice 
and when there is readily identifiable 
and persuasive evidence of record. The 
final rule language thus follows the 
formulation set forth in Hunting Titan, 
which focuses on situations in which 
the adversarial process has failed to 
provide the Board with potential 
arguments of patentability with respect 
to the proposed substitute claims. 
Hunting Titan provides express 
examples of such situations, including 
when the petitioner has ceased to 
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participate in the proceeding altogether 
or remains in the proceeding but does 
not oppose the motion to amend, or 
when certain evidence has not been 
raised by a party but is so readily 
identifiable and persuasive that the 
Board should take it up in the interest 
of supporting the integrity of the patent 
system, notwithstanding the adversarial 
nature of the proceedings. Hunting 
Titan, Paper 67 at 12–13, 25–26. The 
POP noted in Hunting Titan that these 
examples are not exhaustive, and that 
the Board will address any other fact- 
specific situations that satisfy the 
interests of justice standard as they 
arise. Id. at 12–13. 

To the extent that the commenter 
requested that the final rule explicitly 
set forth all possible circumstances that 
may satisfy the interests of justice 
standard, the comment is not adopted. 
As modified, the final rule specifies that 
the Board may exercise its discretion 
only when its reasons are supported by 
readily identifiable and persuasive 
evidence of record. However, the Board 
may consider readily identifiable and 
persuasive evidence already before the 
Office (i.e., in the prosecution history of 
the challenged patent or a related patent 
or application, or in the record of 
another proceeding before the Office 
challenging the same patent or a related 
patent). Likewise, the Board may 
consider evidence that a district court 
can judicially notice under Federal Rule 
of Evidence 201. In such instances 
where the Board exercises its discretion 
in the interests of justice, the Board will 
provide the parties with an opportunity 
to respond before rendering a final 
decision on the motion to amend. 

Regulatory language is not the 
appropriate vehicle for specifying the 
exact factual situations that will satisfy 
the interests of justice standard. Rather, 
as discussed above, the precedential 
Hunting Titan decision sets forth 
general categories of situations in which 
the standard may be satisfied. The 
decision also provides a specific 
example of a situation in which the 
standard is not met, namely the facts of 
the Hunting Titan case itself. The Office 
expects that future decisions of the 
Board applying the final rule will 
continue to provide the public with 
guideposts as to factual circumstances 
in which the interests of justice 
standard is either satisfied or not 
satisfied, and the Office may designate 
these decisions as informative or 
precedential, as appropriate. 

Comment 8: Some comments 
supported the proposed rule providing 
for Board discretion to grant or deny a 
motion to amend but advocated that the 
Board’s discretion to deny a motion to 

amend should be limited. For example, 
some comments stated that the Board 
should be limited to addressing grounds 
of unpatentability raised by the 
petitioner in opposition to the motion to 
amend. Two commenters expressed the 
view that, even in situations in which 
the petitioner does not oppose the 
motion to amend, the Board should be 
limited to addressing grounds of 
unpatentability raised by the petitioner 
against the original claims. 
Additionally, one comment stated that 
the scope of the Board’s discretion 
should be limited to the new claim 
limitations proposed by the motion to 
amend. 

Response 8: Although the Office 
appreciates the commenters’ interest in 
further articulating the scope of the 
Board’s discretion, the Office has, 
through the issuance of the precedential 
Hunting Titan decision, clarified the 
situations in which the Board may 
exercise its discretion. Therefore, the 
Office does not adopt the changes to the 
rules proposed by the comments. The 
proposed rule, as modified in the final 
rule, limits the Board’s discretion to 
situations in which the interests of 
justice support the Board exercising that 
discretion. As set forth in the 
commentary to the proposed rule, and 
as further explained in Hunting Titan, 
the Office anticipates that this standard 
will be met only in ‘‘rare 
circumstances’’ and provides for certain 
exemplary situations that may justify an 
exercise of the Board’s discretion. For 
example, the Board may exercise its 
discretion to grant a motion to amend 
only when supported by readily 
identifiable and persuasive evidence of 
record that the motion complies with 
the statutory and regulatory 
requirements. Alternatively, where there 
is readily identifiable and persuasive 
evidence in support of its decision, the 
Board may exercise its discretion to 
deny a motion to amend in situations in 
which the adversarial process fails to 
provide the Board with potential 
arguments of patentability with respect 
to the proposed substitute claims, such 
as when the petitioner has ceased to 
participate in the proceeding altogether 
(for example, as a result of settlement) 
or remains in the proceeding but does 
not oppose the motion to amend. 

Under the proposed rule, as modified 
in the final rule, the Board may evaluate 
each motion to amend on a case-by-case 
basis to determine whether the facts of 
the case support the interests of justice 
standard. 

Further limitations on the Board’s 
discretion, such as those proposed by 
the commenters, that set bright-line 
prohibitions on certain exercises of the 

Board’s discretion, are not adopted. For 
example, in cases in which the 
petitioner is not participating or does 
not oppose the motion to amend, 
limiting the Board to addressing only 
the grounds of unpatentability raised by 
a petitioner against the original claims 
may unduly limit the Board’s ability to 
assess the patentability of the amended 
claims in situations where there is 
readily identifiable and persuasive 
evidence of unpatentability. See Nike, 
955 F.3d at 51 (‘‘[T]he Board should not 
be constrained to arguments and 
theories raised by the petitioner in its 
petition or opposition to the motion to 
amend. . . . Otherwise, were a 
petitioner not to oppose a motion to 
amend, the Patent Office would be left 
with no ability to examine the new 
claims.’’). Such a limit would increase 
the risk of the Office issuing amended 
claims that are unpatentable over the 
existing record in the proceeding. In 
addition, an amended claim may add a 
limitation not present in the original 
claims and not addressed by a ground 
of unpatentability in the petition, but 
the limitation (and reason to combine 
limitations, as relevant) may be 
disclosed elsewhere in the record before 
the Board. In such circumstances, the 
Board may determine that the interests 
of justice warrant denying the motion to 
amend on a ground of unpatentability 
not articulated in the original petition. 
The Board, however, will not make such 
a determination without first ensuring 
that the parties have been given notice 
and an opportunity to respond to any 
new factual allegation or legal theory. 

Nor does the Office adopt a 
recommendation that the Board’s 
exercise of discretion in the interests of 
justice to deny a motion to amend 
should be restricted to new limitations 
added by the proposed amendment. 
Generally, the Office anticipates that 
this will usually be the case because the 
limitations of the original claims will 
have been addressed by the grounds of 
unpatentability raised in the petition, 
and the Board is more likely to exercise 
its discretion when assessing newly 
added limitations to substitute claims. 
That said, evaluating the patentability of 
a claim requires consideration of the 
claim ‘‘as a whole.’’ 35 U.S.C. 103 (‘‘the 
claimed invention as a whole would 
have been obvious’’); 84 FR at 55 (2019 
Revised Patent Subject Matter Eligibility 
Guidance) (‘‘consider the claim as a 
whole when evaluating whether the 
judicial exception is meaningfully 
limited by integration into a practical 
application of the exception’’). 
Restricting the Board’s ability to 
exercise its discretion to evaluate the 
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patentability of proposed substitute 
claims to only portions of the proposed 
claim is inconsistent with the holistic 
evaluation of the patentability of a 
claim. 

Comment 9: A minority of 
commenters opposed the proposed rule 
providing that the Board may, in the 
interests of justice, grant or deny a 
motion to amend for any reason 
supported by the evidence of record. 
According to these commenters, the 
Board must independently assess the 
potential unpatentability of any 
proposed substitute claim and has no 
discretion to grant a motion to amend in 
the absence of its independent 
assessment of patentability. One 
commenter stated that the ‘‘interests of 
justice’’ standard of the proposed rule is 
too high and would unduly limit the 
Board’s ability to address the 
patentability of proposed substitute 
claims. The commenter expressed the 
view that the Office should compel the 
Board to always independently confirm 
patentability before granting a motion to 
amend, regardless of what a petitioner 
argues and presents to the Board, rather 
than providing for Board discretion in 
the interests of justice. 

Response 9: These comments are not 
adopted. Removing the Board’s 
discretion to evaluate each proceeding 
on a case-by-case basis, and requiring 
the Board to independently examine the 
patentability of every proposed 
substitute claim regardless of whether or 
not (or how) the motion to amend is 
opposed by a petitioner, is not 
consistent with the nature of inter partes 
proceedings. AIA trials are, by their 
nature, adversarial. As stated in Hunting 
Titan, ‘‘relying on the adversarial 
process to frame the issues for the Board 
properly places the incentives on the 
parties to identify the pertinent 
evidence and make the best arguments 
for their desired outcome.’’ Hunting 
Titan, Paper 67 at 11. Thus, in most 
instances, the Board will ‘‘rely on the 
incentives the adversarial system 
creates, and expect that the petitioner 
will usually have an incentive to set 
forth the reasons why the proposed 
substitute claims are unpatentable. In 
most circumstances, then, the Board 
need not raise its own arguments of 
unpatentability.’’ Id. at 12. The Office 
believes, however, that taking into 
account rare instances that satisfy the 
interests of justice standard, as set forth 
above and in Hunting Titan, provides a 
safeguard against the Office issuing 
unpatentable claims when there is 
readily identifiable and persuasive 
evidence of unpatentability while also 
relying, in most instances, on the 
adversarial process to surface potential 

patentability challenges against a 
proposed substitute claim. 

Comment 10: One commenter agreed 
with the proposed rule to the extent that 
the Board has discretion to deny a 
motion to amend when supported by 
the record, but disagreed that the Board 
should have discretion to grant a motion 
to amend. The commenter stated that 
discretion to deny a motion to amend is 
consistent with the Board’s role to 
protect the public against overly broad 
patent claims, but that the Board should 
not be able to grant an unwarranted 
motion to amend. 

Response 10: The Office agrees with 
the first part of the comment and 
believes that Board discretion to deny a 
motion to amend, regardless of the 
burdens on the parties, when in the 
interests of justice, is consistent with 
the goal of ensuring that claims issued 
by the Office have appropriate scope. 
The Office disagrees, however, that the 
Board should not have similar 
discretion to grant a motion to amend. 
Such discretion, when exercised in the 
interests of justice, protects against 
denial of a meritorious motion to amend 
that is supported by the evidence of 
record for purely procedural reasons, 
such as when a motion to amend sets 
forth the basis for concluding that a 
patent owner has carried its burden but, 
through inadvertence, fails to state that 
the motion meets a statutory or 
regulatory requirement. 

D. Evidence of Record 
Comment 11: The Office received 

several comments regarding the use of 
the term ‘‘evidence of record’’ in the 
proposed rule. Some commenters 
requested clarification of the rule and 
whether the Board would be permitted 
to introduce its own evidence into the 
record. Other commenters expressed the 
view that the Board should be permitted 
to supplement the record, if necessary, 
to support its determination whether to 
grant or deny the motion to amend. 
Other commenters stated that the 
evidence of record should be limited to 
evidence introduced by the parties. 

Response 11: The Office appreciates 
and has carefully considered these 
thoughtful comments and has modified 
the rule to state that the Board has the 
discretion to, when in the interests of 
justice, grant or deny a motion to amend 
only for reasons supported by readily 
identifiable and persuasive evidence of 
record. The rule also has been modified 
to state that the Board may make of 
record only readily identifiable and 
persuasive evidence in a related 
proceeding before the Office or evidence 
that a district court can judicially 
notice. 

In response to the comments seeking 
clarification as to the scope of the 
‘‘evidence of record,’’ the final rule has 
been modified to provide additional 
details as to the scope of evidence upon 
which the Board may base its decision 
to grant or deny a motion to amend. The 
use of ‘‘evidence of record’’ in the rule 
as adopted signifies that the evidence on 
which the Board bases its determination 
on a motion to amend will be entered 
into the record of the proceeding. In the 
vast majority of cases, the parties will 
enter that evidence into the record of 
the proceeding. The final rule as 
modified, however, specifies that the 
Board may make of record only readily 
identifiable and persuasive evidence in 
a related proceeding before the Office 
(i.e., in the prosecution history of the 
challenged patent or a related patent or 
application, or in the record of another 
proceeding before the Office challenging 
the same patent or a related patent). 
These rare situations, in which the 
Board may itself introduce evidence 
from the record of another proceeding 
before the Office, help ensure that the 
Office acts consistently and is cognizant 
of the complete record before the 
agency. 

Likewise, in response to comments 
seeking clarification, the final rule as 
modified specifies that the Board may 
consider evidence that a district court 
can judicially notice under Federal Rule 
of Evidence 201. This provision is 
consistent with the Board’s ability to, 
when appropriate (e.g., when necessary 
to decide issues of claim construction), 
introduce and rely on well-known 
dictionaries or treatises, even when the 
parties have not raised such evidence, 
or to take official notice of facts as 
permitted by Federal Rule of Evidence 
201. The Board’s existing rules make the 
Federal Rules of Evidence applicable to 
AIA trial proceedings and explain that 
‘‘judicial notice’’ as used in the Federal 
Rules of Evidence shall be construed in 
AIA trial proceedings as ‘‘official 
notice.’’ See 37 CFR 42.62. Thus, the 
final rule as modified reflects current 
Board practice and regulations, 
pursuant to which the Board may take 
official notice of facts in appropriate 
circumstances. See, e.g., RPX Corp. v. 
Iridescent Networks, Inc., IPR2018– 
00254 (PTAB Dec. 10, 2018) (Paper 20) 
(taking official notice of how the URL of 
the internet Archive provides the date 
the website was captured); Ericsson Inc. 
v. Intellectual Ventures I LLC, IPR2014– 
00527, (PTAB May 18, 2015) (Paper 41) 
(taking official notice that members in 
the scientific and technical 
communities who both publish and 
engage in research rely on the 
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information published on the copyright 
line of IEEE publications). 

Furthermore, as modified in the final 
rule, the Board will exercise its 
discretion only for reasons supported by 
evidence of record that is ‘‘readily 
identifiable and persuasive.’’ In the 
context of the final rules, ‘‘readily 
identifiable and persuasive’’ has the 
same meaning articulated in Hunting 
Titan and refers to evidence that is so 
clear from the record that failing to 
consider it, although it has not been 
raised by a party, would be inconsistent 
with the goal of supporting the integrity 
of the patent system. Hunting Titan, 
Paper 67 at 13. 

Entry of the evidence into the record 
provides to the parties notice of all 
relevant evidence and the ability to 
respond to such evidence before the 
Board, and also permits appellate 
review of the Board’s final decision 
should a dissatisfied party appeal. The 
rule’s statement that the Board’s 
decision shall be based on the 
‘‘evidence of record’’ also signifies that 
the Board will consider the entirety of 
the record in the proceeding, including 
all papers and exhibits, when exercising 
its discretion to grant or deny a motion 
to amend. See Aqua Products, 872 F.3d 
at 1325 (‘‘[A]n agency’s refusal to 
consider evidence bearing on the issue 
before it is, by definition, arbitrary and 
capricious within the meaning of 5 
U.S.C. 706, which governs review of 
agency adjudications. . . . That means 
that the agency must take account of all 
the evidence of record, including that 
which detracts from the conclusion the 
agency ultimately reaches.’’) (O’Malley, 
J.) (internal citations omitted). 

Comments that the ‘‘evidence of 
record’’ should be limited to evidence 
introduced by the parties and that the 
Board should not be permitted to 
introduce evidence itself are not 
adopted. Absent the rare circumstances 
described herein, the Board will not 
supplement the evidence of record with, 
for example, additional prior art 
references not introduced by a party. 
Further, the Board itself will not 
undertake its own search for prior art in 
light of a motion to amend. Prohibiting 
the Board from introducing its own 
evidence in any and all instances, 
however, may risk unduly restricting 
the Board’s ability to fully evaluate the 
patentability of proposed substitute 
claims in light of readily identifiable 
and persuasive evidence known or 
available to the Office. 

E. Opportunity To Respond 
Comment 12: Although commenters 

generally appear to agree that the Board 
may, in the interests of justice, exercise 

its discretion to grant or deny a motion 
to amend for any reason supported by 
the evidence of record, several 
commenters suggested that the rules 
should expressly provide that the 
parties have notice and an opportunity 
to respond to the Board’s exercise of 
such discretion before any such 
decision is made final to ensure 
compliance with due process, the 
interests of justice standard, and the 
Administrative Procedure Act (APA). 
One commenter stated that in addition 
to providing notice to the parties 
concerning the Board’s proposed 
exercise of discretion, the Board should 
give written notice of its initial 
determination to both parties as well as 
provide an opportunity for each party to 
respond in writing. One commenter also 
suggested that the lack of any express 
provisions concerning the parties’ 
opportunity to be heard concerning any 
new ground or evidence upon which the 
Board relies provides insufficient 
guidelines for any reviewing court to 
assess whether the Board’s exercise of 
such discretion is an abuse of 
discretion. 

Response 12: In the notice of 
proposed rulemaking concerning the 
allocation of the burden of persuasion 
on a motion to amend, the Office 
expressly acknowledged the 
requirement that any exercise of 
discretion to grant or deny a motion to 
amend would involve providing the 
parties with notice and an opportunity 
to be heard on those issues not 
previously addressed by the parties. For 
instance, if the Board, in the interests of 
justice, exercises its discretion to 
determine that a motion to amend 
complies with all statutory and 
regulatory requirements, it will do so 
only ‘‘where the petitioner has been 
afforded the opportunity to respond to 
that evidence.’’ 84 FR at 56404. 
Likewise, if the Board decides to 
exercise its discretion to deny a motion 
to amend, it will do so ‘‘only where the 
patent owner has been afforded the 
opportunity to respond to that evidence 
and related grounds of unpatentability.’’ 
Id. As the commenters have noted, and 
as the Federal Circuit recognized in 
Nike, such notice and opportunity to be 
heard by all involved parties is required 
by due process and expressly set forth 
in the APA. See Nike, 955 F.3d at 52 
(‘‘[T]he notice provisions of the APA 
and our case law require that the Board 
provide notice of its intent to rely on 
[newly raised references] and an 
opportunity for the parties to respond 
before issuing a final decision relying on 
[those references].’’). This requirement 
was also recently reaffirmed in the 

Board’s precedential Hunting Titan 
decision. Hunting Titan, Paper 67 at 14– 
15. Hunting Titan also cited two 
examples of adequate notice and 
opportunity to respond, namely, the 
Board requesting supplemental briefing 
from the parties regarding the proposed 
ground of unpatentability or requesting 
that the parties be prepared to discuss 
the prior art in connection with the 
substitute claims at an oral hearing. Id. 
at 15–16 (citing Nike, 955 F.3d at 55). 
In order to provide further clarity and in 
response to public comments seeking an 
express regulatory provision providing 
for an opportunity to be heard, the final 
rule as modified expressly provides 
that, where the Board exercises its 
discretion to grant or deny a motion to 
amend, the parties will have an 
opportunity to respond. 

Rulemaking Considerations 
A. Regulatory Flexibility Act: For the 

reasons provided herein, the Senior 
Counsel for Regulatory and Legislative 
Affairs, Office of General Law, United 
States Patent and Trademark Office, has 
certified to the Chief Counsel for 
Advocacy of the Small Business 
Administration that changes set forth in 
this rulemaking would not have a 
significant economic impact on a 
substantial number of small entities. See 
5 U.S.C. 605(b). 

The changes in this rulemaking are 
intended to set forth expressly the 
respective burdens of persuasion on the 
parties regarding a motion to amend in 
an AIA proceeding. These changes are 
consistent with relevant precedential 
decisions of the Board and Federal 
Circuit, and as such, do not reflect a 
change from current practice. The 
changes do not create additional 
procedures or requirements or impose 
any additional compliance measures on 
any party, nor do these changes cause 
any party to incur additional cost. 
Therefore, any requirements resulting 
from these changes are of minimal or no 
additional burden to those practicing 
before the Board. 

B. Executive Order 12866 (Regulatory 
Planning and Review): This rulemaking 
has been determined to be not 
significant for purposes of Executive 
Order 12866 (Sept. 30, 1993). 

C. Executive Order 13563 (Improving 
Regulation and Regulatory Review): The 
Office has complied with Executive 
Order 13563 (Jan. 18, 2011). 
Specifically, the Office has, to the extent 
feasible and applicable: (1) Made a 
reasoned determination that the benefits 
justify the costs of the rules; (2) tailored 
the rules to impose the least burden on 
society consistent with obtaining the 
regulatory objectives; (3) selected a 
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regulatory approach that maximizes net 
benefits; (4) specified performance 
objectives; (5) identified and assessed 
available alternatives; (6) involved the 
public in an open exchange of 
information and perspectives among 
experts in relevant disciplines, affected 
stakeholders in the private sector, and 
the public as a whole, and provided 
online access to the rulemaking docket; 
(7) attempted to promote coordination, 
simplification, and harmonization 
across government agencies and 
identified goals designed to promote 
innovation; (8) considered approaches 
that reduce burdens and maintain 
flexibility and freedom of choice for the 
public; and (9) ensured the objectivity of 
scientific and technological information 
and processes. 

D. Executive Order 13771 (Reducing 
Regulation and Controlling Regulatory 
Costs): This rule is not an Executive 
Order 13771 (Jan. 30, 2017) regulatory 
action because it is not significant under 
Executive Order 12866. 

E. Executive Order 13132 
(Federalism): This rulemaking does not 
contain policies with federalism 
implications sufficient to warrant 
preparation of a Federalism Assessment 
under Executive Order 13132 (Aug. 4, 
1999). 

F. Executive Order 13211 (Energy 
Effects): This rulemaking is not a 
significant energy action under 
Executive Order 13211 because it is not 
likely to have a significant adverse effect 
on the supply, distribution, or use of 
energy. Therefore, a Statement of Energy 
Effects is not required under Executive 
Order 13211 (May 18, 2001). 

G. Executive Order 12988 (Civil 
Justice Reform): This rulemaking meets 
applicable standards to minimize 
litigation, eliminate ambiguity, and 
reduce burden as set forth in sections 
3(a) and 3(b)(2) of Executive Order 
12988 (Feb. 5, 1996). 

H. Executive Order 13045 (Protection 
of Children): This rulemaking does not 
concern an environmental risk to health 
or safety that may disproportionately 
affect children under Executive Order 
13045 (Apr. 21, 1997). 

I. Executive Order 12630 (Taking of 
Private Property): This rulemaking will 
not affect a taking of private property or 
otherwise have taking implications 
under Executive Order 12630 (Mar. 15, 
1988). 

J. Congressional Review Act: Under 
the Congressional Review Act 
provisions of the Small Business 
Regulatory Enforcement Fairness Act of 
1996 (5 U.S.C. 801 et seq.), prior to 
issuing any final rule, the United States 
Patent and Trademark Office will 
submit a report containing the rule and 

other required information to the United 
States Senate, the United States House 
of Representatives, and the Comptroller 
General of the Government 
Accountability Office. The changes in 
this rulemaking are not expected to 
result in an annual effect on the 
economy of $100 million or more, a 
major increase in costs or prices, or 
significant adverse effects on 
competition, employment, investment, 
productivity, innovation, or the ability 
of United States-based enterprises to 
compete with foreign-based enterprises 
in domestic and export markets. 
Therefore, this rulemaking is not a 
‘‘major rule’’ as defined in 5 U.S.C. 
804(2). 

K. Unfunded Mandates Reform Act of 
1995: The changes set forth in this 
rulemaking do not involve a Federal 
intergovernmental mandate that will 
result in the expenditure by State, local, 
and tribal governments, in the aggregate, 
of $100 million (as adjusted) or more in 
any one year, or a Federal private sector 
mandate that will result in the 
expenditure by the private sector of 
$100 million (as adjusted) or more in 
any one year, and will not significantly 
or uniquely affect small governments. 
Therefore, no actions are necessary 
under the provisions of the Unfunded 
Mandates Reform Act of 1995. See 2 
U.S.C. 1501 et seq. 

L. National Environmental Policy Act 
of 1969: This rulemaking will not have 
any effect on the quality of the 
environment and is thus categorically 
excluded from review under the 
National Environmental Policy Act of 
1969. See 42 U.S.C. 4321 et seq. 

M. National Technology Transfer and 
Advancement Act of 1995: The 
requirements of section 12(d) of the 
National Technology Transfer and 
Advancement Act of 1995 (15 U.S.C. 
272 note) are not applicable because this 
rulemaking does not contain provisions 
that involve the use of technical 
standards. 

N. Paperwork Reduction Act of 1995: 
The Paperwork Reduction Act of 1995 
(44 U.S.C. 3501–3549) requires that the 
Office consider the impact of paperwork 
and other information collection 
burdens imposed on the public. This 
rulemaking does not involve an 
information collection requirement that 
is subject to review by the Office of 
Management and Budget (OMB) under 
the Paperwork Reduction Act of 1995 
(44 U.S.C. 3501–3549). This rulemaking 
does not add any additional information 
requirements or fees for parties before 
the Board. 

Notwithstanding any other provision 
of law, no person is required to respond 
to, nor shall any person be subject to, a 

penalty for failure to comply with a 
collection of information subject to the 
requirements of the Paperwork 
Reduction Act unless that collection of 
information displays a currently valid 
OMB control number. 

List of Subjects in 37 CFR Part 42 

Administrative practice and 
procedure, Inventions and patents, 
Lawyers. 

PART 42—TRIAL PRACTICE BEFORE 
THE PATENT TRIAL AND APPEAL 
BOARD 

■ 1. The authority citation for 37 CFR 
part 42 continues to read as follows: 

Authority: 35 U.S.C. 2(b)(2), 6, 21, 23, 41, 
135, 311, 312, 316, and 321–326; Pub. L. 
112–29, 125 Stat. 284; and Pub. L. 112–274, 
126 Stat. 2456. 
■ 2. Amend § 42.121 by adding 
paragraph (d) to read as follows: 

§ 42.121 Amendment of the patent. 

* * * * * 
(d) Burden of Persuasion. On a motion 

to amend: 
(1) A patent owner bears the burden 

of persuasion to show, by a 
preponderance of the evidence, that the 
motion to amend complies with the 
requirements of paragraphs (1) and (3) 
of 35 U.S.C. 316(d), as well as 
paragraphs (a)(2), (a)(3), (b)(1), and (b)(2) 
of this section; 

(2) A petitioner bears the burden of 
persuasion to show, by a preponderance 
of the evidence, that any proposed 
substitute claims are unpatentable; and 

(3) Irrespective of paragraphs (d)(1) 
and (2) of this section, the Board may, 
in the interests of justice, exercise its 
discretion to grant or deny a motion to 
amend only for reasons supported by 
readily identifiable and persuasive 
evidence of record. In doing so, the 
Board may make of record only readily 
identifiable and persuasive evidence in 
a related proceeding before the Office or 
evidence that a district court can 
judicially notice. Where the Board 
exercises its discretion under this 
paragraph, the parties will have an 
opportunity to respond. 
■ 3. Amend § 42.221 by adding 
paragraph (d) to read as follows: 

§ 42.221 Amendment of the patent. 

* * * * * 
(d) Burden of Persuasion. On a motion 

to amend: 
(1) A patent owner bears the burden 

of persuasion to show, by a 
preponderance of the evidence, that the 
motion to amend complies with the 
requirements of paragraphs (1) and (3) 
of 35 U.S.C. 326(d), as well as 
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1 33 U.S.C. 1313(a), (c). 
2 33 U.S.C. 1313(c)(4). 

paragraphs (a)(2), (a)(3), (b)(1), and (b)(2) 
of this section; 

(2) A petitioner bears the burden of 
persuasion to show, by a preponderance 
of the evidence, that any proposed 
substitute claims are unpatentable; and 

(3) Irrespective of paragraphs (d)(1) 
and (2) of this section, the Board may, 
in the interests of justice, exercise its 
discretion to grant or deny a motion to 
amend only for reasons supported by 
readily identifiable and persuasive 
evidence of record. In doing so, the 
Board may make of record only readily 
identifiable and persuasive evidence in 
a related proceeding before the Office or 
evidence that a district court can 
judicially notice. Where the Board 
exercises its discretion under this 
paragraph, the parties will have an 
opportunity to respond. 

Andrei Iancu, 
Under Secretary of Commerce for Intellectual 
Property and Director of the United States 
Patent and Trademark Office. 
[FR Doc. 2020–28159 Filed 12–18–20; 8:45 am] 

BILLING CODE 3510–16–P 

ENVIRONMENTAL PROTECTION 
AGENCY 

40 CFR Part 131 

[EPA–HQ–OW–2015–0804; FRL–10017–97– 
OW] 

RIN 2040–AG00 

Withdrawal of Certain Federal Water 
Quality Criteria Applicable to Maine 

AGENCY: Environmental Protection 
Agency (EPA). 
ACTION: Final rule. 

SUMMARY: The United States 
Environmental Protection Agency (EPA 
or Agency) is taking final action to 
amend the Federal regulations to 
withdraw human health criteria (HHC) 
for toxic pollutants applicable to waters 
in the State of Maine. EPA is taking this 
action because Maine adopted, and EPA 
approved, HHC that the Agency 
determined are protective of the 
designated uses for these waters. This 
final rule amends the Federal 
regulations to withdraw certain HHC 
applicable to Maine that the Agency had 
promulgated, as described in the 
September 3, 2020 proposed rule. The 
withdrawal of these certain federally 
promulgated HHC will enable Maine to 
implement its EPA-approved HHC, 
submitted on April 24, 2020, and 
approved on June 23, 2020, as 
applicable criteria for Clean Water Act 
(CWA or the Act) purposes. 

DATES: This final rule is effective 
December 21, 2020. 

ADDRESSES: EPA has established a 
docket for this action under Docket ID 
No. EPA–HQ–OW–2015–0804. All 
documents in the docket are listed on 
the http://www.regulations.gov website. 
Although listed in the index, some 
information is not publicly available, 
e.g., CBI or other information for which 
disclosure is restricted by statute. 
Certain other material, such as 
copyrighted material, is not placed on 
the internet and will be publicly 
available only in hard copy form. 
Publicly available docket materials are 
available electronically through http://
www.regulations.gov. 

FOR FURTHER INFORMATION CONTACT: 
Jennifer Brundage, Office of Water, 
Standards and Health Protection 
Division (4305T), Environmental 
Protection Agency, 1200 Pennsylvania 
Avenue NW, Washington, DC 20460; 
telephone number: (202) 566–1265; 
email address: brundage.jennifer@
epa.gov or visit https://www.epa.gov/ 
wqs-tech/federal-water-quality- 
standards-applicable-maine. 

SUPPLEMENTARY INFORMATION: This final 
rule is organized as follows: 

I. General Information 
A. Does this action apply to me? 

II. Background 
A. What are the applicable Federal 

statutory and regulatory requirements? 
B. What are the applicable Federal water 

quality criteria that EPA is withdrawing? 
C. Comments on the Proposed Rulemaking 
D. Effective Date of Withdrawal 

III. Statutory and Executive Order Reviews 
A. Executive Order 12866: Regulatory 

Planning and Review and Executive 
Order 13563: Improving Regulation and 
Regulatory Review 

B. Executive Order 13771 (Reducing 
Regulations and Controlling Regulatory 
Costs) 

C. Paperwork Reduction Act 
D. Regulatory Flexibility Act 
E. Unfunded Mandates Reform Act 
F. Executive Order 13132 (Federalism) 
G. Executive Order 13175 (Consultation 

and Coordination With Indian Tribal 
Governments) 

H. Executive Order 13045 (Protection of 
Children From Environmental Health 
and Safety Risks) 

I. Executive Order 13211 (Actions That 
Significantly Affect Energy Supply, 
Distribution, or Use) 

J. National Technology Transfer and 
Advancement Act of 1995 

K. Executive Order 12898 (Federal Actions 
To Address Environmental Justice in 
Minority Populations and Low-Income 
Populations) 

L. Congressional Review Act 

I. General Information 

A. Does this action apply to me? 
The State of Maine, as well as entities 

that discharge pollutants to waters of 
the United States under the State of 
Maine’s jurisdiction, such as industrial 
facilities, stormwater and combined 
sewer overflow (CSO) management 
districts, or publicly owned treatment 
works (POTWs), may be interested in 
this final rule because it withdraws 
Federal water quality standards (WQS) 
promulgated by EPA to allow the State 
of Maine’s WQS to become the 
applicable WQS for CWA purposes. 
Entities discharging in Maine’s waters 
and citizens concerned with water 
quality in Maine, including members of 
the federally recognized Indian tribes, 
may be interested in this final rule. If 
you have questions regarding the 
applicability of this action to a 
particular entity, consult the person 
identified in the preceding FOR FURTHER 
INFORMATION CONTACT section. 

II. Background 

A. What are the applicable Federal 
statutory and regulatory requirements? 

Consistent with the CWA, EPA’s WQS 
program assigns to states and authorized 
tribes the primary authority for adopting 
WQS.1 After states adopt WQS, they 
must be submitted to EPA for review 
and action in accordance with the CWA. 
The Act authorizes EPA to promulgate 
Federal WQS following EPA’s 
disapproval of state WQS or an 
Administrator’s determination that new 
or revised WQS are ‘‘necessary to meet 
the requirements of the Act.’’ 2 

B. What are the applicable Federal 
water quality criteria that EPA is 
withdrawing? 

On December 19, 2016, EPA 
promulgated Federal HHC for 96 toxic 
pollutants for waters in Indian lands in 
Maine based on the Agency’s 2015 
disapproval of corresponding State- 
established HHC and an Administrator’s 
determination that new or revised WQS 
were necessary to meet the requirements 
of the Act. 81 FR 92466 (December 19, 
2016). EPA also promulgated a phenol 
criterion to protect human health from 
consumption of water plus organisms 
for waters outside of Indian lands in 
Maine after disapproving the State’s 
phenol criterion in 2015 because it 
contained a mathematical error. 

EPA’s 2015 disapproval of the State’s 
HHC for waters in Indian lands was 
based on its decision that they were 
inadequate to protect the sustenance 
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