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STATEMENT OF COUNSEL

Based on my professional judgment, I believe the panel decision is contrary
to the following decisions of the Supreme Court of the United States and this Court:
Erie R. Co. v. Tompkins, 304 U.S. 64 (1938); Apple, Inc. v. Samsung Elecs. Co., 678
F.3d 1314 (Fed. Cir. 2012); Jack Guttman, Inc. v. Kopykake Enters., Inc., 302 F.3d
1352 (Fed. Cir. 2002); and Acumed LLC v. Stryker Corp., 483 F.3d 800 (Fed. Cir.
2007).

Based on my professional judgment, I believe this appeal requires an answer
to the following precedent-setting questions of exceptional importance:

(1)  Does the Erie doctrine require this Court to apply state substantive law
when deciding an issue of contract interpretation under state law, including a state
contract law principle that there can be no waiver of a statutory right unless that
waiver is clearly and affirmatively expressed in the agreement?

(2)  When a district court denies a preliminary injunction motion based on
the movant’s failure to establish the first two “gateway” factors, and this Court
reverses those determinations on appeal, is the appropriate remedy to vacate and
remand for further proceedings to allow the district court to reevaluate and balance
the four preliminary injunction factors before entering any injunction?

/s/ Michael J. Flibbert

Michael J. Flibbert
Attorney for Appellee
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POINTS OVERLOOKED OR MISAPPREHENDED BY THE PANEL

Nippon Shinyaku’s preliminary injunction motion sought to require Sarepta
to withdraw its petitions for inter partes review (“IPR petitions” or “IPRs”)
challenging Nippon Shinyaku’s patents based on a forum selection clause in the
parties’ confidentiality agreement. In denying that motion, the Delaware district
court applied Delaware state contract interpretation principles in concluding that
Nippon Shinyaku was unlikely to establish any breach of the agreement. Appx1227-
1231. It also found that Sarepta, not Nippon Shinyaku, would be irreparably harmed
by an injunction because it would likely lose its statutory right to pursue its IPR
challenges. Appx1232.

In reversing the district court’s decision and remanding for entry of a
preliminary injunction, the panel interpreted the “plain language” of the forum
selection clause in isolation as encompassing IPRs. Slip Op. at 9-10. The panel
decision, however, conflicts with Supreme Court and Federal Circuit precedent. The
Court should therefore grant rehearing for two independent reasons:

First, by reaching an outcome that differs substantively from how a Delaware
state court would have resolved the same issues of contract interpretation, the panel
decision violates the constitutional limits on federal judicial power set forth in Erie
R. Co. v. Tompkins, 304 U.S. 64 (1938). Under Delaware contract law, there can be

no waiver of a statutory right “unless that waiver is clearly and affirmatively
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expressed” in the agreement. Kortum v. Webasto Sunroofs, Inc., 769 A.2d 113, 125
(Del. Ch. 2000). This interpretive canon has been applied consistently by both the
Delaware Chancery Court and the Delaware Supreme Court. The district court
properly applied this principle in interpreting the agreement. See Appx1231
(applying Kortum). It found that, when read as a whole, the agreement does not
clearly and affirmatively express any waiver of statutory rights. Appx1231-1233.
Rather, the district court found that the parties carefully preserved their statutory
rights when drafting the agreement. Appx1231.

The panel, however, never addressed Kortum or the Delaware contract
principle that any waiver of statutory rights must be explicit. Slip Op. at 7-16. Nor
did the panel address the district court’s findings concerning the absence of any
explicit waiver of the statutory right to file IPRs. Id. Instead, the panel devised its
own “general principle” of contract law that “parties are entitled to bargain away
their rights to file IPR petitions, including through the use of forum selection
clauses.” Slip Op. at 13. But the panel’s purported “general principle” conflicts with
settled Delaware contract law requiring that any such waiver of statutory rights be
clearly and affirmatively expressed in the agreement. Moreover, Erie prohibits
federal courts from devising federal common law based on “general” principles—
precisely what the panel did here. Erie, 304 U.S. at 78 (“There is no federal general

common law.”). The Court should therefore correct the panel’s overreach of
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constitutional authority en banc, reverse the panel decision, and affirm the district
court’s denial of a preliminary injunction.

Second, the panel decision remanding the case to directly enter a preliminary
injunction conflicts with this Court’s prior decisions vacating and remanding for
further proceedings in similar circumstances. Thus, if the Court does not reverse the
panel decision, it should, at a minimum, vacate and remand this case to the district
court to complete its findings and balance the preliminary injunction factors in light

of the panel’s interpretation of the agreement.

STATEMENT OF THE CASE

Sarepta and Nippon Shinyaku entered into a Mutual Confidentiality
Agreement (“MCA”), governed by Delaware law, to confidentially engage in patent
settlement discussions. Appx508-516. In Section 6 of the MCA, entitled “Covenant
Not to Sue or Initiate a Patent Challenge,” the parties expressly agreed to defer
bringing any patent invalidity challenges with the USPTO until after the “Covenant
Term” expired. Appx512 at § 6.1; Appx509; Appx513 at § 7. After the agreed-upon
Covenant Term expired, Sarepta filed seven IPR petitions with the Patent Trial and
Appeal Board (“Board”), challenging the patentability of the claims of seven Nippon
Shinyaku patents. Appx882; Appx888.

Nippon Shinyaku sued Sarepta in the District of Delaware for breach of

contract and patent infringement. Appx475-506. It moved for a preliminary
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injunction seeking to require Sarepta to withdraw its IPR petitions. Appx861-863.
Nippon Shinyaku’s motion did not mention the covenant not to sue of Section 6,
which expressly addressed the timing of IPR petitions. Instead, Nippon Shinyaku
argued that a forum selection clause in Section 10 of the MCA implicitly precluded
Sarepta from filing its [IPRs. Appx513-514.

The district court denied Nippon Shinyaku’s motion in Orders dated
September 24, 2021, and October 25, 2021. Appx5-6; Appx1226-1233. The district
court first determined that, under the covenant not to sue provisions of Section 6, the
parties intended to allow IPRs to proceed after the Covenant Term expired.
Appx1229-1230.

The district court then held that, read in full context, the forum selection clause
of Section 10 was best understood as limited to cases filed in federal district court.
Appx1230-1231. It rejected Nippon Shinyaku’s contention that Sarepta had waived
its statutory right to pursue IPRs:

By statute, a patent challenger must file any IPR petition
no later than one year after the challenger is served with a
complaint alleging infringement of the patent. 35 U.S.C.
§ 315(b). Because Sarepta was served with the complaint
in this case on July 14, 2021 (see D.1. 9), any IPR petitions
must be filed by July 14, 2022. If Sarepta is forced to wait
until June 2023, as Nippon Shinyaku insists, then its [PR
petitions will be time-barred. The mutual confidentiality
agreement as a whole does not evince a shared expectation
and intent that Sarepta was waiving its right to file IPR

petitions. See Kortum v. Webasto Sunroofs, Inc., 769 A.2d
113, 125 (Del. Ch. 2000) (“There can be no waiver of a
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statutory right unless that waiver is clearly and
affirmatively expressed in the relevant document.”).

Appx1231. The district court similarly found that “the parties were not explicit about
the elimination of any statutory right.” Appx1233.

In addition, contrary to any express waiver of the statutory right to file IPRs,
the district court found that “while drafting the mutual confidentiality agreement, the
parties were careful to preserve their rights to initiate proceedings that would be
statutorily barred (by excluding them from Section 6’s covenant not to sue).”
Appx1231. It concluded that Nippon Shinyaku had not shown a reasonable
probability that Sarepta breached the MCA. Appx1231.

The district court also found that Nippon Shinyaku had failed to show
irreparable harm. Appx1231-1232. It held that Sarepta would be irreparably harmed
by an injunction because it would be deprived of its statutory right to pursue IPR
challenges to Nippon Shinyaku’s patents. Appx1232. It denied Nippon Shinyaku’s
motion. Appx1233.

Nippon Shinyaku appealed. During the appeal, the Board granted all seven of
Sarepta’s IPR petitions. The Board held in each Institution Decision that Sarepta had
“demonstrated a reasonable likelihood of success in proving that the challenged
claims of the [patent] are unpatentable.” See, e.g., Sarepta Therapeutics, Inc. v.
Nippon Shinyaku Co., Ltd., IPR2021-01134, Paper No. 20 at 43 (PTAB Jan. 12,

2022) (Decision Granting Institution); see also ECF No. 47.
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In reversing the district court, the panel interpreted the plain language of the
forum selection clause in isolation as encompassing IPRs. Slip Op. at 9-10. The
panel did not address the Delaware contract principle that any waiver of statutory
rights must be explicit or the district court’s findings concerning the absence of any
such explicit waiver in the MCA. Id. at 7-16. Instead, the panel articulated its own
“general principle” of contract law that parties are entitled to bargain away their
rights to file IPR petitions. Id. at 13.

ARGUMENT

| The Court Should Reverse the Panel Decision, Which Conflicts with
Erie’s Requirement for a Federal Court Sitting in Diversity to Apply
State Substantive Law

As explained below, the Court should grant rehearing because the panel’s
creation of a “general principle” of contract interpretation conflicts with Delaware
law and thus violates Erie’s constitutional limits on federal judicial power.

A.  The Panel Overlooked the Delaware Contract Law Principle That

There Can Be No Waiver of a Statutory Right Unless the Waiver
Is Clearly and Affirmatively Expressed

Under Erie, when a federal court is exercising jurisdiction based on diversity,
the outcome of the litigation should be substantially the same, insofar as legal rules
determine the outcome, as if the case were tried in state court. Erie, 304 U.S. at 78;
Gasperini v. Ctr. for Humanities Inc., 518 U.S. 415, 428 (1996); see also Hanna v.
Plumer, 380 U.S. 460, 465 (1965) (Erie held that federal courts sitting in diversity

cases, when deciding questions of substantive law, are “bound by state court

7
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decisions as well as state statutes”) (emphasis added). The panel decision departs
from these constitutional constraints.

As the district court held, under Delaware contract law there can be no waiver
of a statutory right “unless that waiver is clearly and affirmatively expressed” in the
agreement. Kortum, 769 A.2d at 125; Juul Labs, Inc. v. Grove, 238 A.3d 904, 909
(Del. Ch. 2020) (citing Kortum in finding no waiver of statutory inspection rights).
This principle of Delaware contract law has been consistently applied by both the
Delaware Chancery Court and the Delaware Supreme Court. See also Johnson v.
American Modern Home Ins. Co., 259 A.3d 724, 2021 WL 3771825, at *2 (Del.
Aug. 23, 2021) (“Delaware law permits a party to a contract to waive its statutory
rights. But such waiver must be ‘clearly and affirmatively expressed in the relevant
document.””) (quoting Juul Labs, 238 A.3d at 909, and Kortum, 769 A.2d at 125).!

The district court properly applied this Delaware legal principle in interpreting
Section 10 of the MCA. See Appx1231 (applying Kortum). It found, for example,
no explicit waiver by the parties of their statutory right to file IPRs. Appx1233. On
the contrary, it found that in drafting the MCA, the parties were careful to preserve

their rights to initiate proceedings that would be statutorily barred by excluding them

I Although Johnson is an unpublished decision, it is properly citable as precedent.
See Del. Sup. Ct. Rule 14(b)(vi)(B)(2); Issa v. Delaware State Univ., 268 F. Supp.
3d 624, 631 n.1 (D. Del. 2017) (discussing Delaware practice of permitting citation
of unpublished Delaware decisions as precedent).

8
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from Section 6’s covenant not to sue. Appx1231; Appx512 (“other than an action,
suit or claim that is statutorily barred from being filed if not filed during the
Covenant Term in any jurisdiction in the United States or Japan ....”). The district
court recognized that Section 10’s reference to IPRs was “oblique[]” at best—not an
express waiver of the right to file IPRs. Appx1230; Appx1233.

The panel, however, failed to apply this state law requirement; for example, it
never cited or addressed Kortum or the Delaware contract principle that any waiver
of statutory rights must be explicit. Slip Op. at 7-16. Nor did the panel address the
district court’s findings concerning the absence of any explicit waiver of the
statutory right to file IPRs in the MCA. Id. Instead, the panel devised its own
“general principle” of contract law (apparently under Federal Circuit law) that
“parties are entitled to bargain away their rights to file IPR petitions, including
through the use of forum selection clauses.” Slip Op. at 13.

In support of this purported “general principle,” the panel cited Dodocase VR,
Inc. v. MerchSource, LLC, 767 F. App’x 930, 935 (Fed. Cir. 2019) (non-
precedential). But, apart from the fact that it was a non-precedential decision,
Dodocase was decided under California law, not Delaware law. Dodocase, 767 F.
App’x at 934 (“We therefore apply California state law to interpret the MLA.”).

Dodocase did not address (much less distinguish) Kortum or the principle of
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Delaware contract law that there can be no waiver of a statutory right unless the
waiver is clearly and affirmatively expressed in the agreement.

The panel distinguished Kannuu Pty Ltd. v. Samsung Electronics Co., 15 F.4th
1101, 1106-10 (Fed. Cir. 2021), where a forum selection clause in a confidentiality
agreement was held not to extend to IPRs, on the basis that the decision turned on
the “specific language” of the forum selection clause. Slip Op. at 13. The panel stated
that inherent in Kannuu’s holding was “an understanding that a differently worded
forum selection clause would preclude the filing of IPR petitions.” Id. But while that
may be true, it is irrelevant: Kannuu was decided under New York law; it did not
involve Delaware law or the Delaware principle that there can be no waiver of a
statutory right unless the waiver is clearly and affirmatively expressed.

The panel also stated that “the practical effect that Sarepta’s IPRs will now be
time barred is irrelevant to determining the parties’ intent at the time they included
the forum selection clause in the MCA.” Slip Op. at 14 (emphasis added). But this
was based on the panel’s speculation that “it seems possible that if Sarepta had not
first filed its IPR petitions, Nippon Shinyaku never would have filed its complaint.”
Id. Nippon Shinyaku itself never advanced any such argument and the district court
found no such facts. Nor did the district court simply consider the “practical effect”

of Sarepta being barred from pursuing its IPRs—it instead correctly applied the

10
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Delaware legal principle that there can be no waiver of a statutory right unless clearly
and affirmatively expressed. Appx1231.

Thus, Sarepta’s potential loss of its statutory right to pursue IPRs was not
“irrelevant” to a proper contract interpretation as the panel held—to the contrary, it
was squarely relevant to a proper interpretation under Delaware law. See Kortum,
769 A.2d at 125; Hanna, 380 U.S. at 465 (Erie held federal courts sitting in diversity
are “bound by state court decisions” when deciding questions of state substantive
law). Nippon Shinyaku did not address Kortum or the district court’s application of
Kortum to the case in either of its appeal briefs and thus has failed to challenge the
district court’s proper reliance on Kortum in interpreting the forum selection clause.
Blue Br. 22-23 (arguing, without addressing Kortum, that Sarepta waived its right to
file IPR petitions for two years after the Covenant Term).

The panel relied on Estate of Osborn v. Kemp, 991 A.2d 1153 (Del. 2010), as
allegedly supporting its “plain meaning” interpretation of the MCA’s forum
selection clause. Slip Op. at 9-10. But Osborn involved a one-sentence contract for
the purchase of a beach house. Osborn, 991 A.2d at 1156. It did not address a more
complex agreement, as here, containing multiple sections that needed to be
reconciled. Nor did Osborn suggest that giving effect to the plain meaning of
contract terms should supersede the Delaware requirement that there can be no

waiver of a statutory right unless it is express.

11
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The panel, in light of Kortum, should have interpreted Section 10 in a way
that was consistent with the parties’ intent to preserve their statutory rights. The
district court did precisely that, identifying several reasons for interpreting Section
10 as only referring to cases filed in federal court. Appx1230-1231. The term
“Potential Actions,” for example, is modified by the phrase “arising under U.S. law
relating to patent infringement or invalidity,” consistent with the language of
28 U.S.C. § 1338, which confers jurisdiction on federal courts in patent cases.
Appx1230 n.2 (emphasis added). The district court noted this parallel to section
1338, but the panel never addressed it. Id.; Slip Op. at 2-14.

The panel decision, if not reversed, will irreparably harm Sarepta by effecting
an implied waiver of Sarepta’s statutory right to pursue its IPR challenges to Nippon
Shinyaku’s patents in contravention of state law. Appx1232 (district court finding
that Sarepta would be irreparably harmed by an injunction). That outcome is
impermissible under Delaware law because as the district court found, when read as
a whole, the MCA does not clearly and affirmatively express any waiver of the

statutory right to file IPRs. Appx1231-1233.

12
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B. The Panel Decision Violates Erie’s Constitutional Limits on
Federal Judicial Power

Federal jurisdiction over Nippon Shinyaku’s breach of contract claim under
Delaware law is based on diversity under 28 U.S.C. § 1332(a). See Appx477 atJ 8.2
For this state law claim, “[f]ederal diversity jurisdiction provides an alternative
forum for the adjudication of state-created rights, but it does not carry with it
generation of rules of substantive law.” Gasperini, 518 U.S. at 426. Rather, “[u]nder
the Erie doctrine, federal courts sitting in diversity apply state substantive law and
federal procedural law.” Id. at 427; Erie, 304 U.S. at 78.

Issues of contract interpretation are considered quintessentially substantive,
rather than procedural, under Erie. E.g., Collins v. Mary Kay, Inc., 874 F.3d 176,
182 (3d Cir. 2017). This holds true for the interpretation of forum selection clauses
in contracts. In Collins, for example, the Third Circuit found “no reason under this
Circuit’s precedent or the Erie doctrine to apply federal common law to interpret the
forum selection clauses™ at issue and thus applied “state contract law to assess the

scope of the clauses.” Id. at 183 (holding that the interpretation of contractual terms

2 Although Nippon Shinyaku also alleged supplemental jurisdiction over this claim
under 28 U.S.C. § 1367(a), its state law claim (breach of contract) is governed by
Delaware law regardless. See United Mine Workers of Am. v. Gibbs, 383 U.S. 715,
726 (1966) (federal court “bound to apply state law” to pendent state law claims
under Erie); Rohm & Haas Co. v. Adco Chem. Co., 689 F.2d 424, 429 (3d Cir. 1982)
(rejecting a district court’s application of federal common law and applying state
law to pendent trade secret claim).
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on forum selection is a matter of state law as distinct from wider enforceability
questions). This appeal similarly involves a question of the proper interpretation (not
enforceability) of a forum selection clause and thus mandates application of state
substantive law in accordance with Erie. See id.

By reaching an outcome, however, that differs from how a Delaware state
court would have resolved the same issues of contract interpretation, the panel
decision violates Erie’s constitutional requirements. Gasperini, 518 U.S. at 428;
Hanna, 380 U.S. at 467 (“The Erie rule is rooted in part in a realization that it would
be unfair for the character or result of a litigation materially to differ because the suit
had been brought in a federal court.”).

The Erie doctrine was designed to prohibit federal courts from
unconstitutionally devising federal common law based on “general” principles. Erie,
304 U.S. at 78 (“There is no federal general common law. Congress has no power to
declare substantive rules of common law applicable in a state whether they be local
in their nature or ‘general,” be they commercial law or a part of the law of torts. And
no clause in the Constitution purports to confer such a power upon the federal
courts.”). Congress vested in the Federal Circuit the ability to ensure uniformity in
federal patent law, but this Court cannot fashion its own “general” principles of state

contract law as it did here. See Slip Op. at 13 (devising a “general principle” that

14
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parties are entitled to bargain away their rights to file IPR petitions). This overreach
of constitutional authority should be corrected en banc.

The Court should therefore grant rehearing to correct the panel’s failure to
follow controlling Delaware contract law in violation of Erie. Further, since the
panel’s reversal of the district court’s decision was based on its legally erroneous
contract interpretation (see Slip Op. at 2-16), the Court should reverse the panel
decision and affirm the district court’s decision denying a preliminary injunction.
II.  Alternatively, the Court Should Vacate and Remand This Case to the

District Court for Reevaluation and Balancing of the Preliminary
Injunction Factors

In denying a preliminary injunction, the district court explained that because
Nippon Shinyaku had not established the first two preliminary injunction “gateway”
factors, it did not have to “reach the balance of the equities or the public interest.”
Appx1232 (citing Reilly v. City of Harrisburg, 858 F.3d 173, 176 (3d Cir. 2017)).
Although the district court briefly addressed “Nippon Shinyaku’s arguments™ on the
third and fourth preliminary injunction factors, it never addressed Sarepta’s
arguments on those factors. Appx1232-1233.

The panel’s remand “for entry of a preliminary injunction” conflicts with prior
decisions of this Court, which have vacated and remanded for further proceedings
in analogous situations. See, e.g., Apple, Inc. v. Samsung Elecs. Co., 678 F.3d 1314,

1332 (Fed. Cir. 2012) (“Because the district court has not yet weighed the balance

15
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of hardships to the parties and the public interest factors, we do not have a
sufficient basis for concluding that the failure to enter an injunction was an abuse of
discretion.”); Acumed LLC v. Stryker Corp., 483 F.3d 800, 811 (Fed. Cir. 2007)
(vacating permanent injunction and remanding for district court to reconsider the
four-factor test); Jack Guttman, Inc. v. Kopykake Enters., Inc., 302 F.3d 1352, 1362-
63 (Fed. Cir. 2002) (vacating denial of preliminary injunction and remanding for
further proceedings).

Further, in view of the district court’s reasoning, it never had a need to balance
the preliminary injunction factors. Appx1232-1233. The “balancing of the four
factors, of course, rests within the discretion of the trial court, not the appellate
court.” Guttman, 302 F.3d at 1363. The panel usurped the district court’s role as
factfinder in ruling that the second, third, and fourth preliminary injunction factors
were established “as a matter of law” without permitting the district court to
complete its analysis or balance the four factors. Slip Op. at 15; Apple, 678 F.3d at
1332; Fed. R. Civ. P. 52(a)(2); see also Pullman-Standard v. Swint, 456 U.S. 273,
291-92 (1982) (“the usual rule is that there should be a remand for further
proceedings to permit the trial court to make the missing findings”).

General Protecht Group, Inc. v. Leviton Manufacturing Co., 651 F.3d 1355
(Fed. Cir. 2011), cited by the panel (Slip Op. at 15-16), affirmed the grant of a

preliminary injunction (finding it was not an abuse of discretion)—it did not address
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any issues relating to the reversal of a district court’s denial of a preliminary
injunction, at issue here.

The district court has not yet addressed Sarepta’s public interest arguments.
See, e.g., Appx1232-1233; Red Br. 40-41. In addition, after denying a preliminary
injunction (and after briefing in this appeal was completed), the district court found
that Nippon Shinyaku violated the MCA by improperly disclosing the substance of
the parties’ confidential business discussions in its complaint. See Nippon Shinyaku
Co., Ltd. v. Sarepta Therapeutics, Inc., No. 1:21-cv-01015-LPS, D.I. 85 at 31-34 (D.
Del. Dec. 27, 2021). That violation of the core protections of the MCA by Nippon
Shinyaku could support denying Nippon Shinyaku any equitable relief.’ Thus, if the
Court does not reverse the panel decision, it should nonetheless allow the district
court to reevaluate the current circumstances of the case on remand before entering
any injunction.

CONCLUSION

Sarepta respectfully requests rehearing for the Court to reverse the panel
decision and affirm the district court’s denial of a preliminary injunction.
Alternatively, the Court should return this case to the district court for reevaluation

and balancing of the preliminary injunction factors.

3 See, e. g., Sherwood, Inc. v. Cottman Transmission Sys., Inc., C.A. No. 6768, 1982
WL 17882, at *2 (Del. Ch. Apr. 15, 1982) (denying injunctive relief to plaintiff due
to its own breach of contract).
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2 NIPPON SHINYAKU CO., LTD. v. SAREPTA THERAPEUTICS, INC.

Before NEWMAN, LOURIE, and STOLL, Circuit Judges.
LOURIE, Circuit Judge.

Nippon Shinyaku Co., Ltd. (“Nippon Shinyaku”) ap-
peals from the decision of the United States District Court
for the District of Delaware denying its motion for a pre-
liminary injunction. See Nippon Shinyaku Co.v. Sarepta
Therapeutics, Inc., No. 21-cv-1015, 2021 WL 4989489 (D.
Del. Oct. 25, 2021) (“Decision”); see also J.A. 5—6. For the
reasons provided below, we reverse the decision of the dis-
trict court, and remand for entry of a preliminary injunc-
tion.

BACKGROUND
I. The Mutual Confidentiality Agreement

On June 1, 2020, Nippon Shinyaku and Sarepta Ther-
apeutics, Inc. (“Sarepta”) executed a Mutual Confidential-
ity Agreement (“MCA”). J.A.508-16. As stated in the
MCA, the purpose of the agreement was for the parties “to
enter into discussions concerning the Proposed Transac-
tion,” which the MCA defined as “a potential business rela-
tionship relating to therapies for the treatment of
Duchenne Muscular Dystrophy.” J.A. 508-09.

The MCA established a “Covenant Term,” which was
“the time period commencing on the Effective Date and
ending upon twenty (20) days after the earlier of: (i) the
expiration of the Term, or (i1) the effective date of termina-
tion.” J.A. 509. Section 6 of the MCA contained a mutual
covenant not to sue, whereby each party agreed that during
the Covenant Term it:

shall not directly or indirectly assert or file any le-
gal or equitable cause of action, suit or claim or oth-
erwise initiate any litigation or other form of legal
or administrative proceeding against the other
Party . . . in any jurisdiction in the United States
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or Japan of or concerning intellectual property in
the field of Duchenne Muscular Dystrophy.

J.A. 512 (MCA § 6.1). Section 6 further stated:

For clarity, this covenant not to sue includes, but is
not limited to, patent infringement litigations, de-
claratory judgment actions, patent validity chal-
lenges before the U.S. Patent and Trademark
Office or Japanese Patent Office, and reexamina-
tion proceedings before the U.S. Patent and Trade-
mark Office . . ..

Id. (emphasis added).

As noted, the covenant not to sue was time limited and
applied only during the Covenant Term. Id. Importantly,
the MCA also included a forum selection clause to govern
patent and other intellectual property disputes between
the parties after the expiration of the Covenant Term. The
forum selection clause in Section 10 of the MCA states in
relevant part:

[T]he Parties agree that all Potential Actions
arising under U.S. law relating to patent in-
fringement or invalidity, and filed within two (2)
years of the end of the Covenant Term, shall be
filed in the United States District Court for
the District of Delaware and that neither Party
will contest personal jurisdiction or venue in the
District of Delaware and that neither Party will
seek to transfer the Potential Actions on the
ground of forum non conveniens.

J.A. 513-14 (MCA § 10) (emphases added). “Potential Ac-
tions” is defined in Section 1 of the MCA as “any patent or
other intellectual property disputes between [Nippon
Shinyaku] and Sarepta, or their Affiliates, other than the
EP Oppositions or JP Actions, filed with a court or ad-
ministrative agency prior to or after the Effective Date
in the United States, Europe, Japan or other countries in
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connecti