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STATEMENT OF COUNSEL
Based on my professional judgment, I believe the panel decision is contrary
to the following decision(s) of the Supreme Court of the United States or the
precedent(s) of this court:
• Mohawk Indus. v. Carpenter, 558 U.S. 100 (2009)
• Cheney v. U.S. Dist. Court, 542 U.S. 367 (2004)
• Stewart Org., Inc. v. Ricoh Corp., 487 U.S. 22 (1988)
• Piper Aircraft Co. v. Reyno, 454 U.S. 235 (1981)
• Allied Chem. Corp. v. Daiflon, Inc., 449 U.S. 33 (1980)
• Bankers Life & Cas. Co. v. Holland, 346 U.S. 379 (1953)
• Panduit Corp. v. All States Plastic Mfg. Co., 744 F.2d 1564 (Fed.
Cir. 1984)
Based on my professional judgment, I believe this appeal requires an answer
to one or more precedent-setting questions of exceptional importance:
1.

What level of deference should this Court afford on mandamus
review of discretionary transfer decisions?

2.

Can this Court find a clear abuse of discretion, amounting to a
usurpation of judicial power, based on (1) arguments and law
never presented to the district court; (2) creating new law
instead of following applicable regional circuit law; (3)
substituting its weighing of discretionary factors for the district
court’s; or (4) impinging on the district court’s discretion to
control its docket?
/s/ Derek Dahlgren
8
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Derek Dahlgren
Counsel for Petitioner
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INTRODUCTION
The panel decision is contrary to precedent from the Supreme Court, the Fifth

Circuit and this Court. It is one of the latest in a long and ever-increasing line of
cases from this Court eviscerating the discretionary authority vested in district
courts. It treats mandamus as a de novo review exercise where one may reweigh
evidence and replace a district court’s reasoned, discretionary judgment with its
own.
Mandamus is not a tool to reverse a district court’s decision because a panel
would have decided it differently.

It is a drastic remedy used sparingly in

extraordinary situations. It is only appropriate where no other means for obtaining
relief exists, the petitioner has shown a clear and indisputable right to relief, and the
court has satisfied itself that the relief is appropriate. As the Supreme Court has
stated, mandamus is “hardly ever” available.1
This Court has not heeded that guidance. The panel’s decision and numerous
other decisions from this Court have resulted in an explosion in piecemeal appellate
litigation. The Court’s activist approach to mandamus has been widely commented
on.2 Treating mandamus as a merits appeal without the heavy deference provided

1

Allied Chem. Corp. v. Daiflon, Inc., 449 U.S. 33, 35-36 (1980).
E.g., Jonas Anderson, Paul Gugliuzza, Jason Rantanen, Extraordinary Writ or
Ordinary Remedy? Mandamus at the Federal Circuit – Part 1 (October 19, 2021),
https://patentlyo.com/patent/2021/10/extraordinary-ordinary-mandamus.html
2
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to district courts is improper and has grave consequences for litigants and courts
alike.
Congress limited appellate courts’ review to final judgments, with narrowly
circumscribed exceptions. Congress sought to prevent piecemeal litigation, which
undermines efficient judicial resolution and the role of district courts tasked with
managing ongoing litigation. But that goal is under attack in this Circuit. The panel
applied de novo review and reweighed the evidence. It made new evidentiary
findings and misapplied or ignored governing law. This Court’s departure from
settled principles governing mandamus is unprecedented. This Court should sit en
banc to correct this judicial usurpation.3
II.

ARGUMENT
A.

Mandamus Review Is Extremely Deferential and Rarely Applied

Dennis Crouch, Wag the Dog: The Federal Circuit’s Advancement of Fifth Circuit
Law (October 6, 2021), https://patentlyo.com/patent/2021/10/federal-circuitsadvancement.html and Dennis Crouch, Federal Circuit Usurps Judge Albright’s
Judicial Power (November 10, 2020),
https://patentlyo.com/patent/2020/11/federal-albrights-judicial.html; Gene Quinn,
The Federal Circuit’s Obsession with Judge Albright is Becoming Increasing
Bizarre (September 29, 2021), https://www.ipwatchdog.com/2021/09/29/federalcircuits-obsession-judge-albright-becoming-increasingly-bizarre/id=138182/; see
also Charles R. Macedo, Federal circuit grants mandamus on Delaware transfer
motion (October 20, 2022),
https://www.arelaw.com/publications/view/mandamus022212/print/.
3

Court congestion and docket speed as decided by the panel do not favor transfer
and thus Jenam does not address these arguments but reserves the right to in the
future where applicable.
11
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“Mandamus is a drastic remedy reserved only for truly extraordinary
situations.” Apache Bohai Corp., v. Texaco China, 330 F.3d 307, 310 (5th Cir.
2003) (citing Will v. United States, 389 U.S. 90, 106 (1967)); Cheney v. United
States Dist. Court, 542 U.S. 367, 380 (2004) (mandamus “one of the most potent
weapons in the judicial arsenal”); Bankers Life & Cas. v. Holland, 346 U.S. 379,
384-85 (1953); Maryland v. Soper, 270 U.S. 9, 29 (1926). Writs therefore should
be used sparingly. Parr v. United States, 351 U.S. 513, 520-21 (1956). It is not a
tool to supervise district courts. In re Diagnostics, 800 F.2d 1077, 1082 (Fed. Cir.
1986).
Nor is it a substitute for a merits appeal. Roche v. Evaporated Milk Ass'n,
319 U.S. 21, 26 (1943); Schlagenhauf v. Holder, 379 U.S. 104, 112 (1964). It does
not exist “to compel a reversal of a decision, either interlocutory or final, made in
the exercise of a lawful jurisdiction . . . .” Soper, 270 U.S. at 29; Parr, 351 U.S. at
520-21; McDermott Int'l v. Underwriters at Lloyds, 981 F.2d 744, 748 (5th Cir.
1993).
Thus, even where a district court may have abused its discretion warranting
reversal on direct appeal, that fails the test for mandamus. In re Volkswagen of
Am., Inc., 545 F.3d 304, 310 (5th Cir. 2008) (en banc) (“Volkswagen II”); Bankers
Life, 346 U.S. at 383. As the Supreme Court stated:
[U]nder the All Writs Act, 28 U. S. C. § 1651 (a), courts of appeals
may issue a writ of mandamus only when “necessary or appropriate in
12
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aid of their respective jurisdictions.” Whereas a simple showing of
error may suffice to obtain a reversal on direct appeal, to issue a writ
of mandamus under such circumstances “would undermine the settled
limitations upon the power of an appellate court to review
interlocutory orders.”
Will v. Calvert Fire Ins., 437 U.S. 655, 661 (1978) (citation omitted). The Fifth
Circuit has recognized the Supreme Court’s admonition, noting “the standard
governing the availability of mandamus is not ‘never,’ but ‘hardly ever.’” In re
Am. Airlines, Inc., 972 F.2d 605, 608 (5th Cir. 1992) (quoting Allied Chemical, 101
S. Ct. at 190)); Mohamed v. Mazda Motor Corp., 90 F. Supp. 2d 757, 769–71 (E.D.
Tex. 2000).
Mandamus review of discretionary decisions is even more deferential.
Congress gave district courts the “primary responsibility to police the prejudgment
tactics of litigants,” observing “that the district judge can better exercise that
responsibility if the appellate courts do not repeatedly intervene to second-guess
prejudgment rulings.” Richardson-Merrell, Inc. v. Koller, 472 U.S. 424, 436
(1985). For good reason. “Permitting piecemeal, prejudgment appeals . . .
undermines efficient judicial administration and encroaches upon the prerogatives
of district court judges, who play a special role in managing ongoing litigation.”
Mohawk Indus. v. Carpenter, 558 U.S. 100, 106 (2009) (citations omitted).
Mandamus is a narrow exception. Roche, 319 U.S. at 25–26; Calvert Fire Ins.,
437 U.S. at 661. But it should not override district courts’ discretion. Calvert

13
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Fire, 437 U.S. at 665–66. It does not “run the gauntlet of reversible errors.” Will,
389 U.S. at 98 n.6.
Discretionary determinations thus raise the hurdle even higher. One of three
requirements for obtaining mandamus relief is showing a clear and indisputable
right to that relief. Cheney, 542 U.S. at 380–81. However, “[w]here a matter is
committed to the discretion of a district court, it cannot be said that a litigant's right
to a particular result is “clear and indisputable.” Calvert Fire, 437 U.S. at 665-66;
Allied Chem., 449 U.S. at 36; Bankers Life, 346 U.S. 379; Am. Airlines, 972 F.2d at
609. Given the deference accorded to district courts’ discretionary determinations,
mandamus will be denied “[i]f the facts and circumstances are rationally capable of
providing reasons for what the district court has done.” Volkswagen II, 545 F.3d at
317 n.7; In re Telular Corp., 319 F. App’x 909, 911–12 (Fed. Cir. 2009); In re
Cordis Corp., 769 F.2d 733, 737 (Fed. Cir. 1985); Ex parte Chas. Pfizer & Co.,
225 F.2d 720, 723 (5th Cir. 1955).
B.

The Panel Did Not Apply The Three-Prong Test For Mandamus

The panel committed a fundamental error when it turned the three-prong test
for mandamus into a single inquiry: if “a court’s denial of a motion to transfer
under section 1404(a) clearly contravenes governing legal standards.” (Op. at 6.)
That is not the law. A party seeking writ must satisfy three requirements. First,
there must be no adequate alternative means to obtain relief. Volkswagen II, 545

14
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F.3d at 311. Second, the right to issuance of the writ must be clear and
indisputable. Id. Third, even where those requirements are met, a court issuing a
writ must still decide that “‘the writ is appropriate under the circumstances.’” Id.
The panel ignored the first and third prongs. These prongs are not a dead
letter. The Fifth Circuit has denied mandamus even where there was a clear abuse
of discretion and patently erroneous result. In re DePuy Orthopaedics, Inc., 870
F.3d 345, 352 (5th Cir. 2017). Indeed, in Volkswagen II, it noted that after the first
two prongs are met, the third must still be satisfied. 545 F.3d at 319; In re
JPMorgan Chase, 916 F.3d 494, 504 n.24 (5th Cir. 2019) (collecting cases).
These prongs matter. Had the panel considered the first, the district court
would be able to address arguments raised on appeal and intervening law relied on
by the panel (discussed below). “[M]andamus need not issue when a panel is
confident that the district court will reconsider its determination in light of the
appropriate legal standard.” In re Avantel, S.A., 343 F.3d 311, 324 (5th Cir. 2003);
In re Dish Network, 856 F. App’x 310, 311 (Fed. Cir. 2021); In re Dropbox, 814 F.
App’x 598, 599 (Fed. Cir. 2020). The panel also did not address the third prong.
It did not consider Google’s dilatory and obstructionist tactics during venue
discovery4, nor Google’s new arguments raised on reply. Nor was Jenam’s

4

To be clear, the district court did not contribute to the delay. The protracted
venue discovery was, in Jenam’s view, caused by Google. But regardless, it was a
byproduct of the parties, not the court.
15
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pending motion to compel venue discovery considered, which is reason to find
mandamus inappropriate. These failures are clear error.
C.

The Panel Engaged in De Novo Review and Substituted Its
Judgment

The district court’s opinion addresses every convenience factor and balances
them with its findings of fact. That is enough. “[W]here the court has considered
all relevant public and private interest factors, and where its balancing of these
factors is reasonable, its decision deserves substantial deference”—an appellate
court may not “substitute its own judgement for that of the District Court.” Piper
Aircraft Co. v. Reyno, 454 U.S. 235, 257 (1981); Anderson v. Bessemer City, 470
U.S. 564, 574 (1985); Volkswagen II, 545 F.3d at 312 (“in no case will we replace
a district court’s exercise of discretion with our own . . . .”); Ex parte Chas. Pfizer
& Co., 225 F.2d at 723. This is particularly relevant here as the district court judge
has years of experience as a magistrate judge, as a patent litigator, and district
court judge. That experience “in the trenches” reinforces that proper deference
must be afforded to the district court’s decisions.
1.

The Panel’s New Fact-Findings Are Wrong

The panel’s weighing of evidence and new factual findings expose its
usurpation of the district court’s discretionary authority. Anderson, 470 U.S. at
574; Volkswagen II, 545 F.3d at 312. The panel concludes, for example, that the
district court provided “no sound basis to disregard the [NDCA] as a convenient
16
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forum for sources of proof.” (Op. at 14.) The panel, relying on the evidence the
district court considered, (Appx378), asserts that when “read fairly,”5 the evidence
shows documents are “created and maintained” in the NDCA—equating that with
location. (Op. at 14.) But the district court rejected that very sleight of hand
regarding documents “created and maintained” in the NDCA, rightly determining
that the evidence did not identify where the documents were stored, i.e., located.
(Appx8.) Cf, Seven Networks, LLC v. Google LLC, No. 2:17-CV-00442-JRG,
2018 U.S. Dist. LEXIS 146375 at *10-12 (E.D. Tex. 2018) (Google “appears to
mischaracterize and misconstrue applicable case law” arguing the sources of proof
factor because its proof is stored on servers outside of the NDCA). Considering
the entire record, the district court found that Google failed to identify any
documents located in the NDCA. (Appx8-9.) The panel compounded its error by
ignoring the district court’s finding that relevant sources of proof are in Texas,
close to the WDTX. (Appx9.) Based on its selective and incorrect weighing of the
evidence, the panel substituted its judgment, concluding there is “no sound basis
for the district court having weighed the sources-of-proof factor against transfer . .
. .” (Op. at 14.)
The panel’s de novo review carries over to other factors. Regarding the
convenience of willing witnesses, the panel states that the district court’s

5

Unless indicated otherwise, all emphasis in this Brief is added.
17
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conclusion that this factor was neutral with respect to party witnesses lacks
support. (Op. at 8.) But the district court considered Mr. Gordon, Jenam’s
manager, on one side, and Google’s two identified employees, on the other, and
found the competing interests rendered this component of the factor neutral.
(Appx14.) The district court acted within its discretion. Merely shifting the
inconvenience from one party to the other does not support transfer. Dale v.
Equine Sports Med. & Surgery, 750 F.App’x 265, 267 (5th Cir. 2018) (referring to
district court’s shifting analysis with approval).6 But the panel summarily rejected
the district court’s determination, again substituting its own judgment.
The panel also made new fact-findings, for example, asserting that Mr.
Morris would not need to drive to attend trial because any trial would be in 2022 or
2023 when the COVID-19 pandemic will not be an issue. (Op. at 10.) That
(unfortunately) is pure speculation not susceptible to judicial notice.7 The panel’s

See also In re Barnes & Noble, Inc. 742 F.3d 1381, 1385 (Fed. Cir. 2014)
(dissent); In re Amazon.com Inc., 478 F. App’x 669, 670 (Fed. Cir. 2012); SEC v.
Lauer, 478 F. App’x 550, 554 (11th Cir. 2012); Emplrs Mut. Cas. Co. v. Bartile
Roofs, Inc., 618 F.3d 1153, 1167 (10th Cir. 2010); In re Hoffmann-La Roche Inc.,
587 F.3d 1333, 1337 n.2 (Fed. Cir. 2009); Gheerbi v. Bush, 352 F.3d 1278; 1303
(9th Cir. 2003); Terra Int’l v. Miss. Chem. Corp., 119 F.3d 688, 696-697 (8th Cir.
1997); Robinson v. Glamaroc & Bill, P.C., 74 F.3d 253, 260 (11th Cir. 1996);
Decker Coal Co. v. Commonwealth Edison Co., 805 F.2d 834, 843 (9th Cir. 1986).
7
Alistair Smout, Michael Holden, No need for Plan B yet, as UK COVID cases
and hospitalizations rise, (October 20, 2021) https://www.reuters.com/article/ushealth-coronavirus-britain/uk-on-the-edge-tougher-covid-restrictions-neededhealth-lobby-says-idUSKBN2HA0JY; Cathy Wurzer , Sara Meyer, Osterholm: 5th
6
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judicial-notice fact-finding also conflicts with precedent stating that the facts are
analyzed as they were when the complaint was filed. In re Samsung Elecs., Nos.
2021-139, 2021-140, 2021 U.S. App. LEXIS 19522, at *10 (Fed. Cir. June 30,
2021). The panel’s legally erroneous and speculative determination again
supplanted the district court’s judgment. (Appx14-16.)
The panel also rejected the district court’s finding that Mr. Morris’
testimony outweighs Google’s former employees. (Op. at 9-10; cf. Appx14-15.)
But considering his convenience and determining the appropriate weight to be
given to the witnesses is precisely what the district court was required to do.
United States v. Clemons, 700 F. App’x 341, 344 (5th Cir. 2017) (“Witness
credibility and the weight of the evidence, for example, are the exclusive province
of the trial court.”). Nor is it a battle of numbers; one witness may outweigh many.
Mid-Continent Cas. v. Petroleum Sols., 629 F. Supp. 2d 759, 763 (S.D. Tex. 2009);

COVID wave ‘absolutely’ positive (October 18, 2021),
https://www.mprnews.org/episode/2021/10/18/u-of-ms-michael-osterholm-tellsus-whats-coming-next-in-the-pandemic; RRF/RL, Putin Announces Nationwide
‘Nonworking’ Week as COVID Infections, Deaths Soar (October 20, 2021),
https://www.rferl.org/a/russia-covid-deaths-new-record/31520759.html; Alan
Charlish, Pawel Florkiewicz and Anna Wlodarczak-Semczuk, Philippa Fletcher,
Mark Heinrich, Poland considers drastic steps to tackle COVID ‘explosion’
(October 20, 2021), https://www.reuters.com/world/europe/polands-daily-covidcases-exceed-5000-first-time-since-may-2021-10-20/; IMF Cuts Growth Outlook
For Asia On Fears Of Fresh Covid Wave (October 20, 2021),
https://www.ndtv.com/business/imf-cuts-growth-outlook-for-asia-on-fears-offresh-covid-wave-2582088.
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15 Wright, Miller & Cooper, Federal Practice and Procedure para. 3851 at 270-71
(1976). The panel’s rejection of the district court’s findings is an egregious
example of this Court’s appellate attack on district court authority. Volkswagen II,
545 F.3d at 312 (“in no case will we replace a district court’s exercise of discretion
with our own . . . .”).
The panel also fails to consider Mr. Caldwell, the prosecuting attorney, who
is in Texas. It mentions him in background, (Op. at 3, 5 and 8), but fails to discuss
how he factors into the transfer analysis, (Op. at 9-10). The panel’s reweighing of
the evidence while omitting one of Jenam’s witnesses located in Texas cannot
satisfy the deferential standard for mandamus review.
D.

The Panel Relied on New Law Rather than Remand for the District
Court’s Consideration

The panel also relied repeatedly on new law that issued after the district
court’s decision. (Op. at 8 (citing In re Google, LLC, No. 2021 WL 4427899, at *4
(Fed. Cir. Sept. 27, 2021); In re Hulu, LLC, 2021 WL 3278194, at *5 (Fed. Cir.
Aug. 2, 2021); In re Juniper Networks, 2021 WL 4343309, at *4 (Fed. Cir. Sept.
24, 2021)); id. at 9 (citing In re Google, 2021 WL 4427899); id. at 11 (citing In re
Google, 2021 WL 4427899; In re Dish Network, 856 F. App’x 310; In re Juniper
Networks, 2021 WL 4343309). Yet the panel did not vacate and remand so that the
district court could decide the transfer motion considering this intervening
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precedent. That was improper. Vicknair v. Formosa Plastics Corp., 98 F.3d 837,
839 (5th Cir. 1996); In re Dropbox, 814 F. App’x at 599.
The error in not remanding is compounded by Jenam’s pending motion to
compel venue discovery that was not decided because Google’s motion to transfer
was denied. (Jenam Tech LLC v. Google, LLC, No. 6-20-cv-453-ADA (W.D.
Tex.) (Jenam I) at Dkt. 60 and 77.) This Court may take judicial notice of this.
VirtualAgility Inc. v. Salesforce.com, 759 F.3d 1307, 1312–13 (Fed. Cir. 2014).
Jenam is seeking discovery directly relevant to the transfer analysis. (Jenam I,
Dkt. 60 and 77.) For example, Jenam is seeking the identity of Google employees
in the WDTX having knowledge about the marketing, sales, and finances for the
accused products. (Id.) To date, Google has refused to identify any such people.
A remand to consider intervening law and a fully developed record would still
provide Google with adequate relief, rendering mandamus unavailable.
E.

The Panel Failed to Follow Regional-Circuit Law

The panel further erred by failing to apply governing Fifth Circuit law. For
example, it rejected the Fifth Circuit’s “100-mile” rule, finding it inapplicable if a
witness is travelling by plane. (Op. at 9-10.) As noted above, the record indicates
Mr. Morris would travel by car, not plane. But even setting that aside, the district
court correctly applied the Fifth Circuit’s 100-mile rule: “the factor of
inconvenience to witnesses increases in direct relationship to the additional
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distance to be traveled.” Volkswagen II, 545 F.3d at 317. The panel criticizes this
rule as “rigid,” but seeks to replace it with its own equally rigid rule. (Op. at 9-10.)
But it lacks authority to do so. Nor would it be well-reasoned. The panel’s
articulation fails to consider other factors such as the comparative cost of lodging
and travel, and the parties’ and witnesses’ financial means, which can apply to
lengthy travel.
The panel also faulted the district court for requiring Google to prove that
non-party witnesses are “unwilling” to be considered under the compulsory
process factor. (Op. at 14-15 fn.) But the Fifth Circuit has adopted the Gilbert
factors. Volkswagen II, 545 F.3d at 315. Gilbert refers to “availability of
compulsory process for attendance of unwilling . . . .” 330 U.S. 501, 508 (1947).
Fifth Circuit cases support the district court. InduSoft, Inc. v. Taccolini, 560 F.
App’x 245, 249 (5th Cir. 2014) (“‘When no witness’ unwillingness has been
alleged or shown, a district court should not attach much weight to the compulsory
process factor.’”) (quoting Duha v. Agrium, Inc., 448 F.3d 867, 877 (6th Cir.
2006)); Utterback v. Trustmark Nat’l Bank, 716 F. App’x 241, 245 n.10 (5th Cir.
2017).8 The district court correctly required proof that third party witnesses were
unwilling to testify.

8

See also Texas v. Google LLC, No. 4:20-CV-957-SDJ, 2021 U.S. Dist. LEXIS
96586, at *4 (E.D. Tex. May 20, 2021); Oxysure Sys. v. Castaldo, No. 4:15-CV-

22

Case: 21-171

Document: 16

Page: 24

Filed: 10/20/2021

The panel’s reliance on its conflicting precedent is an assault on the district
court’s authority, particularly as this Circuit is supposed to give deference to, and
apply regional circuit law, for non-patent issues. That is reason to give more
deference than the Fifth Circuit would on mandamus review. But the panel’s
opinion, as with practically all this Court’s recent transfer decisions, relies almost
exclusively on this Court’s precedent. No attempt is made to predict how the Fifth
Circuit might have decided these issues, nor how district courts within the Fifth
Circuit have ruled. The panel, like this Court is numerous instances, substitutes its
own judgment and law for that of the district court and Fifth Circuit.
Because it failed to follow Fifth Circuit law, the panel granted mandamus on
insufficient grounds. The Fifth Circuit holds that mandamus is inappropriate even
where the district court committed reversible error. In re Lloyd’s Register N. Am.,
Inc., 780 F.3d 283, 290 (5th Cir. 2015). Here, the panel quibbles about the law and
its application to the facts (making mistakes with both); it does not establish a
clear abuse of discretion that produced a patently erroneous result. Id. Nor does it

324, 2016 U.S. Dist. LEXIS 32905, at *11 (E.D. Tex. Mar. 15, 2016); Jackson v.
Reynolds Metals Co., No. 90-404, 1990 U.S. Dist. LEXIS 11063, at *4 (E.D. La.
Aug. 22, 1990); In re Barnes & Noble, Inc., 743 F.3d 1381, 1383 (Fed. Cir. 2014);
EEOC v. Faurecia Auto. Seating, LLC, No. 4:16-CV-199-DMB-JMV, 2017 U.S.
Dist. LEXIS 151913, at *11-12 (N.D. Miss. Sep. 19, 2017); U.S. United Ocean
Servs., LLC v. Powerhouse Diesel Servs., 932 F. Supp. 2d 717, 731 (E.D. La.
2013); In re Apple, Inc., 58 Fed. Appx. 886, 891–92 (Fed. Cir. 2014) (Bryson, J.,
dissenting) (collecting cases).
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address the two other requirements for mandamus relief noted above in Section
II(B).
III.

THIS COURT’S LACK OF DEFERENCE IS AN ISSUE OF
EXCEPTIONAL IMPORTANCE
This Court’s handling of mandamus petitions has led to a tsunami of transfer

challenges, which Congress explicitly attempted to avoid. As the charts below
show, this Court’s mandamus jurisprudence is fundamentally out of sync with
settled law.
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Trial judges are the gatekeepers for litigation. But as the above statistics
show, this Court is wildly out of line with other Circuits in its treatment of
mandamus review. Given the foregoing errors, this discrepancy cannot be
reconciled with governing authority. This Court should address this issue en banc
to resolve this distortion and derogation of the Congressionally established
framework for the United States judicial system.
IV.

CONCLUSION9
For at least the foregoing reasons, the Court should deny Google’s Petition.

Dated: October 20, 2021

/s/ Derek F. Dahlgren
Timothy Devlin
Derek F. Dahlgren
DEVLIN LAW FIRM LLC
1526 Gilpin Avenue
Wilmington, DE 19806
Tel: (302) 449-9010
Fax: (302) 353-4251
Attorneys for Respondent
Jenam Tech, LLC

9

Even assuming the court congestion factor is neutral Google is not entitled to the
drastic relief it seeks.
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NOTE: This order is nonprecedential.

United States Court of Appeals
for the Federal Circuit
______________________
In re: GOOGLE LLC,
Petitioner
______________________
2021-171
______________________
On Petition for Writ of Mandamus to the United States
District Court for the Western District of Texas in No. 6:20cv-00453-ADA, Judge Alan D. Albright.
______________________
ON PETITION
______________________
Before LOURIE, BRYSON, and TARANTO, Circuit Judges.
PER CURIAM.
ORDER
Google LLC petitions this court for a writ of mandamus
directing the United States District Court for the Western
District of Texas to transfer this action to the United States
District Court for the Northern District of California. We
conclude that the district court’s refusal to transfer the
case constituted a clear abuse of discretion. We therefore
grant mandamus directing transfer.
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IN RE: GOOGLE LLC

I
Jenam Tech, LLC, filed a complaint in the Waco Division of the Western District of Texas charging Google, a
Delaware corporation headquartered in Mountain View,
California, with patent infringement. Jenam alleged that
Google’s use of the Quick UDP Internet Connections
(“QUIC”) protocol infringes eight patents relating to methods, systems, and computer products for sharing information to detect an idle Transmission Control Protocol
connection.
Google moved to transfer the case to the Northern District of California pursuant to 28 U.S.C. § 1404(a). Google
noted that Jenam’s only registered place of business and
its only employee, George Andrew Gordon, are located in
the Eastern District of Texas. App. 362. Google further
pointed out that a different company based in the Northern
District of California, Oso-IP, LLC, appears to handle licensing of Jenam’s patents to others. Id. Google noted that
witnesses knowledgeable about the implementation and
maintenance of the protocol and potential prior art reside
in the Northern District of California. App. 362–64.
Google also submitted a sworn declaration stating that
the “vast majority of the research, design, development,
and testing activities related to the QUIC protocol have occurred and continue to occur in Mountain View [California]
or Cambridge [Massachusetts],” and “both the source code
and technical documents related to Google’s QUIC protocol
are created and maintained in Mountain View and Cambridge.” App. 379. Google stated it was unaware of any
potential witnesses or sources of proof in the Western District of Texas.
Jenam responded that Google maintains an office in
Austin, Texas, within the Western District of Texas. App.
478. In addition, Jenam argued that the Western District
of Texas would be a convenient venue for its own witnesses
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3

and sources of proof. In support of that assertion, Jenam
submitted a declaration from the inventor, Robert Paul
Morris, who stated that he would “most likely be unwilling
to testify in-person at a deposition, hearing or a trial” either in the Western District of Texas or the Northern District of California “during the COVID-19 pandemic.” App.
500. If he were required to testify, he stated, “it would be
safer and far more convenient . . . for me to drive than to
fly,” and that he would prefer driving to Waco from his
home in Georgia rather driving to California. Id. Jenam
also noted that the Western District of Texas would be
more convenient than the Northern District of California
for the patent prosecution attorney, who lives in the Northern District of Texas, and for Mr. Gordon, who lives in the
Eastern District of Texas. App. 496.
On July 8, 2021, the district court issued an order denying Google’s transfer motion. At the outset, the court found
that this action could have been brought in the Northern
District of California. The court then analyzed Google’s
transfer motion by applying the set of private-interest and
public-interest factors that the Fifth Circuit has directed
courts to use in making transfer decisions under section
1404(a). See In re Volkswagen of Am., Inc., 545 F.3d 304
(5th Cir. 2008) (en banc).
The district court took note of the five factors that were
disputed between the parties: (1) the relative ease of access
to sources of proof; (2) the availability of compulsory process to secure the attendance of non-party witnesses whose
attendance may need to be compelled by court order; (3) the
relative convenience of the two forums for potential witnesses; (4) the administrative difficulties flowing from
court congestion; and (5) the local interest in having disputes regarding activities occurring principally within a
particular district decided by a court within that district.
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IN RE: GOOGLE LLC

As for the sources of proof, the district court recognized
that Google kept local copies of the documents in the Northern District of California, App. 8–9, but found that it would
not be difficult for Google to access those documents electronically from Google’s offices within the Western District
of Texas, App. 8. As for Jenam’s documents, the court
found that it would be more convenient for Mr. Gordon to
transfer any documents in his possession to the Western
District of Texas than to the Northern District of California. App. 9. On those grounds, the court concluded the
sources-of-proof factor “weighs solidly against transfer.”
Id.
With respect to the availability of compulsory process,
Google identified five third-party witnesses who were located in the Northern District of California and who could
be compelled to testify by a court in that district but not by
the court in the Western District of Texas. The district
court, however, found that Google had failed to show that
four of those witnesses would be unwilling to testify at trial
in the Western District of Texas; the court therefore discounted those witnesses for purposes of the compulsory
process factor. App. 10–11. Finding that only one potential
third-party witness was “likely unwilling to testify in
Texas” (but could be subpoenaed by a court in the Northern
District of California) the district court concluded that the
compulsory process factor weighed in favor of transfer, but
only slightly so. App. 12 (internal quotation marks omitted).
Addressing the convenience of potential witnesses, the
court expressed the view that in patent cases generally, the
court “assumes that no more than a few party witnesses—
and even fewer third-party witnesses, if any—will testify
live at trial” and therefore “long lists of potential party and
third-party witnesses do not affect the Court’s analysis for
this factor.” App. 13. Furthermore, the court expressed
the view that the convenience of witnesses is not an
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5

important consideration in the case of party witnesses.
App. 13. The court recognized that two Google employees
who were potential witnesses resided in the Northern District of California. App. 13. However, the court concluded
that the inconvenience to those Google employees of traveling to Waco would be equivalent to the inconvenience to
Mr. Gordon of traveling to California if the case were transferred there. App. 14. The court therefore determined that
the convenience-of-the-witnesses factor was neutral as to
party witnesses. Id.
As for non-party witnesses, the court recognized that
Oso-IP’s principal and four former Google employees were
potential witnesses and were located in the Northern District of California. Id. However, the court found that, as
“the sole inventor of the Asserted Patents, the importance
of Mr. Morris’s testimony outweighs the testimony of
Google’s former employees.” App. 15. The court observed
that “[t]he additional travel, lodging, and related costs that
Mr. Morris will incur with a 2,600-mile drive to the NDCA
over a shorter, 900-mile trip to the WDTX amount to a significant difference of convenience.” App. 16. The court also
noted that Waco would be more convenient for the patent
prosecution attorney, who lives in the Northern District of
Texas. The court therefore found that the convenience of
non-party witnesses weighed against transfer.
As to which district has the greater local interest in this
dispute, the district court acknowledged that the Northern
District of California had a local interest in resolving this
case because the QUIC protocol was designed and developed in that district. App. 18. However, the court found
that the local interest factor was neutral with respect to
Google because “both Districts are home to Google facilities, employees, and are significant markets for the allegedly infringing products.” Id. On the whole, the district
court found that the local interest factor weighed against
transfer on the ground that the Western District of Texas
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IN RE: GOOGLE LLC

had an interest in adjudicating this case because Jenam is
a Texas entity. Id.
Finally, with respect to the court-congestion factor, the
court noted that “[i]f this case is transferred to the [Northern District of California], establishing a new schedule
with a new presiding judge would cause greater delay.”
App. 17. “Because transfer would only prolong this case,”
the court explained, “this factor weighs against transfer.”
Id. Taking into account the weight it assigned to each of
the transfer factors, the district court concluded that
Google had not established that the Northern District of
California was clearly the more convenient venue for trial,
and the court therefore denied Google’s transfer motion.
App. 19.
II
Our review of transfer rulings is governed by the law
of the regional circuit, which in this case is the Fifth Circuit. See In re TS Tech USA Corp., 551 F.3d 1315, 1319
(Fed. Cir. 2008). Under Fifth Circuit law, the governing
principles are well settled. Section 1404(a) authorizes a
court to transfer a civil action “[f]or the convenience of parties and witnesses, in the interest of justice[.]” Fifth Circuit law provides that a motion to transfer should be
granted if “the movant demonstrates that the transferee
venue is clearly more convenient.” In re Radmax, Ltd., 720
F.3d 285, 288 (5th Cir. 2013) (quoting Volkswagen, 545
F.3d at 315) (internal quotation marks omitted).
A district court enjoys broad discretion in making a
transfer determination. See In re Vistaprint Ltd., 628 F.3d
1342, 1344 (Fed. Cir. 2010). That deference, however, does
not exempt transfer determinations from scrutiny on mandamus. See In re Samsung Elecs. Co., 2 F.4th 1371, 1379
(Fed. Cir. 2021). When a court’s denial of a motion to transfer under section 1404(a) clearly contravenes governing legal standards, we have issued mandamus to overturn the
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denial of transfer. See, e.g., In re Apple Inc., 979 F.3d 1332
(Fed. Cir. 2020).
Google argues that the transfer analysis here contravenes governing law in four respects. First, the court found
that the convenience-of-the-witnesses factor weighed
against transfer, even though several witnesses are located
in the Northern District of California and none are located
in the Western District of Texas. Second, the court found
that the local interest factor weighed against transfer even
though the events giving rise to this suit occurred in the
Northern District of California and not in the Western District of Texas. Third, the court concluded that the court
congestion factor weighed against transfer, even though
the court did not find that the transferee venue was more
congested. Fourth, the court weighed the sources-of-proof
factor against transfer despite the fact that there are
sources of proof in Northern California and no such sources
of proof in the Western District of Texas. In light of those
errors, Google contends, the court’s refusal to grant transfer here amounts to a clear abuse of discretion.
A
Google’s primary argument is that the convenience of
willing witnesses must be regarded as weighing heavily in
favor of transfer because there are several potential witnesses in the Northern District of California and none in
the Western District of Texas. We agree with Google.
In holding that the Western District of Texas is more
convenient for willing witnesses, the district court recognized that it is “obviously more convenient for witnesses to
testify closer to home,” App. 13 (internal quotation marks
and citation omitted), but it qualified that observation in
two respects. First, the court stated that the convenienceof-the-witnesses factor relates primarily to the convenience
of willing non-party witnesses, not party witnesses. Id.
Second, the court took the position that Mr. Morris’s testimony as the inventor was more important than that of the
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four former Google employees located in the Northern District of California and therefore that more weight should
be given to the relative inconvenience associated with Mr.
Morris’s travel from Georgia. We disagree with the district
court on both points.
First, we have held that the fact that a witness is affiliated with a party “does not negate the inconvenience and
cost to those individuals to travel a significant distance to
testify.” In re Google LLC, No. 2021-170, 2021 WL
4427899, at *4 (Fed. Cir. Sept. 27, 2021); see also Samsung,
2 F.4th at 1379 (holding that a district court’s section 1404(a) analysis “must consider” the convenience of
“possible party witnesses”); In re Hulu, LLC, No. 2021-142,
2021 WL 3278194, at *5 (Fed. Cir. Aug. 2, 2021) (same); In
re Apple Inc., 818 F. App’x 1001, 1003 (Fed. Cir. 2020) (rejecting the view that the convenience of party witnesses is
given “little weight”). We have likewise rejected the categorical assumption that defendants are likely to call few if
any of the proposed party witnesses that are identified for
purposes of supporting transfer motions. In re Juniper
Networks, Inc., No. 2021-160, __ F.4th __, 2021 WL
4343309, at *4 (Fed. Cir. Sept. 24, 2021).
Google identified two of its employees and three former
employees who reside in the Northern District of California
and are likely to testify given their work on the accused
protocols, as well as a principal of Oso-IP, who was involved
in the prosecution and licensing of the asserted patents.
By contrast, Jenam identified as witnesses only its one employee and the prosecuting attorney.
The district court concluded that the inconvenience to
the party witnesses effectively cancels out under these circumstances. But that conclusion is not supported by the
record. Mr. Gordon is Jenam’s only identified party witness who would be more inconvenienced by having to travel
to California instead of Waco to testify, and even Mr. Gordon does not live in the Western District of Texas and
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would have close to a two-hour drive to travel from his
home in Frisco, Texas, to the courthouse in Waco. App.
496. Thus, the district court failed to give sufficient weight
to the relative convenience of the transferee forum for the
party-affiliated witnesses. See Samsung, 2 F.4th at 1379.
The second ground for the district court’s ruling on the
willing witness factor was its view as to the importance of
Mr. Morris’s testimony as the inventor of the asserted patents and the relative inconvenience to him of having to
travel to California rather than to Waco. However, the
court’s ruling cannot be squared with our decision in Apple,
979 F.3d 1332. There, we concluded that the district court
erred in giving more weight to the fact that the inventors
and the patent prosecutor residing in New York would need
to travel a greater distance to reach the Northern District
of California than to reach Waco, Texas, given that transfer
would allow several witnesses to testify without having to
leave home. Id. at 1342. We reasoned that the inventors
in that case “will likely have to leave home for an extended
period” whether or not the case was transferred, and thus
would “only be slightly more inconvenienced by having to
travel to California than to Texas.” Id. (internal quotation
marks and citation omitted).
The facts in that case are comparable to the facts in
this one. Although the district court emphasized that Mr.
Morris would have not have to travel as far from his home
in Georgia to reach Waco than to reach the Northern District of California, the difference in distance is not as important as the difference in travel time and the fact that
the witness would be required to be away from home for
several days in any event. See Google, 2021 WL 4427899,
at *4 (explaining that “time is [often] a more important
metric than distance”). There is no major airport in the
Waco Division of the Western District of Texas; consequently, the total travel time from Atlanta, Georgia, to
Waco would be only marginally less than the travel time
from Atlanta to San Francisco.
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Jenam argues that Mr. Morris would likely be unwilling to attend a trial if he were required to drive the extra
distance to California. In fact, however, Mr. Morris said he
would probably be unwilling to testify in-person at all during the COVID-19 pandemic, and he expressed a preference for being allowed to testify remotely. App. 500.
Moreover, while Mr. Morris stated that if he were required
to attend the trial, he would prefer to drive rather than to
fly, his preference for driving was based on the COVID-19
pandemic. Given that the trial is not likely to be held until
2022 or 2023, it seems quite likely that conditions will have
changed sufficiently by the time of the trial that Mr. Morris
will no longer be faced with the prospect of having to drive
to the site of the trial, whether it is held in Waco or the
Northern District of California.
In other similar cases, this court has held that a district
court abused its discretion in weighing the convenience of
the willing witnesses when there are several witnesses located in the transferee forum and none in the transferor
forum. See In re Genentech, Inc., 566 F.3d 1338, 1345 (Fed.
Cir. 2009) (holding that where “a substantial number of
material witnesses reside within the transferee venue . . .
and no witnesses reside within the” transferor venue, a district court “clearly err[s] in not determining” the convenience of willing witnesses “to weigh substantially in favor
of transfer”); see also Apple, 979 F.3d at 1342; Google, 2021
WL 4427899, at *4; In re TracFone Wireless, Inc., 852 F.
App’x 537, 540 (Fed. Cir. 2021). Under these circumstances, we agree with Google that this factor weighs
strongly in favor of transfer.
B
The second contested factor—having local interests adjudicated locally—also strongly favors transfer. It is undisputed that events that form the basis for Jenam’s
infringement claims against Google occurred in the Northern District of California where Google developed the
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accused protocol at its headquarters. While some development activities took place in Massachusetts, that does not
make the transferee venue less favorable, given that none
of the underlying events occurred in the Western District
of Texas. See Samsung, 2 F.4th at 1380 (transfer favored
because most, even if not all, of the underlying research,
design, and development of the accused products centered
on activity within the transferee venue); see also Juniper,
2021 WL 4343309, at *4.
The district court weighed against transfer the fact
that “both Districts are home to Google facilities, employees, and are significant markets for the allegedly infringing
products.” App. 18. The problem with the court’s analysis
is that it relies on Google’s general presence in the judicial
forum, not on the locus of the events that gave rise to the
dispute.
The fact that a party may have a general presence in a
particular district does not give that district a special interest in the case. See Juniper, 2021 WL 4343309, at *5
(“Juniper’s general presence in the Western District of
Texas is not enough to establish a local interest in that district comparable to that of the Northern District of California.”); In re Google LLC, No. 21-144, 2021 WL 3378938, at
*1 (Fed. Cir. Aug. 4, 2021); In re DISH Network L.L.C., 856
F. App’x 310 (Fed. Cir. 2021). Instead, what is required is
that there be “‛significant connections between a particular
venue and the events that gave rise to a suit.’” Apple, 979
F.3d at 1345 (noting that this factor “most notably regards
. . . the ‘significant connections between a particular
venue’” (quoting In re Acer Am. Corp., 626 F.3d 1252, 1256
(Fed. Cir. 2010)) (emphasis in Apple)). In addition, Jenam’s
reference to the sale in the Western District of Texas of
Google products that used the accused protocol does not
give that district a substantial interest in the dispute. See
In re Hoffmann-La Roche Inc., 587 F.3d 1333, 1338 (Fed.
Cir. 2009) (“[T]he sale of an accused product offered
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nationwide does not give rise to a substantial interest in
any single venue.”); TS Tech, 551 F.3d at 1321.
The district court also weighed against transfer the
fact that Jenam is incorporated in Texas. But Jenam’s only
connection to Texas is an office and a single employee, neither of which is located in the Western District. Under the
circumstances, Jenam’s status as a Texas entity is insufficient to give the Western District of Texas a local interest
in the dispute that is comparable to that of the Northern
District of California.
C
The court congestion factor also does not support keeping this case in the Western District of Texas. The court’s
contrary conclusion was not premised on a difference in
docket congestion between the forums, see Juniper, 2021
WL 4343309, at *6. Instead, the court based its finding as
to the court congestion factor on its view that if the case
were transferred to the Northern District of California, “establishing a new schedule with a new presiding judge
would cause greater delay.” App. 17. We reject that rationale for denying transfer of venue here.
Although the Fifth Circuit in Peteet v. Dow Chemical
Co., recognized that granting the motion to transfer in that
case “would have caused yet another delay in this protracted litigation,” the court added an important qualifier:
“Dow’s motion to transfer venue was not filed until eighteen months after the case was remanded to the Eastern
District of Texas.” 868 F.2d 1428, 1436 (5th Cir. 1989).
Since Peteet, the Fifth Circuit has reiterated that the delay
associated with transfer may be relevant only “in rare and
special circumstances,” In re Horseshoe Ent., 337 F.3d 429,
434 (5th Cir. 2003) (finding error where the district court
gave weight to the factor of possibility of delay or prejudice
if transfer is granted), and, most recently, clarified that
“garden-variety delay associated with transfer is not to be
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taken into consideration when ruling on a § 1404(a) motion
to transfer,” Radmax, 720 F.3d at 289.
In light of that precedent, the district court erred in
weighing the court congestion factor against transfer. This
case is not one in which a movant seeking a transfer of
venue has failed to act with reasonable promptness.
Google filed its transfer motion within two months of the
filing of the initial complaint and within days of the filing
of the amended complaint. Nor did the district court point
to other special or unique circumstances that would warrant departing from the general rule that the ordinary delay resulting from transfer is not entitled to weight. The
district court in essence weighed against transfer that the
Northern California court would be unlikely to adopt the
same aggressive schedule as previously ordered in this
case. But we have repeatedly held that it is improper to
assess the court congestion factor based on the fact that the
Western District of Texas has employed an aggressive
scheduling order for setting a trial date. Juniper, 2021 WL
4343309, at *6; Samsung, 2 F.4th at 1380–81; Apple, 979
F.3d at 1344; In re Adobe Inc., 823 F. App’x 929, 932 (Fed.
Cir. 2020).
D
The fourth disputed factor, relating to the sources of
proof, also does not favor the Western District of Texas as
the more convenient forum. Although the sources-of-proof
factor focuses on “the relative access to sources of evidence
in the two competing forums,” Juniper, 2021 WL 4343309,
at *6, the district court here identified no sources of proof
within the Western District of Texas. The only sources of
proof that the court identified as being anywhere in Texas
were in the possession of Mr. Gordon, who resides in the
Eastern District of Texas. Even putting aside the fact that
those sources of proof are outside the forum, the district
court here recognized that the bulk of the evidence would
likely be coming from the accused infringer.
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Moreover, and more importantly, the district court provided no sound basis to disregard the Northern District of
California as a convenient forum with respect to the
sources of proof. Read fairly, Google’s declaration makes
clear that source code and technical documents relating to
the accused activities, as well as a significant number of
documents relating to Google’s marketing, finances, and
sales, were created and are maintained in the Northern
District of California. Although the declaration stated that
some evidence would also be located in Massachusetts, we
have held that the fact that some evidence is stored in
places outside both forums does not weigh against transfer. See In re Toyota Motor Corp., 747 F.3d 1338, 1340
(Fed. Cir. 2014) (“The comparison between the transferor
and transferee forum is not altered by the presence of other
witnesses and documents in places outside both forums.”).
While the district court found that these sources of
proof would not be difficult to access electronically from
Google’s offices in the Western District of Texas, that does
not support weighing this factor against transfer. The
Fifth Circuit has explained that while electronic storage of
documents makes them more widely accessible than was
true in the past, the fact that documents can often be accessed remotely does not render the sources-of-proof factor
irrelevant. See Volkswagen, 545 F.3d at 316 (“That access
to some sources of proof presents a lesser inconvenience
now than it might have absent recent developments does
not render this factor superfluous.”). We therefore see no
sound basis for the district court having weighed the
sources-of-proof factor against transfer; if anything, that
factor weighs in favor of transfer. *

The district court found that the fifth factor the parties disputed—the availability of compulsory process—favored transfer, although only slightly. The district court’s
ruling on that factor, however, was affected by its
*
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E
In sum, the center of gravity of this action is clearly in
the transferee district, and decidedly not in the Western
District of Texas. Several of the most important factors
bearing on the transfer decision strongly favor transfer,
and no factor favors retaining the case in the Western District of Texas. In fact, there is nothing at all that ties this
case to the Western District of Texas: no witnesses reside
there; no evidence is present there; and none of the conduct
giving rise to this action took place there. The only connection that the district court identified between this case and
the Western District of Texas is that Google has a general
presence in the district. As we have previously noted, the
court’s reliance on that circumstance to justify denying
transfer “improperly conflate[d] the requirements for establishing venue under 28 U.S.C. § 1400(b) and the requirements for establishing transfer under § 1404(a).”
Apple, 979 F.3d at 1346. We therefore grant Google’s petition seeking transfer of the case to the Northern District of
California.

conclusion that any witness who was not shown to be unwilling to testify in the Western District of Texas should be
assumed to be a willing witness. App. 10–11. We have
held, however, that where the movant has identified multiple third-party witnesses “and shown that they are overwhelmingly located within the subpoena power of only the
transferee venue, this factor favors transfer even without
a showing of unwillingness for each witness.” Hulu, 2021
WL 3278194, at *4; In re HP Inc., No. 18-149, 2018 WL
4692486, at 3 n.1 (Fed. Cir. Sept. 25, 2018) (“[W]hen there
is no indication that a non-party witness is willing, the witness is presumed to be unwilling and considered under the
compulsory process factor.”). The court therefore should
have found that factor to favor transfer more than “only
slightly.” App. 12.
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Accordingly,
IT IS ORDERED THAT:
The petition is granted. The district court’s order denying Google’s motion to transfer is vacated, and the district
court is directed to grant the transfer motion.
FOR THE COURT
October 06, 2021
Date

/s/ Peter R. Marksteiner
Peter R. Marksteiner
Clerk of Court

s25
cc: United States District Court for the Western District of
Texas

