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I. INTRODUCTION 

A. Procedural Background 

Complainants Ingevity Corp. and Ingevity South Carolina, LLC (altogether "Ingevity" or 

"Complainants") filed the complaint underlying this Investigation on November 8, 2018. The 

complain.t alleged respondents MAHLE Filter Systems North America, Inc., MAHLE Filter 

Systems Japan Corp., MAHLE Sistemas de Filtraci6n de Mexico S.A. de C.V., MAHLE Filter 

Systems Canada, ULC (altogether "MAHLE"), Kuraray Co., Ltd., Kuraray America, Inc., and 

Nagamine Manufacturing Co., Ltd. ("Nagamine") import certain products that infringe one or 

more claims of U.S. Patent No. RE38,844 ("the 844 patent" or "the Asserted Patent"). 

By publication of a notice in the Federal Register on December 14, 2018, the U.S. 

International Trade Commission ordered that: 

Pursuant to subsection (b) of section 337 of the Tariff Act of 1930, as 
amended, an investigation be instituted to determine whether there is a 
violation of subsection (a)(l)(B) of section 337 in the importation into the 
United States, the sale for importation, or the sale within the United States 
after importation of products identified in paragraph (2) by reason of 
infringement of one or more of claims 1-5, 8, 11, 13, 15, 18, 19, 21, 24, 28, 
31, 33, 36, 38, 40, 43, 45, 48, 50, and 52 of the '844 patent; and whether an 
industry in the United States exists as required by subsection (a)(2) of 
section 337[.) 

83 Fed. Reg. 64,356 (Dec. 14, 2018).' On February 26, 2019, the presiding administrative law 

judge set a target date of May 28, 2020 for completion of this investigation via initial 

determination. Order No. 4. Upon motion from Ingevity, and also on February 26, 2019, the 

administrative law judge amended the notice of investigation to add additional respondent Calgon 

Carbon C~rporation ("Calgon" or "CCC") and remove Kuraray America, Inc also via initial 

1 
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determination. Order No. 5. On March 20, 2019 and March 22, 2019, the Commission determined 

not to review either Order No. 4 or Order No. 5, respectively. EDIS Doc. IDs 670666, 670922. 1 

On March 6, 2019, the presiding administrative law judge set a Markman hearing date of 

June 4, 2019 and the evidentiary hearing for November 4-8, 2019. Order No. 6. On March 18, 

2019, upon submission from the parties, the presiding administrative law judge moved the 

evidentiary hearing· to November 18-22, 2019. Order No. 7. On April 2, 2019, the presiding 

administrative law judge reassigned the investigation to me. EDIS Doc. ID 671952. 

On June 4, 2019, I held a technology tutorial and Markman hearing, and on June 21 , 2019, 

issued Order No. 15, construing certain terms of the Asserted Patent. 

On September 19, 2019, Ingevity moved for partial summary determination on a number 

of issues (Motion pkt. No. 1140-022) which I granted-in-part via initial determination on October 

10, 2019 (Order No. 29}-an initial determination the Commission determined not to review 

(EDIS Doc. ID 692903). 

On November 18-22, 2019, I held an evidentiary hearing. On November 18-19, 

specifically, I alerted the parties' of a discrepancy between the listing of asserted claims in the 

notice ofinvestigation and the content of the parties' pre-hearing briefs. Hr'g Tr. at 139: 14-141 :3, 

350:4-21. In that discussion, Ingevity explained it withdrew claims 15, 28, 40, and 52 from its 

allegations of infringement and I determined to treat this explanation as an oral motion to terminate 

the investigation with respect to those claims. See id. Respondents indicated they did not oppose 

I 

the withdrawal. See id. I granted the motion (see id.), thereby terminating this investigation with 

respect to those claims, and that determination is part of this final initial determination. 

For the purposes of this initial determination, Kuraray Co., Ltd. and Calgon will be referred 
together as "Kuraray" (see RIB at xi); and MAHLE, Kuraray, and Nagamine will be referred to 
altogether as "Respondents." 

2 
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Following the evidentiary hearing, and pursuant to the procedural schedule, the parties 

submitted initial and reply post-hearing briefs on December 6, 2019 and December 16, 2019 

respectively. As of the date of this initial determination, no motions remain pending. 

B. The Parties 

Complainant Ingevity Corp. is a United States corporation organized and existing under 

the laws of Delaware and having its principal place of business in North Charleston, SC . . EDIS 

Doc. ID 671535 at 3-4. Ingevity Corp. manufactures and sells activated carbon products (CX-

091 IC at Q/A 17) and wholly owns subsidiaries Ingevity South Carolina LLC, lngevity Virginia 

Corp., and Ingevity Georgia LLC (CIB at 107). lngevity Corp. handles the customers and sales of 

these products for these subsidiaries, which themselves operate the manufacturing plants in 

Covington, VA, Wickliffe, KY, and Waynesboro, GA. CIB at 51 (citing CX-091 lC at Q/A 30-

41);· RIB at 101. In this way, and according to lngevity, Ingevity Corp. "controls the use of the 

j 

[844 patent] by overseeing its use by customers and granting licenses or authorizing others to 

practice the Patent" even though the 844 patent is technically owneq by Ingevity South Carolina 

LLC. See CIB at 50-52 (citing, inter alia, CX-09l1C at Q/A 138-45, 18-120). 

Complainant Ingevity South Carolina LLC also exists under the laws of Delaware and has 

its principal place of business in North Charleston, SC. EDIS Doc. ID 671535 at 3-4. As 

mentioned, Ingevity South Carolina LLC is the owner of the 844 patent (CX-0911C at Q/A 12; 

RIB at 102) and a wholly owned subsidiary of Ingevity Corp. as Ingevity Corp'. is its sole member. 

Id. at Q/A 13. One of Ingevity's officers, Mr. Ed Woodcock, testified that because of Ingevity 

Corp. 's status as the sole member of lngevity South Carolina LLC: 

3 
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Id. Mr. Woodock further notes "all of Jngevity Corporation's officers 

Id. at QI A 14. At the evidentiary hearing, Mr. Woodock 

clarified that Ingevity South Carolina LLC "does contain employees, operations assets" only that 
I 

these employees and assets work in the which "is completely 

separate from 

Hr'g Tr. at 25:2-16. In this way, and relevant to this investigation, 

CX-091 lC at Q/A 16. 

Respondent MAHLE Filter Systems North America, Inc. ("MAHLE America") is a 

company organized and existing under the laws of Delaware and has its principal place of business 
I 

in Troy, MI with an additional business location in Murfreesboro, TN. EDIS Doc. ID 666047 at 

5-6. MAHLE America "designs, develops, manufactures, tests, offers for sale and sells certain 

multi-stage fuel vapor canister systems in the United States." Id. at 6. MAHLE America 

manufactures fuel vapor canisters containing carbon adsorbents in the Murfreesboro, TN location. 

RX-0370C at Q/A 132. Ingevity supplies the carbon adsdrbents used in many of these canisters 

(RX-0369C at Q/A 28-30) as do respondents Kuraray and Nagamine (discussed below) (id. at Q/A 

31-34). 

Respondent MAHLE Filter Systems Japan Corp. ("MAHLE Japan") is a company 

organized and existing under the laws of Japan, with a principal place of business in Tokyo, Japan. 

EDIS Doc. ID 666047 at 6-7. MAHLE Japan "designs, develops,.manufactures, tests, offers for 

sale, and sells certain multi-stage fuel vapor.canister systems." Id. at 7. 

4 
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Respondent MAHLE Sistemas de Filtraci6n-de Mexico S.A. de C.V. ("MAHLE Mexico") 

is ~ company organized and existing under the laws pf Mexico, with a principal place of business 

in Monterrey, Mexico. EDIS Doc. ID 666047 at 7. MAHLE Mexico "manufactures, offers for 

sale, and sells certain multi-stage fuel vapor canister systems." Id. 

Respondent MAHLE Filter Systems Canada ULC ("MAHLE Canada") is a company 

/ 
organized and _existing under the laws of Canada, with a principal place of business in Tilbury, 

Canada. EDIS Doc. ID 666047-at 8. MAHLE Canada "manufactures, offers for sale, and sells 

certain multi-stage fuel vapor canister systems." Id. 

Respondent Kuraray Co., Ltd. ("Kuraray Japan") is a corporation organiz~d and existing 

under the laws of Japan with a principal place of business in Tokyo, Japan. EDIS Doc. ID 669652 

at 6. Kur¥ay Japan is a manufacturer of MP AC-1 ("MP AC-1" or "MP AC"), the carbon adsorbent 

at the c_enter of this investigation. RX-0370C at Q/A 127-128; RX-0378C at Q/A 45-46. Kuraray 

Japan also buys MPAC from Nagamine, discussed below. RX-0378C at Q/A 39. 

Respondent Calgon Carbon Corporation is a company organized and existing under the 

laws of Delaware, with a principal place of business in Moon Township, PA. EDIS Doc. ID 

669652 at 6; EDIS Doc. ID 669648 at 6. Calgon is a wholly owned subsidiary of Kuraray. JX-

0226C at 18:7-12. Calgon supplies MPAC-1 to MAHLE. RX-0370C at Q/A 130. 

Respondent Nagamine Manufacturing Co., Ltd. is a company organized and existing under 

the laws of Japan, with a principal place of business in Kagawa-pref., Japan. EDIS Doc. ID 665433 

at 6. Nagamine manufactures MPAC and sells it exclusively to Kuraray. RX-0378C at Q/A 39-

48. 
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C. The Asserted Patent and Claims 

The Asserted Patent relates to apparatuses and methods for providing multiple layers, or 

stages, of adsorbents in automotive evaporative emissions canisters. The following claims are at 

issue in this investigation: 

Infringement Claims Domestic Industry Claims 

1-5, 8, 11, 13, 18, 19, 21, 24, 31, 33, 1-5, 8, 11-14, 16, 18, 19, 21, 24-27, 
36, 38, 43, 45, 48, and 50 29,31,33,36,37,38,39,41,43,45, 

48, 49, 50, 51, and 53 

See CIB at 6, 34-43. 

The 844 patent is entitled, "Method for Reducing Emissions from Evaporative Emissions 

Control Systems." JX-0001 (also cited herein as "844 patent"). The application leading to the 844 

patent was filed on October 21, 2003, and claims priority to a provisional application, 60/335,897, 

filed on November 21, 2001. Id. As indicated in its patent number, the 844 patent is a re-issue of 

U.S. Patent No. 6,540,815, and re-issued on October 25, 2005. Id. 

By way of background, gasoline evaporation from motor vehicle fuel systems "is a major 

potential source of hydrocarbon air pollution." 844 patent at 1:28. Such emissions may occur 

when "a vehicle has been parked and subjected to diurnal temperature changes over a period of 

\ 

several days." Id. at 2:45-46. These temperature changes cause pressure fluctuations in the 

vehicle's fuel tank, which in tum cause gases to flow in and out of the fuel tank vent. Vapor 

emissions arising from this process are known as diurnal breathing loss emissions. See id. at 2:49. 

Diurnal breathing loss emissions can be reduced by "canister systems" placed in the vent 

conduit "that employ activated carbon to adsorb and hold the vapor." 844 patent at 1:33-34. 
I 

Adsorption is the process by which, in this case, gasoline vapor molecules weakly attach 

themselves to the adsorbent material in the canister. The adsorbent material is not limited to 

6 
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. activated carbon, but may consist of various organic and inorganic materials. See id. at 9:5-63. 

Vapor molecules are released, or desorbed, from the adsorbent material when fresh air flows from 

the atmosphere into the canister via the fuel tank vent. · Although desorption occurs on a daily 

cycle in the case of diurnal breathing losses, it may also occur when the vehicle engine is operating. 

This is because the canister system contains a "vacuum purge connection" which pulls air through 

the canister and into the engine air intake, and in the process causes vapor molecules to diffuse 

into the purge air. See id. at 1 :62-63. 
I 

The 844 patent discloses the use of multiple layers, or stages, of adsorbents, with successive 

stages possessing distinct adsorption characteristics. 844 patent at Abstract. In particular: 

On the fuel source-side of the canister, standard high working capacity 
carbons are preferred. On the vent-side, the preferred adsorbent volume 
exhibits a flat or flattened adsorbent isotherm on a volumetric basis in 
addition to certain characteristically desirable adsorptive properties· across 
broad vapor concentrations, specifically relatively low incremental capacity 
at high concentration vapors compared with the fuel source-side adsorbent. 
volume. 

Id. at 3:46-53. Two approaches to achieving such "a flat or flattened adsorbent isotherm on a 

volumetric basis" are taught. Id. at 3:43-64. bne approach comprises "employ[ing] an adsorbent 

with the desired isotherm properties" near the vent, that is, using a vent-side adsorbent material 

having a "relatively low incremental capacity at high concentration vapors compared with the fuel 

source-side adsorbent volume." Id. at 3:46-53, 3:57-58. 

Several key claim terms generally pertain to the other approach: "a filler and/or bed 

voidages as a volumetric diluent." 844 patent at 3:55-56. The 844 patent refers to this approach 

as "volumetric dilution." Id. at 7:7. Volumetric dilution may be accomplished by adding a non­

ad'sorbing filler to the adsorbent material, forming the adsorbent into' a "high voidage shape," or 

using inert spacer particles, foams, _fibers, and screens external to the adsorbent material, among 

other techniques. Id. at 10:6-24. 

7 
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It stands undisputed that complainant Ingevity South Carolina LLC is the owner of the 844 

patent. RIB at 102 (citing 844 patent; CX-0295C at 1 54; CX-0911C at Q/A 12; RX-0382C at 

Q/A 60). 

D. Products at Issue 

l. Domestic Industry Products 

In its explanation of domestic industry, Ingevity has created two classes of products to 
. . . 

which it assigns the moniker "domestic industry" or "DI": (1) "DI Products" which are the carbons 

Ingevity produces and sells, both high and low !AC-types (CIB at xiv, 48-49); and (2) "DI 

Canisters" which are canisters that contain one or more "DI Products" within their compartments 

and which are produced and sold by non-Ingevity entities (id. at xiv, 35-36). The constituents of 

these two classes are summarized below: 

Ingevity's "DI Products" 

BAX 1100, BAX 1 lO0LD, BAX 1500, BAX 1700, BAX LBE, HCA, HCA LBE 

Ingevity's "DI Canisters" 

Futaba l 7300TLC A022M 1; 17300TLA A022M 1; 42035AL0 1 C 

Leehan 31400-F3500; 31400-S2500; 31400-D5500; 31400-D5600; 31400-

S9000; 31400-H9500; 31400-H9600; 31400-M7600; 3QF201797A 

Stant ACO-8355; AAO-8355; ACO-8214; POR-AAO-8214; ACO-7452; 

AAO-6974; AAO-7412; AAO-8378; ASO-4937-1; ASO-4505-1; 

021202506l; AAO-8156 

Kayser 42698919; 42702737; 84493688; 84359221; 84316430; 84407925; 

84413230; 84410850; 52029 779AB; 52029 779AD; 52029 780AD; 

68350 418AA 

8 
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CIB at xiv, 35-36 (citing CX-0909C at Q/A 2072-2077). Within this initial determination, and to 

keep a consistency with lngevity's presentation of the issues, I will use the same identifiers for 

each class of products as Ingevity has; i.e., "DI Products" to refer to Ingevity's carbons, and "DI 

Canisters" to refer to canisters. 

2. Accused Products 

The accused products in this case are canisters manufactured and sold by respondent 
. . 

MAHLE (see CIB at 11-12) and containing, inter a/ia, an MP AC adsorbent manufactured and sold 

by respondents Kuraray and Nagamine (see id. at 31-34). The MAHLE part numbers for the 

accused products are as follows: 72143779, 7214428{:i, 72143181, 72143330, 72142062, 
e 

72142611, 72144043, 72143724, 72144116, 72143254, 721435~6, 72143638, 72144272, 

72143778, 72143303, 72144283, 72144313, 72143123, and F6235-0ll. Id. at 11-12; RIB at x 

(citing CX-0909C at Q/A 78). All of the foregoing are referred to in this initial determination as 

the "Accused Products." 

Further, Ingevity, through its initial post-hearing brief and expert's witness statement, 

identifies a first subset of the Accused Products as manufactured by MAHLE within the United 

States. See generally CIB at xiii; CX-0909C at Q/A 1953. Ingevity identifies a second subset as 

manufactured by MAHLE outside the United States. See generally CIB at xiii; CX-0909C at Q/A 

1955. Although Ingevity has not been entirely consistent in.delineating between the members ·of 

the two groups (CIB at xiii (listing 72143303, 72144283, 72144286, 72·144313, and F6235-

0l l/F6235091 l as domestic, imported, and not within the larger "Accused Domestic Canisters" 

group), CX-0909C at Q/A 1953 (listing licensed product 72142079)); I divine the following -

9 
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classification from the record and will refer to the two groups in this initial determination as the 

"Domestic Accused Products" and "Foreign Accused Products": 

"Domestic Accused Products" 

72143779; 72143181; 72143330; 72142062; 72142611; 72144043; 72143724; 72144116; 

72143254;72143506; 72143638; 72144272; 72143423 

"Foreign Accused Products" 

72144286;72143778; 72143303; 72144283; 72144313;F6235-011 

See generally CIB at xiii, 11-12 (Table A); CX-0909C at Q/A 78 (Table 3), 1953, 1955; RIB at x 

(citing CX-0909C at Q/A 78 (Table 3)); RX-0370C at Q/A 86. 

II. STANDARDS OF LAW 

A. Standing 

Commission Rule 210.12 states in relevant part "[f]or every intellectual property based 

complaint (regardless of the type of intellectual property involved), [the complaint must] include 
I 

a showing that at least one complainant is the owner or exclusive licensee of the subject intellectual 

property." 19 C.F.R. § 210.12(a)(7). In determining whether this rule is met, the Commission 

looks to the standing requirement used by courts in patent infringement cases. Certain Audio 

Processing Hardware, Software, and Products Containing the Same, Inv. No. 337-TA-1026, 

Comm'n Op. at 9 (April 18, 2018) (public version) (citations omitted). 

B. Inventorship 

Inventorship of a patent is presumed to be correct. Hess v. Advanced Cardiovascular Sys., 

Inc., 106 F.3d 976, 980 (Fed. Cir. 1997). The Patent Act provides a basis for invalidating a patent, 

however, if it is shown that the particular inventive entity "did not himself invent the subject matter 
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sought to be patented." 35 U.S.C. § 102(f) (pre-AIA). Accordingly, if nonjoinder of an actual 

inventor is proven, a patent is rendered invalid. Hess, 106 F.3d at 1349 (citations omitted). 

Overcoming the presumption to show nonjoinder requires proof by clear and convincing evidence. 

Eli Lilly & Co. v. Aradigm Corp., 376 F.3d 1352, 1358 (Fed. Cir. 2004). "[A] long line of 

decisions ... holds that a person is a joint inventor only if he contributes to the conception of the 

' 
claimed invention." Id. at 1359 (citing C.R. Bard, Inc. v. M3 Sys., Inc., 157 F.3d 1340, 1352 (Fed. 

Cir. 1998)). Joint inventorship, however, also requires the alleged joint inventor to demonstrate 

"that his labors were conjoined with the efforts of the named inventors." Id. 

C. Claim Construction 

"The construction of claims is simply a way of elaborating the normally terse claim 

language in order to understand and explain, but not to change, the scope of the claims." Embrex, 

Inc. v. Serv. Eng'g Corp., 216 F.3d 1343, 1347 (Fed. Cir. 2000). Although most of the disputed 

claim terms were construed in an earlier order, some of the issues presented below are only 

resolvable with additional claim construction. (See Order No. 15.) 

Claim construction focuses on the intrinsic evidence, which consists of the claims 

themselves, the specification, and the prosecution history. See Phillips v. AWH Corp., 415 F.3d 

1303, 1314 (Fed. Cir. 2005) (en bane); see also Markman v. Westview Instr., Inc., 52 F.3d 967, 

979 (Fed. Cir. 1995) (en bane). As the Federal Circuit in Phillips explained, courts must analyze 

each of these components to determine the "ordinary and customary meaning of a claim term" as 

understood by a person of ordinary skill in art at the time of the invention. 415 F.3d at 1313. 

"Such intrinsic evidence is the most significant source of the legally operative meaning of disputed 

claim language." Bell At!. Network Servs., Inc. v. Covad Commc'ns Grp., Inc., 262 F.3d 1258, 

1267 (Fed. Cir. 2001). 

11 
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"It is a 'bedrock principle' of patent law that 'the claims of a patent define the invention to 

which the patentee is entitled the right to exclude."' Phillips, 415 F.3d at 1312 (quoting 

Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc., 381 F.3d 1111, 1115 (Fed. Cir. 

2004)). "Quite apart from the written d,escription and the prosecution history, the claims 

themselves provide substantial guidance as to the meaning of particular claims terms." Id. at 1314; 

see Interactive Gift Express, Inc. v. Compuserve Inc., 256 F.3d 1323, 1331 (Fed. Cir. 2001) ("In 

construing claims, the analytical focus must begin and remain centered on the language of the 

claims themselves, for it is that language that the patentee chose to use to 'particularly point [ ] out 

and distinctly claim [ ] the subject matter which the patentee regards as his invention."). The 

context in which a term is used in an asserted claim can be "highly instructive." Phillips, 415 F.3d 

at 1314. Additionally, other claims in the same patent, asserted or unasserted, may also provide 

guidance as to the meaning of a claim term; Id. "Courts do not rewrite claims; instead, we give 

effect to the terms chosen by the patentee.': K-2 Corp. v. Salomon S.A., 191 F.3d 1356, 1364 (Fed. 

Cir. 1999). 

"[T]he specification 'is always highly relevant to the claim construction analysis. Usually 

it is dispositive; it is the single best guide to the meaning of a disputed term."' Phillips, 415 F.3d 

at 1315 (quoting Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996)). 

"[T]he specification may reveal a special definition given to a claim term by the patentee that 

differs from the meaning it would otherwise possess. In such cases, the inventor's lexicography 

governs." Id. at 1316. "In other cases, the ·specification may reveal an intentional disclaimer, or 

. disavowal, of claim scope by the inventor." Id. As a general rule, however, the particular examples 

or embodiments discussed in the specification are not to be read into the claims as limitations. Id. 

at 1323. In the end, "[t]he construction that stays true to the claim language and most naturally 

- 12 

Case: 20-1800      Document: 56-1     Page: 28     Filed: 12/14/2020



Appx22

aligns with the patent's description of the invention will be ... the correct construction." Id. at 1316 

(quoting Renishaw PLC v. Marposs Societa'per Azioni, 158 F.3d 1243, 1250 (Fed. Cir. 1998)). 

In addition to the claims and the specification, the prosecution history should be examined, 

ifin evidence. Id. at 1317; see Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898,913 (Fed. Cir. 

2004). The prosecution history can "often inform the meaning of the claim language by 

' . 
demonstrating how the inventor understood the invention and whether the inventor limited the 

invention in the course of prosecution, making the claim scope narrower than it would otherwise 

be." Phillips, 415 F.3d at 1317; see Chimie v. PPG Indus. Inc., 402 F.3d 1371, 1384 (Fed. Cir. 

2005) ("The purpose of consulting the prosecution history i_n construing a claim is to exclude any 

interpretation that was disclaimed during prosecution."). 

When the intrinsic evidence does not establish the meanin& of a claim, then extrinsic 

evidence (i.e., all evidence external to the pateill.t and the· prosecution history, including 

dictionaries, inventor testimony, expert testimony, and learned treatises) may be considered. 

Phillips, 415 F.3d at 1317. Extrinsic evidence is generally viewed as less reliable than the patent 

itself and its prosecution history in determining how to define claim terms. Id. "The court may 

receive extrinsic evidence to educate itself apout the invention and the relevant technology, but the 

court may not use extrinsic evidence to arrive at a cl~im construction that is clearly at odds with 

the construction mandated by the intrinsic evidence." Elkay Mfg. Co. v. Ebco Mfg. Co. , 192 F.3d 

973, 977 (Fed. Cir. 1999). 

The construction of a claim term its generally guided by its ordinary meaning. However, 

courts may deviate from the ordinary meaning when: ( 1) "the intrinsic evidence shows that the 

patentee di~tinguished that term from prior art on the basis of a particular embodiment, expressly 

disclaimed subject matter, or described a particular embodiment as important to the invention;" or 

13 

Case: 20-1800      Document: 56-1     Page: 29     Filed: 12/14/2020



Appx23

(2) "the patentee acted as his own lexicographer and clearly set forth a definition of the disputed 

claim term in either the specification or prosecution history." Edwards Lifesciences LLC v. Cook 

Inc., 582 F.3d 1322, 1329 (Fed. Cir. 2009); see GE Lighting Sols., LLC v. AgiLight, Inc., 750 F.3d 

1304, 1309 (Fed. Cir. 2014) ("the specification and prosecution history only compel departure 

from the plain meaning in two instances: lexicography and disavowal."); Omega Eng 'g, Inc, v. 

Raytek Corp., 334 F.3d 1314, 1324 (Fed. Cir. 2003) ("[W]here the patentee has unequivocally 

disavowed a certain meaning to obtain his patent, the doctrine of prosecution disclaimer attaches 

and narrows the ordinary meaning of the claim congruent with the scope of the surrender."); Rheox, 

Inc. v. Entact, Inc., 276 F.3d 1319, 1325 (Fed. Cir. 2002) ("The prosecution history limits the 

interpretation of claim terms so as to exclude any interpretation that was disclaimed during 

prosecution."). Nevertheless, there is a "heavy presumption that a claim term carries its ordinary 

and customary meaning." CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir. 

2002) ( citations omitted). The standard for deviating from the plain and ordinary meaning is 

"exacting" and requires "a clear and unmistakable disclaimer." Thorner v. Sony Computer Entm 't 

Am. LLC, 669 F.3d 1362, 1366-67 (Fed. Cir. 2012); see Epistar Corp. v. Int'/ Trade Comm 'n, 566 

F.3d 1321, 1334 (Fed. Cir. 2009) (requiring "expressions of manifest exclusion or restriction, 

representing a clear disavowal of claim scope" to deviate from the ordinary meaning) ( citation 

omitted). 

The introductory language to a claim, known as its preamble, may or may not be treated as 

a limitation of the claim. It does so when it "recites essential structure or steps, or is 'necessary to 

give life, meaning, and vitality to the claim."' Acceleration Bay, LLC v. Activision Blizzard Inc., 

908 F.3d 765, 770 (Fed. Cir. 2018) (citing Catalina Mktg. Int'/, Inc. v. Coo/savings.com, Inc., 289 

F.3d 801, 808 (Fed. Cir. 2002)). It does not become a limitation when, for example, it "merely 

14 

Case: 20-1800      Document: 56-1     Page: 30     Filed: 12/14/2020



Appx24

describe[ s] intended uses for what is otherwise a structurally complete invention [and] do not 

impart any structure into or serve as antecedents for the claims at issue." Id. at 771. 

One technique patent drafters employ is to use a claim's preamble to recite those elements 

of the invention that were known or in the prior art, and then discuss the allegedly inventive 

elements in the body of the claim, in order to better distinguish those inventive aspects. This is 

known as a Jepson claim. See Epcon Gas Sys., Inc. v. Bauer Compressors, Inc., 279 F.3d 1022, 

1029 (Fed. Cir. 2002). Use of the Jepson claim "evidences the intention 'to use the preamble to 

define, in part, the structural elements of [the] claimed invention.'" Id. ( citing Rowe v. Dror, 112 

F.3d 473,479 (Fed. Cir. 1997)). "Thus, the preamble is a limitation in a Jepson-type claim." Id.; 

see Howmedica Osteonics Corp. v. Wright Medical Tech., Inc., 540 F.3d 1337, 1344-45 (Fed. Cir. 

2008) (holding the Jepson format preamble "is a separate limitation from the geometric 

requirements appearing the body of the claim"). 

D. Infringement 

"An infringement analysis entails two steps. The first step is determining the meaning and 

scope of the patent claims asserted to be infringed. The second step is comparing the properly 

construed claims to the device accused of infringing." Markman, 52 F.3d at 976. 

A patentee may prove infringement either literally or under the doctrine of equivalents. 

Infringement of either sort must be proven by a preponderance of the evidence. SmithKline 

Diagnostics, Inc. v. Helena Labs. Corp., 859 F.2d 878, 889 (Fed. Cir. 1988). A preponderance of 

the evidence standard "requires proving that infringement was more likely than not to have 

occurred." Warner-Lambert Co. v. Teva Pharm. USA, Inc., 418 F.3d 1326, 1341 n.15 (Fed. Cir. 

2005). 
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V 

Literal infringement, a form of direct infringement, is a question of fact. Finisar Corp. v. 

DirecTV Group, Inc., 523 F.3d 1323, 1332 (Fed. Cir. 2008). "To establish literal infringement, 

every limitation set forth in a claim must be found in an accused product, exactly." Microsoft 

Corp. v. GeoTag, Inc., 817 F.3d 1305, 1313 (Fed. Cir. 2016) (quoting Southwall Techs., Inc. v. 

Cardinal JG Co., 54 F.3d 1570, 1575 (Fed. Cir. 1995). If any claim limitation is absent, there is 

no literal infringement of that claim as a matter oflaw. Bayer AG v. Elan Pharm. Research Corp., 

212 F.3d 1241, 1247 (Fed. Cir. 2000). 

Doctrine of equivalents is also a form of direct infringement. One rubric for evaluating if 

a claimed feature is not literally, but nonetheless equivalentto, a claimed feature is known as the 

function-way-result test. Under this test, the accused feature is equivalent to the claim limitation 

when "it performs substantially the same function in substantially the same way to obtain the same 

result." Duncan Parking Techs., Inc. v. JPS Grp., Inc., 914 F.3d 1347, 1362 (Fed. Cir. 2019) 

(quoting Graver Tank & Mfg. Co. v. Linde Air Prods. Co., 339 U.S. 605, 608 (1950)). Another 

test is known as in the insubstantial differences test, where "[ a ]n element in the accused device is 
, 

equivalent to a claim limitation if the onl¥ differences between the two are insubstantial." Voda 

v. Gordia Corp., 536F.3d1311, 1139 (Fed. Cir. 2008). The Supreme Court has further instructed, 

"the proper time for evaluating equivalency ... is at the time of infringement, not at the time the 

patent was issued." Warner-Jenkinson Co., Inc. v. Hilton Davis Chem. Co., 520 U.S. 17, 37 

(1997). 

In addition to direct infringement, Section 271 of the Patent Act also defines two categories 

of indirect infringement, active inducement of infringement and contributory infringement. 35 

U.S.C. § 271. For indirect infringement violations under Section 337, the direct infringement 

element may occur after importation, so long as all the other elements of in.direct infringement are 
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met at the time of importation. See Certain Vision-Based Driver Assistance System Cameras and 

Components Thereof, Inv. No. 337-TA-907, Comm'n Op. at 19 (Dec. 1, 2015) (citing Suprema, 

Inc. v. Int'/ Trade Comm 'n, 796 F.3d 1338, 1348 (Fed. Cir. 2015)). It is well settled that "[a]bsent 

direct infringement of the patent claims,. there can be neither contributory infringement .. . nor 

inducement of infringement." Met- Coil. Sys. Corp. v. Korners Unltd., Inc., 803 F.2d 684, 687 

(Fed.Cir.1986) ( citations omitted). 

As to the first category, Section 27 l(b) of the Patent Act prohibits inducement: "[w]hoever 

actively induces infringement of a patent shall be liable as an infringer." 35 U.S.C. § 271(b). See 

DSU Med. Corp. v. JMS Co. , 471 F.3d 1293, 1305 (Fed. Cir. 2006) (en bane) ("To establish 

liability under section 271(b), a patent holder must prove that once the defendants knew of the 

patent, they actively and knowingly aided and abetted another's direct infringement.") (citations 

omitted). "The mere knowledge of possible infringement by others does not amount to 

inducement; specific intent and action to induce infringement must be proven." Id. ( citations 

omitted). A defendant's belief regarding patent validity is not a defense to a claim of induced 

infringement. Commi/ USA, LLC v. Cisco Sys., Inc., 135 S. Ct. 1920 (2015). Similarly, a 

defendant's willful blindness on the question of infringement will satisfy the knowledge 

requirement. Global-Tech Appliances, Inc. v. SEB S.A. , 563 U.S. 754, 765, 768-771 (2011). 

As to the second category, Section 27l(c) of the Patent Act prohibits contributory 

infringement. See 35 U.S.C. § 271(c). "Under 35_ U.S.C. § 271(c), a party who sells a component 

with knowledge that the component is especially designed for use in a patented invention, and is 

not a staple article of commerce suitable for substantial noninfringing use, is liable as a 

contributory infringer." Wordtech Sys., Inc. v. Integrated Networks Solutions, Inc., 609 F.3d 1308, 

1316 (Fed. Cir. 2010). Contributory infringement is premised upon a finding that: ( 1) the entity 
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sells, offers to sell, or imports into the United States a component of a product; (2) the component 

has no substantial non-infringing use; (3}the component constitutes a material part of the claimed 

invention; ( 4) the entity was aware of the patent and knew that the product may be covered by a 

claim of the patent; and ( 5) the use of the component in the product directly infringes the claim. 

See Certain Gaming & Entm't Consoles, Related Software, & Components Thereof, Inv. No. 337-

TA-752, Final lnitial Remand Determination at 8 (Mar. 22, 2013). As with inducement, willful 

blindness on the question of infringement will satisfy the knowledge requirement. Global-Tech, 

563 U.S. at 765, 768-771. 

E. Domestic Industry 

In an investigation based on a claim of patent infringement, Section 337 requires that an 

industry in the United States, relating to the articles protected by the patent, exist or be in the 

process of being established. 19 U.S.C. § 1337(a)(2). Under Commission precedent, the domestic 

industry requirement has been divided into (i) a "technical prong" " (which requires articles 

covered by the asserted patent) and (ii) an "economic prong" (which requires certain levels of 

activity with respect to the protected articles or patent itself). See Certain Video Game Systems 

and Controllers, Inv. No. 337-TA-743, Comm'n Op. at 6-7 (April 14, 2011) ("Video Game 

Systems"). 

1. Technical Prong 

The technical prong of the domestic industry requirement is satisfied when the complainant 

in a patent-based section 337 investigation establishes that it is practicing or exploiting the patents 

at issue. See 19 U.S.C. §§ 1337 (a)(2), (3); Certain Microsphere Adhesives, Process for Making 

Same and Prods. Contajning Same, Including Self-Stick Repositionable Notes, Inv. No. 337-TA-

366, Comm'n Op. at 8 (U.S.I.T.C. Jan. 16, 1996). "In order to satisfy the technical prong of the 

domestic industry requirement, it is sufficient to show that the domestic industry practices any 
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claim of that patent, not necessarily an asserted claim of that patent." Certain Ammonium 

Octamolybdate Isomers, Inv. No. 337-TA-477, Comm'n Op. at 55 (U.S.I.T.C. Aug. 28, 2003). 

Historically, the Commission permits the complainant's products, and those of its licensees, to be 

considered for technical prong purposes. See Certain Magnetic Tape Cartridges and Components 

/ Thereof, Inv. No. 337-TA-1058, Comm'n Op. at 28-29 (April 9, 2019) (public version). 

The test for claim coverage for the purposes of the technical prong of the domestic industry 

requirement is the same as that for infringement. See Certain Doxorubicin and Preparations 

Containing Same, Inv. No. 337-TA-300, Initial Determination at 109 (U.S.I.T.C. May 21, 1990), 

ajf'd, Views of the Commission at 22 (U.S.I.T.C. Oct. 31, 1990);Alloc, Inc. v. Int'/ Trade Comm 'n, 

342 F.3d 1361, 1375 (Fed. Cir. 2003). "First, the claims of the patent are construed. Second, the 

complainant's article or process is examined to determine whether it falls within the scope of the 

claims." Certain Doxorubicin and Preparations Containing Same, Inv. No. 337-TA-300, Initial 

Determination at 109. As with infringement, the technical prong of the domestic industry can be 

satisfied either literally or under the doctrine of equivalents. Certain Dynamic Sequential Gradient 

Devices and Component Parts Thereof, Inv. No. 337-TA-335, ID at 44, Pub. No. 2575 (U.S.I.T.C. 

May 15, 1992). In short, the patentee must establish by a preponderance of the evidence that the 

domestic product practices one or more claims of the patent. 

2. Economic Prong 

The "economic prong" of the domestic industry requirement is satisfied when there exists 

in the United States, in connection with products practicing at least one claim of the patent at issue: 

(A) significant investment in plant and equipment; (B) significant employment oflabor or capital; 

or (C) substantial investment in its exploitation, including engineering, research and development, 

and licensing. 19 U.S.C. § 1337(a)(3). Establishment of the "economic prong" is not dependent 

on any "minimum monetary expenditure" and there is no need for complainant "to define the 
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industry itself in absolute mathematical terms." Certain Stringed Musical Instruments and 

Components Thereof, Inv. No. 337-TA-586, Comm'n Op. at 25-26 (May 16, 2008) ("Stringed 

Instruments"). However, a complainant must substantiate the significance of its activities with 

respect to the articles protected by the patent. Certain Printing and Imaging · Devices and 

Components Thereof, Inv. No. 337-TA-690, Comm'n Op. at 30 (Feb. 17, 2011) ("Imaging 

Devices"). Further, a complainant can show that its activities are significant by showing how those 

activities are important to the articles protected by the patent in the context of the company's 

operations, the marketplace, or the industry in question. Id. at 27-28. That significance, however, 

must be shown in a quantitative context. Lelo Inc. v. Int' I Trade Comm 'n, 786 F .3d 879, 886 (Fed. 

Cir. 2015). The Federal Circuit noted that when the ITC first addressed this requirement, it found 

the word "'significant' denoted 'an assessment of the relative importance of the domestic 

activities."' Id. at 883-4 (internal citation omitted) (emphasis added). In general, "[t]he purpose 

of the domestic industry requirement is to prevent the ITC from becoming a forum for resolving 

disputes brought by foreign complainants whose only connection with the United States is 

ownership of a U.S. patent." Certain Battery-Powered Ride-On Toy Vehicles, Inv. No. 337-TA-

314, USITC Pub. No. 2420, Initial Determination at 21 (Aug. 1991). 

The Commission "has long recognized that the 'its' in the phrase 'investment in its 

exploitation' in subparagraph (C) refers to the asserted patent or other intellectual-property right 

being asserted. That conclusion is supported by the clear text of the statute." Certain Integrated 

Circuit Chips and Products Containing the Same, Inv. No. 337-TA-859, Comm'n Op. at 36 (Aug. 

11, 2014) ("Integrated Circuit Chips"). This connection between the investment and the patent is 

known as the "nexus" requirement. Id. at 38. "To the extent that the patented technology arises 

from endeavors in the United States, such a nexus would ordinarily exist." Id. at 39. 
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'"Exploitation' is a generally broad term that encompasses activities such as efforts to improve, 

develop, or otherwise take advantage of the asserted patent." Id. Similarly, investments in plant 

and equipment, labor, and capital that may fairly be considered investments in research and 

development are eligible for consideration under subsections (A) and (B), in addition to subsection 

(C). See Certain Solid State Storage Drives, Stacked Electronics Components, and Products 

·Containing Same, Inv. No. 337-TA-1097, Comm'n Op. at 14 (June 29,2018) ("Solid State Storage 

Drives"). 

F. Invalidity 

1. 35 u.s.c. § 102 

Pursuant to 35 U.S.C. § 102, a patent claim is invalid as anticipated if: 

(a) the invention was known or used by others in this country, or patented 
or described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant; 

(b) the invention was patented or described in a printed publication in this 
or a foreign country or in public use or on sale in this country, more than 
one year prior to the date of the application for patent in the United States; 

( e) the invention was described in (1) an application for patent, published 
under section 122(b)', by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an application 
for patent by another filed in the United States before the invention by the 
applicant for patent;" 

(g)(2) before such person's invention thereof, the invention was made in 
this country by another inventor who had not abandoned, suppressed, or 
concealed it. 

35 U.S.C. § 102 (pre-AIA). "A patent is invalid for anticipation if a single prior art reference 

discloses each and every limitation of the claimed invention. Moreover, a prior art reference may 

anticipate without disclosing a feature of the claimed invention if that missing characteristic is 

necessarily present, or inherent, in the single anticipating reference." Schering Corp. v. Geneva 
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Pharm., Inc., 339 F.3d 1373, 1377 (Fed. Cir. 2003) (citations omitted); see Santarus, Inc. v. Par 

Pharm., Inc., 694 F.3d 1344, 1354 (Fed. Cir. 2012). 

2. 35 u.s.c. § 103 

Section 103 of the Patent Act states: 

A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negated by 
the manner in which the invention was made. 

35 U.S.C. § 103(a) (pre-AIA). "Obviousness is a question of law based on underlying questions 

of fact." Scanner Techs. Corp. v. /COS Vision Sys. Corp. NV, 528 F.3d 1365, 1379 (Fed. Cir. 

2008). The underlying factual determinations include: "(1) the scope and content of the prior art, 

(2) the level of ordinary skill in the art, (3) the differences between the claimed invention and the 

prior art, and (4) objective indicia of non-obviousness." Id. (citing Graham v. John Deere Co. of 

Kansas City, 383 U.S. 1, 17-18 (1966)). These factual determinations are often referred to as the 

"Graham factors." 

The critical inquiry in determining the differences between the claimed invention and the 

prior art is whether there is a reason to combine the prior art references. KSR Int 'I Co. v. Teleflex 

Inc., 550 U.S. 398, 418-21 (2007). In KSR, the Supreme Court rejected the Federal Circuit's rigid 

application of the teaching-suggestion-motivation test. While the Court stated that "it can be 

important to identify a reason that would have prompted a person of ordinary skill in the relevant 

field to combine the elements in the way the claimed new invention does," it described a more 

flexible analysis: 

Often, it will be necessary for a court to look to interrelated teachings of 
multiple patents; the effects of demands known to the design community or 
present in the marketplace; and the background knowledge possessed by a 
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person having ordinary skill in tb.e art, all in order to determine whether 
there was an apparent reason to combine the known elements in the fashion 
claimed by the patent at issue .... As our precedents make clear, however, 
the analysis need not seek out precise teachings directed to the specific 
subject matter of the challenged claim, for a court can take account of the 
inferences and creative steps that a person of ordinary skill in the art would 
employ. 

Id. at 418. Since KSR, the Federal Circuit has announced that, where a patent challenger contends 

that a patent is invalid for obviousness based on a combination of prior art references, "the burden , 

falls on the patent challenger to show by clear and convincing evidence that a person of ordinary 

skill in the art would have had reason to attempt to make the composition or device ... and would 

have had a reasonable expectation of success in doing so." PharmaStem Therapeutics, Inc. v. 

ViaCe/1, Inc., 491 F.3d 1342, 1360 (Fed. Cir. 2007); see KSR, 550 U.S. at 399 ("The proper 

question was whether a pedal designer of ordinary skill in the art, facing the wide range of needs 

created by developments in the field, would have seen an obvious benefit to upgrading Asano with 

a sensor."). 

In addition to demonstrating that a reason exists to combine prior art references, the 

challenger must demonstrate that the combination of prior art references discloses all of the 

limitations of the claims. Hearing Components, Inc. v. Shure Inc., 600 F.3d 1357, 1373-4 (Fed. 

Cir. 2010) (abrogated on other grounds by Nautilus, Inc. v. Biosig Instruments, Inc., 134 S.Ct. 

2120 (2014)) (upholding finding of non-obviousness based on the fact that there was substantial 

evidence that the asserted combination of references failed to disclose a claim limitation); Velander 

v. Garner, 348 F.3d 1359, 1363 (Fed. Cir. 2003) (explaining that a requirement for a finding of 

obviousness is that "all the elements of an invention are found in a combination of prior art 

references"). 

"A reference qualifies as prior art for a determination under § 103 when it is analogous to 

the claimed invention." Innovention Toys, LLCv. MGA Entm't, Inc., 637 F.3d 1314, 1321 (Fed. 
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Cir. 2011) (citing In re Clay, 966 F.2d 656, 658 (Fed. Cir. 1992)). "Two separate tests define the 

scope of analogous prior art: ( 1) whether the art is from the same field of endeavor, regardless of 

the problem addressed and, (2) if the reference is not within the field of the inventor's endeavor, 

whether the reference still is reasonably pertinent to the particular problem with which the inventor 

is involved." In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004) (citing In re Deminski, 796 F.2d 
\ 

436, 442 (Fed. Cir. 1986)). One way of evaluating whether a reference is reasonably pertinent is 

to consider if, "logically [it] would have commended itself to an inventor's attention in considering 

his problem." K-TEC, Inc. v. Vita-Mix Corp., 696 F.3d 1364, 1375 (Fed. Cir. 2012) (citing 

lnnovention, 637 F.3d at 1321)). The requirement for prior art to be analogous is "meant to defend 

against hindsight." In re Khan, 441 F.3d 977, 986-987 (Fed. Cir. 2006). 

An obviousness determination should also include a consideration of "secondary 

considerations" such as "commercial success, long felt but unsolved needs, failure of others, etc., 

might be utilized to give light to the circumstances surrounding the origin of the subject matter 

sought to be patented." Graham, 338 U.S. at 17-18. "For [such) objective evidence to be accorded 

substantial weight, its proponent must establish a nexus between the evidence and the merits of 

the claimed invention." In re GPAC Inc., 57 F.3d 1573, 1580 (Fed. Cir. 1995); see Merck & Cie 

v. Gnosis S.P.A., 808 F.3d 829, 837 (Fed. Cir. 2015). "Where the offered secondary consideration 

actually results from something other than what is both claimed and novel in the claim, there is no 

nexus to the merits of the claimed invention." In re Huai-Hung Kao, 639 F.3d 1057, 1068 (Fed. 

Cir. 2011). 

3. 35 u.s.c. § 112 

Pursuant t~ 35 U.S.C. § 112, a patent claim is invalid for lack of written description if the 

patent's specification fails to "reasonably convey[] to those skilled in the art that_ the inventor had 

possession of the claimed subject matter as of the filing date." Ariad Pharm., Inc. v. Eli Lilly & 
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Co., 598 F.3d 1336, 1351 (Fed. Cir. 2010) (en bane). "[T]he test requires an objective inquiry into 

the four comers of the specification from the perspective of a person of ordinary skilled in the art," 

id., and "the level of detail required to satisfy the written description requirement varies depending 

on the nature and scope of the claims and on the complexity and predictability of the relevant 

technology," id. (citing Capon v. Eshar, 418 F.3d 1349, 1357-58 (Fed. Cir. 2005)). 

Additionally, under 35 U.S.C. § 112, a patent claim is invalid for indefiniteness if "its 

claims, read in light of the specification delineating the patent, and the prosecution history, fail to 

inform, with reasonable certainty, those skilled in the art about the scope of the invention." 

Nautilus, Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2124 (2014). Indefiniteness can result 

from a single claim covering both an apparatus and a method of use of that apparatus, as "a 

manufacturer or seller of the claimed apparatus would not know from the claim whether it might 

also be liable for contributory infringement because a buyer or user of the apparatus later performs 

the claimed method using the apparatus." IPXL Holdings v. Amazon.com, 430 F.3d 1377, 1384 

(Fed. Cir. 2005); see UltimatePointer, L.L.C. v. Nintendo Co., 816 F.3d 816, 826 (Fed. Cir. 2016) 

(holding these types of claims may make it ''unclear whether infringement ... occurs when one 

creates an infringing system, or whether infringement occurs when the user actually uses the 

system in an infringing manner") ( citation omitted). "[ A ]pparatus claims are not necessarily 

indefinite for using functional language," however, as in, for example, means-plus-function 

formatted claims. MasterMine Software, Inc. v. Microsoft Corp., 874 F.3d 1307, 1313 (Fed. Cir. 

2017) (citing Microprocessor Enhancement Corp. v. Tex. Instruments Inc., 520 F.3d 1367, 1375 

(Fed. Cir. 2008)). Another example may be when the claim merely recites "that the system 

'possesses the recited structure which is capable of performing the recited functions."' Id. at 1315-

16 (quoting Microprocessor Enhancement, 520 F.3d at 1375). Overall, "the written description is 
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key to determining whether a term of degree is indefinite." Guangdong Alison Hi-Tech Co. v. Int'/ 

Trade Comm 'n, 936 F.3d 1353, 1361 (Fed. Cir. 2019) (citing Sonix Tech. Co. v. Publ'ns Int'!, Ltd., 

844 F.3d 1370, 1378 (Fed. Cir. 2017)) (emphasis in original). 

Further, under 35 U.S.C. § 112, a patent specification must contain a description "of the 

manner and process of making and using" the invention. 35 U.S.C. § 112. This is referred to as 

the enablement requirement, and a patent claim is sufficiently enabled only when the specification 

teaches "those skilled in the art how to make and use the full scope of the claimed invention without 

undue experimentation." Genentech, Inc. v. Novo Nordisk, AIS, 108 F.3d 1361, 1365 (Fed. Cir. 

1997). To determine whether the specification leaves a person of ordinary skill to perform undue 

experimentation, the Federal Circuit has identified the following factors to consider: (1) the 

quantity of experimentation necessary; (2) the amount of direction or guidance presented; (3) the 

presence or absence of working examples; (4) the nature of the invention; (5) the state of the prior 

art; ( 6) the relative skill of those in the art; (7) the predictability or unpredictability of the art; and 

(8) the breadth of the claims. In re Wands, 585 F.2d 731, 737 (Fed. Cir. 1988)/ "[I]t is not 

necessary that a court review all the Wands factors to find a disclosure enabling. They are 

illustrative, not mandatory." Amgen, Inc. v. Chugai Pharm. Co., Ltd., 927 F.2d 1200, 1213 (Fed. 

Cir. 1991). 

G. Patent Misuse 

A "basic rule of patent misuse [is] that the patentee may exploit his patent but may not 'use 

it to acquire a monopoly not embraced in the patent."' Princo Corp." v. Int 'I Trade Comm 'n, 616 

F.3d 1318, 1327 (Fed. Cir. 2010) (quoting Transparent-Wrap Mach. Corp. v. Stokes & Smith Co., 

329 U.S. 637, 643 (1947)). "[E]xpress conditions accompanying the sale or license of a patented 

product, such as field of use limitations, are generally upheld" yet "[ w ]hen those contractual 
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conditions violate public policy, however, as in the case of price-fixing conditions and tying 

restraints, the underlying patents become unenforceable, and the patentee loses its right to sue for 

infringement or breach of contract." Princo, 616 F.3d at 1328. Congress has specified, however, 

certain acts which do not constitute patent misuse within 35 U.S.C. § 27l(d): 

(d) No patent. owner otherwise entitled to relief for infringement or 
contributory infringement of a patent shall be denied relief or deemed guilty 
of misuse or illegal extension of the patent right by reason of his having 
done one or more of the following: ( 1) derived revenue from acts which if 
performed by another without his consent would constitute contributory 
infringement of the patent; (2) licensed or authorized another to perform 
acts which if perfo[!Tied without his consent would constitute contributory 
infringement of the patent; (3) sought to enforce his patent rights against 
infringement or contributory infringement; ( 4) refused to license or use any 
rights to the patent; or (5) conditioned the license of any rights to the patent 
or the sale of the patented product on the acquisition of a license to rights in 
another patent or purchase of a separate product, unless, in view of the 
circumstances, the patent owner has market power in the relevant market 
for the patent or patented product on which the license or sale is 
conditioned. 

35 U.S.C. § 271(d). With respect to subsections (1}--{3), the Supreme Court has explained these 

reflect a "grant[] to patent holders a statutory right to control nonstaple goods that are capable only 

of infringing use in a patented invention, and that are essential to that invention's advance over 

prior art." Dawson Chem. Co. v. Rohm & Haas Co., 448 U.S. 176,213 (1980) ("Rohm & Haas"). 

With respect to subsection (5), the Supreme Court has explained "[i]n all cases involving 

a tying arrangement, the plaintiff must prove that the defendant has market power_ in the tying 

product" and "a patent does not necessarily confer market power upon the patentee." Ill. Tool 

Works Inc. v. lndep. Ink, Inc., 547 U.S. 28, 46 (2006). That "market power" is, generally, "when 

the seller has some special ability- usually called 'market power'-to force a purchaser_ to do 

something that he would not do in a competitive market." Jefferson Par. Hosp. Dist. No. 2 v. 

Hyde, 466 U.S. 2, 13-14 (1984), abrogated by, Ill. Tool Works Inc. v. lndep. Ink, Inc., 547 U.S. 

28 (2006). For example, "[ w ]hen the seller's share of the market is high ... or when the seller 

27 

Case: 20-1800      Document: 56-1     Page: 43     Filed: 12/14/2020



Appx37

offers a unique product that competitors are not able to offer, . . . the Court has held that the 

likelihood that market power exists and is being used to restrain competition in a separate market 

is sufficient to make per se condemnation appropriate." Jefferson Par., 466 U.S. at 17 (citations 

omitted). 

H. Patent Exhaustion 

"The longstanding doctrine of patent exhaustion provides that the initial authorized sale of 

a patented item terminates all patent rights to that item." Quanta Computer, Inc. v. LG Elecs., Inc., 

553 U.S. 617, 625 (2008). Thus, "[w]hen a patent holder authorizes the sale of a product that 

embodies a patent's inventive elements, he forfeits the right to exact royalties at subsequent points. 

along the product's distribution chain." High Point SARL v. T-Mobile USA, Inc., 640 F. App'x 

917, 929 (Fed. Cir. 2016). 

I. Inventorship 

"A patent is invalid if more or less than the true inventors are named." Trovan, Ltd. v. 

Sokymat SA, lrori, 299 F.3d 1292, 1301 (Fed. Cir. 2002). The standard for showing this form of 

invalidity, like others, is clear and convincing evidence. Hess v. Adv. Cardiovascular Sys., Inc., 

106 F.3d 976, 980 (Fed. Cir. 1997); Pannu v. Jo/ab Corp., 155 F.3d 1344, 1350 (Fed. Cir. 1998). 

That evidence must overcome the presumption that the inventors are correct. See Canon Computer 

Sys., Inc. v. Nu-Kate Int'/, Inc., 134 F.3d 1085, 1088 (Fed. Cir. 1998). "[A] person will not be a 

co-inventor if he or she does no more than explain to the real inventors concepts that are well 

known in the current state of the art." Caterpillar Inc. v. Sturman Indus., Inc., 387 F.3d 1358, 

1377 (Fed. Cir. 2004) (citing Fina Oil & Chem. Co. v. Ewen, 123 F.3d 1466, 1473 (Fed. Cir. 

1997) ). Yet, the Federal circuit h_as held: 

All that is required of a joint inventor is that he or she ( 1) contribute in some 
significant manner to the conception or reduction to practice of the 
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invention, (2) make a contribution to the claimed invention that is not 
insignificant in quality, when that contribution is measured against the 
dimension of the full inven\ion, and (3) do more than merely explain to the 
real inventors well-known concepts and/or the current state of the art. See 
Fina Oil & Chem. Co. v. Ewen, 123 F.3d 1466, 1473, 43 U.S.P.Q.2d 1935, 
1941 (Fed. Cir. 1997); see also Ethicon, Inc. v. United States Surgical Corp., 
135 F.3d 1456, 1460, 45 U.S.P.Q.2d 1545, 1548 (Fed. Cir. 1998). 

Pannu, 155 F.3d at 1351. "[A] co-inventor need not make a contribution to every claim of a 

patent .... A contribution to one claim is enough." Ethicon, Inc. v. U.S. Surgical Cc:rp., 135 F.3d 

1456, 1460 (Fed. Cir. 1998). 

III. JURISDICTION AND IMPORTATION 

In its initial post-hearing brief, in a section entitled "In Rem Jurisdiction," Ingevity states: 

Respondents did not challenge personal jurisdiction or due process in their 
pre-trial brief and only challenged In Rem Jurisdiction as to Nagamine. The 
record here establishes that Nagamine sells MP AC for importation. JX-
0242C (Nagamine) at 74:1-21; Tr. (Hitomi) at 813:7-12; CX-0909C 
(Rockstraw) at QI A 2017. 

CIB at 3. Although there is no mention of MAHLE or Kuraray here, Ingevity elsewhere provides 

descriptions of importation by all three Respondents: 

• Respondent MAHLE -

o sells a group of canisters Ingevity refers to as the "Domestically Manufactured 

Canisters" "to auto OEMs in the United States .... In doing so, MAHLE NA sells 

an article that infringes after importation." CIB at 30 (citing CX-0909C at Q/A 

1953-1954, 2024-2027). 

o imports a group of cctnisters Ingevity refers to as the "Accused Imported Canisters" 

"for testing, replacement parts, and prototypes of other products." . CIB at 122-123 

(citing JX-0230C at 42:8-16, 42: 18-43:1, 43:3-44:22, 44:24-45:4, 45:6-46: 1, 46:3-

6; 46:10, 67:21-68:13; CX-0909C at Q/A 1947, 1955-58; CX-1151C at *60). 
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o sells the "Accused Imported Canisters" "for importation by others." CIB at 123 

(citing JX-0230C at 40:22-41 :25, 42:5-6; CX-0909C at Q/A 2027). 

• Respondent Kuraray -

o imports MPAC. See CIB at 31 (citing JX-0244C at 52:18-20), 33 (citing CX-0909C 
, 

at Q/A 2005; JX-0244C at 55:20-25; JZ-0230C at 67:7-12), 122 (citing CX-0296C; 

CX-0297C; RX-[]0379C at Q/A 21-30). 

o sells MPAC for importation. CIB at 122 (citing CX-0296C; CX-0297C; JX-0035C; 

CX-0034C; JX-0242C at 74:19-21; RX-[]0379C at Q/A 21-30). 

• Respondent Nagamine-

o "in providing MP AC to Kuraray ... sells an: article that infringes for importation." 

CIB at 34 (citing CX-0909C at Q/A 2021-2022, 2027); see CIB at 122 (citing CX-

0296C; CX-0297C; JX-0035C; CX-0034C; JX-0242C at 74:19-21; RX-[]0379C at 

Q/A 21-30). 

In their initial-post hearing brief, Respondents also dedicate a section to importation and 

in rem jurisdiction; like Ingevity, they do not discuss the importation-related activities of 

respondents MAHLE and Kuraray. RIB at 4-5. In this section, Respondents exclusively address 

Nagamine and contest whether the importation requirement is satisfied. See id. Respondents argue 

Nagamine "conducts all of its activities in Japan" and "manufactures MP AC in Japan and sells and 

delivers MPAC exclusively to Kuraray Japan in Japan." Id. at 4 (citing CX-0626C; RX-0378C at 

Q/A 44; RX-0379C at Q/A 30; RX-0382 at Q/A 80; JX-0134C; JX-0242C at 74:19-21). Again, 

however, the briefs contain additional statements and admissions related to this issue for 

respondents MAHLE and Kuraray: 

• Respondent MAHLE -
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o does "not sell for importation, import, or sell after importation, any Accused 

Product." RIB at 1 I 9 ( citing RX-03 70C at Q/ A 128-130-132, 135). 

o "does not typically import Accused Canisters manufactured outside the U.S'." RIB 

at 120 (citing RX-0370C at Q/A 145-148). 

• Respondent Kuraray -

o "is the only Respondent that imports MPAC or holds U.S. inventory." RIB at 121 

'(citing RX-0382C at Q/A 274; RX-0733C; RX-0734C). 

It goes without saying that the above excerpts are not a clear presentation of the issue. 

Nevertheless, lngevity has shown satisfaction of the importation requirement for all of the Accused 

Products such that the Commission has jurisdiction. See Sealed Air Corp. v. Int'/ Trade Comm 'n, 

645 F.2d 976,985 (C.C.P.A. 1981). 

Specifically, CX-0296C and CX-0297C cited above are stipulations entered into between 

Ingevity and Kuraray regarding importation, although not identified by Ingevity in its initial brief 

as such. CX-0296C makes it clear that Kuraray manufactures MPAC in Japan, sold for importation . 

"at least one unit" of MP AC into the United States, and also imported "at least one unit" of MP AC 

into the United States through the activities of Calgon. CX-0296C at ,i,i 3-5. Further, the 

stipulation acknowledges Calgon "delivers MP AC from its United States inventories of MP AC 

solely to Mahle to support the Kuraray Respondents' sales of MPAC to Mahle." Id at ,i 12. 

Respondents' witness on this issue, Mr. Jackson, testified that MAHLE receives all the 

MPAC it purchases from Kuraray in the United States RX-0370C at 

Q/A 134. This MPAC is then distributed in different ways. A portion of the MPAC is used in the 

construction of the Domestic Accused Products. RX-0370C at Q/A 128-133; see CX-0909C at 

QI A 19 5 3. MAHLE then sells these canisters to original equipment manufacturers (0 EMs ), which 
/ 
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· are the various automobile manufacturers which ins~all the fuel vapor canisters in their 

automobiles. JX-0230C at 33:33:8-24, 35:13-36:1; CX-0909C at Q/A 1954. 

The remaining MPAC is shipped to MAHLE's other manufacturing facilities outside the 

United States; specifically, Canada, Mexico, and Japan. See RX-0370C at Q/A 134, 146, 148; JX-

0230C at 60:26-61:24; but see JX-0230C at 61:25-62:9 (witness believing that MPAC -

). These facilities construct the 

Foreign Accused Products. CX-0909C at Q/A 1955; RX-0370C at Q/A 148. The completed 

canisters are then sold to OEMs who pick them up from each respective facility.' RX-0370C at 

Q/A 148; JX-0230C at 35:13-36:20. Mr. Jackson testified that it is the OEMs who import the 

vehicles containing the Foreign Accused Product into the United States. JX-0230C at 40:20-42: 12, 

46:23-47:11; RX-0370C at Q/A 148. It is not seriously disputed that MAHLE knows the identity 

of the vehicles into which each of its canisters goes (see, e.g., RX-0370C at Q/A 86) and that these 

vehicles are known to be headed to the U.S. market (see, e.g., CX-0909C at Q/A 2079; CX-0636C; 

JX-0230C at 39:22-41:6, 46:23-47:11, 288:3-289:15; RIB at 124 (discussing remedial orders 

affecting the U.S. market). 

Further, there is evidence that MAHLE itself, at times, imports Foreign Accused Products 

into the United States for testing purposes because none of MAHLE's manufacturing facilities 

outside the United States have their own canister testing facilities. See JX-0230C at 42·: 13-46: 1 O; 

see also JX-0230C at 71:3-7, 72:7-10. Respondents do not dispute, but add that it is not "typical" 

(RIB at 120; RX-0370C at Q147 ("there have been some instances where a small number of fuel 

vapor canisters containing MP AC-1 were shipped into the United States for testing purposes."))­

a contention they have held since filing their responses to the coip.plaint (see EDIS Doc. ID 666047 

at 7 ("MAHLE Mexico is not typically the party that imports any fuel vapor canisters"), 8 
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("MAHLE Canada is not typically the party that imports any fuel vapor canisters")). Given the 

MAHLE witness' s description of those extraterritorial facilities as lacking their own testing 

equipment (see JX-0230C at 42: 13-47: 11, 67:21-68: 13), it is more likely than not that the Foreign 

Accused Products have been imported by MAHLE itself into the United States- with one 

exception. The exception is the F6235-0l 1 canister manufactured by MAHLE in Japan, which 

Mr. Jackson testified never enters th~ U.S because its purchaser, 

JX-0230C at 68:3-9. 

I find the importation requirement under 19 U.S.C. § 1337(a)(l)(B) satisfied, and find the 
,-

Commission has in rem jurisdiction over the Accused Products, which are fuel vapor canisters 

incorporating MP AC. lngevity' s claims of infringement, both direct and indirect, involve the use 

ofMAHLE's Accused Products within the United States. The above evidence shows the Foreign 

Accused Products have been imported by themselves (for testing) or as part of OEM assembled 

vehicles. The evidence shows that MP AC, a significant component of the Domestic Accused 

Products, is also imported into the United States. Thus, given lngevity's direct and indirect claims 
) 

of infringement in this investigation, the Commission has in rem jurisdiction. Cisco Sys., Inc. v. 

Int'/ Trade Comm'n, 873 F.3d 1354, 1359, 1'362-63 (Fed. Cir. 2017). 

Apart from in rem jurisdiction, there is a dispute between the parties as to whether the 

importation requirement has been satisfied as to MAHLE and Nagamine. Respondents present 

this dispute for Nagamine in a discussion of importation, arguing Nagamine "manufactures MP AC 

in Japan and sells and delivers MPAC exclusively to Kuraray Japan in Japan." RIB at 4-5. 

Respondents discuss MAHLE in the context of remedy, arguing that no exclusion order should 

apply to MAHLE because it "does not sell for importation, import, or sell after importation, any" 

Accused Product." Id. at 119-120. 
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