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MCHALE & SLAVIN, P.A.: A. Keith Campbell, and Kenneth W. Cohen. 
 

5. The case title and numbers of any case known to be pending in this or any 
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Cir. R. 47.4(a)(6).  
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STATEMENT OF COUNSEL UNDER RULE 35(b)(2) 
 

Based on my professional judgment, I believe the panel decision is contrary to 

at least the following decisions of the Supreme Court of the United States and the 

precedents of this court: SEC v. Chenery Corp., 318 U.S. 80 (1943); In re Zurko, 258 F.3d 

1379 (Fed. Cir. 2001). 

Based on my professional judgment, I believe this appeal requires an answer to 

one or more precedent-setting questions of exceptional importance:  

Whether the Act of 1984, Pub. L. 98-620, title IV, § 414(a), Nov. 8, 1984, 98 

Stat. 3335, 3362, amending the language in 35 U.S.C. § 144 to provide that this Court 

shall issue “its mandate and opinion” instead of “a certificate of its proceedings and 

decision,” requires this Court to issue an opinion, precluding Rule 36 affirmances 

without opinion, when reviewing appeals from the United States Patent and 

Trademark Office.  
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I. INTRODUCTION 

Appellant Waterblasting, LLC (“Waterblasting”) seeks panel rehearing and/or 

rehearing en banc of the panel’s Rule 36 affirmance without opinion of the Final 

Written Decision (“Decision”) of the United States Patent and Trademark Office’s 

Patent Trial and Appeal Board (“PTAB”).  In the Decision, issued in inter partes review 

Case No. IPR2018-00504, the Board found claims 1-4 and 10 of Waterblasting’s 

patent, United States Patent No. 7,255,116 (the “’116 patent”), obvious based on the 

combination of the prior art NLB and Clemons references.   

The Board’s Decision was based on the necessary finding that the prior art 

“NLB teaches using a secondary ‘compact and maneuverable’ utility vehicle, such as 

the StripeJet, for ‘areas with limited access (e.g., parking lots, garages, intersections).”  

Appx34-35.  This finding by the Board—that the NLB reference teaches the StripeJet 

as a “secondary”, “non-self-contained vehicle”—was necessary for its obviousness 

determination; it was required to find a motivation to combine the references, and it 

was necessary for finding that the prior art teaches or suggests each of the limitations 

claimed in the ’116 patent.  The problem, however, is that the NLB reference expressly 

teaches the opposite: the StripeJet is not a “secondary” vehicle, but rather a complete 

single-vehicle system.  Before the panel, the Director conceded that the NLB 

reference taught that the StripeJet was a “complete system” unto itself, not a 

“secondary” vehicle. 
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The panel’s affirmance, issued without opinion pursuant to Fed. R. App. P. 36, 

conflicts with the Supreme Court’s precedent in SEC v. Chenery Corp., 318 U.S. 80 

(1943) and this Court’s prior precedent in In re Zurko, 258 F.3d 1379 (Fed. Cir. 2001).  

In Chenery, the Supreme Court explained that “[t]he grounds upon which an 

administrative order must be judged are those upon which the record discloses that its 

action was based.”  318 U.S. at 87.  The Court expressly contrasted review of agency 

orders with the review appellate courts can apply to actions coming from the district 

court, where the ultimate decision can be affirmed based upon any ground the record 

provides for—even if different from the reasoning of the district court.  Id. at 88.    

Like this Court’s prior precedent in Zurko, 258 F.3d at 1383-85, since the 

Board’s decision here was based on a finding the Director conceded was error, the 

panel’s affirmance could not have been based on the same grounds as the Board 

based its decision; thus, it necessarily violated Chenery—the panel was required to 

reverse the Board’s Decision under Chenery, 318 U.S. at 87 and Zurko, 258 F.3d at 

1383-85 (explaining that Chenery dictated rejecting the Board’s obviousness 

determination after the Commissioner conceded the prior art references relied upon 

by the Board did not disclose the necessary limitation the Board based its decision 

on).  Even though the panel’s Rule 36 affirmance omits the panel’s rationale for 

affirming the Board’s decision, the Director’s concession proves the panel’s 

affirmance could not be based on the same grounds as the Board’s decision. 
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Beyond simply preventing review of the panel’s rationale for affirming the 

Board, the Rule 36 affirmance without opinion violates the Act of 1984, Pub. L. 98-620, 

title IV, § 414, 98 Stat. 3362-63, which amended 35 U.S.C. § 144 and requires this 

Court to issue an opinion when reviewing appeals from the Patent and Trademark 

Office.  Because the panel affirmed the Board without the required opinion, it is 

contrary to the law.  See 35 U.S.C. § 144.  The panel’s decision—affirming an agency 

on grounds that the Director concedes were incorrect—demonstrates why 

compliance with § 144 is necessary. 

II. POINTS OF LAW OR FACT OVERLOOKED OR  
MISAPPREHENDED BY THE PANEL 

Pursuant to Federal Circuit Rule 35(e)(1)(F) and 40(a)(5) and Federal Rule of 

Appellate Procedure 40(a)(2), Waterblasting submits the following points of law or 

fact that were overlooked or misapprehended by the court in the panel decision. 

1. The panel overlooked or misapprehended the requirements of SEC v. 

Chenery Corp., 318 U.S. 80 (1943), as further explained in this Court’s prior precedent 

in In re Zurko, 258 F.3d 1379 (Fed. Cir. 2001), in reviewing the Board’s decision from 

Waterblasting’s inter partes review proceeding at the United States Patent and 

Trademark Office.  In a review from an agency, the panel can only affirm the Board 

on the same grounds as the Board based its decision, which required the finding that 

the cited NLB reference disclosed the StripeJet vehicle as a secondary vehicle in a two-

vehicle system.  But as the Director conceded below, the Board’s finding was 
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erroneous.  As such, the panel could not have affirmed the Board on the same 

grounds as the Board’s decision was based.  Further, because this was an inter partes 

review proceeding, the Board was confined to reviewing only the grounds in the IPR 

petition, and therefore the Board would not be able to find obviousness based on any 

alternative grounds.  Accordingly, the panel was required to reverse the obviousness 

determination and remand for further proceedings on the remaining grounds the 

Board had not reached. 

2. When Congress amended the Patent Laws in 1984—against the 

backdrop of the Federal Rules of Appellate Procedure, enacted in 1968, and the 

creation of the United States Court of Appeals for the Federal Circuit in 1982—

Congress amended the law for appeals to the Federal Circuit from the Patent Office, 

requiring this Court to issue an opinion.  Pub. L. 98-620, title IV, § 414(a), 98 Stat. 

3335, 3363-64.  The amendment and use of the terms “mandate and opinion” in place 

of the prior, broader authority to issue a “certificate of [the] proceedings and 

decision” is significant and must be understood to preclude this Court’s use of Rule 

36 Judgments without an opinion.   

III. STATEMENT OF RELEVANT FACTS AND PROCEDURAL BACKGROUND 

Appellant Waterblasting is the owner of the ’116 patent which claims a novel 

two-vehicle cleaning system.  The first vehicle is a prime mover truck, which includes 

at least the claimed liquid reservoir, high power vacuum pump and sump for 

removing debris once coatings are blasted from the road by the high-pressure water 
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pump.  The second vehicle is a smaller, and more maneuverable, tractor which 

includes a mobile blast head which controls the precision of the water blasting 

operation.  The two-vehicles operate together as a system, neither functions 

individually. 

The ’116 patent was challenged by petitioner Blasters, Inc. (“Blasters”).  The 

ground relevant to the Board’s Decision and this appeal was ground 4, asserting that 

claims 1-4 and 10 were obvious based on the combination of the prior art NLB and 

Clemons references.  The Board’s Decision agreed that this combination rendered 

those claims obvious.  Critical to both the petition and the Board’s Decision was the 

finding that the Clemons reference would benefit from “including a secondary 

‘compact and maneuverable’ utility vehicle, such as the StripeJet tractor disclosed in 

NLB.”  The Board’s determination was based on finding that “NLB teaches that 

smaller non-self-contained vehicles, such as its StripeJet vehicle, have better, tighter 

turning radii than large self-contained vehicles, such as its StarJet vehicle.” 

The Board’s Decision, and the petitioner’s arguments and evidence, relied on 

the NLB reference teaching that the StripeJet was a “secondary” vehicle, one that was 

“non-self-contained” and therefore cooperated with a primary vehicle, i.e., just as is 

claimed in the ’116 patent.  The problem, however, is that the NLB reference 

expressly states that the StripeJet is a “complete system”; it is not a “secondary” 

vehicle, it is self-contained.  The Director conceded that the Board was incorrect in 

this necessary finding; in the briefing the Director presented other rationales to 
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support the Board’s decision on this issue and at oral argument the Director conceded 

in questioning from the panel that the StripeJet is a complete system, that it is not a 

“secondary” vehicle,1 and then argued that alternative prior art not relied upon could 

be used to support the Board’s Decision.   

The panel affirmed the Board’s Decision without providing an opinion, citing 

Rule 36.  Thus, Waterblasting is now prevented from addressing the panel’s specific 

rationale for the affirmance.  Nevertheless, the Director has conceded that the 

grounds on which the Board based its Decision were error. 

IV. ARGUMENT 

A. The Supreme Court’s Decision in Chenery and This Court’s Precedent in 
Zurko Required the Panel to Reverse the Board’s Decision. 

The Director conceded that the grounds the Board used to reach the Decision 

were incorrect, requiring the panel to reverse the Decision under Chenery.  In Chenery, 

the Supreme Court explained that “[t]he grounds upon which an administrative order 

must be judged are those upon which the record discloses that its action was based.”  

318 U.S. at 87.  This fundamental rule for review of agency decisions is contrasted 

 
1 Oral argument recording at 12:25–17:20, http://oralarguments.cafc.uscourts.go-

v/default.aspx?fl=19-2423_11042020.mp3; see, e.g. (“the two systems are complete 
systems, that is true. . . . So it’s true that [both the NLB StarJet and StripeJet] are both 
complete systems, but they are different. . . . The NLB reference talks about two 
different vehicles, the truck and the tractor.  It doesn’t talk about connecting the two. . 
. . (Judge Bryson) [The StarJet and StripeJet] are not connected, right? (Ms. Dang) That’s 
correct.  (Judge Bryson) There’s no place in which it suggests that you could put them 
together? (Ms. Dang) Not in the NLB reference, no.”) 
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with review of orders from Article III courts.  Id. at 88.  When an appellate court 

reviews a decision from a district court, it will “affirm[] if the result is correct 

‘although the lower court relied upon a wrong ground or gave a wrong reason.’”  Ibid. 

(quoting Helvering v. Gowan, 302 U.S. 238, 245 (1937)). 

Presented with a similar situation in Zurko, this Court applied Chenery where the 

Commissioner of Patents conceded that the prior art references relied upon by the 

Board for the obviousness determination did not, in fact, teach the limitation as found 

by the Board.  258 F.3d 1385.  There, like here, the “Commissioner maintain[ed] that 

the Board’s findings concerning the content of the prior art are supported by four 

other references in the record.”  Ibid.  The Commissioner argued to this Court that 

the finding that the prior art disclosed the claimed limitation was still supported by 

substantial evidence because the other references—not relied on by the Board—still 

disclosed that limitation.  Ibid.  Therefore, the Commissioner argued, the ultimate 

conclusion of obviousness cold still be affirmed.  Ibid. 

This Court rejected the Commissioner’s arguments, reversing the determination 

and holding that “[t]he Board’s conclusion of obviousness was based on a misreading 

of the references relied upon, and therefore, lacks substantial evidence support.”  Id. 

at 1386.  As the Court explained, the Board’s conclusion was based on the finding 

being in the relied-upon references, and it was not appropriate to substitute the 

Board’s findings for other grounds on appeal.  Id. at 1385.  Doing so “would 

constitute a new ground of rejection, not considered or relied upon by the Examiner 
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or the Board.  It is well settled that it would be inappropriate for us to consider such a 

new ground of rejection.”  Ibid. (citing first In re Margolis, 785 F.2d 1029, 1032 (Fed. 

Cir. 1986); then citing Koyo Seiko Co., Ltd. v. United States, 95 F.3d 1094, 1099 (Fed. Cir. 

1996) (quoting Chenery, 318 U.S at 87)).  As prior precedent of this Court, Zurko would 

require the same result in this case, i.e., reversing the Board’s obviousness 

determination after the Director conceded the prior art did not disclose the limitation 

relied upon by the Board for its Decision.  See Newell Cos., Inc. v. Kenney Mfg. Co., 864 

F.2d 757, 765 (Fed. Cir. 1988) (“This court has adopted the rule that prior decisions 

of a panel of the court are binding precedent on subsequent panels unless and until 

overturned in banc.”), cert. denied, 493 U.S. 814 (1989). 

The Board’s error was “harmful” because it was necessary to the substance of 

the Board’s Decision and required by the IPR procedure.  In In re Watts, 354 F.3d 

1362 (Fed. Cir. 2004) this Court addressed the requirements of Chenery and the ability 

to deviate from strict application of Chenery based on “harmless error.”  Id. at 1369-70.  

There, the appellant argued that the Court could not affirm the Board based on a 

substituted reference in the obviousness determination.  Id. at 1369.  The Court 

explained that while “in general the Board’s decision must be affirmed, if at all, on the 

reasons stated therein, see [SEC v. Chenery Corp., 322 U.S. 194, 196 (1974) (“Chenery 

II”)], this principle does not obviate the need to consider the issue of harmless error 

or mechanically compel reversal ‘when a mistake of the administrative body is one 

that clearly had no bearing on the procedure used or the substance of the decision 
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reached,’ Mass. Trs. of E. Gas & Fuel Ass’ns v. United States, 377 U.S. 235, 248 (1964).”  

Watts, 354 F.3d at 1370 (citing cases).  “In each of [this Court’s] cases refusing to 

consider new prior art rejections on appeal there was reason to believe that the 

‘procedure used or the substance of the decision reached,’ Mass. Trs., 377 U.S. at 248, 

by the Board might have been different upon remand.”  Watts, 354 F.3d at 1370.  

Here, however, the Board’s Decision necessarily required that specific finding, which 

the Director now concedes was incorrect. 

Further, the IPR procedure demonstrates that the error was not “harmless”; 

the Board was confined to only addressing the grounds in the petition, which included 

this argument, and it could not have deviated from the petition and find the claims 

obvious based on alternate prior art references or arguments.  “Under 35 U.S.C. 

§ 311(a), a party may seek inter partes review by filing ‘a petition to institute an inter 

partes review.’  The Supreme Court has explained that this language does not 

‘contemplate a petition that asks the Director to initiate whatever kind of inter partes 

review he might choose.’”  Koninklijke Philips N.V. v. Google LLC, 948 F.3d 1330, 1335 

(Fed. Cir. 2020) (quoting SAS Inst., Inc. v. Iancu, 138 S. Ct. 1348, 1355 (2018)).  As this 

Court and the Supreme Court have explained, in an IPR it is the “petitioner, not the 

Director, who gets to define the contours of the proceeding.”  SAS, 138 S. Ct. at 

1355; Philips, 948 F.3d at 1335 (quoting same). 

In Philips, this Court explained that “[a]lthough the Board is not limited by the 

exact language of the petition, see, e.g., Sirona Dental Sys. GmbH v. Institut Straumann AG, 
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892 F.3d 1349, 1356 (Fed. Cir. 2018), the Board does not ‘enjoy[] a license to depart 

from the petition and institute a different inter partes review of its own design.’”  948 

F.3d at 1336 (quoting SAS, 138 S. Ct. at 1356) (emphasis in Philips).  This Court 

concluded that the Board erred by instituting a combination of prior art references 

that were not advanced in the petition.  Id. at 1336.  Here, the Board’s Decision was 

based on the petition and it could not have deviated to the alternative arguments 

raised by the Director at the oral argument after conceding the grounds the Board 

relied on were incorrect. 

The panel was required to affirm, if at all, only on the basis that the Board used 

to reach its decision.  Chenery, 318 U.S. at 87; Chenery II, 332 U.S. at 196; Zurko, 258 

F.3d at 1385-88.  The panel could only deviate from affirming on the same grounds as 

the Board if the error were harmless, but that would require the Board to have been 

free to adopt those alternate grounds on remand.  See Watts, 354 F.3d at 1370.  But 

because the IPR proceedings are strictly limited by the grounds in the petition, the 

Board could not have adopted the Director’s alternate obviousness arguments based 

on evidence and prior art not advanced in the petition.  See Philips, 948 F.3d at 1335-

36.   Accordingly, compliance with Chenery and this Court’s prior precedent requires 

vacating the panel’s affirmance and reversing the Board’s Decision.   

The Court should therefore grant rehearing or rehearing en banc to address the 

issues raised herein.  The Board’s Decision should be reversed, and the case remanded 

for the Board to address the remaining grounds that it has not yet reached. 
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B. Section 144 Requires This Court to Issue an Opinion When Reviewing an 
Appeal From the Patent Office. 

When this Court reviews appeals from the Patent and Trademark Office, 

Congress has provided: “Upon its determination the court shall issue to the Director 

its mandate and opinion, which shall be entered of record in the Patent and trademark 

Office and shall govern the further proceedings in the case.”  35 U.S.C. § 144 (2018 

ed.); accord Act of 1984, Pub. L. 98-620, title IV, § 414(a), 98 Stat. 3363-64 (with 

conforming amendments).  Congress’s express direction with this law—the 

mandatory language to issue an opinion—deviates from the ordinary review process.  

Indeed, searching the U.S. Code reveals only three (3) laws which address appellate 

courts which state the court “shall issue” an opinion: 35 U.S.C. § 144, regarding to 

this Court’s review of patent decisions from the USPTO; 15 U.S.C. § 1071, regarding 

to this Court’s review of trademark decisions from the USPTO; and 8 U.S.C. 

§ 1535(c)(4)(B), regarding expedited appeals in certain immigration removal 

proceedings.   

The language of the statute, “shall issue to the Director its mandate and opinion” 

requires an opinion to be issued to the Director.  35 U.S.C. § 144 (2018 ed.) (emphasis 

added); Pub. L. 98-620, title IV, § 414(a), 98 Stat. 3363-64.  The first step in 

construing a statute is to look to the words written. See, e.g., Marx v. Gen. Revenue Corp., 

568 U.S. 371, 376 (2013) (Thomas, J.) (“As in all statutory construction cases, [the 

Court] ‘assum[es] that the ordinary meaning of the statutory language accurately 
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expresses the legislative purpose.”); Romag Fasteners, Inc. v. Fossil Grp., Inc., 140 S. Ct. 

1492, 1495 (2020) (Gorsuch, J.) (analyzing the Lanham Act by starting with the 

statutory language); Bostock v. Clayton Cty., 140 S. Ct. 1731, 1337 (2020) (Gorsuch, J.) 

(“When the express terms of a statute give us one answer and extratextual 

considerations suggest another, it’s no contest.  Only the written word is the law, and 

all persons are entitled to its benefit.”).  Here, the express language chosen by 

Congress requires this Court to issue an “opinion” to the Director.  35 U.S.C. § 144.   

The history of § 144 and the Rules of Appellate Procedure confirm this 

understanding.  In the Patent Act of 1952 Congress provided the means for appealing 

to the Court of Customs and Patent Appeals from an adverse decision at the Patent 

Office, stating that “Upon its determination the [CCPA] shall return to the 

Commissioner a certificate of its proceedings and decision, which shall be entered 

of record in the Patent Office and govern the further proceedings in the case.”  Pub. 

L. 593, July 19, 1952, ch. 13, § 144, 66 Stat. 792, 802-03 (emphasis added); 35 U.S.C. 

§ 144 (1958 ed.).  Then in 1968 the Federal Rules of Appellate Procedure were put 

into effect, which included Rule 36, allowing “a judgment [to be] rendered without an 

opinion,” see, e.g., United States v. Baynes, 548 F.2d 481, 482-83 (3d Cir. 1977) (quoting 

Rule 36); Furman v. United States, 720 F.2d 263, 264 (2d Cir. 1983) (same), and Rule 41, 

defining that “[a] certified copy of the judgment and a copy of the opinion of the court, if any, 

and any direction as to costs shall constitute the mandate, unless the court directs that 
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a formal mandate issue,” see Advisory Committee on Appellate Rules, Washington, 

D.C., April 20-21,  page 46 (“1993 Proposed Amendments”) (emphasis added). 

Against the backdrop of Rule 36 allowing for judgments “without opinion” 

when unless the Rule would be inconsistent with Acts of Congress, see 28 U.S.C. 

§ 2071, and “mandate” defined to include “the opinion of the court, if any,” see Fed. 

R. App. P. 41 (1970 ed.), see also 1993 Proposed Amendment, in 1984 Congress 

amended the law addressing this Court’s review of appeals from the USPTO, and 

requiring this Court to issue “its mandate and opinion.”  Pub. L. 98-620, title IV, 

§ 414(a), 98 Stat. 3363 (emphasis added); accord 35 U.S.C. § 144 (1988 ed.).  The rules 

of statutory construction make clear the use of “and opinion” requires this Court to 

issue an opinion; it is superfluous otherwise, since “mandate” already includes the 

opinion “if any”, and “[t]he rules of statutory construction require a reading that 

avoids rendering superfluous any provision of a statute.”  See Ishida v. United States, 59 

F.3d 1224, 1230 (Fed. Cir. 1995) (citing Ratzlaf v. United States, 114 S. Ct. 655, 659 

(1994) (Ginsburg, J.)); accord TRW Inc. v. Andrews, 534 U.S. 19, 31 (2001) (Ginsburg, J.) 

(“It is ‘a cardinal principle of statutory construction’ that ‘a statute ought, upon the 

whole, to be so construed that, if it can be prevented, no clause, sentence, or word 

shall be superfluous, void, or insignificant.’”) (quoting Duncan v. Walker, 533 U.S. 167, 

174 (2001) (O’Connor, J.)). 

This requirement is consistent with the statutory scheme Congress has created 

to address patent rights.  Beyond simply providing the right to appeal under the APA, 
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see 5 U.S.C. § 702, Congress provided for appellate review in this Court, 35 U.S.C. 

§ 319.  Further, in finding the inter partes review process constitutional, the Supreme 

Court expressly noted that it provides for judicial review by this Court and therefore 

did not consider whether it would be constitutional absent this Article III review.  Oil 

States Energy Servs., LLC v. Greene’s Energy Grp., LLC, 138 S. Ct. 1365, 1379 (2018) 

(Thomas, J.).   

Congress’s express requirement that this Court issues opinions in cases from 

the USPTO is consistent with the statutory review provision for IPRs, 35 U.S.C. 

§ 319, the statutory review right under the APA, 5 U.S.C. § 702, and the strong 

presumption of judicial review, see Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 

2140 (2016).  Accordingly, § 144 should be interpreted consistent with its clear 

language and the panel’s issuance of an affirmance without opinion is inconsistent with 

the law. 

CONCLUSION AND STATEMENT OF RELIEF SOUGHT 

Panel rehearing or rehearing en banc should be granted to address the conflict 

between the panel’s Rule 36 affirmance of the Board’s Decision and the precedent in 

at least Chenery and Zurko.  Because the grounds upon which the Board made its 

Decision have been conceded by Director as incorrect, the Board’s Decision was 

required by precedent to be reversed.  Further, rehearing should be granted to address 
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the requirement that this Court issue an opinion when reviewing an appeal from the 

Patent Office under 35 U.S.C. § 144. 

 

December 21, 2020    Respectfully submitted, 

/s/ Andrew D. Lockton   
Andrew D. Lockton 
McHale & Slavin, P.A. 
2855 PGA Boulevard 
Palm Beach Gardens, Florida 33410 
Telephone: (561) 625-6575 
Facsimile: (561) 625-6572 
Email:  alockton@mchaleslavin.com 
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KRAUSE, FARHEENA YASMEEN RASHEED, MEREDITH HOPE 
SCHOENFELD.                 

                      ______________________ 
 

THIS CAUSE having been heard and considered, it is  
 
ORDERED and ADJUDGED: 
 
         PER CURIAM (PROST, Chief Judge, BRYSON and 
STOLL, Circuit Judges). 

AFFIRMED. See Fed. Cir. R. 36. 
  
                                            ENTERED BY ORDER OF THE COURT  
  
 

November 6, 2020   
Date 

/s/ Peter R. Marksteiner 
Peter R. Marksteiner 
Clerk of Court 
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