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i 

CERTIFICATE OF INTEREST 

Counsel for Defendants-Appellants Ono Pharmaceutical Co., Ltd., Tasuku 
Honjo, E. R. Squibb & Sons, L.L.C., and Bristol-Myers Squibb Company certifies 
the following: 

1. Represented Entities.  Fed. Cir. R. 47.4(a)(1).  Provide the full 
names of all entities represented by undersigned counsel in this case. 

Ono Pharmaceutical Co., Ltd., Tasuku Honjo, E. R. Squibb & Sons, L.L.C., 
Bristol-Myers Squibb Company 

2. Real Party in Interest.  Fed. Cir. R. 47.4(a)(2).  Provide the full 
names of all real parties in interest for the entities.  Do not list the real parties if 
they are the same as the entities. 

Not applicable. 

3. Parent Corporations and Stockholders.  Fed. Cir. R. 47.4(a)(3).  
Provide the full names of all parent corporations for the entities and all publicly 
held companies that own 10% or more stock in the entities. 

E. R. Squibb & Sons, L.L.C. is a wholly owned subsidiary of Bristol-Myers 
Squibb Company 

4. Legal Representatives.  List all law firms, partners, and associates 
that (a) appeared for the entities in the originating court or agency or (b) are 
expected to appear in this court for the entities.  Do not include those who have 
already entered an appearance in this court.  Fed. Cir. R. 47.4(a)(4). 

AKIN GUMP STRAUSS HAUER & FELD LLP:  Rachel J. Elsby, Melissa R. 
Gibson, Matthew G. Hartman, Emily C. Johnson, Jason Weil 

WILMER CUTLER PICKERING HALE AND DORR LLP:  Kelli J. Powell, Kevin S. 
Prussia, Amy K. Wigmore, Kevin M. Yurkerwich 
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ii 

5. Related Cases.  Provide the case titles and numbers of any case 
known to be pending in this court or any other court or agency that will directly 
affect or be directly affected by this court’s decision in the pending appeal.  Do not 
include the originating case number(s) for this case.  Fed. Cir. R. 47.4(a)(5).  See 
also Fed. Cir. R. 47.5(b). 

Dana-Farber Cancer Institute, Inc. v. Bristol-Myers Squibb Co. et al., No. 
1:19-cv-11380-PBS (D. Mass.) 

6. Organizational Victims and Bankruptcy Cases.  Provide any 
information required under Fed. R. App. P. 26.1(b) (organizational victims in 
criminal cases) and 26.1(c) (bankruptcy case debtors and trustees).  Fed. Cir. R. 
47.4(a)(6). 

None. 

Dated:  August 27, 2020  /s/ Seth P. Waxman    
SETH P. WAXMAN 
WILMER CUTLER PICKERING 
     HALE AND DORR LLP 
1875 Pennsylvania Avenue, NW 
Washington, DC  20006 
(202) 663-6000
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STATEMENT OF COUNSEL 

Based on my professional judgment, I believe the panel decision is contrary 

to the following decisions of the Supreme Court of the United States or this Court:  

O’Reilly v. Morse, 56 U.S. (15 How.) 62 (1853); Eli Lilly & Co. v. Aradigm Corp., 

376 F.3d 1352 (Fed. Cir. 2004); Board of Education ex rel. Board of Trustees of 

Florida State University v. American Bioscience, Inc., 333 F.3d 1330 (Fed. Cir. 

2003); Garrett Corp. v. United States, 422 F.2d 874 (Ct. Cl. 1970). 

Based on my professional judgment, I also believe this appeal requires an 

answer to the following precedent-setting questions of exceptional importance: 

1. Whether the panel erred in adopting a bright-line rule that the 

novelty and non-obviousness of an invention over alleged contributions to 

conception are “not probative” of whether those alleged contributions were 

significant to conception. 

2. Whether the panel erred in holding that alleged contributions to 

the conception of an invention can be “significant” even though the content 

of the alleged contributions was publicly disclosed before the date of 

conception. 

 
/s/ Seth P. Waxman 
SETH P. WAXMAN 
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INTRODUCTION 

Appellants (collectively, “BMS”) appealed a judgment adding Dr. Gordon 

Freeman and Dr. Clive Wood as inventors on six patents directed to groundbreaking 

new treatments for cancer (the “Honjo Patents”).  In affirming, the panel committed 

two significant legal errors that warrant rehearing en banc. 

First, the panel erroneously adopted a bright-line rule that the novelty and non-

obviousness of an invention over alleged contributions to the conception of that 

invention are “not probative” of whether those contributions were significant to 

conception.  Op. 12.  To be a joint inventor, a person must make a “significant” 

contribution to conception, as “measured against the dimension of the full 

invention.”  Fina Oil & Chem. Co. v. Ewen, 123 F.3d 1466, 1473 (Fed. Cir. 1997).  

Here, most of Dr. Freeman’s and Dr. Wood’s alleged contributions were in the prior 

art, and the Honjo Patents issued in spite of, not because of, those contributions.  But 

the panel held that “joint inventorship does not depend on whether a claimed 

invention is novel or nonobvious over a particular researcher’s contribution.”  Op. 

12.  Indeed, the panel held that “[t]he novelty and nonobviousness of the claimed 

inventions” over prior art disclosing the putative inventors’ contributions are “not 

probative of whether” those contributions were significant to conception.  Id.  That 

bright-line rule conflicts with decisions of this Court and the Supreme Court. 
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Second, the panel erroneously held that alleged contributions can be 

“significant” contributions to conception even if the content of the alleged 

contributions was disclosed publicly—and thus free for all to use—before the date 

of conception.  Op. 12-13.   

These legal errors blur the line between collaboration and co-inventorship in 

a way that makes it difficult for parties to collaborate for a limited purpose without 

opening the door to claims of joint inventorship directed to their separate work.  This 

will chill cooperation across laboratories and invite future litigation.  Given the ever-

increasing complexity of biopharmaceutical research, the ability to collaborate freely 

ensures that the best science is applied to address serious unmet medical needs.  If 

collaborators contribute significantly to an inventive concept, they deserve to be co-

inventors of any resulting patent.  The panel’s decision, however, disconnects the 

significance of a contribution from its inventiveness and thereby eliminates an 

important safeguard against an unending chain of purported co-inventors laying 

claim to patent rights that turn out to be valuable.  Because the panel’s legal errors 

involve questions of substantial importance and will impact the Court’s inventorship 

jurisprudence going forward, the Court should grant en banc rehearing to correct 

them. 

Separately, panel rehearing is warranted based on errors that conflict with 

undisputed facts and the district court’s factual findings.  All parties and the district 
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court agreed on one critical fact that the panel ignored:  the conception date for the 

Honjo patents was October 27, 2000, after Dr. Honjo’s lab ran and saw the results 

of in vivo mouse experiments.  Appx75.  Before this date, as the district court found, 

there was no more than an “idea and hope” that the PD-1/PD-L1 pathway might play 

“some role” in treating cancer.  Id.  The in vivo experiments—in which neither Dr. 

Freeman nor Dr. Wood played a part—provided the crucial data that allowed Dr. 

Honjo to form the “definite and permanent idea” that the methods he ultimately 

patented “could treat cancer.”  Appx75-76.  Yet the panel rejected Defendants’ 

argument that the prior work of Drs. Freeman and Wood was too far removed from 

the patented methods of treating cancer to warrant joint-inventor status by reasoning 

that the in vivo experiments were “not required” for conception and that such 

“verification that an invention actually works is part of its reduction to practice,” not 

conception.  The panel could not have reached these conclusions if it recognized the 

undisputed October 27, 2000 conception date.  That factual error thus infected the 

panel’s determination that Drs. Freeman and Wood made significant contributions 

to conception. 

In addition, in holding that Dr. Freeman made significant contributions to the 

conception of U.S. Patent 8,728,474, the panel incorrectly stated that “Dr. Freeman 

connected the 292 sequence to PD-1,” see Op. 15, in contravention of the district 

court’s factual finding that Dr. Freeman “did not know [292] was a ligand for PD-
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1.”  Appx95.  The panel further ignored that Dr. Freeman was not even the first to 

discover the 292 sequence.  These errors undermine the panel’s holding. 

BACKGROUND 

Dr. Tasuku Honjo revolutionized cancer treatment and earned the 2018 Nobel 

Prize for his groundbreaking work using the human immune system to treat cancer.  

The Honjo Patents claim methods of treating cancer by administering antibodies that 

bind to either the PD-1 receptor or its ligand. 

In the early 1990s, Dr. Honjo discovered and characterized PD-1 on a T cell, 

a specialized immune-system cell.  Op. 4; Appx14.  He also developed antibodies 

against PD-1.  Appx14-15.  Together with Dr. Nagahiro Minato, Dr. Honjo 

conducted “knockout” mouse experiments, using mice that do not express PD-1, to 

discover that (1) PD-1 serves as a brake on the immune system, and (2) the brake is 

activated when PD-1 binds to certain proteins, called PD-1’s “ligands.”  Op. 4; 

Appx15.  As a result, Dr. Honjo hypothesized that altering the PD-1 signal could 

have therapeutic applications for treating cancer.  Appx15-16. 

In September 1998, Dr. Honjo asked Dr. Wood of the Genetics Institute to 

help identify PD-1’s ligand.  Op. 4; Appx19-20.  Separately, in July 1998, Dr. 

Freeman, a researcher at Dana-Farber, located an amino acid sequence he called 

“292” from a human ovarian tumor while searching the public BLAST database.  

Op. 4-5; Appx20-21.  Dr. Freeman was unable to identify 292’s receptor or to find 
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its function, so he enlisted Dr. Wood’s help.  Appx21-22.  As the district court found, 

when Dr. Freeman sent 292 to Dr. Wood, Dr. Freeman “did not know it was a ligand 

for PD-1.”  Appx95.  Dr. Wood discovered that 292 (renamed PD-L1) and PD-1 

bound together, and he informed Dr. Honjo that he had identified a ligand for PD-1.  

Appx24-25.   

In November 1999, Drs. Freeman and Wood filed a provisional patent 

application disclosing, among other things:  Dr. Freeman’s finding 292 in the public 

database; Dr. Wood’s identification of 292 as a ligand of PD-1; Dr. Wood’s research 

regarding the PD-1/PD-L1 pathway; and the concept that antibodies can block the 

PD-1/PD-L1 interaction.  Op. 5; Appx31-32.  Their application did not list Dr. Honjo 

as an inventor.  Op. 5; Appx31.   

In 1999 and 2000, Drs. Honjo, Wood, and Freeman and sixteen others wrote 

a journal article documenting their discoveries concerning PD-L1 and the PD-1/PD-

L1 pathway.  Op. 6; Appx32.  In a final round of edits, Dr. Freeman added a 

statement that “PD-L1 is also expressed in some cancers, as three [expressed 

sequence tags] are from human ovarian tumors.  This raises the possibility that some 

tumors may use PD-L1 to inhibit an antitumor immune response.”  Appx33; Op. 6.  

The article published on October 2, 2000.  Op. 6; Appx33. 

Meanwhile, Dr. Freeman separately asked David Dorfman, a pathologist at 

the Brigham and Women’s Hospital, to test normal and tumor tissues for PD-L1 
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expression.  Op. 6; Appx34.  Dr. Dorfman selected the tissues to test and reported to 

Dr. Freeman in March and April 2000 that he had found PD-L1 was highly expressed 

in normal cells and on various tumors.  Op. 6; Appx34. 

In early 2000, before learning about Dr. Dorfman’s test results or seeing the 

sentence Dr. Freeman added to the article, Dr. Honjo’s lab began to run in vivo tumor 

experiments to study whether blocking PD-1 could be used to treat cancer.  Appx38; 

Op. 6.  Neither Dr. Freeman nor Dr. Wood was involved in those experiments.  On 

September 1, 2000, Dr. Yoshiko Iwai of Dr. Honjo’s lab reported results revealing 

a connection between tumor growth and the PD-1/PD-L1 pathway.  Appx40.  On 

October 27, 2000, Dr. Iwai presented a second round of in vivo results, 

demonstrating that PD-L1-expressing tumors grew less quickly in PD-1 knockout 

mice than in mice expressing PD-1.  Appx43. 

It is undisputed that, upon seeing the results from these in vivo experiments, 

Dr. Honjo and his Japanese colleagues conceived of the invention underlying the 

Honjo patents on October 27, 2000.  Appx75-76; Appx43.  As the district court 

found, seeing the results of the in vivo experiments allowed Dr. Honjo to form the 

“‘definite and permanent idea’ that blocking the PD-1/PD-L1 pathway using 

antibodies could treat cancer.”  Appx75.  Before those experiments, when it came to 

treating cancer there was nothing more than speculation—initially by Dr. Honjo 

before working with Drs. Wood or Freeman, Appx15-16, and then later by Dr. 
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Freeman, Appx33; Op. 6.  It was only with additional information, gleaned through 

in vivo experiments accounting for the complexity of a living animal, that it became 

possible to move from speculation to the definite and permanent idea claimed in the 

Honjo patents.  See Appx2034. 

In 2002, Dr. Honjo and Ono Pharmaceutical filed a Japanese patent 

application, claiming methods of treating cancer by blocking the PD-1 receptor from 

binding to its ligands.  Appx45.  They later filed an international patent application 

claiming those same cancer-treatment methods.  Appx46.  The Honjo Patents all 

claim priority from those applications.  Op. 7.  The Honjo Patents issued over the 

November 1999 provisional application filed by Drs. Freeman and Wood.  Op. 10. 

In 2015, Dana-Farber filed this action, alleging that Drs. Freeman and Wood 

should be added as inventors of the Honjo Patents.  The district court determined 

that Dana-Farber had “not produced clear and convincing evidence that Dr. Freeman 

or Dr. Wood came up with” the idea of blocking the PD-1/PD-L1 pathway as a 

method of treating cancer, Appx90, but nonetheless concluded that Drs. Freeman 

and Wood were inventors due to what the district court believed were significant 

contributions to conception, Appx104. 

The panel affirmed, holding that the “novelty and nonobviousness of the 

claimed inventions over [Drs. Freeman and Wood’s] provisional application are not 

probative of … whether each researcher’s contributions were significant to their 
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conception.”  Op. 12.  The panel also held that a contribution can be “significant,” 

so as to warrant joint inventorship, even where the information contributed was 

public knowledge at the time the invention was conceived.  Op. 13. 

Addressing Dr. Iwai’s in vivo experiments, the panel held they were “not 

required” for conception and that such “verification that an invention actually works 

is part of its reduction to practice.”  Op. 11-12.  The panel did not reconcile this 

conclusion with the undisputed October 27, 2000 conception date.  Finally, the panel 

held that Dr. Freeman “contributed to the conception of” the ’474 patent because he 

allegedly “connected the 292 sequence to PD-1 and directed important 

immunohistochemistry experiments[.]”  Op. 15. 

ARGUMENT 

I. REHEARING EN BANC IS WARRANTED 

A. The Panel Erred In Adopting A Bright-Line Rule That The Novelty 
And Non-Obviousness Of Alleged Contributions To Conception 
Are Not Probative Of Whether Those Contributions Are 
“Significant”   

It is black-letter law that an invention must be novel and non-obvious.  Thus, 

a set of previously known concepts does not by itself constitute an invention.  

However, if one or more novel and non-obvious elements is added to those 

previously known concepts, or the known concepts are combined in a novel and non-

obvious way, the result may be a patentable invention—and whoever was 

responsible for the novelty is the rightful inventor.  See Morse, 56 U.S. at 111 
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(Samuel Morse was sole inventor of claim to “combination of different elements” 

even if he derived knowledge of individual elements “from conversation with men 

skilled in the science”); KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 418-419 (2007) 

(inventions may consist entirely of elements present in prior art if combination 

thereof is inventive) .   

It follows that, in assessing whether a putative co-inventor made a 

“significant” contribution to an invention, courts must consider whether the person 

actually contributed to that which was inventive.  Contributions of already-known 

or obvious ideas, or ideas that otherwise would not be sufficient to warrant a patent, 

are, at the very least, less likely to be significant. 

The panel denied that basic principle.  The Honjo Patents were issued over 

Dr. Freeman’s and Dr. Wood’s November 1999 provisional application, which 

disclosed many of their alleged contributions, including their discoveries concerning 

the PD-1/PD-L1 pathway.  Opening Br. 35-36.1  Thus, the fact that the Honjo Patents 

issued over those disclosures shows that the patents’ claimed methods of treating 

cancer “were novel and nonobvious” over them.  Id. (quoting American Bioscience, 

333 F.3d at 1340).  In rejecting that argument, the panel did not deny that the Honjo 

 
1 The provisional application did not disclose Dr. Dorfman’s results, but the district 
court correctly concluded that Dr. Freeman’s alleged contribution based on those 
experiments “does not by itself render Dr. Freeman a joint inventor.”  Appx103. 
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Patents issued over, and thus were “novel and nonobvious” over, the 1999 

provisional application.  Rather, the panel announced a broad holding that “joint 

inventorship does not depend on whether a claimed invention is novel or nonobvious 

over a particular researcher’s contribution.”  Op. 12.  Going even further, the panel 

announced that “[t]he novelty and nonobviousness of the claimed inventions over 

the provisional application are not probative of whether” the material disclosed in 

that provisional application constitutes a significant contribution to the conception 

of the Honjo Patents.  Id. (emphasis added). 

BMS is not seeking a bright-line rule that a contribution can never be 

significant if the invention was novel and non-obvious over that contribution.  The 

only bright-line rule here was the panel’s declaration that the novelty and non-

obviousness of an invention over a putative contribution are irrelevant to the 

significance of that contribution.  Indeed, according to the panel’s reasoning, the fact 

that Samuel Morse’s combination patent was novel and nonobvious over each of the 

individual elements he combined should have been “not probative” of whether he 

needed to share inventorship credit.  See Morse, 56 U.S. at 111.  That simply is not 

the law, as Morse shows. 

The panel’s conclusion also conflicts with prior decisions of this Court.  In 

American Bioscience, for example, two scientists had contributed to the claimed 

anti-cancer compounds by making compounds with similar properties and 
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conceiving of a method to synthesize the chemical used to create the claimed 

compounds.  333 F.3d at 1334, 1341.  But the scientists had a separate patent on 

their analogous compounds, and that patent was treated as prior art.  Id. at 1334 n.4, 

1335.  This Court rejected the joint inventorship claim, explaining that the “grant” 

of the new patent over those prior disclosures “itself supports the conclusion that the 

claimed … compounds … were novel and nonobvious over the prior art, and hence 

not the invention of” the putative co-inventors.  Id. at 1335, 1340. 

Similarly, in Garrett, 422 F.2d 874, this Court’s predecessor rejected a co-

inventorship claim based on an idea that the Court determined “to be obvious in view 

of the prior art.”  Id. at 881.  The Court thus treated the inventiveness of a putative 

inventor’s contribution as probative of whether that contribution was significant to 

the conception of an invention. 

The Fourth Circuit likewise has held that “the significance of an alleged joint 

inventor’s contribution should be assessed by asking whether the contribution helped 

to make the invention patentable.”  Levin v. Septodont Inc., 34 F. App’x 65, 72 (4th 

Cir. 2002).  The Levin Court rejected a joint inventorship claim even where the 

putative inventor’s contributions “appear[ed] in the claims of the patent,” because 

those “contributions did not help to make the [claimed invention] patentable.”  Id. at 

72-73, 75.  Drawing on “basic principles of patent law,” the court concluded that it 
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was “implausible to say that a person who contributed only to the non-novel and/or 

obvious elements of a claim can be called an inventor.”  Id. at 72-73. 

In endorsing this “implausible” holding, the panel conflated contributing to 

an invention and collaborating with an inventor.  Op. 12 (“Collaboration and 

concerted effort are what result in joint inventorship.”).  Whether Drs. Honjo, Wood, 

and Freeman collaborated for certain purposes does not determine whether Dr. 

Wood or Dr. Freeman made significant contributions to the conception of the 

inventions claimed in the Honjo Patents.  Those patents do not claim a biological 

pathway, but rather particular methods for treating cancer.  The work of Dr. Wood 

and Dr. Freeman was “too far removed from the real-world realization of” that 

breakthrough, see Eli Lilly, 376 F.3d at 1359 (Fed. Cir. 2004)—as demonstrated by 

the “grant” of the Honjo Patents over the 1999 provisional application’s disclosures, 

see American Bioscience, 333 F.3d at 1340.  The panel nowhere addressed or even 

acknowledged this Court’s binding precedent in American Bioscience or Garrett, let 

alone the Supreme Court’s decision in Morse or the Fourth Circuit’s in Levin.   

The panel’s decision both lowers the bar for inventorship and risks 

disincentivizing collaboration moving forward.  Allowing putative inventors to 

receive co-inventorship credit for contributing ideas removed from the claimed 

invention as part of a collaboration undermines the fundamental role of novelty and 

non-obviousness in patent law.  By categorically denying the “probative” value of 
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an invention’s novelty and non-obviousness over alleged contributions, the panel 

opened the courthouse door to post hoc claims based on mere collaboration.  Indeed, 

if “[c]ollaboration and concerted effort” alone give rise to joint inventorship, as the 

panel indicated, Op. 12, scientists may reduce or avoid collaborations for fear that 

collaborating on one subject may inadvertently lead to shared credit for other 

achievements.  This could stunt the “the progress of … useful Arts.”  See U.S. Const. 

Art. I, § 8, cl. 8. 

B. The Panel Erred By Holding That Alleged Contributions To 
Conception Can Be “Significant” Even If They Were Publicly 
Disclosed Before The Date Of Conception 

This Court has held that “[a] contribution of information in the prior art cannot 

give rise to joint inventorship because it is not a contribution to conception.”  Eli 

Lilly, 376 F.3d at 1362.  Although in Eli Lilly the information in question was already 

in the public domain at the time it was contributed, the rule must be the same when 

the information is not yet public at the time of contribution but becomes so before 

the time of conception.  Because “[c]onception is the touchstone to determining 

inventorship,” Fina Oil, 123 F.3d at 1473, the facts that exist at the time of 

conception are what matter for determining whether an idea qualifies as inventive.  

If a putative co-inventor’s contribution is publicly known at the time of conception, 

it cannot be inventive and thus cannot be a significant contribution. 
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In categorically rejecting this conclusion, the panel disregarded Maatuk v. 

Emerson Electric, Inc., 781 F. App’x 1002 (Fed. Cir. 2019) (nonprecedential).  

There, the information contributed by the putative co-inventor was confidential 

when it was initially shared but became public knowledge before conception.  Id. at 

1006.  The Court correctly held that those alleged contributions, which “were 

disclosed in the prior art” when the named inventors “conceived” of the patented 

invention, could not be significant.  Id.  That holding reflects the basic rule that co-

inventorship requires a contribution significant to the conception of the claimed 

invention.  Where information contributed by a putative co-inventor is free for all to 

use at the time of conception, it cannot represent a significant contribution to a new 

invention. 

Here, the overwhelming majority of alleged contributions by Drs. Freeman 

and Wood were published before conception of the Honjo Patents.  Opening Br. 38-

39.  The Court should grant rehearing en banc to correct the panel’s incorrect legal 

conclusion. 

II. THE PANEL’S FACTUAL ERRORS WARRANT PANEL REHEARING 

Identifying the moment of conception is crucial to assessing a co-inventorship 

claim because, as noted, “[c]onception is the touchstone to determining 

inventorship.”  Fina Oil, 123 F.3d at 1473.  Here, the date of conception is 

uncontested:  October 27, 2000.  Appx75.  That is when Dr. Iwai presented the 

Case: 19-2050      Document: 54     Page: 21     Filed: 08/27/2020



 

16 

results of the in vivo knockout mouse studies that, as the district court correctly 

found, allowed Dr. Honjo and his Japanese colleagues to move beyond “hope” and 

form the “definite and permanent idea” that blocking the PD-1/PD-L1 pathway 

would be an effective method of treating cancer.  Appx75.  Dr. Iwai’s in vivo 

experiments thus not only predated, but also played the key role in giving rise to, the 

conception of the Honjo Patents. 

The significance to conception of Dr. Iwai’s in vivo experiments demonstrates 

that Dr. Honjo’s previous collaboration with Drs. Freeman and Wood was too far 

removed from conception to have yielded significant contributions.  Dr. Iwai’s 

experiments represented a giant leap over the prior work on the PD-1/PD-L1 

pathway, advancing the state of knowledge from a mere hypothesis to a definite and 

permanent idea of cancer treatment. 

The panel rejected this argument by concluding the in vivo studies were “not 

required” for conception and that such “verification that an invention actually works 

is part of its reduction to practice.”  Op. 11-12.  But those conclusions conflict with 

the undisputed October 27, 2000 conception date.  They also conflict with this 

Court’s own precedent recognizing that, for some inventions in unpredictable arts, 

experimentation is required for conception to be complete.  E.g.,  Hitzeman v. Rutter, 

243 F.3d 1345, 1357 (Fed. Cir. 2001) (“When a research plan requires extensive 
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research before the inventor can have a reasonable expectation that the limitations 

of the count will actually be met, complete conception has not occurred.”). 

Had the panel accepted the undisputed conception date, it would have been 

forced to confront the significance of Dr. Iwai’s experiments and, by extension, the 

relative insignificance of the prior work of Drs. Freeman and Wood to conception 

of these patents.  Instead, the panel based its holding on a clear factual error. 

Separately, the panel directly contradicted the district court’s factual findings 

when it concluded that Dr. Freeman’s contributions were significant in part because 

he “connected the 292 sequence to PD-1.”  Op. 15.  Dr. Freeman merely located 292; 

as the district court found, when he sent 292 to Dr. Wood, Dr. Freeman “did not 

know it was a ligand for PD-1.”  Appx95.  Dr. Wood then discovered the connection 

between 292 and PD-1 without further assistance from Dr. Freeman.  Appx79.  The 

record is thus clear that Dr. Freeman did not “connect[] the 292 sequence to PD-1.”   

Compounding the error, the panel nowhere acknowledged Dr. Freeman was 

not even the first to locate 292.  As the district court found, Dr. Lieping Chen of the 

Mayo Clinic, not Dr. Freeman, first discovered 292.  Appx79.  The panel thus erred 

by crediting Dr. Freeman as a co-inventor of the ’474 patent based on an alleged 

contribution that was neither significant nor original.   

CONCLUSION 

Rehearing en banc or panel rehearing should be granted. 

Case: 19-2050      Document: 54     Page: 23     Filed: 08/27/2020



 

18 

Respectfully submitted, 

/s/ Seth P. Waxman  
DIANNE B. ELDERKIN 
STEVEN D. MASLOWSKI 
MATTHEW A. PEARSON 
AKIN GUMP STRAUSS HAUER & FELD LLP 
Two Commerce Square 
2001 Market Street 
Suite 4100 
Philadelphia, PA  19103 
(215) 965-1200 
 

SETH P. WAXMAN 
THOMAS G. SAUNDERS 
STEVEN J. HORN 
WILMER CUTLER PICKERING 
     HALE AND DORR LLP 
1875 Pennsylvania Avenue, NW 
Washington, DC  20006 
(202) 663-6000 
 
MATTHEW C. TYMANN 
WILMER CUTLER PICKERING 
     HALE AND DORR LLP 
350 South Grand Avenue 
Suite 2100 
Los Angeles, CA  90071 
(213) 443-5300 
 
Attorneys for Defendants-Appellants

August 27, 2020 

Case: 19-2050      Document: 54     Page: 24     Filed: 08/27/2020



 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

ADDENDUM 

Case: 19-2050      Document: 54     Page: 25     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 26     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 27     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 28     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 29     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 30     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 31     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 32     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 33     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 34     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 35     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 36     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 37     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 38     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 39     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 40     Filed: 08/27/2020



Case: 19-2050      Document: 54     Page: 41     Filed: 08/27/2020



 

 

CERTIFICATE OF COMPLIANCE WITH TYPE-VOLUME 
LIMITATIONS 

The foregoing filing complies with the relevant type-volume limitation of 

the Federal Rules of Appellate Procedure and Federal Circuit Rules because: 

1. The filing has been prepared using a proportionally spaced typeface 

and includes 3,899 words. 

2. The brief has been prepared in proportionally spaced typeface using 

Microsoft Word for Office 365 in 14-point, Times New Roman font.  As permitted 

by Fed. R. App. P. 32(g), the undersigned has relied upon the word count feature 

of this word processing system in preparing this certificate. 

/s/ Seth P. Waxman  
SETH P. WAXMAN 
WILMER CUTLER PICKERING 
     HALE AND DORR LLP 
1875 Pennsylvania Avenue, NW 
Washington, DC  20006 
(202) 663-6000 

August 27, 2020 

Case: 19-2050      Document: 54     Page: 42     Filed: 08/27/2020


