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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

DRAGON INTELLECTUAL PROPERTY,
LLC,

Plaintiff,
v Civil Action No. 1:13-cv-02066-RGA

DISH NETWORK, LLC

Defendant.

DRAGON INTELLECTUAL PROPERTY,
LLC,

Plaintiff, B
Civil Action No. 1:13-cv-02067-RGA

V.

SIRIUS XM RADIO INC.,

Defendant.

MEMORANDUM ORDER
Defendants DISH Ne;cwork, LLC and Sirius XM Radio Inc. have filed Motions to
Declare This Case Exceptional. (C.A. 13-2066, D.1. 130; C.A. 13-2067, D.1. 139). The Parties
have fully briefed the issues. (C.A. 13-2066, D.I. 131, 143, 152; C.A. 13-2067, D.I. 140, 156,
165). Plaintiff’s former Freitas Angéll & Weinberg LLP (“FAW?) attorneys have also filed an
. opposition to Defendants’ motions. (C.A. 13-2066, D.1. 144; C.A. 13-2067, D.I. 157). For the

reasons set forth below, Defendants’ motions are DENIED.
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The Defendants’ motions request, in part, fees pursuant to 35 U.S.C. § 285. That Section
provides: “The court in exceptional cases may award reasonable attorney fees to the prevailing
party.” A prevailing party is “one who has been awarded some relief by the court.” Buckhannon
Bd. & Care Home, Inc. v. W. Va. Dep't of Health & Human Res., 532 U.S. 598, 603 (2001); see
also SSL Servs., LLCv. Citrix Sys., Inc., 769 F.3d 1073, 1087 (Fed. Cir. 2014) (“A party
‘prevails’l when ‘actual relief on the merits of his claim materially alters the legal relationship
between the parties . . . in a way that directly benefits the [party].”” (alteration in original)
(quoting Farrar v. Hobby, 506 U.S. 103, 111-12 (1992)).

I vacated my previous judgments of non-infringement in these cases. (C.A. 13-2066, D.1.
168; C.A. 13-2067, D.1. 177). Thus, I have not awarded “actual relief on the merits” and
Defendants DISH Network LLC and Sirius XM Radio Inc. are not pfevailing parties.!

Therefore, they are not entitled to pursue attorney fees under 35 U.S.C. § 285.

Defendants’ motions also request an award of fees from Plaintiff’s former FAW
attorneys, Robert Freitas and Jason Angell, pursuant td 28 U.S.C. § 1927. That Section provides:
Any attorney or other person admitted to conduct cases in any court of the United

States or any Territory thereof who so multiplies the proceedings in any case

unreasonably and vexatiously may be required by the court to satisfy personally

the excess costs, expenses, and attorneys’ fees reasonably incurred because of
such conduct.

The Third Circuit limits Section 1927 fees awards to instances where the attorney has “(1)
multiplied proceedings; (2) unreasonably and vexatiously; (3) thereby increasing the cost of the

proceedings; (4) with bad faith or with intentional misconduct.” LaSalle Nat. Bank v. First Conn.

T acknowledge, as Defendant DISH Network LLC pointed out in its October 10, 2018 letter,
that Defendants DISH Network LLC and Sirius XM Radio Inc. are unique in this group of
related cases in that they did achieve a victory over Plaintiff. (See C.A. 13-2066, D.1. 169).
However, the Patent Trial and Appeal Board awarded that victory and it did not play a role in
any judgment issued by this Court. Success in a different forum is not a basis for an award of
attorneys’ fees by this Court. ‘
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Holding Grp., LLC., 287 F¥.3d 279, 288 (3d Cir. 2002). “[Section] 1927 explicitly covers only
the multiplication of proceedings that prolong the litigation of a case and likely not the initial
pleading, as the proceedings in a case cannot be multiplied until there is a case.” In re Schaefer
Salt Recovery, Inc., 542 F.3d 90, 101 (3d Cir. 2008) (emphasis in original).

The conduct identified by Defendants is not sufficient to support an award of fees
pursuant to Section 1927 under the Third Circuit standard. Defendants identify three issues with
FAW’s representation of Plaintiff:

(1) the clear failure . . . to conduct an adequate pre-filing investigation; (2)

Dragon’s refusal to acknowledge the express language of its own claims as

applied to the accused . . . products and its continued pursuit of frivolous

litigation after being notified of its meritless positions; and (3) the diametrically

inconsistent positions that Dragon took in the related IPR proceedings and this
Court concerning the scope of the asserted claims of the ‘444 patent.

(C.A. 13-2066, D.I. 11). Defendants’ first allegation is irrelevant to the Section 1927 inquiry
which focuses on actions taken during a proceeding. Pre-filing activity, or inactivity, does not
support an award of fees pursuant to Section 1927.

Defendants’ second allegation is similarly irrelevant. Defendants correctly point out that
the FAW attorney filed papers which denied prosecution disclaimer despite the disclaiming
language in the prosecution history being among the clearest I have seen during my time on the
bench. (C.A. 13-2061, D.I. 110 at 7). However, Defendants do not articulate how the proposed
constructions, flawed as they were, multiplied and prolonged the proceedings. Thus, Plaintiff’s
claim construction position does not support an award of fees pursuant to Swection 1927.

Defendants’ third allegation similarly does not support an award of fees. Propounding
opposite claim construction positions before the Patent Office and a District Court in concurrent
proceedings is, at a minimum, objectively bad form. However, assuming Defendants’

accusations against the FAW attorneys are true, the inconsistent positions did not cause the
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proceedings in this case to multiply. As is usual in patent cases, the Parties argued their
respective positions and I issued a claim construction order. The Parties did not subsequently
relitigatel the claim constructions such that they prolonged the litigation. Accordingly, an award
of Section 1927 fees on this basis is inappropriate.
Thus, although Defendants identify behavior that I might properly have sanctioned under
Section 285, the allegations do not meet the standard for a Section 1927 fees award.
Accordingly, Defendants DISH Network LLC’s and Sirius XM Radio Inc.’s Motions to

Declare This Case Exceptional (C.A. 13-2066, D.I. 130; C.A. 13-2067, D.1. 139) are DENIED.

IT IS SO ORDERED this ; day of November 2018.

Gt ot

United States District Judge
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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

DRAGON INTELLECTUAL PROPERTY, LLC,
Plaintiff,
v. Civil Action No. 13-2058-RGA
APPLE, INC,,

Defendant.

DRAGON INTELLECTUAL PROPERTY, LLC,
Plaintiff,
V. Civil Action No. 13-2061-RGA
AT&T SERVICES, INC.,

Defendant.

DRAGON INTELLECTUAL PROPERTY, LLC,
Plaintiff,
v. Civil Action No. 13-2062-RGA
CHARTER COMMUNICATIONS, INC.,

Defendant.

DRAGON INTELLECTUAL PROPERTY, LLC,
Plaintiff,

V. | Civil Action No. 13-2063-RGA

COMCAST CABLE COMMUNICATIONS,
LLC,

Defendant.
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DRAGON INTELLECTUAL PROPERTY, LLC,
Plaintiff,
v.

COX COMMUNICATIONS, INC.,,

Defendant.

DRAGON INTELLECTUAL PROPERTY, LLC,
Plaintiff,
Ve

DIRECTV LLC,

Defendant.

DRAGON INTELLECTUAL PROPERTY, LLC,
Plaintiff,
V.

DISH NETWORK, LLC

Defendant.

DRAGON INTELLECTUAL PROPERTY, LLC,
Plaintiff,
V.

SIRIUS XM RADIO INC,,

Defendant.
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DRAGON INTELLECTUAL PROPERTY, LLC,
Plaintiff,
V. Civil Action No. 13-2068-RGA
TIME WARNER CABLE, INC,

Defendant.

DRAGON INTELLECTUAL PROPERTY, LLC,
Plaintiff,
V. Civil Action No. 13-2069-RGA
VERIZON COMMUNICATIONS, INC.,

Defendant.

MEMORANDUM ORDER
Presently before the Court is Plaintiff’s Motion for Vacatur and Dismissal as Moot of my
previous non-infringement judgments in these cases.! (D.I. 207).2 The cases return to me after

the Federal Circuit found them moot on appeal® and denied panel rehearing on the issue of

'On April 27, 2016, this Court issued judgments in favor of Defendant Apple, Inc., C.A. 13-
2058, D.I. 133; Defendant AT&T Services, Inc., C.A. 13-2061, D.I. 168; Defendant Charter
Communications, Inc., C.A. 13-2062, D.1. 181; Defendant Comcast Cable Communications,
LLC, C.A. 13-2063, D.I. 180; Defendant Cox Communications Inc., C.A. 13-2064, D.I. 173;
Defendant Dish Network, LLC, C.A. 13-2066, D.I. 117; Defendant Sirius XM Radio Inc., C.A.
13-2067, D.I. 130; Defendant Time Warner Cable Inc., C.A. 13-2068, D.I. 183; and Defendant
Verizon Communications, Inc., C.A. 13-2069, D.I. 173. On May 3, 2016, this Court issued
judgment in favor of Defendant DirecTV, LLC, C.A. 13-2065, D.1. 182.

2 Unless otherwise noted, citations to the docket are to C.A. 13-2061.

3 See Dragon Intellectual Prop., LLC v. Apple Inc. et al., 700 F. App'x 1005, 1006 (Fed. Cir.
2017).
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vacatur.* The parties have thoroughly briefed the issues. (D.I. 208, 210, 213; C.A. 13-2066, D.L
162, 165).

As an initial matter, Defendants assert that the Federal Circuit’s denial of Plaintiff’s
petition for panel rehearing should dictate my analysis of this issue. (D.I. 210 at 17-18; C.A. 13-
2066, D.1. 162 at 3-5). They do not cite any caselaw or other authority in support of their
assertion. Plaintiff responds, “Whatever the reason for the denial of rehearing, it is not possible
to conclude that in denying without comment Dragon’s petition for rehearing, the Federal Circuit
intended to take a position on the ultimate question of the appropriateness of vacatur.” (D.I. 208
at 15). Specifically, in its petition for panel rehearing, Plaintiff noted, “[B]oth district courts and
courts of appeals have the power to vacate, or to direct the vacatur of, judgments in cases that
become moot during an appeal.” (/d. at 15 n.12 (citing D.I. 71-1, Exh. I at 2 n.1)). Therefore,
Plaintiff argues, it is plausible that the Federal Circuit denied panel rehearing, because “the
appropriate course of action was to leave the question of vacatur to this Court.” (J/d. at 15). 1
agree with Plaintiff. It is not possible to discern from the record the Panel’s rationale for denying
rehearing.’ Moreover, I find it unlikely that the Federal Circuit intended to foreclose further
consideration of vacatur, an apparently appropriate remedy, with a summary denial of a petition

for panel rehearing. Therefore, I will consider the merits of Plaintiff’s motion.

* Dragon Intellectual Property, LLC v. Apple Inc. et al., Nos. 2016-2186, -2453, -2454, -2456, -
2459, -2460, -2461, -2462, -2463, -2464 (Fed. Cir. Jan. 31, 2018) (D.I. 209-4).

> T have been unable to identify controlling authority on the “meaning” of a denial of panel
rehearing. I suspect the discretionary decision of the Panel whether to institute additional
proceedings is akin to a denial of certiorari by the Supreme Court. See 16B Charles Alan Wright
& Arthur R. Miller, Federal Practice and Procedure § 4004.1 (3d ed. 2008) (“[D]enial of
certiorari does not indicate any view on the merits.”); cf. Luckey v. Miller, 929 F.2d 618, 622
(11th Cir. 1991) (“[A] summary denial of rehearing en banc is insufficient to confer any
implication or inference regarding the court's opinion relative to the merits of a case. . . .
[A]ttaching precedential weight to a denial of rehearing en banc would be unmanageable.”).

4
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Federal Rule of Civil Procedure 60(b) empowers district courts to vacate judgments for
several specified reasons. A catchall provision, Rule 60(b)(6) provides: “[T]he court may relieve
aparty ... from a final judgment . . . for . . . any other reason that justifies relief.” The Third
Circuit instructs, “[C]Jourts are to dispense their broad powers under 60(b)(6) only in
‘extraordinary circumstances where, without such relief, an extreme and unexpected hardship
would occur.”” Cox v. Horn, 757 F.3d 113, 120 (3d Cir. 2014) (quoting Sawka v. Healtheast,
Inc., 989 F.2d 138, 140 (3d Cir. 1993)). “[W]hether the 60(b)(6) motion under review was
brought within a reasonable time” is one critical factor in the “equitable and case-dependent”
analysis. Cox, 757 F.3d at 115-16. Beyond these general principles, Third Circuit precedent
provides little guidance, because that court has not employed its “extraordinary circumstances”
analysis in the context of a case mooted prior to appellate review.

Caselaw and tradition strongly support a conclusion that intervening mootness of a case,
prior to appellate review, is an “extraordinary circumstance.” As a general matter, judgments that
are mooted prior to appellate review should be vacated.” “A party who seeks review of the
merits of an adverse ruling, but is frustrated by the vagaries of circumstance, ought not in
fairness be forced to acquiesce in the judgment.” U.S. Bancorp Mortg. Co. v. Bonner Mall
P’ship, 513 U.S. 18, 25 (1994); see also United States v. Munsingwear, Inc., 340 U.S. 36,39 n. 2
(1950) (cataloguing cases where the Court vacated judgments following determinations of

mootness); Cardpool, Inc. v. Plastic Jungle, Inc., 817 F.3d 1316, 1321 (Fed. Cir. 2016) (noting

6 The Parties’ briefing and my independent research did not reveal a Third Circuit opinion
applying the “extraordinary circumstances’ analysis to facts similar to the present case.

7 There are two well documented exceptions to the general rule: where the party seeking relief
caused the case to become moot and where the party seeking relief “slept on its rights.” See U.S.
Bancorp Mortg. Co. v. Bonner Mall P’ship, 513 U.S. 18, 25 (1994); United States v.
Munsingwear, Inc., 340 U.S. 36, 38-41 (1950). Neither exception applies to the present case.

5
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Supreme Court precedent dictating vacatur when intervening mootness is not attributable to a
party). “The point of vacatur is to prevent an unreviewable decision ‘from spawning any legal
consequences,’ so that no party is harmed by . . . a ‘preliminary’ adjudication.” Camreta v.
Greene, 563 U.S. 692, 713 (2001) (citing Munsingwear, 340 U.S. at 40 (“When that procedure is
followed, the rights of all parties are preserved; none is prejudiced by a decision which in the
statutory scheme was only preliminary.”)). Moreover, in the Rule 60(b)(6) context, when a
district court is faced with a judgment mooted prior to appellate review, the Fourth Circuit has
held:

[T]he Bancorp considerations that are relevant to appellate vacatur for mootness

are also relevant to, and likewise largely determinative of, a district court's

vacatur decision for mootness under Rule 60(b)(6), even if those considerations

do not necessarily exhaust the permissible factors that may be considered by a

district court in deciding a vacatur motion.

Valero Terrestrial Corp. v. Paige, 211 F.3d 112, 121 (4th Cir. 2000).

This case presents an “extraordinary circumstance” where vacatur under Rule 60(b)(6) is
appropriate. Plaintiff was diligent in seeking review following entry of final judgment of non-
infringement.® But the Patent Trial and Appeals Board (PTAB) subsequently invalidated the
claims at issue in this case, and the Federal Circuit affirmed that decision. Thus, Plaintiff’s
appeal became moot prior to review. As a result, absent vacatur of my prior judgment, Plaintiff
is at significant risk of harm from an unreviewed decision. Indeed, Defendants’ apparent goal in

(and the only rational reason for) opposing Plaintiff’s motion for vacatur is to secure their right

to pursue attorneys’ fees as “prevailing parties.” (See D.I. 210 at 14-20). An increased risk of

8 Plaintiff also diligently filed the present Rule 60(b)(6) motion less than a month after the
mandate issued from the Federal Circuit. Plaintiff’s diligence provides additional support for
granting Rule 60(b)(6) vacatur under the Third Circuit’s analysis.

6
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liability for attorneys’ fees based on an unreviewed decision is unquestionably an “extreme and
unexpected hardship.” Thus, I will vacate my previous judgments of non-infringement in these
cases.

Dismissal of the case is not appropriate at this juncture. Although the issue of
infringement underlying Plaintiff’s complaint is moot, Defendants’ motions for attorney’s fees
remain outstanding.’ “If a judgment has become moot [while awaiting review], [a court] may
not consider its merits, but may make such disposition of the whole case as justice may require.”
Walling v. James V. Reuter, Inc., 321 U.S. 671, 677 (1944). An appropriate disposition of the
entire case may include an award of costs. See U.S. Bancorp Mortg. Co., 513 U.S. at 21; see
also Cty. of Morris v. Nationalist Movement, 273 F.3d 527, 534 (3d Cir. 2001) (“[A]n award of
attorney's fees with respect to the trial phases of a case is not precluded when a case becomes
moot during the pendency of an appeal.”); Constangy, Brooks & Smithv. N.L.R.B., 851 F.2d
839, 842 (6th Cir. 1988) (“It would be particularly inappropriate to vacate the district court’s
order in the instant case in light of appellee’s motion for attorney’s fees pending before the
district court . . . .”); Grano v. Barry, 733 F.2d 164, 168 n.2 (D.C. Cir. 1984) (“[D]ismissal of . . .
part of the appeal as moot is not dispositive as to the issue of attorneys’ fees . . . .”); Doe v.
Marshall, 622 F.2d 118, 120 (5th Cir. 1980) (“[A] determination of mootness neither precludes
nor is precluded by an award of attorneys' fees.”); Williams v. Alioto, 625 F.2d 845, 848 (9th Cir.

1980) (“Claims for attorneys' fees ancillary to the case survive independently under the court's

? See Defendants AT&T Services’ and DirecTV’s Motions to Declare this Case Exceptional and
Award Fees Under 35 U.S.C. § 285 (C.A. 13-2061, D.I. 183; C.A. 13-2065, D.I. 196) and
Defendants Charter Communications, Inc., Comcast Cable Communications, LLC, Cox
Communications Inc., Time Warner Cable Inc., and Verizon Communication Inc.’s Motions for
Attorneys’ Fees and Costs (C.A. 13-2062, D.I. 203; C.A. 13-2063, D.I. 202; C.A. 13-2064, D.I.
195; C.A. 13-2068, D.I. 205; C.A. 13-2069, D.I. 195).

7

Appx0011



Case: 19-1283 Document: 75-1 Page: 20 Filed: 05/31/2019

Appx0012



