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 Appellant Boloro Global Limited (“Boloro”) respectfully requests 

that that this Court vacate the Patent Trial and Appeal Board’s (“the 

Board’s”) decisions below, and remand this appeal to the Board for new 

hearings before a differently constituted panel in light of the Court’s 

recent decision in Arthrex, Inc. v. Smith & Nephew, Inc., No. 18-2140, 

941 F.3d 1320 (Fed. Cir. Oct. 31, 2019).  In Arthrex, this Court “agree[d 

that the appointment of the Board’s Administrative Patent Judges 

(‘APJs’) by the Secretary of Commerce violates the Appointments 

Clause] and conclude[d] that the statute as currently constructed makes 

the APJs principal officers.”  Id. at 1325.  The Court also held that, 

“where the final decision was rendered by a panel of APJs who were not 

constitutionally appointed,” and “where the parties presented an 

Appointments Clause challenge on appeal,” the decision below “must be 

vacated and remanded.” Id. at 1340.  The Court in Arthrex further 

instructed that, on remand, “a new panel of APJs must be designated 

and a new hearing granted.” Id. 

 Under Arthrex, the Board’s decisions in this appeal must be 

vacated and remanded to the Board for a new hearing before a 

differently constituted panel. On April 1, 2019, a majority of a panel of 
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the Board (composed of APJs Crawford, Weider and Meyers) issued its 

final decisions in the three patent applications on appeal, affirming the 

rejections of the Examiner under 35 U.S.C. 101.  See Ex. A (Decision on 

Appeal in U.S. Application Ser. No. 14/222,613 (“the ‘613 application”) 

(Apr. 1, 2019)) at 16; Ex. B (Decision on Appeal in U.S. Application Ser. 

No. 14/222,615 (“the ‘615 application”) (Apr. 1, 2019)) at 18; Ex. C 

(Decision on Appeal in U.S. Application Ser. No. 14/222,616 (“the ‘616 

application”) (Apr. 1, 2019)) at 18.  However, APJ Weider dissented 

from the majority’s affirmance of the rejections under 101 in all three 

proceedings.  See Ex. A at 20, Ex. B at 22, and Ex. C at 4 (of the 

dissent)).  The same majority of the panel then denied rehearing on 

June 27, 2019 in each of the cases.  Ex. D (Decision on Rehearing in the 

‘613 application) (June 27, 2019)) at 7; Ex. E (Decision on Rehearing in 

the ‘615 application) (June 27, 2019)) at 7; Ex. F (Decision on Rehearing 

in the ‘616 application) (June 27, 2019)) at 8.   APJ Weider again 

dissented from the majority’s opinion in all three decisions.  Appellant 

timely appealed the decisions on the Board to this Court on August 27, 

2019.  Appellant’s opening brief is currently due on January 6, 2020. 
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 As in Arthrex, the Board’s final decisions below were rendered 

when “the current structure of the Board violate[d] the Appointments 

Clause.” 941 F.3d at 1335.  The APJs who presided over the hearings in 

the ex parte appeals and issued the final decisions in those applications 

were “principal officers” under the Appointments Clause, yet were 

neither appointed by the President nor confirmed by the Senate.  Under 

Arthrex, “[b]ecause the Board’s decision … was made by a panel of APJs 

that were not constitutionally appointed at the time the decision was 

rendered,” the proper remedy is to “vacate and remand the Board’s 

decision without reaching the merits.” Id. at 1338-1339. On remand, “a 

new panel of APJs must be designated and a new hearing granted.” Id. 

at 1340. 

 While the Board in Arthrex was presiding over an inter partes 

review, the Court’s analysis in that case, that the APJs who presided 

over the proceeding were “principal officers” under the Appointments 

Clause, also holds true in these ex parte appeals.  In determining that 

the APJs in Arthrex were “principal officers,” this Court held that a 

determinative factor was the exercise of “significant authority pursuant 

to the laws of the United States.”  Id. at 1327-1328 (quoting Buckley v. 
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Valeo, 424 U.S. 1, 125–26 (1976)).   As part of that analysis, the Court 

held: 

The APJs exercise significant discretion when carrying out 
their function of deciding inter partes reviews. They oversee 
discovery, 37 C.F.R. § 42.51, apply the Federal Rules of 
Evidence, 37 C.F.R. § 42.62(a), and hear oral arguments, 37 
C.F.R. § 42.70. And at the close of review proceedings, the 
APJs issue final written decisions containing fact findings 
and legal conclusions, and ultimately deciding the 
patentability of the claims at issue. See 35 U.S.C. § 318(a). 

 
Id. at 1328. 

 APJs in ex parte appeals carry out similar functions when they 

hear oral arguments under 37 C.F.R. § 41.47 and, at the close of the 

appeal proceedings, issue final written decisions containing fact 

findings and legal conclusions.  See 37 C.F.R. § 41.50.  Although not 

specifically addressed in Arthrex, in ex parte appeals, the PTAB also has 

the power: (1) to disqualify counsel (37 C.F.R. § 41.5(b)); (2) to admit 

people pro hac vice (37 C.F.R. § 41.5(a) “authorize a person other than a 

registered practitioner to appear as counsel in a specific proceeding”); 

and (3) to “order appellant to additionally brief any matter that the 

Board considers to be of assistance in reaching a reasoned decision on 

the pending appeal” (37 C.F.R. § 41.50(d)).  The PTAB then ultimately 

decides the patentability of the claims at issue. See 35 U.S.C. § 6(b)(1).  
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Furthermore, after a decision, under 35 U.S.C. § 6(c), also “[o]nly the 

Patent Trial and Appeal Board may grant rehearings.” 

 In the context of these appeals in particular, the APJs also 

exercised significant authority by virtue what they were being asked to 

render judgment on.  The only issue before them on rehearing was 

whether to ignore the actual statutory language of 35 U.S.C. § 101 as 

written by Congress and to instead substitute their own judgment for 

Congress’ by deciding whether to “affirm[] the rejection of [the] claims 

under 35 U.S.C. § 101 as being directed to judicially-excepted subject 

matter.”  Ex. D at 2 (emphasis added).  That is, without being appointed 

like Article III federal judges, they were being asked to act like Article 

III judges in determining the applicability of a judicial exception.  

 The extent of that authority, without oversight by the Director, is 

brought into focus by the fact that the panel members themselves 

disagreed as to whether the judicial exception applied.  That is, at 

least one of the panel members must, by definition, have been 

contradicting the decision of what the Director would have done because 

there was a split among the panel.   
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 As in Arthrex, Appellant has timely raised its Appointments 

Clause challenge “before the first body capable of providing it with the 

relief”—this Court. 941 F.3d at 1339.  Indeed, this Court has already 

applied Arthrex in appeals from the Board’s final decision in other cases 

up to and including the filing of the principal brief, holding that vacatur 

and remand “for proceedings consistent with this court’s decision in 

Arthrex” is appropriate where appellant “has raised an Appointments 

Clause challenge in its opening brief.” Uniloc 2017 LLC v. Facebook 

Inc., No. 18-2251, 783 Fed. Appx. 1020 (Fed. Cir. Oct. 31, 2019) (non-

precedential); see also Bedgear, LLC v. Fredman Bros. Furniture Co., 

No. 18-2082, 783 Fed. Appx. 1029 (Fed. Cir. Nov. 7, 2019) (non-

precedential).  The same result should follow here, where Appellant 

raised its Appointment Clause challenge before filing its opening brief. 

 The briefing in this appeal has not yet commenced. Because a 

decision to vacate and remand for an Appointments Clause violation is 

made “without reaching the merits,” Arthrex, 941 F.3d at 1339, judicial 

efficiency will be well served in granting this motion. There is no utility 

in having the parties brief the merits of this appeal when the Court 

would not reach the merits. That is particularly so here, where a 
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dissenting opinion shows that a differently constituted panel may well 

reach a different result than the majority of the panel did.   

 The USPTO has indicated that it opposes this motion. Finally, 

since this motion, “if granted, would terminate the appeal, the time to 

serve and file the next brief due is suspended.” Fed. Cir. R. 31(c). 

 

CONCLUSION 

 This Court should vacate the Board’s decisions below and remand 

the cases in this consolidated appeal to the Board for proceedings 

consistent with Arthrex, Inc. v. Smith & Nephew, Inc., No. 18-2140, 941 

F.3d 1320 (Fed. Cir. Oct. 31, 2019). 

      Respectfully submitted, 
 
Dated: January 2, 2020  /s/ Michael R. Casey  
      Michael R. Casey 
      Oblon, McClelland, Maier,  
        & Neustadt, LLP 
      1940 Duke Street 
      Alexandria, Virginia  22314 
      (703) 413-3000 
      Counsel for Appellant,  

Boloro Global Limited 
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CERTIFICATE OF INTEREST 

Counsel for Appellant certifies the following: 

1. The full name of party represented by me: 
 

 Boloro Global Limited 

2. The name of the real party in interest (please only 
include any real party in interest NOT identified in Question 3) 
represented by me is: 

 
Boloro Global Limited 

3. Parent corporations and publicly held companies that 
own 10% or more of stock in the party: 

None 
 

4. The names of all law firms and the partners or 
associates that appeared for the party or amicus now 
represented by me in the trial court or agency or are expected to 
appear in this court (and who have not or will not enter an 
appearance in this case) are: 

 None 
 

5. The title and number of any case known to counsel to 
be pending in this or any other court or agency that will directly 
affect or be directly affected by this court’s decision in the 
pending appeals. See Fed. Cir. R. 47.4(a)(5) and 47.5(b): 

USPTO Application Serial No. 16/426,064, filed May 30, 2019 
 

Dated: January 2, 2020   /s/ Michael R. Casey 
Michael R. Casey 
Counsel for Appellant  
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Rule of Appellate Procedure 27.  According to MS Word 2010, the word 

processing system used to prepare this document, the motion contains 

1,363 words.  

Dated: January 2, 2020   /s/ Michael R. Casey 
Michael R. Casey 

       Counsel for Appellant 
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       /s/ Michael R. Casey 
Michael R. Casey 

       Counsel for Appellant 
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