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92,3�3$/�&20��,1&��

3ODLQWLII�

Y�

9(5,=21�:,5(/(66�6(59,&(6��//&��
et al.�

'HIHQGDQW�

&DVH�1R� ���&9�������/+.

3ODLQWLII�9RLS�3DO�&RP��,QF��ILOHG � UHODWHG�SDWHQW�LQIULQJHPHQW�VXLWV�DJDLQVW�'HIHQGDQWV�

$SSOH�,QF� (“Apple”)��$7	7 &RUS� (“AT&T”)��7ZLWWHU�,QF� (“Twitter”)��DQG�&HOOFR�3DUWQHUVKLS�

G�E�D��9HUL]RQ�:LUHOHVV�6HUYLFHV��//& (“Verizon”) (collectively, “Defendants”)��3ODLQWLII�DOOHJHV�

WKDW�$SSOH��$7	7��DQG�9HUL]RQ��EXW�QRW�7ZLWWHU��LQIULQJH�YDULRXV�FODLPV�RI�8�6��3DWHQW�1R��

�,542,815 (“the ’815 Patent”) to Perreault et al. Plaintiff also alleges that all Defendants infringe 

various claims of U.S. Patent No. 9,179,005 (“the ’005 Patent”) to Perreault et al. ,Q�DOO���UHODWHG�

FDVHV��HDFK�'HIHQGDQW�ILOHG�DQ�RPQLEXV�PRWLRQ�WR�GLVPLVV��WKXV�UHVXOWLQJ�LQ���RPQLEXV�PRWLRQV�WR�

dismiss. However, the briefing on the omnibus motions to dismiss, Plaintiff’s oppositions, and 

Defendants’ replies LV LGHQWLFDO�LQ�DOO���FDVHV��7KXV��IRU�HDVH�RI�UHIHUHQFH�DQG�XQOHVV�RWKHUZLVH�

VSHFLILHG��WKH�&RXUW UHIHUV�WR�GRFXPHQWV�ILOHG�LQ�WKH�7ZLWWHU�OLWLJDWLRQ��&DVH�1R�����&9�������

/+.��

Before the Court is Defendants’ FRQVROLGDWHG�PRWLRQV WR�GLVPLVV��ZKLFK�FRQWHQG�WKDW�WKH�

DVVHUWHG�FODLPV�RI�WKH�SDWHQWV�LQ�VXLW�IDLO�WR�UHFLWH�SDWHQW�HOLJLEOH�VXEMHFW�PDWWHU�XQGHU����8�6�&���

���� ECF No. 71 (“Mot.”). +DYLQJ�FRQVLGHUHG�WKH�VXEPLVVLRQV�RI�WKH�SDUWLHV��WKH�UHOHYDQW�ODZ��DQG�

WKH�UHFRUG�LQ�WKLV�FDVH��WKH�&RXUW�*5$176 Defendants’ FRQVROLGDWHG�PRWLRQV WR�GLVPLVV�WKH�

DVVHUWHG�FODLPV�RI�WKH�’81� Patent and the ’005 PateQW�

,� %$&.*5281'

)DFWXDO�%DFNJURXQG

�� 7KH�3DUWLHV

3ODLQWLII�LV�D�1HYDGD�FRUSRUDWLRQ�ZLWK�LWV�SULQFLSDO�SODFH�RI�EXVLQHVV�LQ�%HOOHYXH��

:DVKLQJWRQ��(&)�1R�����DW�� 5. Plaintiff “owns a portfolio of [Voice over Internet Protocol] 
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patents and patent applications.” Id. DW�� ��

'HIHQGDQW�7ZLWWHU�LV�D�&DOLIRUQLD�FRUSRUDWLRQ�ZLWK�LWV�SULQFLSDO�SODFH�RI�EXVLQHVV�LQ�6DQ�

)UDQFLVFR��&DOLIRUQLD��Id. DW�� �� 7ZLWWHU�XVHV�DQG�VHOOV “messaging services using messaging 

DSSOLFDWLRQ�VRIWZDUH�DQG�RU�HTXLSPHQW��VHUYHUV�DQG�RU�JDWHZD\V�WKDW�URXWH�PHVVDJHV�WR�FRPSXWLQJ�

devices such as smartphones, tablet computers, and personal computers.” Id. DW�� ���

'HIHQGDQW�$SSOH�LV�D�&DOLIRUQLD�FRUSRUDWLRQ�ZLWK�LWV�SULQFLSDO�SODFH�RI�EXVLQHVV�LQ�

&XSHUWLQR��&DOLIRUQLD��&DVH�1R�����&9�������/+.��(&)�1R�����DW�� 7. Apple “provides, 

VXSSRUWV�DQG�RU�RSHUDWHV�PHVVDJLQJ�WHFKQRORJ\��LQFOXGLQJ�L0HVVDJH��DQ�LQVWDQW�PHVVDJLQJ�VHUYLFH�

supported by Apple’s MesVDJHV�DSSOLFDWLRQ�DQG�FRPSXWHU�LQIUDVWUXFWXUH�WKDW�DOORZV�VPDUWSKRQH�

and desktop users to send messages including text, images, video and audio to other users.” Id. DW��

���

'HIHQGDQW�$7	7�LV�D�'HODZDUH�FRUSRUDWLRQ�ZLWK�LWV�SULQFLSDO�SODFH�RI�EXVLQHVV�LQ�

%HGPLQVWHU��1HZ�-HUVH\��&DVH�1R�����&9�������/+.��(&)�1R�����DW�� 2. AT&T “supports and 

RSHUDWHV�D�PHVVDJLQJ�SODWIRUP ������>WKDW@�DOORZV�VPDUWSKRQH�XVHUV�WR�VHQG�PHVVDJHV�LQFOXGLQJ�WH[W��

images, video and audio to others.” Id. DW�� ����$7	7�DOVR�RIIHUV�9RLFH�RYHU�,QWHUQHW�3URWRFRO�

products and services “utilizing equipment at the customer or business premises and a collection 

of servers and gateways.” Id. DW�� 41. Moreover, AT&T “supports a Wi�)L�EDVHG�FDOOLQJ�SODWIRUP���

����>WKDW@�DOORZV�D�PRELOH�GHYLFH�WR LQLWLDWH�D�FRPPXQLFDWLRQ�VXFK�DV�D�FDOO�RU�WH[W�PHVVDJH�EHWZHHQ�

D�FDOOHU��RU�D�ILUVW�SDUWLFLSDQW��DQG�D�FDOOHH��RU�D�VHFRQG�SDUWLFLSDQW��XVLQJ�DQ�$7	7�DVVLVWHG�YRLFH�

over IP (“VoIP”) system.” Id. DW�� ���

'HIHQGDQW�9HUL]RQ�LV�D�'HODZDUH�FRUSRUDWLRQ�ZLWK�LWV�SULQFLSDO�SODFH�RI�EXVLQHVV�LQ�

%DVNLQJ�5LGJH��1HZ�-HUVH\��&DVH�1R�����&9�������/+.��(&)�1R������DW�� �� Verizon “supports 

DQG�RSHUDWHV�D�PHVVDJLQJ�SODWIRUP�������>WKDW@�DOORZV�VPDUWSKRQH�XVHUV�WR�VHQG�PHVVDJHV�LQFOXGLQJ�

WH[W��LPDJHV��YLGHR�DQG�DXGLR�WR�others.” Id. DW�� ����9HUL]RQ�DOVR�RIIHUV�9RLFH�RYHU�,QWHUQHW�

Protocol products and services “utilizing equipment at the customer or business premises and a 

collection of servers and gateways.” Id. DW�� 41. Moreover, Verizon “supports a Wi�)L�EDVHG�

FDOOLQJ SODWIRUP�������>WKDW@�DOORZV�D�PRELOH�GHYLFH�WR�LQLWLDWH�D�FRPPXQLFDWLRQ�VXFK�DV�D�FDOO�RU�D�
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WH[W�PHVVDJH�EHWZHHQ�D�FDOOHU��RU�D�ILUVW�SDUWLFLSDQW��DQG�D�FDOOHH��RU�D�VHFRQG�SDUWLFLSDQW��XVLQJ�D�

[Verizon] assisted voice over IP (“VoIP”) system.” Id. DW�� ���

�� 7KH 3DWHQWV

The ’815 Patent and the ’005 Patent (collectively, the “Patents”) are both titled “Producing 

Routing Messages for Voice over IP Communications.” ’815 Patent at front page; ’005 Patent at 

IURQW�SDJH��The ’815 Patent was filed on November 1, 2007 and was issued on September 24, 

2013. The ’005 Patent was filed on August 13, 2013 and was issued on November 3, 2015. 7KH�

’815 Patent and the ’005 Patent share the same specification. 

'HIHQGDQWV�SRVLW�WKDW�WKH�DVVHUWHG�FODLPV�RI�WKH�3DWHQWV�IDOO�ZLWKLQ�two categories: “multi�

network claims” and “single�network claims.” Mot. at 2. Defendants DUJXH WKDW�DVVHUWHG�FODLPV����

7, 12, 27, 28, 72, 73, 92, and 111 of the ’815 Patent and claims 49 and 73 of the ’005 PateQW�DUH�

PXOWL�QHWZRUN�FODLPV��Id. DW������Q����0RUHRYHU��'HIHQGDQWV�DUJXH WKDW�DVVHUWHG�FODLPV�������������

78, 83, 84, 94, 96, and 99 of the ’005 Patent are single�QHWZRUN�FODLPV��Id. DW������Q����7KH�

GLIIHUHQFHV�EHWZHHQ�WKH�PXOWL�QHWZRUN�FODLPV�DQG�WKH�VLQJOH�QHWZRUN�FODLPV�ZLOO�EH�H[SODLQHG�

below, but for present purposes, the Court finds Defendants’ differentiation of the claims into 2 

groups useful, and adopts Defendants’ groupings. 

,Q�DGGLWLRQ��'HIHQGDQWV�LGHQWLI\ claim 1 of the ’815 Patent DV UHSUHVHQWDWLYH�RI�WKH�PXOWL�

QHWZRUN�FODLPV��DQ�LGHQWLILFDWLRQ�WKDW�3ODLQWLII�GRHV�QRW�GLVSXWH��'HIHQGDQWV�LGHQWLI\�FODLP����RI�

the ’005 Patent as representative of the single�QHWZRUN�FODLPV��DQ�LGHQWLILFDWLRQ�WKDW�3ODLQWLII�DOVR�

GRHV�QRW�GLVSXWH��7KXV��WKH�&RXUW�Zill adopt the parties’ identification of representative claims�

&laim 1 of the ’815 Patent shall be representative of the multi�QHWZRUN�FODLPV��DQG�FODLP����RI�WKH�

’005 Patent shall be representative of the single�QHWZRUN�FODLPV�

,Q�JHQHUDO��WKH�DVVHUWHG�FODLPV�RI�WKH�3DWHQWV�UHODWH�WR�WKH�SURFHVV�RI�URXWLQJ�FDOOV��HLWKHU�

YRLFH�RU�YLGHR��EHWZHHQ�D�FDOOHU�DQG�D�FDOOHH��LQ�ZKLFK�FDOOV�DUH�FODVVLILHG�DV�HLWKHU�SXEOLF�QHWZRUN�

FDOOV�RU�SULYDWH�QHWZRUN�FDOOV�� ’815 Patent at �������� 0RUH�VSHFLILFDOO\��WKH�SURFHVV�RI�URXWLQJ�WKH�

������������������������������������������������
� The Patents refer to “callee” to mean the recipient of a call. The Court adopts the Patents’ term of 
art and will use “callee” to refer to a call recipient. 

Case 5:18-cv-04523-LHK   Document 82   Filed 03/25/19   Page 4 of 45

$33;������

Case: 19-1808      Document: 37     Page: 79     Filed: 07/09/2019



�
&DVH�1RV�����&9�������/+.� ���&9�������/+.� ���&9�������/+.� ���&9�������/+.������
25'(5�*5$17,1*�&2162/,'$7('�027,216�72�',60,66

�

�

�

�

�

�

�

�

�

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

8
QL
WH
G�
6W
DW
HV
�'
LV
WUL
FW
�&
RX
UW

1
RU
WK
HU
Q�
'
LV
WUL
FW
�R
I�&

DO
LIR
UQ
LD

FDOO�LQYROYHV�D computer “VXSHU node” URXWLQJ�D�FDOO�EDVHG�on “identifiers” associated with both 

WKH�FDOOHU�DQG�WKH�FDOOHH� Id. DW��������� 6XFK�LGHQWLILHUV�PLJKW�LQFOXGH�ZKDW�DUH HVVHQWLDOO\��LQ�

layman’s terms, the phone numbers of the caOOHU�DQG�FDOOHH��Id. DW���������

$ VXSHU�QRGH�FRQWDLQV�D�FDOO�URXWLQJ�FRQWUROOHU��ZKLFK�FRQWUROV�FRPPXQLFDWLRQ�EHWZHHQ�D�

FDOOHU�DQG�D�FDOOHH���������� $�FDOOHU�VHQGV�D�UHTXHVW�WR�HVWDEOLVK�D�FDOO�WR�WKH�FDOO�URXWLQJ�

FRQWUROOHU�������56. The request includes the callee’s identifier. Id. 7KH�FDOO�URXWLQJ�FRQWUROOHU�WKHQ�

FRPSDUHV�WKH�FDOOHH�LGHQWLILHU�ZLWK�DWWULEXWHV�RI�WKH�FDOOHU�LGHQWLILHU��Id. DW�������� %DVHG�RQ�WKH�

FRPSDULVRQ EHWZHHQ�WKH�FDOOHH�LGHQWLILHU�DQG�WKH�FDOOHU�LGHQWLILHU��WKH�FDOO�URXWLQJ�FRQWUROOHU�

GHWHUPLQHV�ZKHWKHU�WKH�FDOOHH�LV�D�VXEVFULEHU�WR�D�SULYDWH�QHWZRUN��Id. DW��������� ����������,I�WKH�

FDOOHH�LV�D�VXEVFULEHU�WR�D�SULYDWH�QHWZRUN��WKHQ�WKH�FDOO�URXWLQJ�FRQWUROOHU�SURGXFHV�D�URXWLQJ�

message so that the call is directed to the callee’s private network VXSHU�QRGH��Id. DW���������

����������,I�WKH�FDOOHH�LV�QRW�D�VXEVFULEHU�WR�D�SULYDWH�QHWZRUN��WKHQ�WKH�FDOO�URXWLQJ�FRQWUROOHU�

SURGXFHV D�URXWLQJ�PHVVDJH�GLUHFWLQJ�WKH�FDOO�WKURXJK�D�JDWHZD\�WR�D�SXEOLF�QHWZRUN��Id. DW������

���

)LJXUH���LV�KHOSIXO�WR�XQGHUVWDQGLQJ�WKH�LQYHQWLRQ��“[A] system for making voice over IP 

telephone/videophone calls is shown generally at [item] 10.” Id. DW�����������,WHP����LV�D�VXSHU�

Case 5:18-cv-04523-LHK   Document 82   Filed 03/25/19   Page 5 of 45

$33;������

Call Controler 
LHR 

.,.....1 .......... , i 
: ' i : ·, , ' ,.., 

London 

21 r--=:.::::..::::..::::..::::..::::..::::.~------;===~ 11 
Routing DB Re st 

Controler 

17 
To Other 
System 

Node 

12 

192.168.0.20 
2001 1050 8667 

YillCouver 

(RCI DB Response 

15 

2001 1050 2222 
Calgary 

Database 

Telus 
Gateway 

Shaw 
Gateway 

Sprint 
Gateway 

...,....--10 

20 

FIG. I 

Case: 19-1808      Document: 37     Page: 80     Filed: 07/09/2019



�
&DVH�1RV�����&9�������/+.� ���&9�������/+.� ���&9�������/+.� ���&9�������/+.������
25'(5�*5$17,1*�&2162/,'$7('�027,216�72�',60,66

�

�

�

�

�

�

�

�

�

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

8
QL
WH
G�
6W
DW
HV
�'
LV
WUL
FW
�&
RX
UW

1
RU
WK
HU
Q�
'
LV
WUL
FW
�R
I�&

DO
LIR
UQ
LD

QRGH�ORFDWHG��IRU�H[DPSOH��LQ�9DQFRXYHU��&DQDGD��Id. DW�����������7KH�9DQFRXYHU�VXSHU�QRGH�

LQFOXGHV�D�FDOO�FRQWUROOHU��LWHP������D�URXWLQJ�FRQWUROOHU��LWHP������D�GDWDEDVH��LWHP������D�

YRLFHPDLO�VHUYHU��LWHP������DQG�D�PHGLD�UHOD\��LWHP�����Id. DW�����������8VHUV�RI�WKH�V\VWHP�VXFK�DV�

D�9DQFRXYHU�XVHU��LWHP�����DQG�D�&DOJDU\�XVHU��LWHP�����FRPPXQLFDWH�ZLWK�WKH�9DQFRXYHU�VXSHU�

QRGH�XVLQJ�WKH�LQWHUQHW��LWHP������Id. DW���������� ,W�LV�LPSRUWDQW�WR�QRWH�WKDW�WKH�VXSHU�QRGH�LV�

LPSOHPHQWHG�YLD�a computer. According to the specification, it “may be implemented as separate 

PRGXOHV�RQ�D�common computer system or by separate computers, for example.” Id. DW���������

$VVXPH�WKDW�WKH�9DQFRXYHU�XVHU��LWHP�����LV�DWWHPSWLQJ�WR�FDOO�WKH�&DOJDU\�XVHU �LWHP������

7KH�FDOOHU��LWHP�����ZLOO�VHQG�D�PHVVDJH�WR�WKH�9DQFRXYHU�VXSHU�QRGH��LWHP�����DQG�LQ�UHVSRQVH��

WKH�FDOO�FRQWUROOHU��LWHP�����VHQGV�D�FDOO�URXWLQJ�FRQWUROOHU�UHTXHVW�WR�WKH�URXWLQJ�FRQWUROOHU��LWHP�

���� Id. DW���������� 7KH�URXWLQJ�FRQWUROOHU �LWHP���� WKHQ�TXHULHV�WKH�GDWDEDVH��LWHP������DQG�WKHQ�

SURGXFHV�D�URXWLQJ�PHVVDJH�ZKLFK�LV�VHQW�EDFN�WR�WKH�FDOO�FRQWUROOHU��LWHP������Id. 7KH�FDOO�

FRQWUROOHU��LWHP�����FRPPXQLFDWHV�ZLWK�WKH�PHGLD�UHOD\��LWHP����WR�FUHDWH�D�FRPPXQLFDWLRQV�OLQN�

ZLWK�WKH�FDOOHH��LWHP�����through the media relay (item 9) “of the same node, a different node or to 

a communications supplier gateway” (item 20). Id. DW����������

$V�DIRUHPHQWLRQHG��3ODLQWLII�DVVHUWV�WKH�PXOWL�QHWZRUN�FODLPV�� RI�ZKLFK�FODLP���RI�WKH�

’815 Patent iV�UHSUHVHQWDWLYH��0RUHRYHU��3ODLQWLII�DVVHUWV�WKH�VLQJOH�QHWZRUN�FODLPV�� RI�ZKLFK�

claim 74 of the ’005 Patent is representative.

Claim 1 of the ’815 Patent recites:

���$�SURFHVV�IRU�RSHUDWLQJ�D�FDOO�URXWLQJ�FRQWUROOHU�WR�IDFLOLWDWH�FRPPXQLFDWLRQ�EHWZHHQ�

FDOOHUV�DQG�FDOOHHV�LQ�D�V\VWHP�FRPSULVLQJ�D�SOXUDOLW\�RI�QRGHV�ZLWK�ZKLFK�FDOOHUV�DQG�FDOOHHV�DUH�

DVVRFLDWHG��WKH�SURFHVV�FRPSULVLQJ�

LQ�UHVSRQVH�WR�LQLWLDWLRQ�RI�D�FDOO�E\�D�FDOOLQJ�VXEVFULEHU��UHFHLYLQJ�D�FDOOHU�LGHQWLILHU�DQG�D�

FDOOHH�LGHQWLILHU�

������������������������������������������������
� Claims 1, 7, 12, 27, 28, 72, 73, 92, and 111 of the ’815 Patent and claims 49 and 73 of the ’005 
3DWHQW�
� Claims 74, 75, 77, 78, 83, 84, 94, 96, and 99 of the ’005 Patent.
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ORFDWLQJ�D�FDOOHU�GLDOLQJ�SURILOH�FRPSULVLQJ�D�XVHUQDPH�DVVRFLDWHG�ZLWK�WKH�FDOOHU�DQG�D�

SOXUDOLW\�RI�FDOOLQJ�DWWULEXWHV�DVVRFLDWHG�ZLWK�WKH�FDOOHU�

GHWHUPLQLQJ�D�PDWFK�ZKHQ�DW�OHDVW�RQH�RI�VDLG�FDOOLQJ�DWWULEXWHV�PDWFKHV�D�SRUWLRQ�RI�VDLG�

FDOOHH�LGHQWLILHU�

FODVVLI\LQJ�WKH�FDOO�DV�D�SXEOLF�QHWZRUN�FDOO�ZKHQ�VDLG�PDWFK�PHHWV�SXEOLF�QHWZRUN�

FODVVLILFDWLRQ�FULWHULD�DQG�FODVVLI\LQJ�WKH�FDOO�DV�D�SULYDWH�QHWZRUN�FDOO�ZKHQ�VDLG�PDWFK�PHHWV�

SULYDWH�QHWZRUN�FODVVLILFDWLRQ�FULWHULD�

ZKHQ�WKH�FDOO�LV�FODVVLILHG�DV�D�SULYDWH�QHWZRUN�FDOO��SURGXFLQJ�D�SULYDWH�QHWZRUN�URXWLQJ�

PHVVDJH�IRU�UHFHLSW�E\�D�FDOO�FRQWUROOHU��VDLG�SULYDWH�QHWZRUN�URXWLQJ�PHVVDJH�LGHQWLI\LQJ�DQ�

DGGUHVV��RQ�WKH�SULYDWH�QHWZRUN��DVVRFLDWHG�ZLWK�WKH�FDOOHH�

ZKHQ�WKH�FDOO�LV�FODVVLILHG�DV�D�SXEOLF�QHWZRUN�FDOO��SURGXFLQJ�D�SXEOLF�QHWZRUN�URXWLQJ�

PHVVDJH�IRU�UHFHLSW�E\�WKH�FDOO�FRQWUROOHU��VDLG�SXEOLF�QHWZRUN�URXWLQJ�PHVVDJH�LGHQWLI\LQJ�D�

JDWHZD\�WR�WKH�SXEOLF�QHWZRUN�

Id. DW����������

Claim 74 of the ’005 Patent recites:

��� $�PHWKRG�RI�URXWLQJ�FRPPXQLFDWLRQV�LQ�D�SDFNHW�VZLWFKHG�QHWZRUN�LQ�ZKLFK�D�ILUVW�

SDUWLFLSDQW�LGHQWLILHU�LV�DVVRFLDWHG�ZLWK�D�ILUVW�SDUWLFLSDQW�DQG�D�VHFRQG�SDUWLFLSDQW�LGHQWLILHU�LV�

DVVRFLDWHG�ZLWK�D�VHFRQG�SDUWLFLSDQW�LQ�D�FRPPXQLFDWLRQ��WKH�PHWKRG�FRPSULVLQJ�

DIWHU�WKH�ILUVW�SDUWLFLSDQW�KDV�DFFHVVHG�WKH�SDFNHW�VZLWFKHG�QHWZRUN�WR�LQLWLDWH�WKH�

FRPPXQLFDWLRQ��XVLQJ�WKH�ILUVW�SDUWLFLSDQW�LGHQWLILHU�WR�ORFDWH�D�ILUVW�SDUWLFLSDQW�SURILOH�FRPSULVLQJ�

D�SOXUDOLW\�RI�DWWULEXWHV�DVVRFLDWHG�ZLWK�WKH�ILUVW�SDUWLFLSDQW�

ZKHQ�DW�OHDVW�RQH RI�WKH�ILUVW�SDUWLFLSDQW�DWWULEXWHV�DQG�DW�OHDVW�D�SRUWLRQ�RI�WKH�VHFRQG�

SDUWLFLSDQW�LGHQWLILHU�PHHW�D�ILUVW�QHWZRUN�FODVVLILFDWLRQ�FULWHULRQ��SURGXFLQJ�D�ILUVW�QHWZRUN�URXWLQJ�

PHVVDJH�LGHQWLI\LQJ�DQ�DGGUHVV�LQ�D�ILUVW�SRUWLRQ�RI�WKH�SDFNHW�VZLWFKHG�QHWZRUN��WKH�DGGUHVV�EHLQJ�

DVVRFLDWHG�ZLWK�WKH�VHFRQG�SDUWLFLSDQW��WKH�ILUVW�SRUWLRQ�EHLQJ�FRQWUROOHG�E\�DQ�HQWLW\��DQG

ZKHQ�DW�OHDVW�RQH�RI�WKH�ILUVW�SDUWLFLSDQW�DWWULEXWHV�DQG�DW�OHDVW�D�SRUWLRQ�RI�WKH�VHFRQG�

SDUWLFLSDQW�LGHQWLILHU�PHHW�D�VHFRQG�QHWZRUN�FODVVLILFDWLRQ�FULWHULRQ��SURGXFLQJ�D�VHFRQG�QHWZRUN�

Case 5:18-cv-04523-LHK   Document 82   Filed 03/25/19   Page 7 of 45

$33;������

Case: 19-1808      Document: 37     Page: 82     Filed: 07/09/2019



�
&DVH�1RV�����&9�������/+.� ���&9�������/+.� ���&9�������/+.� ���&9�������/+.������
25'(5�*5$17,1*�&2162/,'$7('�027,216�72�',60,66

�

�

�

�

�

�

�

�

�

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

8
QL
WH
G�
6W
DW
HV
�'
LV
WUL
FW
�&
RX
UW

1
RU
WK
HU
Q�
'
LV
WUL
FW
�R
I�&

DO
LIR
UQ
LD

URXWLQJ�PHVVDJH�IRU�UHFHLSW�E\�WKH�FRQWUROOHU��WKH�VHFRQG�QHWZRUN�URXWLQJ�PHVVDJH�LGHQWLI\LQJ�DQ�

DGGUHVV�LQ�D�VHFRQG�SRUWLRQ�RI�WKH�SDFNHW�VZLWFKHG�QHWZRUN��WKH�VHFRQG�SRUWLRQ�QRW�FRQWUROOHG�E\�

WKH�HQWLW\��

’����3DWHQW�DW����������

$V�DIRUHPHQWLRQHG��WKH�SDUWLHV�KDYH�GLYLGHG�WKH�DVVHUWHG�FODLPV�LQWR�WZR�FDWHJRULHV��WKH�

PXOWL�QHWZRUN�FODLPV��DQG�WKH�VLQJOH�QHWZRUN�FODLPV��7KH�GLIIHUHQFH�EHWZHHQ�WKH�WZR�W\SHV�RI�

FODLPV�OLHV�ZLWKLQ�WKH�FODLPs’ preambles��)RU�LQVWance, claim 1 of the ’815 Patent, which is 

UHSUHVHQWDWLYH�RI�WKH�PXOWL�network claims, discloses a “call routing controller to facilitate 

FRPPXQLFDWLRQ�EHWZHHQ�FDOOHUV�DQG�FDOOHHV�LQ�D�V\VWHP�FRPSULVLQJ�a plurality of nodes.” ’815 

3DWHQW�DW�����������HPSKDVLV�DGGHG���7KXV��FODLP���UHTXLUHV�D�FDOO�URXWHG�WKURXJK�D�SOXUDOLW\�RI�

QRGHV��ZKLFK�LV�ZK\�LW�LV�D�multi-network FODLP��HDFK�QRGH�FRPSULVHV�D�GLIIHUHQW�QHWZRUN��2Q�WKH�

other hand, claim 74 of the ’005 Patent, which is representative of the single�QHWZRUN�FODLPV��

discloses “routing communications in a packet switched network.” ’005 Patent at 43:41���

(emphasis added). Thus, claim 74 of the ’008 Patent refers to routing communications through a 

VLQJOH SDFNHW�VZLWFKHG QHWZRUN��DV�RSSRVHG�WR�PXOWLSOH�QRGHV��L�H��QHWZRUNV� OLNH�LQ�FODLP���RI�WKH�

’815 Patent.

3URFHGXUDO�+LVWRU\

3ODLQWLII�KDV�ILOHG�VXLW�DJDLQVW�7ZLWWHU��$SSOH��9HUL]RQ��DQG�$7	7��7KH�SDUWLHV�ILOHG�

LGHQWLFDO�RPQLEXV�PRWLRQV WR�GLVPLVV��RSSRVLWLRQV��DQG�UHSOLHV LQ�DOO���FDVHV��,Q�DGGLWLRQ��WKHUH�DUH

YDULRXV�inter partes UHYLHZ�SURFHHGLQJV EHIRUH�WKH�3DWHQW�7ULDO�DQG�$SSHDO�%RDUG�FRQFHUQLQJ�WKH�

SDWHQWV�LQ�VXLW� 7KH�&RXUW�ILUVW�GLVFXVVHV�WKH�,35�SURFHHGLQJV��WKHQ�WKH�GLVWULFW�FRXUW�VXLWV�DJDLQVW�

7ZLWWHU��$SSOH��9HUL]RQ��DQG�$7	7�

�� 7KH�,35�3URFHHGLQJV

2Q -XQH�����������$SSOH�SHWLWLRQHG�IRU�inter partes review (“IPR”) of the ’005 Patent in 

SURFHHGLQJ�QXPEHU�,35������������DQG�IRU�IPR of the ’815 Patent in proceeding number 

,35�����01201. Both of Apple’s IPR petitions were granted. On the other hand, AT&T aOVR�ILOHG�

3 IPR petitions with the PTAB, which denied institution of AT&T’s petitions. ECF No. 77 at 4 
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Q����9HUL]RQ�DQG�7ZLWWHU�GR�QRW�DSSHDU�WR�KDYH ILOHG IPRs of the ’005 and ’815 Patents. Id.

2Q�1RYHPEHU�����������WKH�37$%�in Apple’s IPRs LVVXHG�ILQDO�ZULWWHQ�GHFLVLRQV�UHMHFWLQJ�

Apple’s obviousness arguments and upholding the validity of the ’005 and the ’815 Patents. See

,35������������3DSHU�����,35������������3DSHU�����+RZHYHU��GXULQJ�WKH�SHQGHQF\�RI�ERWK RI

Apple’s IPR proceedings, Plaintiff’s former FKLHI�RSHUDWLQJ�RIILFHU�DQG�FKDLUPDQ VHQW�

XQDXWKRUL]HG�ex parte FRPPXQLFDWLRQV�WR�WKH�37$%��,35������������3DSHU����DW����,Q�OLJKW�RI�

WKHVH�ex parte FRPPXQLFDWLRQV��RQ�'HFHPEHU�����������WKH�37$%�VDQFWLRQHG�3ODLQWLII�E\�

DOORZLQJ�D�QHZ�SDQHO�RI�WKH�37$%�WR�reconsider the final written decisions on the ’005 and the 

’815 Patents on rehearing. Id. DW���� 7KH�UHFRQVLGHUDWLRQ�SURFHHGLQJV�DUH�FXUUHQWO\ SHQGLQJ�

�� 7KH�7ZLWWHU�/LWLJDWLRQ

2Q�2FWREHU����������3ODLQWLII�ILUVW�ILOHG�VXLW�DJDLQVW�7ZLWWHU�LQ�WKH�'LVWULFW�RI 1HYDGD��(&)�

No. 1. On January 31, 2017, the District of Nevada granted the parties’ stipulation to stay the 

7ZLWWHU�FDVH�SHQGLQJ�WKH�RXWFRPH�RI WKH�,35 SURFHHGLQJV�LQVWLWXWHG�E\�$SSOH FKDOOHQJLQJ�WKH�

validity of the ’815 and ’005 Patents��(&)�1R������2Q�-DQXDU\�����������WKH�SDUWLHV�VXEPLWWHG�D�

joint status report representing that the Patent Trial and Appeal Board (“PTAB”) had issued final 

ZULWWHQ�GHFLVLRQV�LQ Apple’s IPR proceedings upholding the validity of the Patents. ECF No. 13. 

7KH�SDUWLHV�UHTXHVWHG WKDW�WKH�VWD\�RI�WKH�FDVH�EH�OLIWHG��2Q�)HEUXDU\�����������WKH�'LVWULFW�RI�

1HYDGD�OLIWHG�WKH�VWD\��(&)�1R������

2Q )HEUXDU\�����������7ZLWWHU�PRYHG�WR�FKDQJH�YHQXH�WR�WKH�1RUWKHUQ�'LVWULFW�RI�

&DOLIRUQLD��(&)�1R������2Q�-XO\�����������WKH�'LVWULFW�RI�1HYDGa granted Twitter’s motion for 

FKDQJH�RI�YHQXH�WR�WKH�1RUWKHUQ�'LVWULFW�RI�&DOLIRUQLD��(&)�1R������

2Q�1RYHPEHU�����������WKLV�&RXUW�HQWHUHG�DQ�RUGHU�FRQVROLGDWLQJ�WKH�7ZLWWHU�DFWLRQ�ZLWK�

WKH�VHSDUDWHO\�ILOHG�$SSOH��$7	7��DQG�9HUL]RQ�DFWLRQV��GLVFXVVHG�EHORZ��IRU�SUHWULDO�SXUSRVHV��

(&)�1R������$OVR�RQ�1RYHPEHU�����������3ODLQWLII�ILOHG�D�ILUVW�DPHQGHG�FRPSODLQW�DJDLQVW�

7ZLWWHU��(&)�1R������

�� 7KH�$SSOH�/LWLJDWLRQ

2Q�)HEUXDU\����������3ODLQWLII�ILUVW�ILOHG�VXLW�DJDLQVW�$SSOH�LQ�WKH�'LVWULFW�RI�1HYDGD��&DVH�

Case 5:18-cv-04523-LHK   Document 82   Filed 03/25/19   Page 9 of 45

$33;������

Case: 19-1808      Document: 37     Page: 84     Filed: 07/09/2019



��
&DVH�1RV�����&9�������/+.� ���&9�������/+.� ���&9�������/+.� ���&9�������/+.������
25'(5�*5$17,1*�&2162/,'$7('�027,216�72�',60,66

�

�

�

�

�

�

�

�

�

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

8
QL
WH
G�
6W
DW
HV
�'
LV
WUL
FW
�&
RX
UW

1
RU
WK
HU
Q�
'
LV
WUL
FW
�R
I�&

DO
LIR
UQ
LD

1R�����&9�������/+.��(&)�1R�����2Q�$SULO����������3ODLQWLII�ILOHG�DQ�DPHQGHG�FRPSODLQW�

DJDLQVW�$SSOH��Id.��(&)�1R�����7KH�$SSOH OLWLJDWLRQ�ZDV�DOVR�VWD\HG�SHQGLQJ�UHVROXWLRQ�RI�WKH�,35�

SURFHHGLQJV��Id.��(&)�1R������2Q�2FWREHU����������WKH�'LVWULFW�RI�1HYDGD�JUDQWHG�$SSOH�DQG�

Plaintiff’s stipulation to transfer the case to the Northern District of California� Id.��(&)�1R������

�� 7KH�9HUL]RQ�DQG�$7	7 /LWLJDWLRQ

2Q�)HEUXDU\�����������3ODLQWLII�ILUVW�ILOHG�VXLW�DJDLQVW�ERWK�9HUL]RQ�DQG�$7	7�LQ�WKH�VDPH�

FDVH�LQ�WKH�'LVWULFW�RI�1HYDGD��&DVH�1R�����&9�������/+.��(&)�1R�����2Q�$SULO����������

3ODLQWLII�ILOHG�DQ�DPHQGHG FRPSODLQW��Id.��(&)�1R�����2Q�0D\����������3ODLQWLII�ILOHG�D�VHFRQG�

DPHQGHG�FRPSODLQW��Id.��(&)�1R���� 2Q�-XO\�����������WKH�'LVWULFW�RI�1HYDGD�JUDQWHG�D�VWLSXODWLRQ�

WR�VWD\�WKH�9HUL]RQ�DQG�$7	7�FDVH�SHQGLQJ�WKH�,35�SURFHHGLQJV��&DVH�1R�����&9�������/+.��

(&)�1R������2Q�-XQH�����������WKH�'LVWULFW�RI�1HYDGD�JUDQWHG�DQ�XQRSSRVHG�PRWLRQ�VHYHULQJ�

$7	7�IURP�WKH�9HUL]RQ�VXLW� &DVH�1R�����&9�������/+.��(&)�1R�����2Q�2FWREHU����������WKH�

District of Nevada granted AT&T and Plaintiff’s stipulation to transfer the cDVH�WR�WKH�1RUWKHUQ�

'LVWULFW�RI�&DOLIRUQLD��Id.��(&)�1R������2Q�1RYHPEHU�����������3ODLQWLII�ILOHG�D�WKLUG�DPHQGHG�

FRPSODLQW�DVVHUWLQJ�WKH�3DWHQWV�DJDLQVW�RQO\�$7	7��ZLWK�WKH�9HUL]RQ�VXLW�SURFHHGLQJ�VHSDUDWHO\��

Id.��(&)�1R������

$IWHU�$7	7�ZDV�VHYHUHG�IURP�WKH�9HUL]RQ�VXLW��WKH�9HUL]RQ�VXLW�SURFHHGHG�VHSDUDWHO\��2Q�

October 1, 2018, the District of Nevada granted Plaintiff and Verizon’s stipulation to transfer the 

FDVH�WR�WKH�1RUWKHUQ�'LVWULFW�RI�&DOLIRUQLD��&DVH�1R�����&9�������/+.��(&)�1R������2Q�

1RYHPEHU�����������3ODLQWLII�ILOHG�D�WKLUG�DPHQGHG�FRPSODLQW�DVVHUWLQJ�WKH�3DWHQWV�DJDLQVW�RQO\�

9HUL]RQ��ZLWK�WKH�$7	7�VXLW�SURFHHGLQJ�VHSDUDWHO\��Id.��(&)�1R������

�� 7KH�&RQVROLGDWHG�0RWLRQV�WR�'LVPLVV

2Q�-DQXDU\�����������'HIHQGDQWV��DVVHUWLQJ�WKDW�WKH�SDWHQWV�LQ�VXLW�DUH�GLUHFWHG�WR�

XQSDWHQWDEOH�VXEMHFW�PDWWHU�XQGHU����8�6�&� �������ILOHG�LGHQWLFDO�FRQVROLGDWHG�PRWLRQV�WR�GLVPLVV�

Plaintiff’s complaints. ECF No. 71 (“Mot.”); Case No. 18�&9�������/+.��(&)�1R������&DVH�1R��

���&9�������/+.��(&)�1R������&DVH�1R�����&9�������/+.��(&)�1R�������

2Q�)HEUXDU\����������3ODLQWLII�ILOHG�LGHQWLFDO�RSSRVLWLRQV��(&)�1R������&DVH�1R�����&9�
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������/+.��(&)�1R����� &DVH�1R�����&9�������/+.��(&)�1R������&DVH�1R�����&9�������

/+.��(&)�1R�������2Q�)HEUXDU\�����������3ODLQWLII�ILOHG�LGHQWLFDO�FRUUHFWHG�RSSRVLWLRQV��(&)�

No. 77 (“Opp.”)��&DVH�1R�����&9�������/+.��(&)�1R������&DVH�1R�����&9�������/+.��(&)�

1R������&DVH�1R�����&9�������/+.��(&)�1R�������

2Q�)HEUXDU\�����������'HIHQGDQWV�ILOHG�LGHQWLFDO FRQVROLGDWHG�UHSOLHV��(&)�1R�����

(“Reply”)��&DVH�1R�����&9��������(&)�1R������&DVH�1R�����&9�������/+.��(&)�1R������&DVH�

1R�����&9�������/+.��(&)�1R������

2Q�0DUFK�����������3ODLQWLII�ILOHG�LGHQWLFDO DGPLQLVWUDWLRQ�PRWLRQV IRU�OHDYH�WR�ILOH�D�VXU�

UHSO\��(&)�1R������&DVH�1R�����&9�������/+.��(&)�1R������&DVH�1R�����&9�������/+.��

(&)�1R���������&9�������/+.��(&)�1R�������$FFRUGLQJ�WR�&LYLO�/RFDO�5XOH�����G���RQFH�D�

reply has been filed, “no additional memoranda, papers or letters may be filed without prior &RXUW�

approval.” 7KH�&RXUW�ILQGV�WKDW�WKH�LVVXHV�KDYH�EHHQ�VXIILFLHQWO\�EULHIHG�ZLWKRXW�QHHGLQJ�WR�UHO\�

RQ�D�VXU�UHSO\��7KXV��WKH�DGPLQLVWUDWLYH�PRWLRQV�IRU�OHDYH�WR�ILOH�D�VXU�UHSO\�DUH�'(1,('�

,,� /(*$/�67$1'$5'

0RWLRQ�WR�'LVPLVV 8QGHU�)HGHUDO�5XOH�RI�&LYLO�3URFHGXUH����E����

3XUVXDQW�WR�)HGHUDO�5XOH�RI�&LYLO�3URFHGXUH����E������D�GHIHQGDQW�PD\�PRYH�WR�GLVPLVV�DQ�

action for failure to allege “enough facts to state a claim to relief that is plausible on its face.” Bell 

Atl. Corp. v. Twombly������8�6�����������(2007). “A claim has facial plausibility when the 

SODLQWLII�SOHDGV�IDFWXDO�FRQWHQW�WKDW�DOORZV�WKH�FRXUW�WR�GUDZ�WKH�UHDVRQDEOH�LQIHUHQFH�WKDW�WKH�

GHIHQGDQW�LV�OLDEOH�IRU�WKH�PLVFRQGXFW�DOOHJHG��7KH�SODXVLELOLW\�VWDQGDUG�LV�QRW�DNLQ�WR�D�

‘probability requirement,’ but it asks for more than a sheer possibility that a defendant has acted 

������������������������������������������������
� $V�DQ�H[KLELW�WR�WKH�RSSRVLWLRQ��3ODLQWLII�DWWDFKHG�WKH�'HFODUDWLRQ�RI�:LOOLDP�0DQJLRQH�6PLWK�
DQ�H[SHUW� in support of Plaintiff’s response to Apple’s IPR petition. ECF No. 76�5 (“Mangione�
Smith Declaration”). Plaintiff does not request judicial notice oI�WKH�0DQJLRQH�6PLWK�'HFODUDWLRQ��
7KH�&RXUW�ZLOO�QRW�FRQVLGHU�WKH�0DQJLRQH�6PLWK�'HFODUDWLRQ�DV�SDUW�RI�LWV�DQDO\VLV�EHFDXVH�WKH�
'HFODUDWLRQ�LV�H[WULQVLF�WR�WKH�FRPSODLQWV�DQG�3DWHQWV��See, e.g.� Evolutionary Intelligence, LLC v. 
Sprint Nextel Corp.������)��6XSS���G������������Q����1�'��&DO���������aff’d, 677 Fed. App’x 679 
(Fed. Cir. 2017) (“On such [Rule 12] motions, the court may only consider the complaint, 
GRFXPHQWV�LQFRUSRUDWHG�E\�UHIHUHQFH�LQ�WKH�FRPSODLQW��DQG�MXGLFLDOO\�QRWLFHG�IDFWV� $FFRUGLQJO\��
because the Taylor declaration meets none of these criteria, the court does not consider it.”).
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unlawfully.” Ashcroft v. Iqbal������8�6�������������������FLWDWLRQ�RPLWWHG��

For purposes of ruling on a Rule 12(b)(6) motion, the Court “accept[s] factual allegations 

LQ�WKH FRPSODLQW�DV�WUXH�DQG�FRQVWUXH>V@�WKH�SOHDGLQJV�LQ�WKH�OLJKW�PRVW�IDYRUDEOH�WR�WKH�QRQPRYLQJ�

party.” Manzarek v. St. Paul Fire & Marine Ins. Co.������)��G��������������WK�&LU���������

Nonetheless, the Court is not required to “‘assume the truth of legal coQFOXVLRQV�PHUHO\�EHFDXVH�

they are cast in the form of factual allegations.’” Fayer v. Vaughn������)��G��������������WK�&LU��

�������TXRWLQJ�W. Mining Council v. Watt, 643 F.2d 618, 624 (9th Cir. 1981)). Mere “conclusory 

DOOHJDWLRQV�RI�ODZ�DQG�XQZDUUDQWHG�LQferences are insufficient to defeat a motion to dismiss.”  

Adams v. Johnson, 355 F.3d 1179, 1183 (9th Cir. 2004). Furthermore, “‘[a] plaintiff may plead 

[him]self out of court’” if he “plead[s] facts which establish that he cannot prevail on his . � �

FODLm.” Weisbuch v. County of Los Angeles������)��G����������Q�����WK�&LU���������TXRWLQJ�

Warzon v. Drew�����)��G��������������WK�&LU���������

0RWLRQ�WR�'LVPLVV�IRU 3DWHQW�(OLJLELOLW\�&KDOOHQJHV�8QGHU����8�6�&��� ���

Defendant’s motion argues that the patents�LQ�VXLW�IDLO�WR�FODLP�SDWHQW�HOLJLEOH�VXEMHFW�

PDWWHU�XQGHU����8�6�&��� 101 in light of the U.S. Supreme Court’s decision in Alice Corp. Pty. 

Ltd. v. CLS Bank International������6��&W���������������7KH�XOWLPDWH�TXHVWLRQ�ZKHWKHU�D�FODLP�

UHFLWHV�SDWHQW�HOLJLEOH�VXEMHFW�PDWWHU�XQGHU�� ����LV�D�TXHVWLRQ�RI�ODZ��Intellectual Ventures I LLC 

v. Capital One Fin. Corp., 850 F.3d 1332, 1338 (Fed. Cir. 2017) (“Patent eligibility under § 101 is 

an issue of law[.]”); In re Roslin Inst. (Edinburgh)������)��G�������������)HG��&LU���������VDPH���

+RZHYHU��WKH�)HGHUDO�&LUFXLW�KDV�LGHQWLILHG�WKDW�WKHUH�DUH�FHUWDLQ�IDFWXDO�TXHVWLRQV�XQGHUO\LQJ�WKH�

� ����DQDO\VLV��See Berkheimer v. HP Inc.������)��G����������������)HG��&LU���������$FFRUGLQJO\��

D�GLVWULFW�FRXUW�PD\�UHVROYH�WKH�LVVXH�RI�SDWHQW�HOLJLELOLW\�XQGHU�� ����E\�ZD\�RI�D�PRWLRQ�WR�

GLVPLVV��See, e.g.� Secured Mail Sols. LLC v. Universal Wilde, Inc.������)��G�����������)HG��&LU��

�������DIILUPLQJ�GHWHUPLQDWLRQ�RI�LQHOLJLELOLW\�PDGH�RQ����E�����PRWLRQ���Content Extraction & 

Transmission LLC v. Wells Fargo Bank, Nat’l Ass’n������)��G�������������)HG��&LU��������

�VDPH��

$OWKRXJK�FODLP�FRQVWUXFWLRQ�LV�RIWHQ�GHVLUDEOH��DQG�PD\�VRPHWLPHV�EH�QHFHVVDU\��WR�
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UHVROYH�ZKHWKHU�D�SDWHQW�FODLP�LV�GLUHFWHG�WR�SDWHQW�HOLJLEOH�VXEMHFW�PDWWHU��WKH )HGHUDO�&LUFXLW�KDV�

explained that “claim construction is not an inviolable prerequisite to a validity determination 

XQGHU�� 101.” Bancorp Servs., L.L.C. v. Sun Life Assurance Co. of Can. (U.S.)������)��G�������

������)HG��&LU���������:KHUH�WKH�FRXUW�KDV�D “full understanding of the basic character of the 

claimed subject matter,” the question of patent eligibility may properly be resolved on the 

SOHDGLQJV��Content Extraction������)��G�DW�������see also Genetic Techs. Ltd. v. Bristol-Myers 

Squibb Co.�����)��6XSS���G�����������'��'HO���������aff’d sub nom. Genetic Techs. Ltd. v. Merial 

L.L.C.������)��G�������)HG��&LU��������

6XEVWDQWLYH�/HJDO�6WDQGDUGV�$SSOLFDEOH�8QGHU����8�6�&��� ���

�� 3DWHQW�(OLJLEOH�6XEMHFW�0DWWHU�8QGHU����8�6�&��� ���

6HFWLRQ�����RI�Title 35 of the United States Code “defines the subject matter that may be 

patented under the Patent Act.” Bilski v. Kappos������8�6�������������������8QGHU�� �����WKH�

scope of patentable subject matter encompasses “any new and useful process, machine, 

PDQufacture, or composition of matter, or any new and useful improvement thereof.” Id. �TXRWLQJ�

���8�6�&��� 101). These categories are broad, but they are not limitless. Section 101 “contains an 

LPSRUWDQW�LPSOLFLW�H[FHSWLRQ��/DZV�RI�QDWXUH��QDWXUDO�SKHQRPHQD� DQG�DEVWUDFW�LGHDV�DUH�QRW�

patentable.” Alice������6��&W��DW�������FLWDWLRQ�RPLWWHG���7KHVH�WKUHH�FDWHJRULHV�RI�VXEMHFW�PDWWHU�

DUH�H[FHSWHG�IURP�SDWHQW�eligibility because “they are the basic tools of scientific and 

technological work,” which are “free to all men and reserved exclusively to none.” Mayo 

Collaborative Servs. v. Prometheus Labs., Inc.������8�6�����������������FLWDWLRQV�RPLWWHG���7KH�

8�6��6XSUHPH�&RXUW�KDV�H[SODLQHG�WKDW�DOORZLQJ�SDWHQW�FODLPV�IRU�VXFK�SXUSRUWHG�LQYHQWLRQV�

would “tend to impede innovation more than it would tend to promote it,” thereby thwarting the 

SULPDU\�REMHFW�RI�WKH�SDWHQW�ODZV��Id. +RZHYHU��WKH�8�6��6XSUHPH�&RXUW�KDV�DOVR�FDXWLRQHG�WKDW�

“[a]t some level, all inventions embody, use, reflect, rest upon, or apply laws of natXUH��QDWXUDO�

phenomena, or abstract ideas.” Alice������6��&W��DW�������DOWHUDWLRQ��LQWHUQDO�TXRWDWLRQ�PDUNV��DQG�

citation omitted). Accordingly, courts must “tread carefully in construing this exclusionary 

principle lest it swallow all of patent law.”  Id.

Case 5:18-cv-04523-LHK   Document 82   Filed 03/25/19   Page 13 of 45

$33;������

C. 

Case: 19-1808      Document: 37     Page: 88     Filed: 07/09/2019



��
&DVH�1RV�����&9�������/+.� ���&9�������/+.� ���&9�������/+.� ���&9�������/+.������
25'(5�*5$17,1*�&2162/,'$7('�027,216�72�',60,66

�

�

�

�

�

�

�

�

�

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

8
QL
WH
G�
6W
DW
HV
�'
LV
WUL
FW
�&
RX
UW

1
RU
WK
HU
Q�
'
LV
WUL
FW
�R
I�&

DO
LIR
UQ
LD

,Q�Alice��WKH�OHDGLQJ�FDVH�RQ�SDWHQW�HOLJLEOH�VXEMHFW�PDWWHU�XQGHU��������WKH�8�6��6XSUHPH�

Court refined the “framework for distinguishing patents that claim laws of nature, natural 

SKHQRPHQD��DQG�DEVWUDFW�LGHDV�IURP�WKRVH�WKDW�FODLP�SDWHQW�HOLJLEOH�DSSOLFDWLRQV�RI�WKRVH�

concepts” originally set forth in Mayo������8�6��DW�����Alice������6��&W��DW�������7KLV�DQDO\VLV��

generally known as the “Alice” framework, proceeds in two steps as follows:

)LUVW��ZH�GHWHUPLQH�ZKHWKHU�WKH�FODLPV�DW�LVVXH�DUH�GLUHFWHG�WR�RQH�RI�WKRVH�SDWHQW�
ineligible concepts. If so, we then ask, “[w]hat else is there in the claims before 
us?” To answer that question, we consider the elements of each claim both 
individually and “as an ordered combination” to determine whether the additionDO�
elements “transform the nature of the claim” into a patent�HOLJLEOH�DSSOLFDWLRQ��:H�
have described step two of this analysis as a search for an “‘inventive concept’”—
i.e., an element or combination of elements that is “sufficient to ensure that the 
SDWHQW�LQ�SUDFWLFH�DPRXQWV�WR�VLJQLILFDQWO\�PRUH�WKDQ�D�SDWHQW�XSRQ�WKH�>LQHOLJLEOH�
concept] itself.”

Id. �DOWHUDWLRQV�LQ�RULJLQDO���FLWDWLRQV�RPLWWHG���see also In re TLI Commc’ns LLC Patent Litig.������

F.3d 607, 611 (Fed. Cir. 2016) (describing “the now famiOLDU�WZR�SDUW�WHVW�GHVFULEHG�E\�WKH�>8�6�@�

6XSUHPH�&RXUW�LQ�Alice”).

�� Alice 6WHS�2QH—,GHQWLILFDWLRQ�RI�&ODLPV�'LUHFWHG�WR�DQ�$EVWUDFW�,GHD

1HLWKHU�WKH�8�6��6XSUHPH�&RXUW�QRU�WKH�)HGHUDO�&LUFXLW�KDV�VHW�IRUWK�D�EULJKW�OLQH�WHVW�

VHSDUDWLQJ�DEVWUDFW�LGHDV�IURP FRQFHSWV�WKDW�DUH�VXIILFLHQWO\�FRQFUHWH�VR�DV�WR�UHTXLUH�QR�IXUWKHU�

LQTXLU\�XQGHU�WKH�ILUVW�VWHS�RI�WKH�Alice IUDPHZRUN��See, e.g.� Alice������6��&W��DW�������QRWLQJ�WKDW�

“[the U.S. Supreme Court] need not labor to delimit the precise contours of the ‘abstract ideas’ 

category in this case”); DDR Holdings, LLC v. Hotels.com, L.P.������)��G�������������)HG��&LU��

2014) (observing that the U.S. Supreme Court did not “delimit the precise contours of the ‘abstract 

ideas’ category” in Alice �FLWDWLRQ�RPLWWHG����$V�D�UHVXOW��LQ�HYDOXDWLQJ�ZKHWKHU�SDUWLFXODU�FODLPV�

DUH�GLUHFWHG�WR�SDWHQW�ineligible abstract ideas, courts have generally begun by “compar[ing] 

claims at issue to those claims already found to be directed to an abstract idea in previous cases.”  

Enfish, LLC v. Microsoft Corp.������)��G�������������)HG��&LU��������

Two of the U.S. Supreme Court’s leading cases concerning the “abstract idea” exception 

LQYROYHG�FODLPV�KHOG�WR�EH�DEVWUDFW�EHFDXVH�WKH\�ZHUH�GUDZQ�WR�ORQJVWDQGLQJ��IXQGDPHQWDO�
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HFRQRPLF�SUDFWLFHV� See Alice, 134 S. Ct. at 2356 (claims “drawn to the concept of intermediated 

VHWWOHPHQW��i.e., the use of a third party to mitigate settlement risk” were directed to a patent�

LQHOLJLEOH�DEVWUDFW�LGHD���Bilski������8�6��DW�����12 (claims drawn to “the basLF�FRQFHSW�RI�

hedging, or protecting against risk” were directed to a patent�LQHOLJLEOH�DEVWUDFW�LGHD�EHFDXVH�

“[h]edging is a fundamental economic practice long prevalent in our system of commerce and 

taught in any introductory finance class” (citation omiWWHG���

6LPLODUO\��WKH�8�6��6XSUHPH�&RXUW�KDV�UHFRJQL]HG�WKDW�LQIRUPDWLRQ�LWVHOI�LV�LQWDQJLEOH��See 

Microsoft Corp. v. AT & T Corp.������8�6�����������Q������������$FFRUGLQJO\��WKH�)HGHUDO�&LUFXLW�

KDV�JHQHUDOO\�IRXQG�FODLPV�DEVWUDFW�ZKHUH�WKH\�DUH�GLUHFWHG�WR�VRPH�FRPELQDWLRQ�RI�DFTXLULQJ�

LQIRUPDWLRQ��DQDO\]LQJ�LQIRUPDWLRQ��DQG�RU�GLVSOD\LQJ�WKH�UHVXOWV�RI�WKDW�DQDO\VLV��See 

FairWarning IP, LLC v. Iatric Sys., Inc.������)��G����������������)HG��&LU���������FODLPV�

“directed to collecting and analyzing information to detect misuse and notifying a user when 

misuse is detected” were drawn to a patent�LQHOLJLEOH�DEVWUDFW�LGHD���Elec. Power Grp., LLC v. 

Alstom S.A.������)��G�������������)HG��&LU���������FODLPV�GLUHFWHG�WR�DQ�DEVWUDFW�LGHD�EHFDXVH�

“[t]he advance they purport to make is a process of gathering and analyzing information of a 

VSHFLILHG�FRQWHQW��WKHQ�GLVSOD\LQJ�WKH�UHVXOWV��DQG�QRW DQ\�SDUWLFXODU�DVVHUWHGO\�LQYHQWLYH�

technology for performing those functions”); In re TLI Commc’ns LLC������)��G�DW������FODLPV�

were “directed to the abstract idea of classifying and storing digital images in an organized 

manner”); see also Elec. Power Grp.������)��G�DW����������FROOHFWLQJ�FDVHV��

+RZHYHU��WKH�GHWHUPLQDWLRQ�RI�ZKHWKHU�RWKHU�W\SHV�RI�FRPSXWHU�LPSOHPHQWHG�FODLPV�DUH�

abstract has proven more “elusive.” See, e.g.� Internet Patents Corp. v. Active Network, Inc.������

)��G�������������)HG��&LU��2015) (“[P]recision has been elusive in defining an all�SXUSRVH�

boundary between the abstract and the concrete[.]”). As a result, in addition to comparing claims 

WR�SULRU�8�6��6XSUHPH�&RXUW�DQG�)HGHUDO�&LUFXLW�SUHFHGHQWV��FRXUWV�FRQVLGHULQJ�FRPSXWHU�

LPSOHPHQWHG�LQYHQWLRQV�KDYH�WDNHQ�YDULHG�DSSURDFKHV�WR�GHWHUPLQLQJ�ZKHWKHU�SDUWLFXODU�FODLPV�

DUH�GLUHFWHG�WR�DQ�DEVWUDFW�LGHD�

For example, courts have considered whether the claims “purport to improve the 
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functioning of the computer itself,” Alice������6��&W��DW�������ZKLFK�PD\�VXJJHVW�WKDW�WKH�FODLPV�

are not abstract, or instead whether “computers are invoked merely as a tool” to carry out an 

DEVWUDFW�SURFHVV��Enfish������)��G�DW�������see also id. at 1335 (“[S]ome improvements in 

FRPSXWHU�UHODWHG�WHFKQRORJ\�ZKHQ�DSSURSULDWHO\�FODLPHG�DUH�XQGRXEWHGO\�QRW�DEVWUDFW��VXFK�DV�D�

FKLS�DUFKLWHFWXUH��DQ�/('�GLVSOD\��DQG�WKH�OLNH��1RU�GR�ZH�WKLQN�WKDW�FODLPV�GLUHFWHG�WR�VRIWZDUH��

as opposed to hardware, are inherently abstract[.]”). The Federal Circuit has followed this 

DSSURDFK�WR�ILQG�FODLPV�SDWHQW�HOLJLEOH�LQ�VHYHUDO�FDVHV��See Visual Memory LLC v. NVIDIA Corp.�

����)��G�����������–����)HG��&LU���������FODLPV�GLUHFWHG�WR�DQ�LPSURYHG�PHPRU\�V\VWHP�ZHUH�

not abstract because they “focus[ed] on a ‘specific asserted improvePHQW�LQ�FRPSXWHU�

capabilities’—WKH�XVH�RI�SURJUDPPDEOH�RSHUDWLRQDO�FKDUDFWHULVWLFV�WKDW�DUH�FRQILJXUDEOH�EDVHG�RQ�

the type of processor” (quoting Enfish������)��G�DW���������McRO, Inc. v. Bandai Namco Games 

Am. Inc.������)��G�������������)HG��&LU���������FODLPV�GLUHFWHG�WR�DXWRPDWLQJ�SDUW�RI�D�SUHH[LVWLQJ�

PHWKRG�IRU���D facial expression animation were not abstract because they “focused on a specific 

asserted improvement in computer animation, i.e., the automatic use of rules of a particular type”); 

Enfish� ����)��G�DW�����–����FODLPV�GLUHFWHG�WR�D�VSHFLILF�W\SH�RI�VHOI�UHIHUHQWLDO�WDEOH�LQ�D�

computer database were not abstract because they focused “on the specific asserted improvement 

LQ�FRPSXWHU�FDSDELOLWLHV��L�H���WKH�VHOI�UHIHUHQWLDO�WDEOH�IRU�D�FRPSXWHU database)”).

Similarly, the Federal Circuit has found that claims directed to a “new and useful 

technique” for performing a particular task were not abstract. See Thales Visionix Inc. v. United 

States, 850 F.3d 1343, 1349 (Fed. Cir. 2017) (holding that “cODLPV�GLUHFWHG�WR�D�QHZ�DQG�XVHIXO�

technique for using sensors to more efficiently track an object on a moving platform” were not 

DEVWUDFW���Rapid Litig. Mgmt. Ltd. v. CellzDirect, Inc.������)��G�������������������)HG��&LU��������

�KROGLQJ�WKDW�FODLPV�GLUHFted to “a new and useful laboratory technique for preserving 

hepatocytes,” a type of liver cell, were not abstract); see also Diamond v. Diehr������8�6�������

������������KROGLQJ�WKDW�FODLPV�IRU�D�PHWKRG�WR�FXUH�UXEEHU�WKDW�HPSOR\HG�D�IRUPXOD�WR�FDOFXODWH�

WKH�RSWLPDO�FXUH�WLPH�ZHUH�QRW�DEVWUDFW��

$QRWKHU�KHOSIXO�WRRO�XVHG�E\�FRXUWV�LQ�WKH�DEVWUDFW�LGHD�LQTXLU\�LV�FRQVLGHUDWLRQ�RI�ZKHWKHU�
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WKH�FODLPV�KDYH�DQ�DQDORJ\�WR�WKH�EULFN�DQG�mortar world, such that they cover a “fundamental . � �

SUDFWLFH�ORQJ�SUHYDOHQt in our system.” Alice������6��&W��DW�������see, e.g.� Intellectual Ventures I 

LLC v. Symantec Corp.������)��G�������������)HG��&LU���������ILQGLQJ�DQ�HPDLO�SURFHVVLQJ�

software program to be abstract through comparison to a “brick�DQG�mortar” post office)�

Intellectual Ventures I LLC v. Symantec Corp., 100 F. Supp. 3d 371, 383 (D. Del. 2015) (“Another 

KHOSIXO�ZD\�RI�DVVHVVLQJ�ZKHWKHU�WKH�FODLPV�RI�WKH�SDWHQW�DUH�GLUHFWHG�WR�DQ�DEVWUDFW�LGHD�LV�WR�

FRQVLGHU�LI�DOO�RI�WKH�VWHSV�RI�WKH�FODLP�FRXOG�EH�SHUIRUPHG E\�KXPDQ�EHLQJV�LQ�D�QRQ�

computerized ‘brick and mortar’ context.” (citing buySAFE, Inc. v. Google, Inc.������)��G�������

������)HG��&LU���������

&RXUWV�ZLOO�DOVR��RU�DOWHUQDWLYHO\��DV�WKH�IDFWV�UHTXLUH��FRQVLGHU�D�UHODWHG�TXHVWLRQ�RI�

ZKHWKHU�WKH�FODLPV�DUH��LQ�HVVHQFH��GLUHFWHG�WR�D�PHQWDO�SURFHVV�RU�D�SURFHVV�WKDW�FRXOG�EH�GRQH�

ZLWK�SHQFLO�DQG�SDSHU��See Synopsys, Inc. v. Mentor Graphics Corp.������)��G�������������)HG��

&LU���������FODLPV�IRU�WUDQVODWLQJ�D�IXQFWLRQDO�GHVFULSWLRQ�RI�D�ORJLF�FLUFXLW�LQWR�D�KDUGZDUH�

FRPSRQHQW�GHVFULSWLRQ�RI�WKH�ORJLF�FLUFXLW�ZHUH�SDWHQW�ineligible because the “method can be 

performed mentally or with pencil and paper”); CyberSource Corp. v. Retail Decisions, Inc.������

)��G�������������)HG��&LU���������FODLP�IRU�YHULI\LQJ�WKH�YDOLGLW\�RI�D�FUHGLW�FDUG�WUDQVDFWLRQ�RYHU�

WKH�,QWHUQHW�ZDV�SDWHQW�ineligible because the “steps can be performed in the human mind, or by a 

human using a pen and paper”); see also, e.g.� Mortg. Grader, Inc. v. First Choice Loan Servs. 

Inc.������)��G������ ������)HG��&LU���������FODLPV�IRU�FRPSXWHU�LPSOHPHQWHG�V\VWHP�WR�HQDEOH�

borrowers to shop for loan packages anonymously were abstract where “[t]he series of steps 

FRYHUHG�E\�WKH�DVVHUWHG�FODLPV�� � . could all be performed by humans without a computer”).�

5HJDUGOHVV�RI�WKH�SDUWLFXODU�DQDO\VLV�WKDW�LV�EHVW�VXLWHG�WR�WKH�VSHFLILF�IDFWV�DW�LVVXH�LQ�D�

case, however, the Federal Circuit has emphasized that “the first step of the [Alice@�LQTXLU\�LV�D�

������������������������������������������������
� One court has noted that, like all tools of analysis, the “penFLO and paper” analogy musW�QRW�EH�
XQWKLQNLQJO\�DSSOLHG��See Cal. Inst. of Tech. v. Hughes Commc’ns Inc.�����)��6XSS���G����������
�&�'��&DO���������YLHZLQJ�SHQFLO�DQG�paper test as a “stand�LQ�IRU�DQRWKHU�FRQFHUQ��WKDW�KXPDQV�
engaged in the same activity long before the invention of computers,” and concluding that test was 
unhelpful where “error corrHFWLRQ�FRGHV�ZHUH�QRW�FRQYHQWLRQDO�DFWLYLW\�WKDW�KXPDQV�HQJDJHG�LQ�
before computers”).
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PHDQLQJIXO�RQH��L�H���� � ��D�VXEVWDQWLDO�FODVV�RI�FODLPV�DUH�not GLUHFWHG�WR�D�SDWHQW�LQHOLJLEOH�

concept.” Enfish������)��G�DW�������7KH�FRXUW’V�WDVN�LV�WKXV�QRW�WR�GHWHUPLQH�ZKHWKHU�FODLPV�

PHUHO\�LQYROYH�DQ�DEVWUDFW�LGHD�DW�VRPH�OHYHO��see id., but rather to examine the claims “in their 

HQWLUHW\�WR�DVFHUWDLQ�ZKHWKHU�WKHLU�FKDUDFWHU�DV�D�ZKROH�LV�GLUHFWHG�WR�H[FOXGHG�VXEMHFW�PDWWHU�” 

Internet Patents������)��G�DW������

�� Alice 6WHS�7ZR—(YDOXDWLRQ�RI�$EVWUDFW�&ODLPV�IRU�DQ�,QYHQWLYH�&RQFHSW

A claim drawn to an abstract idea is not necessarily invalid if the claim’s limiWDWLRQV—

FRQVLGHUHG�LQGLYLGXDOO\�RU�DV�DQ�RUGHUHG�FRPELQDWLRQ—serve to “transform the claims into a 

SDWHQW�eligible application.” Content Extraction������)��G�DW�������7KXV��WKH�VHFRQG�VWHS�RI�WKH�

Alice analysis (the search for an “inventive concept”) asks ZKHWKHU�WKH�FODLP�FRQWDLQV�DQ�HOHPHQW�

or combination of elements that “ensure[s] that the patent in practice amounts to significantly 

more than a patent upon the [abstract idea] itself.” 134 S. Ct. at 2355 (citation omitted).

7KH�8�6��6XSUHPH�&RXUW�KDV�PDGH�FOHDU�WKDW�WUDQVIRUPLQJ�DQ�DEVWUDFW�LGHD�WR�D�SDWHQW�

eligible application of the idea requires more than simply reciting the idea followed by “apply it.”  

Id. DW�������TXRWLQJ�Mayo������8�6��DW������,Q�WKDW�UHJDUG��WKH�)HGHUDO�&LUFXLW�KDV�UHSHDWHGO\�KHOG

that “[f]or the role of a computer in a computer�LPSOHPHQWHG�LQYHQWLRQ�WR�EH�GHHPHG�PHDQLQJIXO�

in the context of this analysis, it must involve more than performance of ‘well�XQGHUVWRRG��URXWLQH��

>DQG@�FRQYHQWLRQDO�DFWLYLWLHV�SUHYLRXVO\�NQRZQ�WR�WKH�LQGXVtry.’” Content Extraction������)��G�DW�

���������DOWHUDWLRQ�LQ�RULJLQDO���TXRWLQJ�Alice������6��&W��DW��������see also Mortg. Grader������

)��G�DW������25 (holding that “generic computer components such as an ‘interface,’ ‘network,’ 

and ‘database’ . � ��GR�Qot satisfy the inventive concept requirement”); Bancorp Servs.������)��G�DW�

1278 (“To salvage an otherwise patent�LQHOLJLEOH�SURFHVV��D�FRPSXWHU�PXVW�EH�LQWHJUDO�WR�WKH�

FODLPHG�LQYHQWLRQ��IDFLOLWDWLQJ�WKH�SURFHVV�LQ�D�ZD\�WKDW�D�SHUVRQ�PDNLQJ�FDOFXODWLRQV�RU

computations could not.”).  

Likewise, “[i]t is well�VHWWOHG�WKDW�PHUH�UHFLWDWLRQ�RI�FRQFUHWH��WDQJLEOH�FRPSRQHQWV�LV�

insufficient to confer patent eligibility to an otherwise abstract idea” where those components 

simply perform their “well�XQGHUVWRRG��routine, conventional” functions. In re TLI Commc’ns 
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LLC������)��G�DW������FLWDWLRQ�RPLWWHG���see also id. (ruling that “telephone unit,” “server,” “image 

analysis unit,” and “control unit” limitations were insufficient to satisfy Alice VWHS�WZR�ZKHUH�

FODLPV�ZHUH�GUDZQ�WR�DEVWUDFW�LGHD�RI�FODVVLI\LQJ�DQG�VWRULQJ�GLJLWDO�LPDJHV�LQ�DQ�RUJDQL]HG�

manner). “The question of whether a claim element or combination of elements is well�

XQGHUVWRRG��URXWLQH�DQG�FRQYHQWLRQDO�WR�D�VNLOOHG�DUWLVDQ�LQ�WKH�UHOHYDQW�ILHOG�LV a question of fact” 

that “must be proven by clear and convincing evidence.” Berkheimer������)��G�DW�������7KLV�

inquiry “goes beyond what was simply known in the prior art.”  Id. DW������

,Q�DGGLWLRQ��WKH�8�6��6XSUHPH�&RXUW�H[SODLQHG�LQ�Bilski that “limitiQJ�DQ�DEVWUDFW�LGHD�WR�

one field of use or adding token postsolution components [does] not make the concept patentable.” 

����8�6��DW������FLWLQJ�Parker v. Flook������8�6���������������see also Alice������6��&W��DW������

�VDPH���7KH�)HGHUDO�&LUFXLW�KDV�VLPLOarly stated that attempts “to limit the use of the abstract idea 

to a particular technological environment” are insufficient to render an abstract idea patent�

HOLJLEOH��Ultramercial, Inc. v. Hulu, LLC������)��G�����������)HG��&LU���������LQWHUQDO�TXRWDWLRQ

PDUNV�DQG�FLWDWLRQ�RPLWWHG���see also Intellectual Ventures I LLC v. Capital One Bank (USA)������

F.3d 1363, 1366 (Fed. Cir. 2015) (“An abstract idea does not become nonabstract by limiting the 

LQYHQWLRQ�WR�D�SDUWLFXODU�ILHOG�RI�XVH�RU�WHFKQRORJLFDO�HQYLURnment, such as the Internet.”).

In addition, a “non�FRQYHQWLRQDO�DQG�QRQ�JHQHULF�DUUDQJHPHQW�RI�NQRZQ��FRQYHQWLRQDO�

pieces” can amount to an inventive concept. BASCOM Glob. Internet Servs., Inc. v. AT&T 

Mobility LLC������)��G�������������)HG��&LU���������)RU�H[DPSOH��LQ�BASCOM��WKH�)HGHUDO�

Circuit addressed a claim for Internet content filtering performed at “a specific location, remote 

IURP�WKH�HQG�XVHUV��ZLWK�FXVWRPL]DEOH�ILOWHULQJ�IHDWXUHV�VSHFLILF�WR�HDFK�HQG�XVHr.” Id. %HFDXVH�WKLV�

“specific location” was different from the location where Internet content filtering was 

traditionally performed, the Federal Circuit concluded this was a “non�FRQYHQWLRQDO�DQG�QRQ�

generic arrangement of known, conventional pieces” thaW�SURYLGHG�DQ�LQYHQWLYH�FRQFHSW��Id. $V

DQRWKHU�H[DPSOH��LQ�Amdocs (Israel) Ltd. v. Openet Telecom, Inc.��WKH�)HGHUDO�&LUFXLW�KHOG�WKDW�

FODLPV�UHODWLQJ�WR�VROXWLRQV�IRU�PDQDJLQJ�DFFRXQWLQJ�DQG�ELOOLQJ�GDWD�RYHU�ODUJH��GLVSDUDWH�

QHWZRUNV�UHFLWHG�DQ�LQYHQWLYe concept because they contained “specific enhancing limitation[s] 
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that necessarily incorporate[d] the invention’s distributed architecture.” ����)��G�������������)HG��

&LU���������cert. denied� ����6��&W�������1RY�������������The use of a “distributed architecture,” 

ZKLFK�VWRUHG�DFFRXQWLQJ�GDWD�LQIRUPDWLRQ�QHDU�WKH�VRXUFH�RI�WKH�LQIRUPDWLRQ�LQ�WKH�GLVSDUDWH�

QHWZRUNV��WUDQVIRUPHG�WKH�FODLPV�LQWR�SDWHQWDEOH�VXEMHFW�PDWWHU��Id.

�� 3UHHPSWLRQ

,Q�DGGLWLRQ�WR�WKHVH�SULQFLSOHV��FRXUWV�VRPHWLPHV�ILQG�LW�KHOSIXO�WR�DVVHVV�FODLPV�DJDLQVW�WKH�

SROLF\�UDWLRQDOH�IRU�� �����7KH�8�6� Supreme Court has recognized that the “FRQFHUQ�WKDW�

XQGHUJLUGV�>WKH@�� 101 jurisprudence” is preemption. Alice������6��&W��DW�������7KXV��FRXUWV�KDYH�

UHDGLO\�FRQFOXGHG�WKDW�D�FODLP�LV�QRW�SDWHQW�HOLJLEOH�ZKHQ�WKH FODLP�LV�VR�DEVWUDFW�WKDW�LW SUHHPSWV�

“use of [the claimed] approach in all fields” DQG�“would HIIHFWLYHO\�JUDQW�D�PRQRSRO\�RYHU�DQ�

DEVWUDFW�LGHD�” Bilski� 561 U.S. at 612. However, the inverse is not true: “[w]hile preemption may 

VLJQDO�SDWHQW�LQHOLJLEOH�VXEMHFW�PDWWHU��WKH�DEVHQFH�RI�FRPSOHWH�SUHHPSWLRQ�GRHV�QRW�GHPRQVWUDWH�

patent eligibility.” FairWarning������)��G�DW�������DOWHUDWLRQ�LQ�RULJLQDO���FLWDWLRQ�RPLWWHG��

,,,� ',6&866,21

Defendant’s motion to dLVPLVV�FRQWHQGV�WKDW�WKH�DVVHUWHG�FODLPV�RI�WKH�SDWHQWV�LQ�VXLW�IDOO�

ZLWKLQ�WKH�SDWHQW�LQHOLJLEOH�“abstract ideas” exception to § ���� 7KH�&RXUW�DSSOLHV�WKH�Alice

IUDPHZRUN�GHVFULEHG�DERYH�WR�WKHVH�FODLPV� +RZHYHU��WKH�&RXUW�QHHG�QRW�LQGLYLGXDOO\�DQDO\]H�

HYHU\�FODLP LI�FHUWDLQ�FODLPV�DUH�UHSUHVHQWDWLYH��See generally Alice������6� &W��DW����������ILQGLQJ

FODLPV�WR�EH�SDWHQW�LQHOLJLEOH�EDVHG�RQ�DQDO\VLV�RI�RQH�UHSUHVHQWDWLYH�FODLP�� 7KH�SDUWLHV�KDYH�

agreed that claim 1 of the ’815 Patent is representative of the multi�QHWZRUN�FODLPV��DQG FODLP����

of the ’005 Patent is representative of the single�QHWZRUN�FODLPV�

)LUVW��WKH�&RXUW�WXUQV�WR�WKH�VXEVWDQWLYH�Alice DQDO\VLV�RI claim 1 of the ’815 Patent, then to 

WKH�VXEVWDQWLYH�Alice analysis of claim 74 of the ’005 Patent. /DVWO\��WKH�&RXUW�GLVFXVVHV�ZKHWKHU�

WKHUH�DUH�DQ\�IDFWXDO�DOOHJDWLRQV�WKDW�SUHFOXGH�UHVROXWLRQ�RI�WKH�LQVWDQW�PRWLRQ�XQGHU�)HGHUDO�5XOH�

RI�&LYLO�3URFHGXUH����

Alice Step One for Claim 1 of the ’815 Patent—:KHWKHU�WKH�&ODLP�LV�'LUHFWHG�WR�
DQ�$EVWUDFW�,GHD
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Defendants argue that the asserted claims are directed to an abstract idea because: “(1) they 

DUH�ZULWWHQ�LQ�D�IRUP�IUHH�RI�VSHFLILF�WDQJLEOH�LPSOHPHQWDWLRQ�DQG�PHUHO\�LQYRNH�FRPSXWHUV�DV�D�

WRRO������WKH\�DUH�VLPLODU�WR�FODLPV�IRXQG�GLUHFWHG�WR�DEVWUDFW�LGHDV�LQ�SUHFHGHQW�IURP�WKH�)HGHUDO�

&LUFXLW�DQG�GLVWULFW�FRXUWV������WKH\�DUH�GLUHFWHG�WR�IXQFWLRQV�WKDW�FRXOG�EH�SHUIRUPHG�LQ�WKH�KXPDQ�

PLQG�RU�ZLWK�SHQ�DQG�SDSHU������WKH\�DUH�DNLQ�WR�ORQJ�VWDQGLQJ�KXPDQ�DFWLYLW\��VZLWFKERDUG�

RSHUDWLRQV��DQG�����WKH\�DUH�Qot directed to improving the functioning of a computer itself.” Mot. 

DW�����Plaintiff responds by arguing that “the asserted claims are not directed to an abstract idea, 

EXW�DUH�LQVWHDG�JHQHUDOO\�GLUHFWHG�WR�DQ�LPSURYHG�FDOO�URXWLQJ�WHFKQRORJ\�HQDEOLQJ�EHWWHU�

LQWHURSHUDELOLW\�RI�FRPPXQLFDWLRQ�QHWZRUNV�E\��inter alia��HYDOXDWLQJ�D�FDOOHH�LGHQWLILHU�SURYLGHG�

E\�D�FDOOHU�LQ FRQMXQFWLRQ�ZLWK�FDOOHU�VSHFLILF�‘attributes.’” Opp. at 2. 7KH�&RXUW�DJUHHV�ZLWK�

'HIHQGDQWV�

6WHS�RQH�RI�WKH�Alice IUDPHZRUN�GLUHFWV�WKH�&ourt to assess “whether the claims at issue are 

directed to [an abstract idea].” Alice������6��&W��DW������ The step one inquiry “applies a stage�RQH�

filter to claims, considered in light of the specification, based on whether ‘their character as a 

ZKROH�Ls directed to excluded subject matter.’” Enfish������)��G�DW�������FLWDWLRQ�RPLWWHG���7KXV�

the Court conducts its step one inquiry by first identifying what the “character as a whole” of 

claim 1 of the ’815 Patent is “directed to,” and then discussing wheWKHU�WKLV�LV�DQ�DEVWUDFW�LGHD� ,Q�

GLVWLOOLQJ�WKH�FKDUDFWHU RI�D�FODLP��WKH�&RXUW�LV�Fareful not to express the claim’s focus DW�DQ�XQGXO\�

“high level of abstraction . � . untethered from the language of the claims,” but rather at a level 

FRQVRQDQW�ZLWK�WKH OHYHO�RI�JHQHUDOLW\�RU�DEVWUDFWLRQ�H[SUHVVHG�LQ�WKH�FODLPV�WKHPVHOYHV��Enfish�

����)��G�DW�������see also Thales Visionix, 850 F.3d at 1347 (“We must therefore ensure at step 

RQH�WKDW�ZH�DUWLFXODWH�ZKDW�WKH�FODLPV�DUH�GLUHFWHG�WR�ZLWK�HQRXJK�VSHFLILFLW\�WR�HQVXUH�WKH�VWHS�

one inquiry is meaningful.”).

The Court finds that claim 1 of the ’815 Patent is directed to the abstract idea of URXWLQJ D

FDOO�EDVHG�RQ�FKDUDFWHULVWLFV�RI�WKH�FDOOHU�DQG�FDOOHH� 3XW�LQ�SODLQ�ODQJXDJH��FODLP���GLVFORVHV� ����

“receiving a caller identifier and a callee identifier” after a call is initiated; (2) “locating a caller 

dialing profile”; (3) matching the information in the “caller dialing profile” with information in the 
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FDOOHH�LGHQWLILHU��DQG�����FODVVLI\LQJ�WKH�FDOO either as a “public network call” or a “private network 

call” based on “classification criteria” and producing WKH�DSSURSULDWH�SXEOLF�QHWZRUN�RU�SULYDWH�

QHWZRUN routing message to be received by a call controller. ’815 Patent at 36:14���� &ODLP���LV�

DEVWUDFW�EHFDXVH�ILUVW��LW�RQO\�GLVFORVHV�JHQHUDOL]HG�VWHSV WR�FDUU\�RXW�JHQHULF�IXQFWLRQV��DQG�

VHFRQG��EHFDXVH�WKHUH�DUH�ORQJ�VWDQGLQJ�SUDFWLFHV�DQDORJRXV WR�WKH�FODLPHG�VWHSV��

�� &ODLP���'LVFORVHV�*HQHUDOL]HG�6WHSV WR�&DUU\�2XW�*HQHULF�)XQFWLRQV

7KH�)HGHUDO�&LUcuit has recognized that “[g]eneralized steps to be performed on a 

computer using conventional computer activity are abstract.” RecogniCorp, LLC v. Nintendo Co., 

Ltd.������)��G�������������)HG��&LU���������LQWHUQDO�TXRWDWLRQ�PDUNV�RPLWWHG���)RU�LQVWDQFH��WKH�

)HGHUDO�&LUFXLW�IRXQG�WKDW�D�SDWHQW�FODLP�IRU�WDNLQJ�GLJLWDO�LPDJHV�XVLQJ�D�WHOHSKRQH��VWRULQJ�WKH�

LPDJHV��WKHQ�WUDQVPLWWLQJ�WKH�LPDJHV�WR�D�VHUYHU�ZKLFK�UHFHLYHV�WKH�LPDJHV�IDLOHG�VWHS�RQH�RI�Alice�

TLI Comm’cns������)��G�DW�����������,Q�H[SODLQLQJ�ZK\ WKH�SDWHQW�FODLP�IDLOHG�VWHS�RQH�RI�Alice�

WKH TLI FRXUW�ZURWH��

Contrary to TLI’s arguments on appeal, the claims here are not 
GLUHFWHG�WR�D�VSHFLILF�LPSURYHPHQW�WR�FRPSXWHU�IXQFWLRQDOLW\��5DWKHU��
WKH\�DUH�GLUHFWHG�WR�WKH�XVH�RI�FRQYHQWLRQDO�RU�JHQHULF�WHFKQRORJ\�LQ�
D�QDVFHQW�EXW�ZHOO�NQRZQ�HQYLURQPHQW���������7KH�VSHFLILFDWLRQ�GRHV�
QRW� GHVFULEH� D� QHZ� WHOHSKRQH�� D� QHZ� VHUYHU�� RU� D� QHZ� SK\VLFDO�
FRPELQDWLRQ� RI� WKH� WZR�� 7KH� VSHFLILFDWLRQ� IDLOV� WR� SURYLGH� DQ\�
WHFKQLFDO� GHWDLOV� IRU� WKH� WDQJLEOH� FRPSRQHQWV�� EXW� LQVWHDG�
SUHGRPLQDQWO\�GHVFULEHV�WKH�V\VWHP�DQG�PHWKRGV�LQ�SXUHO\�IXQFWLRQDO�
terms. For example, the “telephone unit” of the claims is described as 
having “the standard features of a telephone unit” . . . . Likewise, the 
VHUYHU�LV�GHVFULEHG�VLPSO\�LQ�WHUPV�RI�SHUIRUPLQJ�JHQHULF�FRPSXWHU�
IXQFWLRQV�VXFK�DV�VWRULQJ��UHFHLYLQJ��DQG�H[WUDFWLQJ�GDWD�

Id. ,Q�HVVHQFH��WKH�TLI FRXUW�IRXQG�WKDW�EHFDXVH�WKH�TLI SDWHQW�IDLOHG�WR�SURYLGH�WHFKQLFDO�GHWDLOV�

IRU�WKH�FRPSRQHQWV��EXW�LQVWHDG�GHVFULEHG�WKH�V\VWHP�DQG�PHWKRGV “in purely functional terms,” 

IXQFWLRQV�WKDW�ZHUH�JHQHULF�WR�D�FRPSXWHU��WKH�TLI SDWHQW�FODLP�IDLOHG�VWHS�RQH�RI�Alice� Id.

+HUH��FODLP���LV�DNLQ�WR�WKH�TLI SDWHQW�FODLP��&ODLP���GHVFULEHV�WKH�SXUSRUWHG�LQYHQWLRQ�LQ�

EURDG��JHQHULF��IXQFWLRQDO WHUPV�EXW�IDLOV�WR�LGHQWLI\�how WKRVH�HQGV�DUH�DFKLHYHG��ZLWK�WKH�

VSHFLILFDWLRQ�EHLQJ�QR�FOHDUHU�

There is no doubt that the “caller identifier” and the “callee identifier” are generic. Indeed, 
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WKH�VSHFLILFDWLRQ�FRQFHGHV�WKDW the invention did not invent the “caller identifier” or the “callee 

identifier.” 6SHFLILFDOO\��WKH�VSHFLILFDWLRQ�GLVFORVHV�WKDW “[t]he caller identifier field may include a 

[publicly switched telephone network] number or a system subscriber username.” ’815 Patent at 

����������0RUHRYHU��DV�H[DPSOHs of callee identifiers, the specification identifies “a callee 

telephone/videophone number.” Id. DW�����������(VVHQWLDOO\��WKH FDOOHU�DQG�FDOOHH�LGHQWLILHUV

FRQVLVW�RI�HLWKHU�D�WHOHSKRQH�QXPEHU�RU�D�XVHUQDPH��1HLWKHU�D�WHOHSKRQH�QXPEHU�QRU�D�XVHUQDPH�

FDQ�EH�FRQVLGHUHG XQLTXH�WR�the ’815 Patent, as the specification admits�

Claim 1 proceeds to claim “locating a caller dialing profile.” Id. DW�����������+RZHYHU��WKH�

claim itself vaguely defines caller dialing profile as “comprising a username associated with WKH

caller and a plurality of calling attributes associated with the caller.” Id. 7KH�VSHFLILFDWLRQ�PDNHV�

clear that the ’815 Patent did not invent the caller dialing profile��EXW�UDWKHU��WKH�FDOOHU�GLDOLQJ�

SURILOH�LV�FRPSULVHG�RI�YDULRXV�LGHQWLILFDWRU\�DWWULEXWHV�RI�VXEVFULEHUV WKDW�DUH�OHIW�XQGHILQHG�LQ�WKH�

FODLP�DQG�VSHFLILFDWLRQ� See, e.g.� id. DW������4 (“Effectively the dialing profile is a record 

LGHQWLI\LQJ�FDOOLQJ�DWWULEXWHV�RI�WKH�FDOOHU�LGHQWLILHG�E\�WKH�FDOOHU�LGHQWLILHU��0RUH�JHQHUDOO\��GLDOLQJ

SURILOHV�UHSUHVHQW�calling attributes of respective subscribers” (emphasis added).��

After “locating a caller dialing profile,” claim 1 proceeds to claim matching the 

LQIRUPDWLRQ�LQ�WKH�FDOOHU�GLDOLQJ�SURILOH�ZLWK�LQIRUPDWLRQ�LQ�WKH�FDOOHH�LGHQWLILHU��Id. DW����������

As discussed above, the callee identifier is essentially “a callee telephone/videophone number�” id.

DW�������50, which the ’815 Patent did not invent��7KH�VSHFLILFDWLRQ�PDNHV�FOHDU�WKDW�WKLV�PDWFKLQJ

SURFHVV�LV�QRW�XQLTXH�WR�WKH�3DWHQW�HLWKer, especially as the ’815 Patent did not invent WKH�FDOOHH�

LGHQWLILHU RU�DQ\�RI�WKH�LQIRUPDWLRQ�DVVRFLDWHG�ZLWK�WKH�PDWFKLQJ�SURFHVV��VXFK�DV�DQ�DUHD�FRGH�

See, e.g.� id. DW�����10 (“Using the call classification criteria may involve comparing calling 

DWWributes associated with the caller dialing profile with aspects of the callee identifier.”); id. DW�

�����19 (“Comparing may involve determining whether the callee identifier includes a portion that 

PDWFKHV�DQ�DUHD�FRGH�DVVRFLDWHG�ZLWK�WKH�FDOOHU�GLDOLQJ�SUofile.”); id. DW������22 (“Comparing may 

LQYROYH�GHWHUPLQLQJ�ZKHWKHU�WKH�FDOOHH�LGHQWLILHU�KDV�D�OHQJWK�ZLWKLQ�D�UDQJH�VSHFLILHG�LQ�WKH�FDOOHU�

dialing profile.”). 
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)LQDOO\, the call is either classified as a “public network call” or a “private network call” 

EDVHG�RQ�XQGHILQHG�“classification criteria�” DQG�WKH�DSSURSULDWH�SXEOLF�QHWZRUN�RU�SULYDWH�QHWZRUN�

URXWLQJ�PHVVDJH�LV�VHQW�WR�WKH�FDOO�FRQWUROOHU� Id. DW���������� ,Q�HVVHQFH��WKLV�VWHS�LQ�FODLP���

discloses classifying a call based on these “classification criteria,” then sending a message based 

RQ�WKDW�DQDO\VLV��$FFRUGLQJ�WR�WKH�VSHFLILFDWLRQ��WKLV�SURFHVV�LV�DV�JHQHULFDOO\�LPSOHPHQWHG�RQ�D�

FRPSXWHU DV�WKH�SUHYLRXVO\�described steps: “The process involves, in response to initiation of a 

FDOO�E\�D�FDOOLQJ�VXEVFULEHU��UHFHLYLQJ�D�FDOOHH�LGHQWLILHU�IURP�WKH�FDOOLQJ�VXEVFULEHU��XVLQJ�FDOO�

FODVVLILFDWLRQ�FULWHULD�DVVRFLDWHG�ZLWK�WKH�FDOOLQJ�VXEVFULEHU�WR�FODVVLI\�WKH�FDOO�DV�D�SXEOLF�QHWZRUN�

call or a private network call and producing a routing message . . . .” Id. DW���������� see also id. DW�

�����47 (“The process may involve classifying the call as a private network call when the re�

IRUPDWWHG�FDOOHH�LGHntifier identifies a subscriber to the private network.”); id. DW������50 (“The 

SURFHVV�PD\�LQYROYH�GHWHUPLQLQJ�ZKHWKHU�WKH�FDOOHH�LGHQWLILHU�FRPSOLHV�ZLWK�D�SUH�GHILQHG�

username format and if so, classifying the call as a private network call.”); id. DW������57 (“The 

SURFHVV�PD\�LQYROYH�FDXVLQJ�D�GDWDEDVH�RI�UHFRUGV�WR�EH�VHDUFKHG�WR�ORFDWH�D�GLUHFW�LQ�GLDO��','��

EDQN�WDEOH�UHFRUG�DVVRFLDWLQJ�D�SXEOLF�WHOHSKRQH�QXPEHU�ZLWK�WKH�UHIRUPDWWHG�FDOOHH�LGHQWLILHU�������

DQG�LI�D�','�EDQN�WDEOH�UHFRUG�LV�QRW�IRXQG� classifying the call as a public network call.”). 

&ODLP���LV�VLPLODU�WR�RWKHU�FODLPV�WKDW�FRXUWV�KDYH�IRXQG�WR�EH�DEVWUDFW��,Q West View 

Research, LLC v. Audi AG, the Federal Circuit held that claims that “do not go beyond receiving 

RU�FROOHFWLQJ�GDWD�TXHULHV��DQDO\]LQJ�WKH�GDWD�TXHU\��UHWULHYLQJ�DQG�SURFHVVLQJ�WKH�LQIRUPDWLRQ�

FRQVWLWXWLQJ�D�UHVSRQVH�WR�WKH�LQLWLDO�GDWD�TXHU\��DQG�JHQHUDWLQJ�D�YLVXDO�RU�DXGLR�UHVSRQVH�WR�WKH�

initial data query” were directed to the abstract idea of collecting and analyzinJ�LQIRUPDWLRQ�����

F. App’x 923, 926 (Fed. Cir. 2017). &ODLP�� LV�DNLQ�WR�WKH�West View Research court’s holding 

that “retrieving and processing the information constituting a response to the initial data query” 

ZDV�DEVWUDFW��Id. +HUH��WKH�LQLWLDO�GDWD�TXHU\�LQYROYHV�ORFDWLQJ�WKH�FDOOHU�GLDOLQJ�SURILOH�DQG�

PDWFKLQJ�LQIRUPDWLRQ�LQ�WKH�GLDOLQJ�SURILOH�ZLWK�FDOOHH�LQIRUPDWLRQ��7KHQ��EDVHG�RQ�WKH�PDWFKLQJ�

LQIRUPDWLRQ��D�FDOO�LV�FODVVLILHG�DV�D�SXEOLF�QHWZRUN�RU�D�SULYDWH�QHWZRUN�FDOO�DQG�D�URXWLQJ�PHVVDJH�

LV�JHQHUDWHG�LQ�UHVSRQVH��OLNH�KRZ�LQ�West View Research the information “constituting a response 
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to the initial data query” led to “retrieving and processing the information” �L�H���PDWFKLQJ�

LQIRUPDWLRQ�LQ�WKH�GLDOLQJ�SURILOH�ZLWK�FDOOHH�LQIRUPDWLRQ� DQG�WKHQ�“generating a . . . response”

�L�H���D�URXWLQJ�PHVVDJH�� Id.

0RUHRYHU��WKH�FODLP�GRHV�QRW�SURYLGH IRU�DQ\�VSHFLILF�LPSOHPHQWDWLRQ�RI�WKH�DEVWUDFW�LGHD��

7KH�FODLP�GRHV�QRW�VSHFLI\��IRU�LQVWDQFH��WKH�FRQWHQW�RI�WKH�FDOOHU�DQG�FDOOHH�LGHQWLILHUV��WKH�

WHFKQRORJ\�WKDW�PDWFKHV�LQIRUPDWLRQ�LQ�WKH�FDOOHU�GLDOLQJ�SURILOH�ZLWK�LQIRUPDWLRQ�LQ�WKH�FDOOHH�

LGHQWLILHU��ZKDW�QHWZRUN�FODVVLILFDWLRQ�FULWHULD�DUH�XVHG�WR�FODVVLI\�WKH�FDOO�DV�D�SXEOLF�QHWZRUN�RU�D�

SULYDWH�QHWZRUN�FDOO��RU�KRZ�WKH�FODVVLILFDWLRQ�LV�LPSOHPHQWHG� See Clarilogic, Inc. v. FormFree 

Holdings Corp., 681 Fed. App’x 950, 954 (Fed. Cir. 2017) (“But a method for collection, analysis, 

DQG�JHQHUDWLRQ�RI�LQIRUPDWLRQ�UHSRUWV��where the claims are not limited to how the collected 

information is analyzed or reformed, is the height of abstraction” (emphasis added).). 5DWKHU��WKH�

FODLP�UHFLWHV�D�JHQHUDOL]HG�VROXWLRQ�LQ�EURDG��IXQFWLRQDO�ODQJXDJH—namely, “locating,” 

“determining,” and “classifying,” a call based on a caller identifier and a callee identifier. See 

Electric Power Grp.������)��G�DW������54 (“collecting,” “gathering,” “analyzing,” and 

“presenting” information are “within the realm of abstract ideas”); Content Extraction������)��G�DW�

1347 (affirming that “the claims of the asserted patents are drawn to thH�DEVWUDFW�LGHD�RI����

FROOHFWLQJ�GDWD�����UHFRJQL]LQJ�FHUWDLQ�GDWD�ZLWKLQ�WKH�FROOHFWHG�VHW��DQG����VWRULQJ�WKDW�UHFRJQL]HG�

data in memory). Otherwise stated, the claim “recite[s] the what RI�WKH�LQYHQWLRQ��EXW�QRQH�RI�WKH�

how WKDW�LV�QHFHVVDU\�WR�WXUQ�WKH DEVWUDFW�LGHDV�LQWR�D�SDWHQW�eligible application.” TDE Petroleum 

Data Sols., Inc. v. AKM Enter., Inc., 657 Fed. App’x 991, 993 (Fed. Cir. 2016), cert. denied������

6��&W��������

3ODLQWLII�DUJXHV�WKDW�FODLP���GRHV�PRUH�WKDQ�VLPSO\�GHVFULEH�D�IXQFWLRQ�RU�RXWFRPH�ZLWKRXW�

GHVFULELQJ�KRZ�WR�DFKLHYH�WKHVH�UHVXOWV�LQ�D�QRQ�DEVWUDFW�ZD\��2SS��DW�����3ODLQWLII�WKHQ�FLWHV WKH

VSHFLILFDWLRQ�WR�DUJXH�WKDW�WKH�FDOO�FRQWUROOHU�VHWV�XS�D�FDOO�EDVHG�RQ�D�URXWLQJ�PHVVDJH��Id. )RU�

instance, Plaintiff argues that the “‘routing message’ that sets up the ‘call controller’ is based on a 

FODVVLILFDWLRQ�RI�D�FDOO�GHVWLQDWLRQ��ZKLFK��LQ�WXUQ��ZDV�LGHQWLILHG�E\�D�FDOOHU�specific HYDOXDWLRQ�RI�

the ‘callee identifier’ (i.e., based on ‘attributes’ DVVRFLDWHG�ZLWK�WKH�LQLWLDWLQJ�FDOOHU�LQ�WKHLU�
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‘dialing profile.’). Id. �HPSKDVLV�LQ�RULJLQDO���

Plaintiff’s argument is unconvincing. Alice’s step one inquiry must focus on the claim 

language� See, e.g.� Accenture Global Servs., GmbH v. Guidewire Software, Inc.������)��G�������

1345 (Fed. Cir. 2013) (“[T]he important inquiry for a � 101 analysis is to look to the claim.”);

CMG Fin. Servs., Inc. v. Pac. Tr. Bank, F.S.B.�����)��6XSS���G�������������&�'��&DO��������

(“None of the elements in these Claims limit the level of their inherent abstraction.”), aff’d������

Fed. App’x 420 (Fed. Cir. 2015). Here, the claim language is written in vague, functional terms—

“locating,” “determining,” and “classifying,” a call based on a caller identifier and a callee 

LGHQWLILHU—WR WKHQ VHQG D�URXWLQJ�PHVVDJH��0RUHRYHU��as Defendants point out, “claim 1 fails to 

VSHFLI\�how DWWULEXWHV�DUH�FRPSDUHG�WR�D�FDOOHH�LGHQWLILHU��what FULWHULD�PDWWHU��RU�how D�URXWLQJ�

message may be used to ‘set up’ a call controller or ‘identif[y] netwoUN�LQIUDVWUXFWXUH�IRU�D�JLYHQ�

call.” Reply at 3�4 (emphasis in original). Therefore, Defendants’ reliance on Two-Way Media Ltd. 

v. Comcast Cable Commc’ns, LLC LV�HQWLUHO\�DSSURSULDWH������)��G�������)HG��&LU���������,Q�Two-

Way Media��WKH�)HGHUDO�&LUFXLW�IRund as abstract a claim requiring “the functional results of 

‘converting, ‘routing,’ ‘controlling,’ ‘monitoring,’ and ‘accumulating records’” because the claim 

GLG “not sufficiently describe how to achieve these results in a non�abstract way.” Id. DW������

$QDORJRXVO\��FODLP���Giscloses “locating a caller dialing profile” without describing how the caller 

dialing profile is located; “determining a match” without specifying any kind of structure or non�

IXQFWLRQDO�ODQJXDJH�WR�GHVFULEH�KRZ�D�PDWFK�LV�GHWHUPLQHG�DQG�FRPSDUHG�WR�WKH�FDOOHH�LGHQWLILHU��

and “classifying a call” without identifying KRZ�WKH�FDOO�LV�FODVVLILHG��$OO�WKH�VWHSV�UHFLWHG�LQ�FODLP�

1 are generic and are not novel to the ’815 Patent, as discussed above, and nothing in the claim 

ODQJXDJH�OLPLWV�WKH�FODLP�LQ�VXFK�D�ZD\�WKDW�WKH�FODLP�EHFRPHV�QRQ�DEVWUDFW�

�� /RQJ�6WDQGLQJ�3UDFWLFHV�DUH�$QDORJRXV�WR�&ODLP��

More evidence of the claim’s abstract nature lies in the Parus Holdings, Inc. v. Sallie Mae 

Bank court’s GHFLVLRQ������)��6XSS���G������'��'HO���������aff’d, 677 Fed. App’x 682 (Fed. Cir. 

�������,Q�Parus Holdings��WKH�FODLP�LQ�TXHVWLRQ�FDOOHG�“for using a ‘computer and 

WHOHFRPPXQLFDWLRQV�QHWZRUN�IRU�UHFHLYLQJ��VHQGLQJ�DQG�PDQDJLQJ�LQIRUPDWLRQ�IURP�D�VXEVFULEHU
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to the network and from the network to a subscriber.’” Id. DW������+HUH��FODLP�� VLPLODUO\ FDOOV�IRU�

XVLQJ�D�FRPSXWHU�DQG�WHOHFRPPXQLFDWLRQV�QHWZRUN�IRU�VHQGLQJ�LQIRUPDWLRQ�IURP�D�VXEVFULEHU�WR�

WKH�QHWZRUN��DQG�XOWLPDWHO\��WKH�FDOOHH��E\��receiving LQIRUPDWLRQ�UHODWHG�WR�WKH�FDOOHU�DQG�FDOOHH�

�L�H���WKH�FDOOHU�LGHQWLILHU�DQG�WKH�FDOOHH�LGHQWLILHU���managing WKDW�LQIRUPDWLRQ�E\�ORFDWLQJ�D�FDOOHU�

GLDOLQJ�SURILOH�DQG�PDWFKLQJ�WKH�LQIRUPDWLRQ�LQ�WKH�FDOOHU�GLDOLQJ�SURILOH�ZLWK�LQIRUPDWLRQ�LQ�WKH�

FDOOHH�LGHQWLfier; and finally, classifying the call either as a “public network call” or a “private 

network call” and sending D�URXWLQJ�PHVVDJH�WR�WKH�FRPSXWHU�DQG�WHOHFRPPXQLFDWLRQV�QHWZRUN��

7KH�Parus Holdings FRXUW�IRXQG�WKH�FODLP�LQ�TXHVWLRQ�WR�EH�DEVWUDFW�EHFDXVH�WKH�SDWHQW�FODLP�KDG�

“pre�Internet analogs” that could be performed by humans��VXFK�DV�D�SHUVRQDO�DVVLVWDQW�GLUHFWLQJ�

FDOOV� Id.

7KH�Parus Holdings FRXUW�LV�QRW�DORQH�LQ�KROGLQJ�WKDW�VXFK�FDOO�URXWLQJ�SDWHQW FODLPV FRXOG�

EH�SHUIRUPHG�E\�KXPDQV��/LNHZLVH��LQ Telinit Techs., LLC v. Alteva, Inc.��WKH�FRXUW�IRXQG�DV�

abstract a claim requiring: “(1) receiving a data network request; (2) identifying a telephone 

QXPEHU�DVVRFLDWHG�ZLWK�WKDW�UHTXHVW������VLJQDOLQJ�D�VZLWFK�WR�PDNH�D�FDOO������PRQLWRULQJ�WKH�FDOO��

Dnd (5) providing a user with notifications if there is a change in the status of the call.” 2015 WL 

���������DW�
�������(�'��7H[��6HSW�������������7KH�Telinit court found that this “is precisely the 

function of a telephone operator.” Id. +HUH��FODLP���VLPLODUO\�FDOOV�IRU�WKH�FRPSXWHU�RU�

WHOHFRPPXQLFDWLRQV�QHWZRUN�WR�receive D�GDWD�QHWZRUN�UHTXHVW�IRU�D�FDOO�E\�identifying D�FDOOHU�

LGHQWLILHU�DQG�D�FDOOHH�LGHQWLILHU, locating a dialing profile and matching part of the callee’s 

LGHQWLILHU�WR�WKH�GLDOLQJ�SURILOH� WKHQ signaling WKH�QHWZRUN�YLD�D�URXWLQJ�PHVVDJH�DIWHU�WKH�FDOO�LV�

FODVVLILHG�DV�D�SULYDWH�QHWZRUN�RU�D�SXEOLF�QHWZRUN�FDOO�

3ODLQWLII�DWWDFNV�WKH�DQDORJ\�WR�D�VZLWFKERDUG�RSHUDWRU��DUJXLQJ�WKDW�XQOLNH�LQ�FODLP����

“switchboard routing used only the caOOHH�LGHQWLILHU��i.e.��WHOHSKRQH�QXPEHU��WR�LGHQWLI\��DQG�URXWH�

WR��WKH�GHVWLQDWLRQ��i.e., callee) and did not need information about the caller.” Opp. at 16. But even 

Plaintiff concedes that “telephone operators might have used a caller’s identity to propHUO\�

attribute toll charges, or to record the caller’s number for a call back in case the connection was 

lost.” Id. �HPSKDVLV�DGGHG���Thus, Plaintiff’s own concession renders Plaintiff’s argument 
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LPSRWHQW��

3ODLQWLII�DOVR�DUJXHV�WKDW “Defendants’ assertion that the claims are directed to an abstract 

LGHD�LV�HYHQ�OHVV�SODXVLEOH�IRU�PHDQV�SOXV�IXQFWLRQ�FODLPV�VXFK�DV�WKH�DSSDUDWXV�LQ�&ODLP����RI�WKH�

’815 Patent�” Opp. at 14. Plaintiff admits that “Claim 28 is similar to Claim 1,” WKRXJK WKHUH�DUH�

GLIIHUHQFHV�LQ�KRZ�HDFK�FODLP�LV�LQWHUSUHWHG�EHFDXVH�FODLP����LV�D�PHDQV�SOXV�IXQFWLRQ�FODLP� Id.

,Q�EULHI��D PHDQV�SOXV�function claim is limited “to the means specified in the written description 

and equivalents thereof.” O.I. Corp. v. Tekmar Co.������)��G�������������)HG��&LU���������7KXV��

FRXUWV�ORRN�WR�OLPLWDWLRQV�LPSRVHG�LQ�WKH�VSHFLILFDWLRQ�WR�LQWHUSUHW�D�PHDQV�SOXV�IXQFWLRQ�FODLP��

&ODLP��� of the ’815 Patent UHFLWHV�

����$�FDOO�URXWLQJ�DSSDUDWXV�IRU�IDFLOLWDWLQJ�FRPPXQLFDWLRQV�EHWZHHQ�FDOOHUV�DQG�FDOOHHV�LQ�

D�V\VWHP�FRPSULVLQJ�D�SOXUDOLW\�RI�QRGHV�ZLWK�ZKLFK�FDOOHUV�DQG�FDOOHHV�DUH�DVVRFLDWHG��WKH�

DSSDUDWXV�FRPSULVLQJ�

UHFHLYLQJ�PHDQV�IRU�UHFHLYLQJ�D�FDOOHU�LGHQWLILHU�DQG�D�FDOOHH�LGHQWLILHU��LQ�UHVSRQVH�WR�

LQLWLDWLRQ�RI�D�FDOO�E\�D�FDOOLQJ�VXEVFULEHU�

PHDQV�IRU�ORFDWLQJ�D�FDOOHU�GLDOLQJ�SURILOH�FRPSULVLQJ�D�XVHUQDPH�DVVRFLDWHG�ZLWK�WKH�FDOOHU�

DQG�D�SOXUDOLW\�RI�FDOOLQJ�DWWULEXWHV�DVVRFLDWHG�ZLWK�WKH�FDOOHU�

PHDQV�IRU�GHWHUPLQLQJ�D�PDWFK�ZKHQ�DW�OHDVW�RQH�RI�VDLG�FDOOLQJ�DWWULEXWHV�PDWFKHV DW�OHDVW�

D�SRUWLRQ�RI�VDLG�FDOOHH�LGHQWLILHU�

PHDQV�IRU�FODVVLI\LQJ�WKH�FDOO�DV�D�SXEOLF�QHWZRUN�FDOO�ZKHQ�VDLG�PDWFK�PHHWV�SXEOLF�

������������������������������������������������
� 'HIHQGDQWV�UHTXHVW�MXGLFLDO�QRWLFH�RI�D�<RX7XEH�YLGHR�DERXW�����V�WHOHSKRQH�WHFKQRORJ\��5HSO\�
at 9 n.3. The Court may take judicial notice of matters that are either “JHQHUDOO\�NQRZQ�ZLWKLQ�WKH�
trial court’s territorial jurisdiction” or “can be accurately and readily determined from sources 
whose accuracy cannot reasonably be questioned.” Fed. R. Evid. 201(b). However, to the extent 
DQ\�IDFWV�LQ�PDWHULDOV�VXEMHFW�WR�MXGLFLDO�QRWLFH�DUH�VXEMHFW�WR�UHDVRQDEOH�GLVSXWH��WKH�&RXUW�ZLOO�QRW�
WDNH�MXGLFLDO�QRWLFH�RI�WKRVH�IDFWV��Lee v. City of Los Angeles������)��G������������WK�&LU���������
overruled on other grounds by Galbraith v. Cty. of Santa Clara������)��G��������WK�&LU���������
7KH�&RXUW�ILQGV�WKDW�WKH�FRQWHQWV�RI�WKH�<RX7XEH�YLGHR�DUH�XQYHULILHG�DQG�XQVXEVWDQWLDWHG��DQG�DUH
WKHUHIRUH subject to reasonable dispute. Thus, the Court DENIES Defendants’ request for judicial 
QRWLFH��See, e.g.� Point Ruston, LLC v. Pac. Northwest Regional Council of the United Bhd. Of 
Carpenters and Joiners of Am.������)��6XSS���G�������������:�'��:DVK���������GHFOLQLQJ�WR�WDNH�
judicial notice of YouTube video because “there are questions of authenticity regarding this 
SURSRVHG�HYLGHQFH��DQG�WKHUH DSSHDUV�WR�EH�D�UHDVRQDEOH�GLVSXWH�FRQFHUQLQJ�WKH�VXEVWDQFH�RI�WKH�
evidence”).
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QHWZRUN�FODVVLILFDWLRQ�FULWHULD��

PHDQV�IRU�FODVVLI\LQJ�D�FDOO�DV�D�SULYDWH�QHWZRUN�FDOO�ZKHQ�VDLG�PDWFK�PHHWV�SULYDWH�

QHWZRUN�FODVVLILFDWLRQ�FULWHULD�

PHDQV�IRU�SURGXFLQJ�D�SULYDWH�QHWZRUN�URXWLQJ�PHVVDJH�IRU�UHFHLSW�E\�D�FDOO�FRQWUROOHU��

ZKHQ�WKH�FDOO�LV�FODVVLILHG�DV�D�SULYDWH�QHWZRUN�FDOO��VDLG�SULYDWH�QHWZRUN�URXWLQJ�PHVVDJH�

LGHQWLI\LQJ�DQ�DGGUHVV��RQ�WKH�SULYDWH�QHWZRUN��DVVRFLDWHG�ZLWK�WKH�FDOOHH��DQG

PHDQV�IRU�SURGXFLQJ�D�SXEOLF�QHWZRUN�URXWLQJ�PHVVDJH�IRU�UHFHLSW�E\�D�FDOO�FRQWUROOHU��

ZKHQ�WKH�FDOO�LV�FODVVLILHG�DV�D�SXEOLF�QHWZRUN�FDOO��VDLG�SXEOLF�QHWZRUN�URXWLQJ�PHVVDJH�

LGHQWLI\LQJ�D�JDWHZD\�WR�WKH�SXEOLF�QHWZRUN�

’8���3DWHQW�DW�������������

3ODLQWLII�DUJXHV�WKDW�FODLP����FRUUHVSRQGV�WR�WKH�DOJRULWKPV�GHSLFWHG�LQ�)LJXUHV��$�WR��'��

2SS��DW�����7KH�DOJRULWKPV�GHSLFWHG�LQ�)LJXUHV��$�WR��'�DUH�FDUULHG�RXW�E\�WKH�URXWLQJ�FRQWUROOHU��

GLVFXVVHG�DERYH� ’815 Patent DW��������4 (“The [routing controller] message handler process is 

shown in greater detail . . . in FIGS 8A through 8D.”). +RZHYHU��WKH�URXWLQJ�FRQWUROOHU�LV�

LPSOHPHQWHG�YLD�JHQHULF�FRPSXWHU�PHDQV��$V�WKH�VSHFLILFDWLRQ�DGPLWV��the routing controller “may 

EH�LPSOHPHQWHG�DV�VHSDUDWH�PRGXOHV�RQ�D�common computer system RU�E\�VHSDUDWH�FRPSXWHUV��IRU�

example.” Id. DW�����������HPSKDVLV�DGGHG���7KH�VSHFLILFDWLRQ�ODFNV�DQ\�DGGLWLRQDO�GHWDLO�DV�WR�

ZKHWKHU�WKHVH�DUH�VSHFLDOL]HG�FRPSXWHUV�FRQWDLQLQJ�WKH�URXWLQJ�FRQWUROOHU��7KH�URXWLQJ�FRQWUROOHU�

FLUFXLW�LWVHOI�DOVR�FRQWDLQV�RQO\�JHQHULF�FRPSXWHU�FRPSRQHQWV��D�SURFHVVRU��GLIIHUHQW�W\SHV�RI�

memory, and an [input/output] port.” Id. DW���������� See, e.g.� SRI Int’l, Inc. v. Cisco Sys., Inc.�

BB)��GBB�������:/����������DW�
����)HG��Cir. Mar. 20, 2019) (“[T]he claims only rely on generic 

computer components, including a computer, memory, processor, and mass storage device.”); 

Accenture, 728 F.3d at 1343 (describing an input/output adapter as a “generic computer 

component[]”). 0RUHRYHU, as Plaintiff even admits, “Claim 28 is similar to Claim 1.” 2SS��DW����

7KH FODLP�ODQJXDJH�RI�FODLP��� LV�D QHDU�YHUEDWLP FRS\�RI�WKH FODLP�ODQJXDJH�RI�FODLP����$ERYH��

Whe Court discussed at length why claim 1’s limitations DUH JHQHULF��7KXV��WKH�VDPH�ORJLF�DSSOLHV�WR�

claim 28. Consequently, the algorithmic structure disclosed in Figures 8A to 8D of the ’815 Patent 
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do not actually transform claim 28’s limitations into a non�DEVWUDFW�LGHD��0RUHRYHU��FODLP���LV�VWLOO�

UHSUHVHQWDWLYH�RI�PHDQV�SOXV�IXQFWLRQ�FODLP ����DQ�DUJXPHQW�WKDW�3ODLQWLII�GRHV�QRW�FKDOOHQJH��

,Q�VXP��the Court finds that claim 1 of the ’815 Patent is directed to an abstract idea. The 

&RXUW�QH[W�DQDO\]HV�Alice VWHS�WZR�

Alice Step Two for Claim 1 of the ’815 PateQW—:KHWKHU�WKH�&ODLP�&RQWDLQV�DQ�
,QYHQWLYH�&RQFHSW

'HIHQGDQWV�DUJXH�WKDW�WKH�OLPLWDWLRQV�RI�&ODLP���DUH�JHQHULF�FRPSXWHU�LPSOHPHQWDWLRQV�RI�

WKH�DEVWUDFW�LGHD��DQG�DUH�WKXV�XQSDWHQWDEOH��0RW��DW�����2Q�WKH�RWKHU�KDQG��3ODLQWLII�DUJXHV�WKDW�

claim 1 recites “D�VSHFLDOO\�SURJUDPPHG�URXWLQJ�FRQWUROOHU�WR�SURYLGH�FDOO�SODFHPHQW�DQG�URXWLQJ�

in an individually customizable manner for each caller,” which was unconventional at the time of 

WKH�LQYHQWLRQ��2SS��DW�����

“In step two of the Alice LQTXLU\��>WKH�&RXUW@�VHDUch[es] for an ‘inventive concept sufficient 

WR�WUDQVIRUP�WKH�QDWXUH�RI�WKH�FODLP�LQWR�D�SDWHQW�eligible application.” RecogniCorp������)��G�DW�

������TXRWLQJ�McRO, 837 F.3d at 1312) (internal quotation marks omitted)). “To save the patent 

DW�VWHS�WZR��DQ�LQventive concept must be evident in the claims.” Id. This inventive concept “must 

be significantly more than the abstract idea itself,” BASCOM, 827 F.3d at 1349; “must be more 

WKDQ�ZHOO�understood, routine, conventional activity,” Affinity Labs of Texas, LLC v. DIRECTV, 

LLC, 838 F.3d 1253, 1262 (Fed. Cir. 2016); “and cannot simply be an instruction to implement or 

apply the abstract idea on a computer.” BASCOM������)��G�DW�������)RU�H[DPSOH��LW�PD\�EH�IRXQG�

in an “inventive set of components or methods,” “inventive programming,” or an inventive 

approach in “how the desired result is achieved.” Elec. Power Grp.� 830 F.3d at 1355. “If a 

claim’s only ‘inventive concept’ is the application of an abstract idea using conventional and well�

XQGHUVWRRG�WHFKQLTXHV��WKH FODLP�KDV�QRW�EHHQ�WUDQVIRUPHG�LQWR�D�SDWHQW�HOLJLEOH�DSSOLFDWLRQ�RI�DQ�

abstract idea.” BSG Tech LLC v. Buyseasons, Inc.������)��G����������������)HG��&LU��������

The Court finds that none of the claim’s elements, assessed individually, provides an 

LQYHQWLYH�FRQFHSW��&laim 1 discloses: (1) “receiving a caller identifier and a callee identifier” after 

a call is initiated; (2) “locating a caller dialing profile”; (3) matching the information in the “caller 
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dialing profile” with information in the callee idenWLILHU��DQG�����FODVVLI\LQJ�WKH�FDOO�HLWKHU�DV�D�

“public network call” or a “private network call” based on “classification criteria” and producing 

WKH�DSSURSULDWH�SXEOLF�QHWZRUN�RU�SULYDWH�QHWZRUN�URXWLQJ�PHVVDJH�WR�EH�UHFHLYHG�E\�D�FDOO�

controller. ’815 3DWHQW�DW����������

$s discussed above, none of claim 1’s elements are unique to the ’815 Patent. In fact, the 

patent specification confirms that the ’815 Patent GLG�QRW�LQYHQW�WKH�OLPLWDWLRQV�IRXQG�LQ�FODLP����

)RU�LQVWDQFH��WKH�VSHFLILFDWLRQ�FRQFHGHV�WKat the invention did not invent the “caller 

identifier” or the “callee identifier.” The specification discloses that “[t]he caller identifier field 

may include a [publicly switched telephone network] number or a system subscriber username.” 

Id. DW���������. Moreover, as examples of callee identifiers, the specification identifies “a callee 

telephone/videophone number.” Id. DW�����������(VVHQWLDOO\��WKH�FDOOHU�DQG�FDOOHH�LGHQWLILHUV�

FRQVLVW�RI�HLWKHU�D�WHOHSKRQH�QXPEHU�RU�D�XVHUQDPH��QHLWKHU�RI�ZKLFK�LV�XQLTue to the ’815 Patent.

,Q�DGGLWLRQ��“Oocating a caller dialing profile” does not provide an inventive concept either.

The specification makes clear that the ’815 Patent did not invent the caller dialing profile, but 

UDWKHU��WKH�FDOOHU�GLDOLQJ�SURILOH�LV�FRPSULVHG�RI�YDULRXV�LGHQWLILFDWRU\�DWWULEXWHV�RI�VXEVFULEHUV�WKDW�

DUH�OHIW�XQGHILQHG�LQ�WKH�FODLP�DQG�VSHFLILFDWLRQ��See, e.g.� id. DW������4 (“Effectively the dialing 

SURILOH�LV�D�UHFRUG�LGHQWLI\LQJ�FDOOLQJ�DWWULEXWHV�RI�WKH�FDOOHU�LGHQWLILHG�E\�WKH�FDOOHU�LGHQWLILHU��0RUH�

JHQHUDOO\��GLDOLQJ�SURILOHV�UHSUHVHQW�calling attributes of respective subscribers” (emphasis 

DGGHG���� $OVR��FDVH�ODZ�KDV�KHOG�WKDW�ORFDWLQJ�LQIRUPDWLRQ�LV�QRW�DQ�LQYHQWLYH�FRQFHSW��,Q�

CyberSource Corp. v. Retail Decisions, Inc.��WKH�)HGHUDO�&LUFXLW�KHOG�WKDW�D�VWHS�UHTXLULQJ�

“obtaining information ������FDQ�EH�SHUIRUPHG�E\�D�KXPDQ�ZKR�VLPSO\�UHDGV�UHFRUGV�RI�������

transactions from a preexisting database.” 654 F.3d 1366, 1372 (Fed. Cir. 2011) �HPSKDVLV�DGGHG��

$GGLWLRQDOO\��Patching the information in the “caller dialing profile” with information in 

WKH�FDOOHH�LGHQWLILHU LV�OLNHZLVH�JHQHULF��DV�GLVFXVVHG�DERYH��The callee identifier is essentially “a 

callee telephone/videophone number.” ’815 Patent DW�����������7KH�VSHFLILFDWLRQ�PDNHV�FOHDU�WKDW�

this matching process is not unique to the Patent either, especially as the ’815 Patent did not invent 

WKH�FDOOHH�LGHQWLILHU RU�WKH�SURFHVV�RI�PDWFKLQJ�WKH�FDOOHU�GLDOLQJ�SURILOH�ZLWK�WKH�FDOOHH�LGHQWLILHU�
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See, e.g.� id. DW�����10 (“Using the call classification criteria may involve comparing calling 

DWWULEXWHV�DVVRFLDWHG�ZLWK�WKH�FDOOHU�GLDOLQJ�SURILOH�ZLWK�DVSects of the callee identifier.”); id. DW�

�����19 (“Comparing may involve determining whether the callee identifier includes a portion that 

matches an area code associated with the caller dialing profile.”); id. DW������22 (“Comparing may 

LQYROYH�GHWHUPLQLQJ�ZKHWKHU�WKH�FDOOHH�LGHQWLILHU�KDV�D�OHQJWK�ZLWKLQ�D�UDQJH�VSHFLILHG�LQ�WKH�FDOOHU�

dialing profile.”).

0RUHRYHU��FDVH�ODZ�KDV�KHOG�WKDW WKH�SURFHVV�RI PDWFKLQJ�LQIRUPDWLRQ GRHV�QRW�SURYLGH�DQ�

LQYHQWLYH�FRQFHSW��,Q�Intellectual Ventures I LLC v. Symantec Corp.��WKH�PHWKRG�FODLP�LQ�TXHVWLRQ�

FDOOHG�IRU�UHFHLYLQJ�GDWD��determining whether the received data matched certain characteristics�

DQG�RXWSXWWLQJ�GDWD�EDVHG�RQ�WKH�GHWHUPLQLQJ�VWHS������)��G�������������)HG��&LU���������7KH�

)HGHUDO�&LUFXLW�IRXQG�WKDW�QRQH�RI�WKHVH�VWHSV�SURYLGHG�DQ�LQYHQWLYH�FRQFHSW�EHFDXVH�WKH�FODLP�

SHUIRUPV “generic computer functions.” Id. DW�������

Furthermore, classifying the call either as a “public network call” or a “private network 

call” based on “classification criteria” and prRGXFLQJ�WKH�DSSURSULDWH�SXEOLF�QHWZRUN�RU�SULYDWH�

QHWZRUN�URXWLQJ�PHVVDJH�WR�EH�UHFHLYHG�E\�D�FDOO�FRQWUROOHU�GRHV�QRW�SURYLGH�DQ�LQYHQWLYH�FRQFHSW�

HLWKHU��,PSRUWDQWO\��WKLV�SURFHVV�LV�SHUIRUPHG�RQ�D�JHQHULF�FRPSXWHU� XSRQ ZKLFK�WKH�FODLPHG�VWHS�

GRHV�QRW�LPSURYH��7KH�VSHFLILFDWLRQ�GLVFORVHV�WKDW�WKH�VXSHU�QRGH��ZKLFK�LQFOXGHV�WKH�URXWLQJ�

controller, “may be implemented as separate modules on a common computer system or by 

separate computers.” ’815 Patent at 13:10���� &DVH�ODZ�FRQILUPV�WKDW�WKH�SURFHVV�GRHV QRW�SURYLGH�

DQ�LQYHQWLYH�FRQFHSW��,Q�Accenture��WKH�FODLP�LQ�TXHVWLRQ�DSSOLHG�D�VHW�RI�UXOHV�WR�D�GDWDEDVH�RI�

WDVNV� Accenture������)��G�DW ������7KH�Accenture court found the claim to be “generalized 

VRIWZDUH�FRPSRQHQWV�DUUDQJHG�WR�LPSOHPHQW�DQ�DEVWUDFW�concept on a computer.” Id. +HUH��WKH�

FODVVLILFDWLRQ�FULWHULD�SURYLGH�WKH�VHW�RI�UXOHV��DV�GHVFULEHG�LQ�Accenture� ZKLFK�LV�DSSOLHG�WR�WKH

WDVN�RI�FODVVLI\LQJ�DQG�URXWLQJ�D FDOO��$V�IRU�WKH�SURFHVV�RI�VHQGLQJ�D�URXWLQJ�PHVVDJH��WKH�)HGHUDO�

&LUFXLW�KDV�KHOG that “receiv[ing] and send[ing] information over a network . . . is not even 

arguably inventive.” buySAFE������)��G�DW������

Thus, none of claim 1’s elements, assessed individually, provides an inventive concept. 

Case 5:18-cv-04523-LHK   Document 82   Filed 03/25/19   Page 32 of 45

$33;������

Case: 19-1808      Document: 37     Page: 107     Filed: 07/09/2019



��
&DVH�1RV�����&9�������/+.� ���&9�������/+.� ���&9�������/+.� ���&9�������/+.������
25'(5�*5$17,1*�&2162/,'$7('�027,216�72�',60,66

�

�

�

�

�

�

�

�

�

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

��

8
QL
WH
G�
6W
DW
HV
�'
LV
WUL
FW
�&
RX
UW

1
RU
WK
HU
Q�
'
LV
WUL
FW
�R
I�&

DO
LIR
UQ
LD

0RUHRYHU��WKH�RUGHUHG�FRPELQDWLRQ�RI�WKHVH HOHPHQWV�DOVR�GRHV�QRW�\LHOG�DQ�LQYHQWLYH�FRQFHSW��,Q�

BASCOM, the Federal Circuit held that “an inventive concept can be found in the non�

FRQYHQWLRQDO�DQG�QRQ�generic arrangement of known, conventional pieces.” 827 F.3d at 1350. 

+RZHYHU��WKH�DUUDQJHPHQW�Rf claim 1’s elements are FRQYHQWLRQDO��DV�HYLGHQFHG�E\ Two-Way 

Media�

,Q�Two-Way Media��WKH�FODLP�LQ�TXHVWLRQ�ZDV directed to “first processing the data, then 

URXWLQJ�LW��>DQG@�FRQWUROOLQJ�LW ������.” 874 F.3d at 1339. This ZDV GRQH�LQ�WKH�FRQWH[W�RI�

“transmitting message packets over a communications network.” Id. DW�������+HUH��FODLP���

GLVFORVHV D�VLPLODU�VWUXFWXUH�WR�WKH�Two-Way Media FODLP��)LUVW��GDWD�LV�processed by “locating a 

caller dialing profile” after a call is initiated and the caller identifier and callee identifier is 

received, and then the information in the “caller dialing profile” is matched with information in the 

FDOOHH�LGHQWLILHU��7KHQ��GDWD�LV�routed E\�FODVVLI\LQJ�WKH�FDOO�DV�HLWKHU�D�SXEOLF�QHWZRUN�FDOO�RU�D�

SULYDWH�QHWZRUN�FDOO��/DVWO\��WKH�GDWD�LV�controlled E\�VHQGLQJ�WKH�DSSURSULDWH�URXWLQJ�PHVVDJH�WR�

WKH�QHWZRUN�FRQWUROOHU�LQ�RUGHU�WR�FRQWURO�ZKHUH�WKH�FDOO�JRHV��7KH�Two-Way Media FRXUW

LQYDOLGDWHG�WKH�FODLP� FDOOHG�WKH RUGHULQJ�RI�FODLP�HOHPHQWV a “conventional ordering of steps . . . 

with conventional technology to achieve its desired result.” Id. Thus, claim 1’s elements are also a 

FRQYHQWLRQDO�RUGHULQJ�RI�VWHSV�

3ODLQWLII�FLWHV�WR�DDR Holdings��D�FDVH�3ODLQWLII�FODLPV�LV�DQDORJRXV��IRU�WKH�SURSRVLWLRQ�

that “claims [that] solve problems QHFHVVDULO\�URRWHG�LQ QHWZRUN�WHFKQRORJ\ . . . are eligible” for a 

SDWHQW��2SS��DW�����FLWLQJ�DDR Holdings������)��G�DW������������ �HPSKDVLV�LQ�RULJLQDO��

+RZHYHU��DDR Holdings LV�GLVWLQJXLVKDEOH�IURP�WKH�LQVWDQW�FDVH�EHFDXVH�WKH�DDR Holdings

patent claims “specify how interactions with the Internet are manipulated to yield a desired 

UHVXOW—D�UHVXOW�WKDW�RYHUULGHV�WKH�URXWLQH�DQG�FRQYHQWLRQDO�VHTXHQFH�RI�HYHQWV�RUGLQDULO\�WULJJHUHG�

by the click of a hyperlink.” DDR Holdings������)��G�DW�������+HUH��ZH�KDYH�WKH�VLWXDWLRQ�ZKHUH

JHQHULF�DVSHFWV RI�FRPSXWLQJ—URXWLQJ�D�FDOO�XVLQJ�D�JHQHULF�FDOO�FRQWUROOHU—DUH�SHUIRUPHG�XVLQJ�

JHQHULF�HOHPHQWV the ’815 Patent did not LQYHQW—FDOOHU�DQG�FDOOHH�LGHQWLILHUV��D�GLDOLQJ�SURILOH��DQG�

FODVVLILFDWLRQ�FULWHULD� Neither the ’��� 3DWHQW�VSHFLILFDWLRQ�QRU�FODLPV�SURYLGH�DQ\�GHWDLOV�RQ�KRZ�
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LQWHUDFWLRQV�ZLWK�WKH�LQWHUQHW�DUH�PDQLSXODWHG�WR�\LHOG�D�GHVLUHG�UHVXOW��OLNH�LQ�DDR Holdings�

7KXV� FODLP�� LV�PXFK�PRUH�DQDORJRXV�WR�WKH�FODLP LQ Two-Way Media��LQ�ZKLFK�WKH�FODLP�LQ�

TXHVWLRQ�LQ�D�WHOHFRPPXQLFDWLRQV�SDWHQW�ZDV GHVFULEHG�DQG�LPSOHPHQWHG�LQ�SXUHO\�JHQHULF�WHUPV�

7KHUHIRUH��claim 1 of the ’815 Patent does not contain an inventive concept. The Court 

ILQGV�WKDW�DW�Alice step one, claim 1 of the ’815 Patent is directed to an abstract idea. At Alice VWHS

WZR��WKHUH�LV�QR�LQYHQWLYH�FRQFHSW�VXIILFLHQW�WR�VDYH�WKH�FODLP��7KXV��WKH�&RXUW�FRQFOXGHV�WKDW�WKH�

PXOWL�QHWZRUN�FODLPV—claims 1, 7, 12, 27, 28, 72, 73, 92, and 111 of the ’815 Patent and claims 

49 and 73 of the ’005 Patent—of which claim 1 of the ’815 Patent is representative, are patent�

LQHOLJLEOH�XQGHU������. Defendants’ motioQ�WR�GLVPLVV�WKH�PXOWL�QHWZRUN�FODLPV�LV�WKHUHIRUH�

*5$17('�

Alice Step One for Claim 74 of the ’005 Patent—:KHWKHU�WKH�&ODLP�LV�'LUHFWHG�WR�
DQ�$EVWUDFW�,GHD

The arguments in Defendants’ motion to dismiss and Plaintiff’s opposition DUH�LGHQWLFDO�DV�

WR�ERWK�claim 1 of the ’815 Patent and claim 74 of the ’005 Patent. In fact, in Defendants’ motion

and Plaintiff’s opposition��WKH������ analysis of claim 1 of the ’815 Patent and claim 74 of the 

’005 Patent is combined. 

'HIHQGDQWV�DUJXH�WKDW�WKH�DVVHUWHG�FODLPV�are directed to an abstract idea because: “(1) they 

DUH�ZULWWHQ�LQ�D�IRUP�IUHH�RI�VSHFLILF�WDQJLEOH�LPSOHPHQWDWLRQ�DQG�PHUHO\�LQYRNH�FRPSXWHUV�DV�D�

WRRO������WKH\�DUH�VLPLODU�WR�FODLPV�IRXQG�GLUHFWHG�WR�DEVWUDFW�LGHDV�LQ�SUHFHGHQW�IURP�WKH�)HGHUDO�

&LUFXLW�DQG�GLVWULFW�FRXUWV������WKH\�DUH�GLUHFWHG�WR�IXQFWLRQV�WKDW�FRXOG�EH�SHUIRUPHG�LQ�WKH�KXPDQ�

PLQG�RU�ZLWK�SHQ�DQG�SDSHU������WKH\�DUH�DNLQ�WR�ORQJ�VWDQGLQJ�KXPDQ�DFWLYLW\��VZLWFKERDUG�

RSHUDWLRQV��DQG�����WKH\�DUH�QRW�GLUHFWHG�WR�LPSURYLQJ�WKH�IXQFWLRQLQJ�Rf a computer itself.” Mot. 

at 12. Plaintiff argues that “the asserted claims are not directed to an abstract idea, but are instead 

JHQHUDOO\�GLUHFWHG�WR�DQ�LPSURYHG�FDOO�URXWLQJ�WHFKQRORJ\�HQDEOLQJ�EHWWHU�LQWHURSHUDELOLW\�RI�

FRPPXQLFDWLRQ�QHWZRUNV�E\��inter alia��HYDOXDWLQJ�D�FDOOHH�LGHQWLILHU�SURYLGHG�E\�D�FDOOHU�LQ�

FRQMXQFWLRQ�ZLWK�FDOOHU�specific ‘attributes.’” Opp. at 2. The Court agrees with Defendants.

6WHS�RQH�RI�WKH�Alice framework directs the Court to assess “whether the claims at issue are 
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GLUHFWHd to [an abstract idea].” Alice������6��&W��DW������ The step one inquiry “applies a stage�RQH�

filter to claims, considered in light of the specification, based on whether ‘their character as a 

whole is directed to excluded subject matter.’” Enfish������)��G�DW�������FLWDWLRQ�RPLWWHG���7KXV�

the Court conducts its step one inquiry by first identifying what the “character as a whole” of 

claim 1 of the ’815 Patent is “directed to,” and then discussing whether this is an abstract idea. ,Q�

GLVWLOOLQJ�WKH�FKDUDFWHU RI�D�FODLP��WKH�&RXUW�LV�Fareful not to express the claim’s focus DW�DQ�XQGXO\�

“high level of abstraction . � . untethered from the language of claims,” but rather at a level 

FRQVRQDQW�ZLWK�WKH�OHYHO�RI�JHQHUDOLW\�RU�DEVWUDFWLRQ�H[SUHVVHG�LQ�WKH�FODLPV WKHPVHOYHV��Enfish�

����)��G�DW�������see also Thales Visionix, 850 F.3d at 1347 (“We must therefore ensure at step 

RQH�WKDW�ZH�DUWLFXODWH�ZKDW�WKH�FODLPV�DUH�GLUHFWHG�WR�ZLWK�HQRXJK�VSHFLILFLW\�WR�HQVXUH�WKH�VWHS�

one inquiry is meaningful.”).

/LNH�IRU�Flaim 1 of the ’815 Patent, the Court finds that claim 74 of the ’005 Patent is 

GLUHFWHG�WR�WKH�DEVWUDFW�LGHD�RI�URXWLQJ�D�FDOO�EDVHG�RQ�FKDUDFWHULVWLFV�RI�WKH�FDOOHU�DQG�FDOOHH��3XW�LQ�

SODLQ�ODQJXDJH��FODLP����discloses: (1) using a “participant identifier” to locate a “first participant 

profile” comprising RI “DWWULEXWHV�DVVRFLDWHG�ZLWK�WKH�ILUVW�SDUWLFLSDQW�” ZKR�VWDUWV�D�

FRPPXQLFDWLRQ�ZLWK�D�VHFRQG�SDUWLFLSDQW������sending a “first network routing message” WKDW�

LGHQWLILHV DQ�DGGUHVV�LQ�D�ILUVW�SRUWLRQ�RI�WKH�QHWZRUN�IRU�UHFHLSW�E\�D�FRQWUROOHU�ZKHQ�VRPH�

information about the first participant and a portion of a “second participant identifier” meet a 

criterion; and (3) sending a “second network routing message” WKDW�LGHQWLILHV DQ�DGGUHVV�LQ�D�

VHFRQG�SRUWLRQ�RI�WKH�QHWZRUN�IRU�UHFHLSW�E\�D�FRQWUROOHU�ZKHQ�VRPH�LQIRUPDWLRQ�DERXW�WKH�ILUVW�

participant and a portion of the “second participant identifier” meet a second criterion. ’005 Patent 

DW���������� ,Q�HVVHQFH��claim 74 of the ’005 Patent is essentially the same as claim 1 of the ’815 

3DWHQW��EXW�ZLWK�WZR�URXWLQJ�PHVVDJHV�EHLQJ�VHQW�DV�RSSRVHG�WR�MXVW�WKH�RQH�URXWLQJ�PHVVDJH�EHLQJ�

VHQW�in claim 1 of the ’815 Patent. For this reason, claim 74 of the ’005 Patent suIIHUV�IURP�WKH�

same defects as claim 1 of the ’815 Patent. &ODLP����LV�DEVWUDFW�EHFDXVH�ILUVW��LW�RQO\�GLVFORVHV�

JHQHUDOL]HG�VWHSV�WR�FDUU\�RXW�JHQHULF�IXQFWLRQV��DQG�VHFRQG��EHFDXVH�WKHUH�DUH�ORQJ�VWDQGLQJ�

SUDFWLFHV�DQDORJRXV�WR�WKH�FODLPHG�VWHSV�
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�� &ODLP����'LVFORVHV�*HQHUDOL]HG�6WHSV�WR�&DUU\�2XW�*HQHULF�)XQFWLRQV

)RU�LQVWDQFH��DV�GLVFXVVHG�DERYH��WKH�TLI FRXUW�IRXQG�WKDW�EHFDXVH�WKH�TLI SDWHQW�IDLOHG�WR�

provide technical details for components, but instead described the system and methods “in purely 

IXQFWional terms,” functions that were generic to a computer, the TLI SDWHQW�FODLP�IDLOHG�VWHS�RQH�

RI Alice� TLI, 823 F.3d at 612. Here, claim 74 of the ’005 Patent describes the methods in purely 

IXQFWLRQDO�WHUPV�ZLWK�IXQFWLRQV�JHQHULF�WR�D�FRPSXWHU��7KXV��FODLP����LV�GLUHFWHG�WR�DQ�DEVWUDFW�

LGHD�

7KH�LGHD�RI�XVLQJ�D�“participant identifier” to locate a “first participant profile” comprising 

RI “DWWULEXWHV�DVVRFLDWHG�ZLWK�WKH�ILUVW�SDUWLFLSDQW�” ZKR�VWDUWV�D�FRPPXQLFDWLRQ�ZLWK�D�VHFRQG�

SDUWLFLSDQW�LV�SXUHO\�IXQctional language that is generic to a computer. The phrase “participant 

identifier” is not found in the ’005 Patent specification. However, “participant identifier” is akin to 

WKH�DIRUHPHQWLRQHG�FDOOHU�LGHQWLILHU�DQG�FDOOHH�LGHQWLILHU in claim 1 of the ’81��3DWHQW EHFDXVH�WKH�

SDUWLFLSDQW�LGHQWLILHU�IXQFWLRQV�LQ�WKH�VDPH�ZD\�DV�WKH�FDOOHU�DQG�FDOOHH�LGHQWLILHUV� )RU�LQVWDQFH��LQ

claim 1 of the ’815 Patent, a portion of the callee identifier is used to match various attributes 

DVVRFLDWHG�ZLWK�D�FDOOHU��DQG�D�URXWLQJ�PHVVDJH�LV�VHQW�RXW�EDVHG�RQ�WKH�PDWFK. ’815 Patent at 

������25. Likewise, in claim 74 of the ’005 Patent, a portion of the VHFRQG�SDUWLFLSDQW�LGHQWLILHU�LV�

XVHG�LQ�FRQMXQFWLRQ�ZLWK�YDULRXV�DWWULEXWHV�DVVRFLDWHG�ZLWK�D�ILUVW�SDUWLFLSDQW��DQG�D�URXWLQJ�

PHVVDJH�LV�VHQW�RXW�EDVHG�RQ�ZKHWKHU�D�SRUWLRQ�RI�WKH�VHFRQG�SDUWLFLSDQW�LGHQWLILHU�DQG�WKH�

attributes associated with a first participant meet a classification criterion. ’005 Patent at 43:51����

Moreover, both claims refer to the use of “identifiers,” which is defined in the specification as 

FDOOHU�DQG�FDOOHH�LGHQWLILHUV�

7KXV, “participant identifier” is defined in the specification as “a [publicly switched 

telephone network] number or a system subscriber username.” Id. DW���������� 7KH�VSHFLILFDWLRQ

DGGLWLRQDOO\�LGHQWLILHV DQ�LGHQWLILHU�DV�“telephone/videophone number.” Id. DW����������

(VVHQWLDOO\��DQ LGHQWLILHU�FRQVLVWV RI�HLWKHU�D�WHOHSKRQH�QXPEHU�RU�D�XVHUQDPH��$ WHOHSKRQH�QXPEHU�

RU D�XVHUQDPH�FDQ KDUGO\ be considered unique to the ’��� 3DWHQW��DV�WKH�VSHFLILFDWLRQ�DGPLWV DQG�

DV�FRPPRQ�VHQVH�GLFWDWHV�
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/LNHZLVH��the “first participant profile” of claim 74 is equally as generic. 7KH�VSHFLILFDWLRQ�

never uses the phrase “participant profile,” but the Court finds SDUWLFLSDQW�SURILOH HTXLYDOHQW�WR�WKH�

GLDOLQJ�SURILOH�GLVFXVVHG�DERYH in relation to the ’815 Patent because the participant profile 

IXQFWLRQV�LQ�WKH�VDPH�ZD\�DV�WKH�GLDOLQJ�SURILOH��The participant profile comprises “a plurality of 

attributes associated with the . . . participant,” id. DW�����������PXFK�OLNH�KRZ�D�FDOOHU�GLDOLQJ�

profile comprises “a plurality of calling attributes associated with the caller,” ’815 Patent at 36:20�

��� The specification makes clear that the ’005 Patent did not invent the participant profile, but 

UDWKHU��WKH�SDUWLFLSDQW�SURILOH�LV�FRPSULVHG�RI�YDULRXV�LGHQWLILFDWRU\�DWWULEXWHV�RI�VXEVFULEHUV�WKDW�

DUH�OHIW�XQGHILQHG�LQ�WKH�FODLP�DQG�VSHFLILFDWLRQ��See, e.g., ’005 Patent at 18:10�13 (“Effectively 

WKH�GLDOLQJ�SURILOH�LV�D�UHFRUG�LGHQWLI\LQJ�FDOOLQJ�DWWULEXWHV�RI�WKH�FDOOHU�LGHQWLILHG�E\�WKH�FDOOHU�

LGHQWLILHU��0RUH�JHQHUDOO\��GLDOLQJ�SURILOHV�UHSUHVHQW�calling attributes of respective subscribers” 

�HPSKDVLV�DGGHG����

7KHQ��FODLP����SURFHHGV�WR�FODLP��ZLWKRXW�IXUWKHU�GHWDLO� VWDUWLQJ�D�FRPPXQLFDWLRQ�EHWZHHQ�

D ILUVW�SDUWLFLSDQW�DQG�D�VHFRQG�SDUWLFLSDQW��Id. DW�����������7KH�SURFHVV�RI�LQLWLDWLQJ�D�

FRPPXQLFDWLRQ�LV�GHVFULEHG�LQ�WKH�VSHFLILFDWLRQ�DV�XVLQJ�D�JHQHULF�FRPSXWHU�ZLWK�D�URXWLQJ�

FRQWUROOHU�WR�FRQQHFW�WZR�SDUWLHV��7KH�VSHFLILFDWLRQ�GLVFORVHV�WKDW�WKH�VXSHU�QRGH��ZKLFK�LQFOXGHV�

the routing controller that routes communications, “may be implemented as separate modules on a 

common computer system or by separate computers, for example.” Id. DW����������

In the next step of claim 74, claim 74 claims sending a “first network routing message” 

WKDW�LGHQWLILHV�DQ�DGGUHVV�LQ�D�ILUVW�SRUWLRQ�RI�WKH�QHWZRUN�IRU�UHFHLSW�E\�D�FRQWUROOHU�ZKHQ�VRPH�

information about the first participant and a portion of a “second participant identifier” meet a 

FULWHULRQ��$V�GLVFXVVHG�DERYH��D�URXWLQJ�PHVVDJH�LV�VHQW�E\�WKH�URXWLQJ�FRQWUROOHU��D�FRPSRQHQW�RI�

WKH�VXSHU�QRGH��ZKLFK�LV�FRPSULVHG�RI�JHQHULF�FRPSXWHUV� 7KHUHIRUH��WKH�SURFHVV�RI�VHQGLQJ�D�

QHWZRUN�URXWLQJ�PHVVDJH�LV�JHQHULF��)RU�LQVWDQFH��a claim that recited steps “by which data ZDV�

REWDLQHG�������DQG�transmitted by a telephone . . . and sent over a channel to different destinations” 

was held to represent “nothing more than a disembodied concept of data sorting and storage.” 

Morales v. Square, Inc.�����)��6XSS������������:�'��7H[� �������aff’d, 621 Fed. App’x 660 (Fed. 
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&LU���������FLWLQJ�CyberFone Sys., LLC v. Cellco P’ship������)��6XSS���G�����������'��'HO��

������� Moreover, the claim does not define what “criterion” must be met for the first network 

URXWLQJ�PHVVDJH�WR�EH�VHQW��&Oaim 74 thereby repeats the same mistake as claim 1 of the ’815 

3DWHQW�LQ�WKDW�FODLP����UHFLWHV�VWHSV�LQ�YHU\�YDJXH�WHUPV��$V�WKH�)HGHUDO�&LUFXLW�KDV�KHOG��

“[g]eneralized steps to be performed on a computer using conventional computer activity are 

DEVWUDFW�” RecogniCorp������)��G�DW������

7KH�ILQDO�VWHS�RI�FODLP��� claims sending a “second network routing message” that 

LGHQWLILHV�DQ�DGGUHVV�LQ�D�VHFRQG�SRUWLRQ�RI�WKH�QHWZRUN�IRU�UHFHLSW�E\�D�FRQWUROOHU�ZKHQ�VRPH�

information about the first participant and a portion of the “second participant identifier” meet a 

VHFRQG�FULWHULRQ��7KLV�ILQDO�VWHS�LV�QHDU�LGHQWLFDO�WR�WKH�DERYH�GHVFULEHG�VWHS��WKH�GLIIHUHQFHV�EHLQJ�

that a “second network routing message” is sent ZKHQ�DQRWKHU�FULWHULRQ�LV�PHW�E\�LQIRUPDWLRQ�

about the first participant and a portion of a “second participant identifier.” As the Court has 

GLVFXVVHG�DW�OHQJWK��WKH�SURFHVV�RI�VHQGLQJ�D�QHWZRUN�URXWLQJ�PHVVDJH�LV�QRW�XQLTXH�WR�WKH�3DWHQW��

DQG�LV�LPSOHPHQWHG�XVLQJ�JHQHULF�FRPSXWHUV��

�� /RQJ�6WDQGLQJ�3UDFWLFHV�DUH�$QDORJRXV�WR�&ODLP���

$V�FODLP����LV�TXLWH�VLPLODU�to claim 1 of the ’815 Patent, Parus Holdings DJDLQ�FRQILUPV�

Whe claim’s abstract nature. 137 F. Supp. 3d 660. In Parus Holdings��WKH�FODLP�LQ�TXHVWLRQ�FDOOHG�

“for using a ‘computer and telecommunications network for receiving, sending and managing 

LQIRUPDtion from a subscriber to the network and from the network to a subscriber.’” Id. DW������

+HUH��FODLP��� VLPLODUO\�FDOOV�IRU�XVLQJ�D�FRPSXWHU�DQG�WHOHFRPPXQLFDWLRQV�QHWZRUN�IRU�VHQGLQJ�

LQIRUPDWLRQ�IURP�D�VXEVFULEHU�WR�WKH�QHWZRUN��DQG�XOWLPDWHO\��WKH�VHFRQG�SDUWLFLSDQW��E\� receiving

D�ILUVW�SDUWLFLSDQW�SURILOH�FRPSULVLQJ�RI�DWWULEXWHV�DVVRFLDWHG�ZLWK�WKH�ILUVW�SDUWLFLSDQW��ZKR�VWDUWV�D�

FRPPXQLFDWLRQ�ZLWK�D�VHFRQG�SDUWLFLSDQW��DQG�WKHQ�sending WZR QHWZRUN�URXWLQJ�PHVVDJHV IRU�

UHFHLSW�E\�D�FRQWUROOHU�DIWHU�VRPH�LQIRUPDWLRQ�DERXW�WKH�ILUVW�SDUWLFLSDQW�DQG�D�SRUWLRQ�RI�D�VHFRQG�

SDUWLFLSDQW�LGHQWLILHU�PHHW�D�FULWHULRQ��7KH�Parus Holdings FRXUW�IRXQG�WKH�FODLP�LQ�TXHVWLRQ�WR�EH�

abstract because the patent claim had “pre�Internet analogs” that could be performed b\�KXPDQV��

VXFK�DV�D�SHUVRQDO�DVVLVWDQW�GLUHFWLQJ�FDOOV��Id.
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7KH�Parus Holdings FRXUW�LV�QRW�DORQH�LQ�KROGLQJ�WKDW�VXFK�FDOO�URXWLQJ�SDWHQW FODLPV FRXOG�

EH�SHUIRUPHG�E\�KXPDQV��/LNHZLVH��LQ�Telinit, the court found as abstract a claim requiring: “(1) 

UHFHLYLQJ�D�GDWD�QHWZRUN�UHTXHVW������LGHQWLI\LQJ�D�WHOHSKRQH�QXPEHU�DVVRFLDWHG�ZLWK�WKDW�UHTXHVW��

����VLJQDOLQJ�D�VZLWFK�WR�PDNH�D�FDOO������PRQLWRULQJ�WKH�FDOO��DQG�����SURYLGLQJ�D�XVHU�ZLWK�

notifications if there is a change in the status of the call.” 2015 :/����������DW�
�������7KH�

Telinit court found that this “is precisely the function of a telephone operator.” Id. +HUH��FODLP���

VLPLODUO\�FDOOV�IRU�WKH�FRPSXWHU�RU�WHOHFRPPXQLFDWLRQV�QHWZRUN�WR receive D�ILUVW�SDUWLFLSDQW�

SURILOH�FRPSULVLQJ�RI�DWWULEXWHV�DVVRFLDWHG�ZLWK�WKH�ILUVW�SDUWLFLSDQW��ZKR�VWDUWV�D�FRPPXQLFDWLRQ�

ZLWK�D�VHFRQG�SDUWLFLSDQW� identify ZKHWKHU�LQIRUPDWLRQ�DERXW�WKH�ILUVW�SDUWLFLSDQW�DQG�D�SRUWLRQ�RI�

D�VHFRQG�SDUWLFLSDQW�LGHQWLILHU�PHHW�D�FULWHULRQ��DQG�WKHQ�signal WKH�FRQWUROOHU�E\�VHQGLQJ�QHWZRUN�

URXWLQJ�PHVVDJHV�

Therefore, the Court finds that claim 74 of the ’005 Patent is directed to an abstract idea.

Alice Step Two for Claim 74 of the ’005 Patent—:KHWKHU�WKH�&ODLP�&RQWDLQV�DQ�
,QYHQWLYH�&RQFHSW

Defendants argue that claim 74 contains “only well�NQRZQ��URXWLQH��DQG�FRQYHQWLRQDO�

functionality that does not amount to significantly more than the abstract idea itself.” Mot. at 20. 

Plaintiff responds by arguing that the claim recites “a specially progrDPPHG�URXWLQJ�FRQWUROOHU�WR�

provide call placement and routing in an individually customizable manner for each caller,” a 

FRQWUROOHU�WKDW�ZDV�XQFRQYHQWLRQDO�DW�WKH�WLPH�RI�WKH�LQYHQWLRQ��2SS��DW����

As aforementioned, in “step two of the Alice LQTXLU\��>WKH�&RXUW@�VHDUFK>HV@�IRU�DQ�

‘inventive concept sufficient to transform the nature of the claim into a patent�HOLJLEOH�

application.” RecogniCorp������)��G�DW�������TXRWLQJ�McRO������)��G�DW��������LQWHUQDO�

quotation marks omitted)). “To save the patent at sWHS�WZR��DQ�LQYHQWLYH�FRQFHSW�PXVW�EH�HYLGHQW�

in the claims.” Id. This inventive concept “must be significantly more than the abstract idea itself,” 

BASCOM, 827 F.3d at 1349; “must be more than well�understood, routine, conventional activity,” 

Affinity Labs of Texas������)��G�DW 1262; “and cannot simply be an instruction to implement or 

apply the abstract idea on a computer.” BASCOM������)��G�DW�������)RU�H[DPSOH��LW�PD\�EH�IRXQG�
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in an “inventive set of components or methods,” “inventive programming,” or an LQYHQWLYH

approach in “how the desired result is achieved.” Elec. Power Grp.� 830 F.3d at 1355. “If a 

claim’s only ‘inventive concept’ is the application of an abstract idea using conventional and well�

XQGHUVWRRG�WHFKQLTXHV��WKH�FODLP�KDV�QRW�EHHQ�WUDQVIRUPHG�LQWR�D�SDWHQW�HOLJLEOH�DSSOLFDWLRQ�RI�DQ�

abstract idea.” BSG Tech LLC������)��G�DW���������

The Court finds that none of the claim’s elements, assessed individually, provides an 

inventive concept. Claim 74 recites: (1) using a “participant identifier” to locate a “first participant 

profile” comprising of “attributes associated with the first participant,” who starts a 

communication with a second participant; (2) sending a “first network routing message” that 

LGHQWLILHV�DQ�DGGUHVV�LQ�D�ILUVW�SRUWLRQ�RI WKH�QHWZRUN�IRU�UHFHLSW�E\�D�FRQWUROOHU�ZKHQ�VRPH�

information about the first participant and a portion of a “second participant identifier” meet a 

criterion; and (3) sending a “second network routing message” that identifies an address in a 

VHFRQG�SRUWLRQ�RI�WKH�QHWZRUN�IRU�UHFHLSW�E\�D�FRQWUROOHU�ZKHQ�VRPH�LQIRUPDWLRQ�DERXW�WKH�ILUVW�

participant and a portion of the “second participant identifier” meet a second criterion. ’005 Patent 

DW����������

As discussed above, none of claim 74’s elements are unique to the ’005 Patent. In fact, the 

patent specification confirms that the ’005 Patent did not invent the limitations found in claim 1. 

First, using a “participant identifier” to locate a “first participant profile” comprising of 

“attributes associated with the first participant,” who starts a communication with a second 

SDUWLFLSDQW�LV�QRW�DQ�LQYHQWLYH�FRQFHSW��)RU�LQVWDQFH� “participant identifier” is defined in the 

specification as “a [publicly switched telephone network] number or a system subscriber 

XVHUname.” Id. DW�����������7KH�VSHFLILFDWLRQ�DGGLWLRQDOO\�LGHQWLILHV�DQ�LGHQWLILHU�DV�

“telephone/videophone number.” Id. DW�����������$W�ERWWRP��DQ�LGHQWLILHU�FRQVLVWV�RI�HLWKHU�D�

WHOHSKRQH�QXPEHU�RU�D�XVHUQDPH��8VH�RI�D�WHOHSKRQH�QXPEHU�RU�D�XVHUQDPH� ZKLFK�DUH�QRW�XQLTXH�

to the ’005 Patent� FDQ�KDUGO\�EH�FRQVLGHUHG�LQYHQWLYH�HQRXJK�WR�OLIW�FODLP����RXW�RI�DEVWUDFWQHVV�

Moreover, the specification makes clear that the ’005 Patent did not invent the participant profile, 

EXW�UDWKHU��WKH�SDUWLFLSDQW�SURILOH�LV�FRPSULVHG�RI�YDULRXV�LGHQWLILFDWRU\�DWWULEXWHV�RI�VXEVFULEHUV�
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OHIW�XQGHILQHG�E\ WKH�FODLP�DQG�VSHFLILFDWLRQ��See, e.g.� Id. DW�������13 (“Effectively the dialing 

SURILOH�LV�D�UHFRUG�LGHQWLI\LQJ�FDOOLQJ�DWWULEXWHV�RI�WKH�FDOOHU�LGHQWLILHG�E\�WKH�FDOOHU�LGHQWLILHU��0RUH�

JHQHUDOO\��GLDOLQJ�SURILOHV�UHSUHVHQW�FDOOLQJ�DWWULEXWHV�RI�UHVSHFWLYH�VXEVFULEHUV�”). ,Q�DGGLWLRQ��WKH�

FRQFHSW�RI�ORFDWLQJ�LQIRUPDWLRQ�XVLQJ�WKH�SDUWLFLSDQW�LGHQWLILHU�LV�QRW�DQ�LQYHQWLYH�FRQFHSW��,Q�

CyberSource Corp.��WKH�)HGHUDO�&LUFXLW�KHOG that a step requiring “obtaining information ������FDQ�

EH�SHUIRUPHG�E\�D�KXPDQ�ZKR�VLPSO\�UHDGV�UHFRUGV�RI�������WUDQVDFWLRQV�IURP�D�SUHH[LVWLQJ�

database.” 654 F.3d at 1372.

0RUHRYHU��sending a “network routing message” that identifies an address in a porWLRQ�RI�

WKH�QHWZRUN�IRU�UHFHLSW�E\�D�FRQWUROOHU�ZKHQ�VRPH�LQIRUPDWLRQ�DERXW�WKH�ILUVW�SDUWLFLSDQW�DQG�D�

portion of a “second participant identifier” meet a criterion is also not inventive. 7KLV�SURFHVV LV

DQDORJRXV�WR�D�FODLP�IRXQG�LQ�Intellectual Ventures I��,Q�Intellectual Ventures I��WKH�FODLP�LQ�

TXHVWLRQ�FDOOHG�IRU�GHWHUPLQLQJ�ZKHWKHU�WKH�UHFHLYHG�GDWD�PDWFKHG�FHUWDLQ�FKDUDFWHULVWLFV DQG�

RXWSXWWLQJ�GDWD�EDVHG�RQ�WKH�GHWHUPLQLQJ�VWHS������)��G�DW�������7KH�)HGHUDO�&LUFXLW�KHOG�WKDW�WKH�

VWHSV�SURYLGHG�GLG QRW�SURYLGH�an inventive concept because the claim performs “generic computer 

functions.” Id. DW������ +HUH��ZKHWKHU�LQIRUPDWLRQ�DERXW�WKH�ILUVW�SDUWLFLSDQW�DQG�D�SRUWLRQ�RI�WKH�

VHFRQG�SDUWLFLSDQW�LGHQWLILHU�PHHW�D�FULWHULRQ�LV�WKH�VDPH�DV�WKH�Intellectual Venture I’s 

GHWHUPLQDWLRQ�RI�ZKHWKHU�GDWD�PDWFKHG�FHUWDLQ�FKDUDFWHULVWLFV��,Q�FODLP�����WKH�GHWHUPLQDWLRQ�LV�

PDGH�E\�GHFLGLQJ��EDVHG�RQ�LQIRUPDWLRQ�DERXW�WKH�ILUVW�SDUWLFLSDQW�DQG�D�SRUWLRQ�RI�WKH�VHFRQG�

SDUWLFLSDQW�LGHQWLILHU��ZKHWKHU�D�FULWHULRQ�LV�PHW��7KHQ��FODLP����GLVFORVHV�VHQGLQJ�D�QHWZRUN�

URXWLQJ�PHVVDJH�ZKHQ�WKH�GHWHUPLQLQJ�VWHS�KDV�FRQFOXGHG��7KLV�LV�DQDORJRXV�WR�WKH�Intellectual 

Venture I’s step of outputting data based on the determining step, as claim 74’s routing message is 

VHQW�DIWHU�WKH�GHWHUPLQDWLRQ�RI�ZKHWKHU�WKH�FULWHULRQ�LV�PHW��0RUHRYHU��DV�IRU�WKH�SURFHVV�RI�

sending a routing message, the Federal Circuit has held that “receiv[ing] and send[ing] 

information over a network . . . is not even arguably inventive.” buySAFE������)��G�DW������

Thus, none of claim 74’s elements, assessed individually, provides an inventive concept. 

)XUWKHUPRUH��WKH�RUGHUHG�FRPELQDWLRQ�RI�WKHVH�HOHPHQWV�DOVR�GRHV�QRW�\LHOG�DQ�LQYHQWLYH�FRQFHSW��

,Q�BASCOM, the Federal Circuit held that “an inventive concept can EH�IRXQG�LQ�WKH�QRQ�
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FRQYHQWLRQDO�DQG�QRQ�generic arrangement of known, conventional pieces.” 827 F.3d at 1350. 

However, the arrangement of claim 74’s elements are conventional, as evidenced by Two-Way 

Media�

,Q�Two-Way Media��WKH�FODLP�LQ�TXHVWLRQ�ZDV GLUHcted to “first processing the data, then 

routing it, [and] controlling it . . . .” 874 F.3d at 1339. This ZDV GRQH�LQ�WKH�FRQWH[W�RI�

“transmitting message packets over a communications network.” Id. DW�������7KH�Two-Way Media

FRXUW�LQYDOLGDWHG�WKH�FODLP��Falled the ordering of claim elements a “conventional ordering of steps 

. . . with conventional technology to achieve its desired result.” Id. +HUH��FODLP��� LV�DQDORJRXV WR

WKH Two-Way Media FODLP��)LUVW��GDWD LV processed E\�ORFDWLQJ�D�ILUVW�SDUWLFLSDQW�SURILOH

FRPSULVLQJ�RI�DWWULEXWHV�DVVRFLDWHG�ZLWK�WKH�ILUVW�SDUWLFLSDQW��WKHVH�DWWULEXWHV�EHLQJ�XVHG�LQ�

FRQMXQFWLRQ�ZLWK�D�VHFRQG�SDUWLFLSDQW�LGHQWLILHU�WR�VHH�LI�D�FULWHULRQ�LV�PHW��7KHQ��WHOHSKRQLF�

FRPPXQLFDWLRQV�GDWD�LV�routed DQG�controlled ZKHQ�QHWZRUN�URXWLQJ�PHVVDJHV IRU�UHFHLSW�E\�D�

FRQWUROOHU�DUH SURGXFHG�

Therefore, claim 74 of the ’005 Patent does not contain an inventive concept. The Court 

ILQGV�WKDW�DW�Alice step one, claim 74 of the ’005 Patent is directed to aQ�DEVWUDFW�LGHD��$W�Alice VWHS

WZR��WKHUH�LV�QR�LQYHQWLYH�FRQFHSW�VXIILFLHQW�WR�VDYH�WKH�FODLP��7KXV��WKH�&RXUW�FRQFOXGHV�WKDW�WKH�

VLQJOH�QHWZRUN�FODLPV—claims 74, 75, 77, 78, 83, 84, 94, 96, and 99 of the ’005 Patent—RI�ZKLFK�

FODLP��� of the ’��� 3DWHQW�LV�UHSUHVHQWDWLYH��DUH�SDWHQW�LQHOLJLEOH�XQGHU������. Defendants’ 

PRWLRQ�WR�GLVPLVV�WKH�VLQJOH�QHWZRUN�FODLPV�LV�WKHUHIRUH�*5$17('�

:KHWKHU�WKHUH�([LVW�)DFWXDO�4XHVWLRQV�WKDW�3UHFOXGH�5HVROXWLRQ�RI�WKH�,QVWDQW�
0RWLRQ�XQGHU�5XOH���

3ODLQWLII’s opposition citHV GLVFORVXUHV�LQ�WKH�FRPSODLQWV WKDW�3ODLQWLIIV�DUJXH�SUHFOXGH�

resolution of the instant motion under Rule 12. Opp. at 7. In particular, Plaintiff’s opposition 

PHQWLRQV�WZR�VSHFLILF�IHDWXUHV—XVHU�VSHFLILF�FDOOLQJ�DQG�WUDQVSDUHQW�URXWLQJ—GLVFORVHG�E\�WKH�

FRPSODLQWV�WKDW�SXUSRUWHGO\�GHPRQVWUDWH�WKDW�WKH�DVVHUWHG�FODLPV�DUH�QRW�GLUHFWHG�WR�DEVWUDFW�LGHDV��

)LUVW��3ODLQWLII�DUJXHV�WKDW�FODLP�� discloses “user�specific calling,” ZKLFK�SUHFOXGHV D

ILQGLQJ�RI�DEVWUDFWQHVV�EHFDXVH�LQ�XVHU�specific calling, “[d]iffHUHQW�FDOOHUV�ZLWK�GLIIHUHQWO\�
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FRQILJXUHG�DWWULEXWHV�FRXOG�GLDO�WKH�same VWULQJ�RI�GLJLWV�WR�UHDFK�different GHVWLQDWLRQV�EHFDXVH�WKH�

meaning of the callee identifier is different based on each caller’s attributes.” 2SS��DW����

�HPSKDVLV�LQ�RULJLQDO����3ODintiff cites the ’815 Patent specification to show that user�VSHFLILF�

calling exists because the Patent describes “calling attributes associated with the caller” to 

evaluate a “callee identifier” to identify the callee. Id. at 7 (citing ’815 Patent at 36:1������

Moreover, Plaintiff states that “[u]ser�VSHFLILF�FDOO�SODFHPHQW�SURYLGHV�EHQHILWV�VXFK�DV�WKH�DELOLW\�

WR�VXSSRUW�ORFDO�>SXEOLF�VZLWFKHG�WHOHSKRQH�QHWZRUN@�VW\OHV��RU�HYHQ�XQFRQYHQWLRQDO�VW\OHV��RI�

FDOOLQJ�QR�PDWWHU�ZKHUH�LQ�WKH�ZRUOG�D�FDOOHU�LV�ORFated.” Id. DW����

+RZHYHU� WKH ’815 Patent’s claim language FRQWDLQV�QR�PHQWLRQ�RI�WKHVH�DOOHJHG�EHQHILWV�

RI�XVHU�VSHFLILF�FDOOLQJ��VXFK�DV�VXSSRUWLQJ�ORFDO�SXEOLF�VZLWFKHG�WHOHSKRQH�QHWZRUN�WHOHSKRQH�

QXPEHU�VW\OHV�RU�XQFRQYHQWLRQDO�VW\OHV�RI�FDOOLQJ�UHJDUGOHVV�RI�ZKHUH�D�FDOOHU�LV�ORFDWHG��$IWHU�DOO�

Alice’s step RQH�LQTXLU\�PXVW�IRFXV�RQ�WKH�claim language� See, e.g.� Accenture������)��G�DW ����

(“[T]he important inquiry for a � 101 analysis is to look to the claim.”); CMG Fin. Servs., Inc.�����

)��6XSS���G����������� (“None of the elements in these Claims limit tKH�OHYHO�RI�WKHLU�LQKHUHQW�

abstraction.”), aff’d, 616 Fed. App’x 420 (Fed. Cir. 2015). Also, tKH SDWHQW�VSHFLILFDWLRQ�IDLOV�WR�

GLVFORVH�XVHU�VSHFLILF�FDOOLQJ��5HJDUGOHVV��HYHQ�LI�WKH�VSHFLILFDWLRQ�GLVFORVHG�XVHU�VSHFLILF�FDOOLQJ��

DV�WKH�)HGHUDO�&LUFXLW�KDV held, “details from the specification cannot save a claim directed to an 

abstract idea that recites generic computer parts.” Synopsys, Inc.������)��G�DW������

6HFRQG��3ODLQWLII�DOVR�DUJXHV�WKDW�WKH�DVVHUWHG�FODLPV�disclose “transparent routing,” 

UHQGHULQJ WKH�FODLPV QRQ�DEVtract. Opp. at 8. Plaintiff asserts that the “improved call routing 

controller, system and method of the claim invention also enables using a caller’s attributes to 

HYDOXDWH�D�FDOOHH�LGHQWLILHU�DJDLQVW�QHWZRUN�URXWLQJ�FULWHULD�WR�FDXVH�D FDOO�WR�automatically EH�

URXWHG�RYHU�V\VWHP�QHWZRUN�������RU�DQRWKHU�QHWZRUN�LQWHUFRQQHFWHG�WR�WKH�V\VWHP�QHWZRUN�YLD�D�

JDWHZD\�������transparently to the user—ZLWKRXW�WKH�XVHU�PDQXDOO\�VSHFLI\LQJ�WKH�QHWZRUN�WR�XVH�

for routing by the user’s manner of plaFLQJ�WKH�FDOO��e.g., by dialing a prefix of “9” to make a 

[public switched telephone network] call).” Id.

+RZHYHU��DV�DIRUHPHQWLRQHG��Alice’s step one inquiry must focus on the claim language. 
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See, e.g.� Accenture, 728 F.3d at 1345 (“[T]he important inquiU\�IRU�D�� ����DQDO\VLV�LV�WR�ORRN�WR�

the claim.”)��/LNH�ZLWK�XVHU�VSHFLILF�FDOOLQJ��WKH�FRQFHSWV�HPERGLHG�E\�WUDQVSDUHQW�URXWLQJ�DSSHDU�

nowhere in the claims. As Defendants correctly point out, the “claims do not recite any limitation 

UHJDUGLQJ�ZKDW�WKH�FDOOHU�VSHFLILHV��RU�GRHV�QRW�VSHFLI\��WR�SODFH�D�FDOO��QRU�GR�WKH�FODLPV�UHIHU�WR�D�

caller making a [public switched telephone network] call without dialing the prefix ‘9.’” Reply at 

��

At bottom, under Federal Circuit law, “[w]hether D�FODLP�UHFLWHV�SDWHQW�HOLJLEOH�VXEMHFW�

PDWWHU�LV�D�TXHVWLRQ�RI�ODZ�ZKLFK�������KDV�LQ�PDQ\�FDVHV�EHHQ�UHVROYHG�RQ�PRWLRQV�WR�GLVPLVV�RU�

summary judgment.” Berkheimer v. HP Inc.������)��G�������������)HG��&LU��������� “As our cases 

GHPRQVWUDWH��QRW�HYHU\������ GHWHUPLQDWLRQ�FRQWDLQV�JHQXLQH�GLVSXWHV�RYHU�WKH�XQGHUO\LQJ�IDFWV�

PDWHULDO�WR�WKH������ inquiry.” Id. “In some cases, when improvements in the specification are 

captured in the claims��ZKHWKHU�DQ�HOHPHQW�RU�FRPELQDWLRQ�RI�HOHPHQWV�LV�ZHOO�XQGHUVWRRG�

EHFRPHV�D�TXHVWLRQ�RI�IDFW�” Symantec Corp. v. Zscaler, Inc.�������:/����������DW�
���1�'��&DO��

-XO\������������FLWLQJ�Berkheimer������)��G�DW�����������HPSKDVLV�DGGHG���+HUH��KRZHYHU��

DWWRUQH\�DUJXPHQW�LQ�WKH�FRPSODLQW�FDQQRW�VDYH�WKH�FODLPV�EHFDXVH�WKH�SXUSRUWHG�LPSURYHPHQWV�

KDYH�QRW�EHHQ�FDSWXUHG�LQ�WKH�FODLP�ODQJXDJH��

,9� &21&/86,21

)RU�WKH�IRUHJRLQJ�UHDVRQV��WKH�&RXUW�ILQGV�WKDW�WKH�DVVHUWHG�PXOWL�QHWZRUN�FODLPV��FODLPV����

7, 12, 27, 28, 72, 73, 92, and 111 of the ’815 Patent and claims 49 and 73 of the ’����3DWHQW��DQG�

WKH�DVVHUWHG�VLQJOH�QHWZRUN�FODLPV��claims 74, 75, 77, 78, 83, 84, 94, 96, and 99 of the ’005 

3DWHQW��DUH�GLUHFWHG�WR�XQSDWHQWDEOH�VXEMHFW�PDWWHU�DQG�DUH�WKXV�LQYDOLG�XQGHU����8�6�&�������� 7KH�

&RXUW�Wherefore GRANTS Defendants’ omnibus motionV WR�GLVPLVV�

,7�,6�62�25'(5('�

������������������������������������������������
� For this reason, the Court rejects Plaintiff’s alternative argument that the motion is premature. 
Opp. at 25. The asserted claims contain only generic elements, as confirmed by the Patents’ 
VSHFLILFDWLRQ��7KXV��GLVPLVVDO�DW�WKLV�VWDJH�RI�OLWLJDWLRQ�LV�HQWLUHO\�DSSURSULDWH��7KH�&RXUW�QHHG�QRW�
FRQVLGHU�DGGLWLRQDO�HYLGHQFH�WR�FRPH�WR�LWV�FRQFOXVLRQ�
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