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Cross-Appellant Windy City Innovations, LLC (“Windyity”) submits this
brief pursuant to the Court’s Order of August 121 2.

l. INTRODUCTION

In order for the PTO’s regulations or interpretasido carry the force of
law, and thus be eligible for deference un@aevron U.S.A., Inc. v. Nat. Res. Def.
Councill, Inc, 467 U.S. 837 (1984), Congress must have delegaiiddrity for the
PTO to decide the particular issue at hand in Hréqular manner adopted.
Congress has expressly authorized the PTO to regudations that are consistent
with the law and that govern the proceedings ofRM® in compliance with the
Administrative Procedures Act (“APA”). The PrecetiahOpinion Panél(“POP”)
iIssues binding agency decisions through adjudicatether than regulation,
pursuant to its own procedures, rather than the .A&%Ahe POP lacks general
rulemaking authority, and the express delegatiomlgimaking authority is limited
to regulations in compliance with the APA, POP dixis are not entitled to
Chevrondeference. NeverthelesShevrondeference applies only if the statute is
ambiguous and the agency’s interpretation is resdenAccordingly, the POP’s
Proppantdecision —which interprets an unambiguous statutemanner that is

inconsistent with the statute’s plain language @odgressional intent—is entitled

! The Director selects the members of the POP wiyjuically consists of the
Director, the Commissioner for Patents, and theefChudge of the PTABSee
Standard Operating Procedure 2 (Rev. 10), at 8:/fgfv.usa.gov/xVQCcN.

1
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to no deference.

Il. BACKGROUND

These consolidated appeals arise from IPR petifigtsin response to a
complaint alleging infringement of the patentssatie. Windy City Innovations,
LLC v. Facebook IngCase No. 4:16-cv-01730-YGR, Dkt. No. 1 (N.D. Glaine
2, 2015). In that action, Facebook sat idle andeglaien months before
unilaterally demanding that Windy City dramaticai®duce the number of its
asserted claimdVindy City InnovationsCase No. 4:16-cv-01730-YGR, Dkt. Nos.
49 & 49-3 (N.D. Cal. May 9, 2016). Although the &cules did not require an
early election and Facebook had not yet filed nswer, Windy City offered
Facebook multiple mutual case-narrowing proposdisf which Facebook
rejectedld. The district court denied Facebook’s administetivotion seeking a
unilateral reduction of asserted claidéndy City InnovationCase No. 4:16-cv-
01730-YGR, Dkt. No. 50 at 5 (N.D. Cal. May 17, 2D1é the meantime,
Microsoft (a similarly-situated defendant) filedRRpetitions on all of the same
asserted claimsFacebook did not join Microsoft as an initial pietier, opting
strategically to file its own IPR petitions on dsat of asserted claims with

different prior art and to seek joinder by filintherwise time-barred petitions,

> Microsoft timely filed seven IPR petitions, IPRB01067 (instituted), IPR2016-
01137 (denied), IPR2016-00138 (denied), IPR201640 ihstituted), IPR2016-
01146 (denied), IPR2016-01147 (denied), and IPRAIMGS (instituted).

2
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which are the subject of Windy City’s cross-appeal.

[ll.  POP DECISIONS DO NOT WARRANT CHEVRONDEFERENCE
UnderUnited States v. Mead Corfp33 U.S. 218 (20018 hevron

deference requires that “Congress delegated atytltorihe agency generally to
make rules carrying the force of law, and thatafency interpretation claiming
deference was promulgated in the exercise of tthbaty.” Id. at 226-27 see

also Gonzales v. Oregph46 U.S. 243, 258-59 (2006). In other word3hévron
deference is tied to the delegation of legislativéhority and, in particular, to the
indication of ‘congressional intent” with respdotthe particular matter at hand.
Aqua Prods., Inc. v. Mata872 F.3d 1290, 1330 (Fed. Cir. 2017) (Moore, J.,
concurring) (citingMead 533 U.S. at 227xee also idat 1320 (O’'Malley,
concurring) (“Becaus€hevrondeference displaces judicial discretion to engage
statutory interpretation, it requires a relativielymal expression of administrative
intent, one with the force and effect of law.”)tlie requisite Congressional
authority is foundChevrondeference will apply only if (1) the statute is

ambiguous and (2) the agency'’s interpretation setlan a permissible

* Windy City did not waive its right to challengestRTAB’s improper

construction of 8 315(ckee In Re: Windy City Innovations, LLCase 18-102,

No. 19 at *3 (Fed. Cir. 2018) (“[I]t is clear thatindy City will have an

opportunity in the relatively near future to addrés concerns through a response
or cross-appeal [to Facebook’s appeal].”).

3
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construction of the statut€hevron 467 U.S. 842-43.

As the Government acknowledges, the Director's espdelegation of
rulemaking authority is to promulgategulations There is no indication that
Congress intended to delegate general rulemakitigpaty; indeed, this Court has
long held that it did noSee, e.gKoninklijke Philips Elecs. N.V. v. Cardiac Sci.
Operating Ca.590 F.3d 1326, 1336 (Fed. Cir. 2010) (“The PTéksasubstantive
rulemaking authority.”). Nor is there evidence t@aingress intended a broad
delegation of authority to issue interpretatioret ttarry the force of law to the
PTO when acting through the PTAB or the POP inqmsstance adjudication,
particularly without accounting for the nature loétrule at issue and its effect on
other litigants. Thus, as the POP’s adjudicatiaeshat within the scope of the
Director’s delegated rulemaking authority, they imust be entitled t&€hevron
deferenceSee Aqua Pragd872 F.3d at 1334 (Moore, J., concurring) (“[Wjhe
Congress expressly delegates to the Director tiieydb adopt legal standards
and procedurelsy prescribing regulationghe Director can only obtai@hevron
deference if it adopts such standards and procetyrprescribing regulationy
(emphasis in originalsee also Mea®b33 U.S. at 226-27 (denyirighevron

deference to action, by an agency with rulemakungarity, that was not carried

* Additionally, pure questions of law do not impliean agency’s expertise and
should be left for the courts to deci®&e=e Aqua Prod872 F.3d at 1324
(O’'Malley, J., concurring).
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out in the particular manner of rulemaking authed?

POP decisions also fail to comply with the APA whis required for
agency rulemaking. Notably, in 35 U.S.C. § 2(b)})Congres&xpressly
requires that the PTO'’s regulations “shall be madsccordance with section 553
of title 5 [of the APA].” Aqua Prod, 872 F.3d at 1333 n.7 (Moore, J., concurring).
POP decisions, however, are not published in tlieféd Register, are not subject
to notice and comment, and generally do not allowpfiblic comment prior to the
designation as precedential. Standard OperatinceBure 2 (Rev. 10), at 2-4,
http://go.usa.gov/xXVQcN. Congress did not authotieeDirector or the POP to
designate opinions as precedential, or set foelptbcess for doing séqua
Prod, 872 F.3d at 1331-32 (Moore, J., concurring). THufegardless of whether
precedential Board decisions constitute formal agewljudication, they are not
subject to the same requirements as notice and eatmumemaking through
regulation,” and thus do not carry the force of .l see als®5 U.S.C.

8 2(b)(2)(B). The United States identifies no cimse warrants deference to an

adjudicative body lacking general substantive rakimg authority. The United

> This conclusion does not affect the Board’s aptfit adopt a legal standard
through a precedential decision in an individuae;&but that legal standard will
not receiveChevrondeference when Congress only authorized the agency
prescribe regulationsAqua Prod, 872 F.3d at 1334 (Moore, J., concurring).
Indeed, “precedential value alone does not ada @hevronentitlement;
interpretive rules may sometimes function as prectsj and they enjoy no
Chevronstatus as a clasdMead 533 U.S. at 232 (internal citation omitted).

5
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States identifies only agencies with non-analogtaiegations of specific
rulemaking authority that have not been given ®RA O.

Accordingly, POP interpretations created througldidation in accordance
with the POP’s own procedures are not within thegosoof the congressionally
authorized rulemaking power, and should not beldédgor Chevrondeference.

Cf. Cooper Techs. Co. v. Dudas36 F.3d 1330, 1337 (Fed. Cir. 2008) (deference
may, however, be owed to the PTO’s interpretatisitisin the scope of its

delegated rulemaking authorityg. those concerning the conduct of proceedings in
the PTO, instituted after notice and comment proicggs, and published in the
Federal Register).

The Government acknowledges that there are sitvsatiowhich POP
decisions will not be entitled ©@hevrondeference, but it nonetheless argues that
Congress expected the PTO to “fill gaps” througju@didation. Brief for the
United States as Amicus Curiae, at 5-11 & n.2 (hefter “Gov. Br.”)° But gap-
filling through adjudication cannot be squared viitead or the requirement that

the PTO’s regulations must comply with the ARS%&e Mead533 U.S. at 226-27;

® The Government's suggestion that the broad detegaf authority “to

adjudicate IPRssee35 U.S.C. 88 311-319,” provides the POP with the
authorization to create rules with the force of tawough adjudication” Gov. Br. at
6) is unsupported by the statute, and impropenhflates the broad authority
provided to the Patent Trial and Appeal Board'sT@B”) with the narrow
authority to promulgate regulations relevant tasipular issue at hand that may
ultimately carry the force of lavcee Aqua Progd872 F.3d at 1320 (Moore, J.,
concurring).
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35 U.S.C. § 2(b)(2)(B). Indeed, where, like hef@ptigress has delegated to the
executive specific gap-filling functions and the@se means by which the agency
may promulgate such rules, we cannot and shouléxpmand the executive’s gap-
filling or rulemaking authority beyond the delegattiby Congress.Aqua Prod,

872 F.3d at 1331 (Moore, J., concurringge also idat 1330(“ Chevrondeference
ought [not] be expanded to encompass other meandia the agency may offer
its ‘rules.”). Thus, “while in some circumstancéstmal adjudication may suffice
to entitle an agency tGhevrondeferencesee Mead533 U.S. at 230, this is not
true here where Congress’ delegation expressigudaites the means by which the
agency is permitted to gap fillld.

IV. PROPPANT IS NOT ENTITLED TO CHEVRON OR SKIDMORE
DEFERENCE

The POP’s decision iRroppant which interpreted 35 U.S.C. § 315(c) as
authorizing same-petitioner joinder and joindeneiv issues to an instituted IPR,
even if otherwise time-barred, is not entitlecCioevrondeference.

First, Congress expressly limited the Director'thauty to “prescribe
regulations. . . establishing and governimigr partesreview” and, as relevant
here, “prescribe regulations . . . setting a tiragqal for requesting joinder under
section 315(c),” pursuant to 35 U.S.C. § 316(a)(I®)the extent the Director has
authority to fill gaps under section 315(c), suakharity begins and ends with

time period for requesting joinder. The Directos Im® authority to issue rules
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through the POP that carry the force and effetawf(particularly without
complying with the APA)See Aqua Prog872 F.3d at 1330. The United States
provides no authority or case law to support tleppsition that an agency mavy fill
gaps of an unambiguous statute through adjudicefieeGov. Br. at 9.
SecondProppantis not entitled to deference because the langobge
8 315(c) is unambiguous and at odds Witbhppant'sinterpretation of the statute.
Chevron 467 U.S. at 842-43 (“If the intent of Congresslear, that is the end of
the matter; for the court, as well as the agenastgive effect to the
unambiguously expressed intent of CongressThe statute is clear: joinder is
authorizedas a party to that inter partesreview only. The statute does not
authorize same-petitioner joinder or joinder of nssues to the instituted IPR.
This interpretation of the statute is supportedheylegislative history for § 315(c).
SeeH.R. Rep. No. 112-98, pt. 1, at 76 (2011) (expragrthat under 8 315(c),
“[tlhe Director may allowother petitioners to join aninter partesor post-grant

review.”) (emphasis addefiSection 315(c)’s language is “clear, unambiguous,

’ Although the Government argues tRabppants interpretation of §315(c) is not
“foreclosed by the text,” neither the Government the POP irProppant
expressly contend that 8315(c) is ambiguous.

® The Government’s argument regarding § 315(d) (®ovat 13) is unavailing
because “consolidation” is different than “joinddfurthermore, if 8 315(c) was
construed to authorize issue joinder, allow fornerow exception of 8§ 315(c) to
swallow the time-bar of § 315(b). The time-bar, evhfis not merely about
preliminary procedural requirements that may beessted if they fail to reflect
real-world facts, but about real-world facts thatii the agency’s authority to act

8
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and intolerant” oProppant’sinterpretationSee Wyeth v. Kappos91 F.3d 1364,
1372 (Fed. Cir. 2010). ThuBroppantis entitled to no deferencBee id.see also
PhotoCure ASA v. Kappo803 F.3d 1372, 1376 (Fed. Cir. 2010) (“Even rhso
level of deference were owed to the PTO'’s integireh, neither Chevron nor
Skidmore permits a court to defer to an incorrgeiney interpretation.”)Smith v.
City of Jackson, Miss544 U.S. 228, 267 (2005) (“Of course, it is elataey that
‘no deference is due to agency interpretationglds avith the plain language of
the statute itself.”) (citation omitted).

Third, the interpretation of Section 315(c) regsin® agency expertise. The
Proppantdecision neither describes nor relies on speeidlexpertise that
informed its construction of Section 315(c). T®ppantdecision analyzes the
statutory text, legislative history, and case makein weighing Patent Owner’s
arguments against joinder and provides no speedbriidance to this Court.

NeverthelessProppant’sinterpretation is not a permissible constructiéon o
the statuteChevron 467 U.S. at 843. INidec Motor Corp. v. Zhongshan Broad
Ocean Motor Cq.this Court explained that the § 315(c) exceptwthe IPR time-
bar statute, “was plainly designed to apply whenetbarred Party A seeks to join
an existing IPR timely commenced by Party B whes Would not introduce any

new patentability issues,” and “does not explicalpw . . . a time-barred

under the IPR scheme,” should not be ero8&e@ Wi-Fi One, LLC v. Broadcom
Corp., 878 F.3d 1364, 1374 (Fed. Cir. 2018).

9
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petitioner to add new issues.” 868 F.3d 1013, 1@2ad. Cir. 2017) (concurring). It
Is “unlikely that Congress intended that petitiaeould employ the joinder
provision to circumvent the time bar by adding tibeered issues to an otherwise
timely proceeding”— the very result Broppant Id. Thus,Chevrondeference is
not warranted. 467 U.S. at 842-4Binally, the Government’s policy argument
thatProppantis reasonable (Gov. Br. at 14-15) is also unavgildee SAS Inst.,
Inc. v. lancy 138 S. Ct. 1348, 1358-59 (2018) (“[P]olicy comsations cannot
create an ambiguity when the words on the pageleae.”).

Deference undegkidmore v. Swift & Cp323 U.S. 134, is also inapplicable
becausd’roppants interpretation is contravened by the plain laaggiof § 315(c).
See PhotoCure ASA03 F.3d at 1376. None of the other consideratianoring
deference are present here. The PTO has neveligstaba “consistent”
construction of § 315(c), arRroppantdoes not constitute a “valid” and reasonable
constructionSee VirnetX Inc. v. Apple In@31 F.3d 1363, 1377 (Fed. Cir. 2019).

V. CONCLUSION
Windy City respectfully submits that POP decisians|uding theProppant

decision, are entitled to no deference.

? See also Fed. Election Comm'n v. Democratic Seiah®©ampaign Comm 454
U.S. 27, 32 (1981) (“[T]he courts are the finallaarities on issues of statutory
construction. They must reject administrative carions of the statute, whether
reached by adjudication or by rule-making, thatiacensistent with the statutory
mandate or that frustrate the policy that Congsesght to implement.”).

10
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