
































basis, customers selected for themselves what content, if any, to ask Limelight to 

deliver, to ask another CDN to, or to deliver it themselves. (A570:59-61; 

A586:119.) 

Akamai argues in its petition that Limelight "contractually obligates its 

customers, the content providers, to perform the tagging step .... " Akamai Pet. at 

4. Although Limelight provided instructions, so that its customers will know how 

to use the CDN service if they so chose (A575:79; A587:120-122), the undisputed 

evidence showed that Limelight customers did not have a contractual obligation to 

modify their URLs or take any other steps in connection with use of Limelight's 

CDN services. "Limelight's customers decide what content, if any, they choose to 

have delivered by Limelight's CDN and only then perform the 'tagging' and 

'serving' steps. The form contract does not obligate Limelight's customers to 

perform any of the method steps." Akamai, 629 F.3d at 1321 (emphasis in 

original). 

In Muniauction, this Court found the same type of customer relationship 

legally insufficient to establish vicarious liability. There, steps of a method claim 

for Internet auctions were performed by the auction bidders or by the auctioneer 

(Thomson), but neither performed them all. Because no single party performed 

every step of an asserted claim, the plaintiff argued that Thomson should be liable 
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for direct infringement based on the combined actions of Thomson and the bidders. 

Muniauction, 532 F.3d at 1329. 

This Court reversed a jury verdict of direct infringement against Thomson, 

holding that "arms-length cooperation" among multiple parties does not establish 

control or direction. I d. at 1329- 30 (citing BMC, 498 F.3d at 1373). Further, this 

Court held that "Thomson controls access to its system and instructs bidders on its 

use is not sufficient to incur liability for direct infringement." I d. at 1330. 

The Panel recognized the strong parallels between the facts in Muniauction 

and this case. Akamai, 629 F.3d at 1320. The method claims in both cases include 

multiple steps, some of which are performed by the provider of an Internet-based 

system while others are allegedly performed by customers. In both cases, the 

system providers made their systems available and provided instructions to 

customers on how to use those systems. In both, customers paid the system 

provider when the customers chose to use the system. 

As in Muniauction, Limelight's customers decided for themselves whether 

to use the Limelight CDN to deliver content embedded in their web pages. The 

trial record, however, contained no evidence that customers did this on behalf of, 

or as agents of, Limelight. Rather, customers changed hostnames in their URLs as 

a result of their own choices to use the Limelight CDN. (A587.) The Panel 

expressly addressed Limelight's contractual relationship with its customers, 
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concluding that the contract "merely explains that the customer will have to 

perform the steps ifit decides to take advantage of Limelight's service." Akamai, 

629 F.3d at 1321 (emphasis in original). The Panel further concluded: "the 

agreement merely provides the customers with the tools to allow them to exercise 

their independent discretion and control over how and in what respect they 

implement the system." !d. 

Here, as in Muniauction, "an accused infringer's control over its customers' 

access to an online system, coupled with instructions on how to use that system, 

was not enough to establish direct infringement." !d. at 1318. 

C. This Case Does Not Present a Question of Exceptional Importance 

Akamai now claims (for the first time) that the '703 patent presents an 

example of an invention that must be carried out by multiple parties, and thus, joint 

infringement must be found if the patent is to have any value. To support this new 

assertion, Akamai cites several statements in the specification referring to use of 

the invention by "content providers." (Akamai Pet. at 10, citing the '703 patent at 

A267-68:2:16-21; 3:1-16.) Yet those passages do not state that multiple parties 

must combine their actions to use the patent's invention, and nothing in the 

specification or the asserted claims requires multiple-party involvement to modify 

URLs (what Akamai alleges is "tagging"). (See, e.g., A268:4:2-4; A269:6:41-45.) 

Indeed, the '703 specification states that modification ofURLs is preferably done 
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in an "offline process" (A269:6:42), suggesting that either the content provider or a 

separate CDN could do it. And the claim language is similarly actor-neutral, 

simply requiring "tagging the embedded object of the page .... " (A276.) 

The undisputed evidence showed that Limelight never performed the 

"tagging" step. To the extent URLs were modified, the proof at trial showed that 

customers always did the modification as a matter of their own choice. But 

nothing in claim language or the supposed "core" of the '703 invention requires the 

customer- as opposed to a CDN-to perform this step. Indeed, it is entirely 

conceivable that a CDN could perform every step in the claim - and thus directly 

infringe on its own. Limelight just does not do so as a matter of fact. 

Since well before the '703 patent, direct infringement has required that a 

single actor perform every step of the claimed method. See, e.g., Fromson, 720 

F .2d at 1568. Nothing about that fundamental patent principle could have 

surprised Akamai. As in Fromson, Limelight did not perform multiple steps of the 

patented method- including the "tagging" step. Customers did not serve as 

Limelight's agents, nor did Limelight contractually obligate its customers to 

perform any step. Accordingly, Limelight did not directly infringe Akamai's 

patent under well-established joint infringement precedent.3 

3 Akamai waived any assertion of indirect infringement before trial. Akamai, 629 
F.3d at 1318 n.3. 
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To the extent Akamai wanted to eliminate "tagging" altogether as an 

affirmative step in the claimed method, it could have done so by drafting the 

claims differently. However, that is no different from many patent cases where a 

patentee included an element in a claim but later learns that an accused method or 

product does not include the element. This result follows from settled law, rather 

than raising an exceptional question of patent policy or justifying redefining the 

standard for joint infringement to remedy the results of Akamai's own claim­

drafting decisions. BMC, 498 F.3d at 1381; Sage Prods., Inc. v. Devon Indus., 

Inc., 126 F.3d 1420, 1425 (Fed. Cir. 1997) ("[A]s between the patentee who had a 

clear opportunity to negotiate broader claims but did not do so, and the public at 

large, it is the patentee who must bear the cost of its failure to seek protection for 

this foreseeable alteration of its claimed structure."). As the Panel noted, Akamai 

itself has prosecuted other patents based on this same specification and has 

employed different claim structures in those patents. Akamai, 629 F.3d at 1322. 

III. CONCLUSION 

The Panel properly applied this Court's precedent to the facts of this case 

and affirmed the district court's judgment as a matter oflaw. Akamai's petition for 

panel rehearing and rehearing en bane should be denied. 
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