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STATEMENT OF RELATED CASES

ance with Federal Gircuit Rule 47.3. Appellant
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be directly affected by this coutt’s decision in the pending ap-

peal.

In compli



STATEMENT OF ]UHIEDIEI"IDH

The trial court had jurisdietion of tive original action under
ag U.8.C. § 1338, This court has jurisdiction to hear the ap-
peal under 25 U500 § 1295, The district court’s judgment
was entered on june 22, 14952, Timely post-trial motions
ander Rules 30(b) and =0 of the Federal Rules of Civil Pro-
codure were filed i the district court. Those motions Were
demied by order entered on October 23, 1992, and therefore
the appeal by Warner-Jenkinson Company, Ine. of November
16, 1992, was timely under Rule 4(aiil) and (4) of the Federal
Bules of Appellate Procedure.



STATEMENT CONCERNING ATTORNEY FEES

ral Circuit Rule 47.5. Appeliant

In compliance with Fede
nev fees in this brief.

Joes not make any claim for attor



STATEMENT OF THE IS5UES

1. Whether. & a matter of law, there can be liability for
patent infringement where the patentee conceded no literal
infringement and no proof of equities favoring the patentee
was introduced as a basis for triggering application of the
equitable doctrine of eruivalents?

2 Whether the district court erred in denving motions for
judgment as a matter of law of non-infringement and in sub-
mitting the equitable doctrine of equivalents to the jury after
the patenter conceded no literal infringement®

7. \Whether, under the rule of law established in Leur
Sirpler and Malta, the district court srred. as a matter of law,
i submitting to the jury the isue of infningement urwder the
doctrine of equivalents where the patentee nffered no objec
tive evidence of the presence of each claim limitation in the
accused process but  rather argued only “functional
equivalence” based solely on the result achieved by the ac-
cused process?

4. Whether the district court erred, as a matter of law, in
failing to apply the doctrine of prosecution history estoppel to
limit expansion of the patent claims to encompass Warner-
Jenkinson's independently developed  process, in light of
amendments inserted and arguments made in the PTO 1o
wenre their allowance?

5 Whether the district court erred, as & matier of law,
failing to grant Warner- Jenkinson's renewed motion for jude-
ment as a matter vf law for non-infringement hen neither
the district court nor a reasonable jury could have found the
properly construed caims to cover Warner-Jenkinson's pro-
oessT

. Whether the district court orred. as a matter of law, in
holding the claims non-ohvious based on process parameters
alleged in the FTO to be “different” and “eritical” o
distinguish the prior art where the patentee at trial in an at-
tempt 0 establish  infringement  under the doctrine ol
equivalents disavowed any such “eriticality” and stated that



thase parameters. i fact, were not critical vl made no lune:
tonal difference to the process?

< Whether the district court erred, as a matter ul [, 1t
holding the claims in tsue not invalid where the pateniee add-
mitted and other evidence showed  that the  allegediy
eritical” claimved process paramelers were provided e
others. and were not invented by the named inventors?

8. Whether, as a matier of law, Warner- Jenkinson s (an
earlier and independently  dev eloped  process s prier art
and/or evidence of obviousnes?

9. ‘Whether the district conrt erred, s a matter ot L, im
holding the claims at issue ot invalid where priot art patents
showed ronges overlapping the clujmed ranges for processine
similar materials. and the patentee presented no e pdenee of
unexpected results due to the claimed rangess

0. Whether the district court epred. as a matter of luw,
in the chviousness analysie, in holding claims to = known pro-
pss unobvious as applied to different starting materbals?

STATEMENT OF THE CASE
1. Statement Of Facts
A. The Action And Partics

In this action, Hilton Davis Chemical Company (" Hilton
Davis”) contends that defendant, Warner-Jenkinson Com-

nyv. Inc. t“"t"-’arnm-]enkinmn":l has infringed claims 1. 2. 3.
13. and 14 of U.S. Patent No. 4.560.746 ("the ‘746 patent”)
(DX502. A2171-80, Exhibit A heretol. The 746 patent 15
directed to a process for removal of impurities from certain
dye solutions by the well-known method of ultrafiltration.
Claim 1. the only independent claim, and claims 2. 3, 13,
and 14 are reproduced in Exhibit B to this Brief. Claim | has
been paragraphed and marginal notes added to facilitate its
understanding o Exhibit C.

At trial, originally claims 1-6, 13, and 14 were alleged to be
infringed. The case was wried to a jury on 9 days between

2



say 13, 1002, and June 3, 1992 Dring its direct case,
Hilton Davis dropped its charge of infringement of claims 4.
= and 6. (A411)." At the close of its direct case. Hilton Davis
conceded o literal infringement of the remaining claims.
[ AGEH), Uver Warner-Jenkinson's objection, the case went to
the jury on the euitable doctrine af equivalents. On June 16,
1082, the jury returned a verdict vhat claims 1, 2, 3. 13, and
14 were infringed, that those claims were not invalid. fhat
there was no willlul infringement., and awarded Hilton Davis
§7.564,705.00 in damages. [A2015-15).

On October 20, 1992, the district court denbed from the
bench Warner- Jenkinson's renewed motions for judgment as a
matter of law of non-infringement and of invalidity, entered
judgment in the full amount of the jury award, and entered o
permanent injunetion. [ ADD1-005). The district court's oral
opinion is reproduced in Exhibit L and at ADDG.0T0.

Warner-Jenkinson appeals [rom the COctober 23, 1592
amended judgment of the district court on the issues of in-
fringement under the equitable doctrine of eqquivalents and
patent validity. No cross-appeal on the jssue of willful in-
fringement was filed.

B. Background

Both Warner-Jenkinson and Hilton Davis manufacture,
amoni other products. dyes approved by the Food und Drug
Administration (“FDAT) for use as colorants in foods, drugs.
and cosmeticd known gencrically as FD&C Red #4000 and
FD&C Yellow =6. According to the 'T48 patent. these dves
are made by diazotization reactions in the presence of
hydrochloric acid to form the diazonium salt (“diazo”}. which
is then coupled to furm the dye {Exhibits E and F).

It is conceded that diazotization reactions to make wzo dyes
are more than 100 vears old and the specific reactions for

* Unbess otherwese noted. citations (A i b che Juinl Appendia. A
SOX" or FXT prefin i @ citation to Delendant’s Exhibat or Flaintidfs Ex
hibit in the Eshibit Books,

3



making FD&C Fed s40 and Yellow st are themselves man
vears old and form no part of the claimed invention.
{A416-17). Claim | is in Jepson format chowing the dve mak-
ing reactions to be old. (Ex. Bl

The mixtures resulting from the diazotization and coupling
reactions contain impurities including unreacted starting
material, by-products of the reactions, and im purities in the
starting materials. (Ex. A.col. 4. 1. 43 through col. 3. 1. 35).
The FDA has promulgated specifications published in the
Code of Federal Regulations which set forth the purty levels
in terms of maximum allowable amounts of ympurities. They
do not set forth any reguirements as 1o how the impurities an
to be removed.

For many vears, both Warner-Jenkinson and Hilwon Davis
had been manufacturing FD&C Red #40 and Yellow #6 and
purifving the dve solutions by a process known s “galting
put.” The salting out process invelved the addition of large
quantities of salt. such as sodium chloride, to the reaction
solution to crystallize the dve so that it could be filtered from
the remaining solution substantially free of impurities. The
calting out procedure had disadvantages, however. including
the expense of the salt. disposal problems of the brime pre
duced in the final fltrate, and dye loss in the brine.

C. The Nature Of Ultrafiltration And A Bric
History

Ultrafiltration (UF). which is sometimes referred too as
reverse osmosis (RO). is a well-known process wherein &
solution containing dissolved molecules, ions, and suspended
particles is passed against 2 membrane, either natural or svo-
thetic, under a hydrostatic pressure. The membrane &
specifically designed to let molecules, fons, and particles of a
smaller size pass through the membrane while the larger
molecules are retained on the other side of the membrane.
The material which passes through the membrane 1s referred
to as the “permeate’ 0T wyltrafiltrate” while the material
which does not pass through the membrane 15 referred to @
the “retentate” or “concentrate.” Reverse osn asis/ultrafiltra-

4



tion membranes thus act as molecular sieves 1o segregate
molecules hased essentially on size, Such membranes have ex:
isted for many years, are manufactured out of a variety ol
materials, and can be engineered to vary the molecular size
which will be permitted to pass through the membrane and
that which will be petained. This is referred to in the art as
the molecular weight “cut off level”, i.e., molecules and ions
of a size below the "ot alf level” pass through the membran:
and those of a size larger than the “cut off level” are retained
by the membrane. Fisr this reason. wltrafiltration membrancs
are often referred to as being “wemipermeable.” (DX345.
AXSR4-80, DN551. A2608-32: D552, A2834.511.

In the case of FD&C Red «40 and Yellow #6, the dve
molecules have molecular weights of sbout 496 and 151
respectively. The organic impurities, cresidine sulfonic acid
(CSA), Schaeffer's salt (55 and sulfanilic acid {SA) have
respective molecular weights of about a1, 262, and 173, The
wdigm and chloride lons are very much smaller and thus
readily pass through the membrane with the water
(molerular weight 18 into the permeate Accordingly, il a
membrane can be manufactured to have a “cut ofl level™ ol
abave about 300 but below about 450, the dve maolecules can
be retained on one side of the membrane while the salt,
water. and organic impurnties (CSA. 55, and SA) pass
through to the permeate. {A165-67). However, Eridzene,
anather organic impurity, has a moleculir weight close to the
dves and therefore does not pass through the membrane with
the other impurities.

A relatively extensive discussion of membrane separation
technology as it existed prior 10 the *T46 patent is found in a
July, 1978, article appearing in Seientific American. (DXS1Z,
A2344-2361).

D. Development Of Warner-Jenkinson's Process
For Ultrafiltration of FD&C Red #40 and
Yellow =6
In 19785, Warner- Jenkinson formed a joint venture with a
West Coast company called Dyvnapol. Dynapol was formed in

a



the 10707 by a group of scientists 10 develop new and state of
the art dves for use in foods and drugs. Dynapol’s idea was to
depart from the traditional method of making dves, such as
azo dves, which companies like Warner-Jenkinson and Hilton
Davis had used for years. and rather to generate long
polymeric backbones to which & chromophore, ¢ &, a0
chromophore groups, would be attached to form the eil-
orant, The idea was that with a large polymerie hackhone to
which the dve was attached. the size of the molecule would
prevent it from passing through the walls of the human in
testinal tract into the body. Rather, the new dves would not
be absarbed inta the biood and tissue bt would pass through
the human body un absorbed. thereby eliminating any s
ble health effects. Dynapol also had departed from the tradi-
tional “salting out’” procedure to Femove impurities from the
solution and had adopted instead the use of direct ultrafiltra-
tion 1o purify the dye reaction solutions. (DX506, A2208-15).

Dynapol filed patent applications on @ aumber of s
developments. One such application was filed on November
18, 1976, und issued February 10, 1980, as U.S. Patent No.
4,189,380, to Booth et al. for an improvement in the
uitrafiltration purification of solutions of polymeric colorants.
(DX506). The Booth et al, patent describes Dynapol’s ap-
plication of semipermeable membranes and ultrafiltration to
directly purify dve reaction solutions, without an intervening
“salting out” step, to remaove both organie and inorganic im-
purities. (Col. 2, 1. 7-46). The patent is important because it
subsequently became the principal reference cited by the
PTO Examiner against Hilton Davis applications.

In 1978, Warner-Jenkinson's then Manager of R&D, Dr.
Lance Solter, traveled to the west coast to view the operation
of Dynapol's plant. There he ohserved Dynapols use of
ultrafiltration to purify the polymeric dyve reaction sl utioms
(A 1008-15).

Dr. Solter returned to Warner-Jenkinson and did nothing
further with ultrafiltration of Warner:Jenkinson's dyes until
the summer of 1982, Dr. Solter. although highly skilled as @
dve chemist. had no particular expertise in ultrafiltratbn
purification. (ALD0B-11), However. he had learned of a com-

fi



pany located in a suburk of Minneapolis, Mingesota, that
specialized in fluid purification and reverse osmosis/ultrakil-
sration membranes and equipment. (A [011-13). That com-
pany was  Chsmonics. Ine. (“Osmonics ). Osmonics Wil
founded by D. Dean Spatz in 1969 in the garage of his home
chortly after he received his engineering degree at Dart-
mouth. (A1173-75). By the end of 1981, Osmonics had
developed a significant business i ultrafiltration and reverse
asmasis membranes and equipment having annual sales of
aver 57.000,000. (ALLTS, D555, A2674-93). Osmonics and
Mr. Spatz extensively advertised Osmonics’ business and
capabilities including the presentation and publication of @
number of techmical papers all directed to the many and
vaned applications of reverse csmosis and witrafiltration 1o
purification of industrial solutions. (ALITE-78. ALLEV-55,
X548, 545, 550, 5351, 552. 553, A2384-2653).

Prior to 19582, Osmonics was recommending revene os-
mosis/ ultrafiltration  for numerous applications. (DN,
A2575-7h, DX548. A5, DX554, A2654-63). As set forth in
Osmonics. 1981 corporate annual report. Osmonics was then
supplving 15 different industries or markess and over GO0 dif-
ferent customers with equipment and membranes for revene
asmosis/ ultrafiltration.  (DX355. ADES3.  A1188-80).
Osmonics entire business was built on membranes and squip-
ment for their use, In 1981 alone. Osmonics had manufac:
rured and sold ultrafiltration/ reverse asmosts equipment con-
taining over 1.000.000 square feet af their membranes.
(DX555. A2681). These membranes. referred to by Csmonics
as SEPA membranes, were made of proprietary formulations
and manufacturing procedures and produced a range of
molecular weight “cut off* levels from lews than 200 to more
than 1000, Osmonics issued prier to 1982 technical literature
which deseribed the SEPA membranes. their physical and
operating characteristics. and their applications. (DA,
AZ575-T6).

On July 9, 1982, prior to any activity on the part of Hilton
Davis, Dr. Solter instructed his engineering manages to con-
tact Osmonies and have Osmonics process two dve coupling
wolutions manufactured by Warner-Jenkinson. those being



FD&C Red 240 and DaC Yellow #10. by ultrafiltration ki
emove salt and low molecular weight impurities such as ex-
cess Schaeffer's salt. (AL014-16. DASH. A2437). He in-
ctructed the production department w0 adjust the pH to 5.0
for the purpose of decomposing the triazene impurity {AL017.
DX534). The use of a pil of 5.0 to decompose (rlazent had
bheen a normal part of Warner-Jenkinson's process extending
back prior to August. 1082, (ALDLE, 1068, 1153,

The unpurified Red 440 and Yellow #10 solutions were
delivered to Osmonics for an application test to be run on
August 17, 18, and 19, 1982, (Al01S, 1165, Osmonics had @
standard screening procedure dating back to 1971 foor
demonstrating the application of its membranes and equip-
ment to potential customers. (smonies would invite the
customer to Minneapolis to witness the running of an applica-
tion test, select three of its membranes having different
molecular weight cut off levels, select the pressure and speciy
the pH, run the solutions through, and manitor the results.
The purpase of the selection of three membranes was o GivE
the customer a range to demonstrate Osmonics membrane
capabilitv. (A1181-82, DX555, A2682).

Warner-Jenkinson’s application test wias conducted by an
Csmonics engineer, Gerard Gach. {Al210-11). Prior to the
application test, Warner-Jenkinson provided Mr. Gach with
<ome basic information on FD&C Red #40 and the impuritics
in the reaction solution. {Al1212-18, DX558, A2703). This in-
jormation lead him to the conclusion. before the tests were
run, that the molecular size difference between the desired
product, the Red #40 dyve molecules, and the impurities were
wch that purification of FD&C Red #40 was certainly
technically feasible. (A1218).

Osmonice selected all of the process parameters including
which membranes to use, the hydrostatic pressures to be ap-
plied, the pH of the solution, and all other test parameters.
(A1213-1214. 1218, 1022-23). Osmonics p:riurm-:d the
Warner- Jenkinson application tests at hydrostatic pressures of
400 and 600 psi and at a pH of 5.0, (Al224, Dx534,
A2470.2456, DX558. ADEOS). Also, during the tesis. Mr
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Gach took  Osmonics sandard SEPA  membrane and
chemically altered it by a process known as hydrolysis to
enhance its ability to pass the salts while retaining the Red
dye #4lh. (A1210-1225). Un Novemnber 17, 19582, Osmonics
ssued o Warner-Jenkinson @ {ormal written report setting
forth Osmonics’ conclusions and recommendations for further
action. (DX539, A2430.56), The significant pomclusion
reported hy Osmonics wis that the test showed a “substantial
reduction in Red #40 dye solution impurities can be ac-
eomplished with minimal loss of [Red «40 dve| by using
[Osmonics | SEPA RO/UF membranes to diafilter the con-
saminated solution.” (A2444, A1226-28)

Alter the formal report was received by Warner-Jenkinson
in Movember, 1981 Warner-]enkinson determined that 1t
would apply ultrafiltration 1o all of its synthetic dyes, in-
cluding Red 40, Blue 1. Green #3, Red #3, Yellow #5.
Yellow #6, and Yellow # 10, Between 1082 and 1985, Warner-
Jenkinson did extensive work on the development and im-
provement of its dye chemistry of all its synthetic dyes to
make those solutions even cleaner and more concentrated 0
that they would be better dyes for ultrafiltration. By October.
1085, Warner-Jenkinson had demonstrated use of ultrafiltra-
tion for its Red #40, Blue #1, Green s3. and Red #3 dyes, and
D, Solter began negotiations with Osmanies for the leasing
of Osmonics ultrafiltration equipment. (1A1023-34, 104348
The Osmonics equipment was installed in February, DB,
and Warner-Jenkinson began ultrafiltration of Hed #40,
Yellow #10, Yellow #6, Blue +1. Red #3, and Green #3 with
the Osmonics equipment. (A1049). Simultaneously, Warner-
Jenkinson was investigating other equipment o that it could
select the best equipment available for its needs. (A1065).
Pasilac (also known as Nira), another equipment and mem-
brane vendor active in the reverse psmasis/ ultrafiltration
field, was ultrafiltering Warner-Jenkinsons Red #40 and
Yellow #10 on their equipment. (A1047-49, 1052). Warner-
Jenkinson also visited another ultrafiltration vendor by the
name of Carre in South Carolina in July, 1986, regarding
vheir technology. (A1050-51). In July 1986. Warner-]enkinson
ardered a larger ultrafiltration unit from Osmonics. (A1051).
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It is undizputed that pnor o September, 1986, Warner-
Jenkingon had successfully ultrafiltered its dyes on Usmonics
equipment, Pasilac equipment. and Carre equipment with no
knowledge of the T46 patent or of any Hilton Davis e of
ultrafiltration. (ALHE-54). By September, 1986, Wamer-
Jenkinson was producing full 5,000 pound commercial bat-
ches of Red #40 on Osmonics equipment, as well as Blue #1
and Gresn #3 in full commercial batch sizes using Osmaonics
equipment. (AL032-33). To this dav, Warner-Jenkinson has
continued to manufacture all of its synthetic dves using
ultrafiltration.

Although the Hilton Davis patent issued on December 24,
1985. Hilten Davis did not bring the patent to Warner-
Jenkinson's attention until Deecmber, 1985 LADRL-155),
Warner-Jenkinson had, however, learned of the patent when
one of its technical persons found a reference o it in the
literature in mid-October, 1986. (AL053). The patent was
sent to outside patent counsel for Warner-]enkinson in 5t.
Louis, who reviewed the patent, the file histor of prosecu-
tion. and the prior art, and concluded that Warner-
Jenkinson's process did not infringe. In this connectiomn,
counsel relied on the process limitations set farth in the claims
in concluding that there was no infringement either literally
ar under the doctrine of equivalents. Counsel likewise con-
cluded that the patent was invalid in view of the pror
publication of Demonics own literature. (AD29.553, DX5U,
AZ530-H).

E. Ultrafiltration Of The Hilton Davis Dves By
Osmanics

Prior to May of 1382, Hilton Davis was manufacturing
FD&C food dves, including Red 240, by the salting out
technigque. In May of 1982, Dr. Wayne Cook was hired by
Hilton Davis and assigned the project of reducing manufac-
turing costs of its FD&C Red =400 (AL3D. Dr. Cook,
although a Ph.D. chemist, had no prior experience with
ultrafiltration or reverse osmesis. Neither he nor others at
Hilton Davis had any real knowledge of ultrafiltration.
(A178-T9, 414-21, 425, 429). In a conversation with a long-
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time Hilton Davis employee, Dr. Rebhahn. he suggested tu
Dr. Cook the use of dialysis for purification. Dr. Hebhahn
directed Dr. Cook ta an old piece of membrane equipment in
a closet down the hall at Hilton Davis iA414-18). That was
Dr. Rebhahn's sole inventive pontri bukion, [ A4D2-33):

Dr. Cook went down the hall, looked in the closet, and
found the piece of equipment. It had a nameplate on it of
Osmonics, Ine, Dr. Cook telephoned Osmonics in July, 1982,
after Warner-Jenkinson's contact with Osmonics (A1014),
ani discussed with them purifying the Red #40 dye using
(kmonics. membranes and reverse osmisis/ ultrafiltration
pruipment,. Osmaonies responded that they believed Red 40
could be ultrafiltered on Osmonics equipment to Foanovie the
impurities. (A426-27. AL180- 1151, X565, AZTG8). Csmomnics
old Dr. Cuook that it already knew of situations where salt
had been removed from dye solutions, and that they helieved
that it was technically feasible 10 purify the Red s 40 dye by
ultrafiltration. (ALT9, 1180-83. 1485-57). Osmonies also told
Dr. Cook that their membranes could be used with solutions
having a pH in the range af 2 10 8, (A422-425). Osmonics
published literature recommended pH ranges of 2 to B years
prior to 1982, (DX544, A2575.76, Al1S4-83).

Hilton Davis, just as Warper-Jenkinson had done, arranged
for the shipment of a drum of Red #40 to Osmonies for
Clsmonics to ultrafilter in @ tandard Osmonics application
tpst, The test took place August 04.26, 1982, i.e.. the week
following the test that Osmonics had performed for Warner-
Jenkinson on \Warner- Jenkinson's Red «40 dve. (AMBI-BL
11582, 1228-29)

The scenario for the Hilton Davis test the following week
was very similar to what happened with Warner- Jenkinson.
However, between the time \Mr. Gach completed the
Warner- Jenkinson  test and the following week when the
Hilton Davis tests were begun. he again hydrolyzed
Osmonics.  standard  SEPA membrane. which he had
preselected for the Hilton Davis test, to enhance the mem-
branes” ability to purify the solutions just as he had done fior
Warner-Jenkinson. That is, having alreads demonstrated the
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technical feasibility of ultrafiltration through Warner-
Jenkinson, he began to work on the ceonomic feasibility by
modifving the membrames to allow a quicker reduction in the
impurities while gtill retaining the Red #40 dve product.
(A1229.31).

My, Gach was obvipusly very confident that he could re-
move salts and low molecular weight organics from the Red
#40 dye by altrafiltration. Mr. Cach selected the three Os-
manics membranes for the application test. and selected the

res, which ranged from 200 to 400 psi. Hilton Davis’
solutioa had pH of about 5, which was in the range Osmonics
had told Dr. Cook was acceptable for its membranes before
he even arrived. {A421-24, 451-52, 1231-38, 1479-50).

\r. Gach's report of the August tests for Hilton Davis was
jesped by Osmonics on October 1. 1982, [DX567. AZTTI-E9)
and included Mr. Gach's conclusion which read: ~A substan-
tial reduction im impurities can be accomplished  with
minimal los of product by diafiltering the Red Dhve #40 using
I_Dsma-m':s'l SEPA-50 (HCA) membrane.” (AZTT5.
A1238-47).

When Dr. Cook returned [rom Oemonics on August 20
1882, he immediately wrote up a0 invention record and sub-
mitted it to the patent department. (DX576. A27T90). In this
imvention record, he stated significantly, “Recent gdvances in
membranes for reverse asmosts such as  these sold
Osmomnics. Inc.. are capable of effecting the desired purifica:
tion with little or no Joss of product dve.” Dr. Cook testified:
~That meant that membranes we looked at at Osmonics had
the correct pore size distribution to produce the separation
that we needed to obtain separation primarily between
organics and the dve.” (Al83).

A second application test Was performed by Osmonics for
Hilton Davis on October 77.29, 1982, to focus in on @ MM
brane which Osmonics felt would optimize the proces of
removing salt and low molecular weight organics from the
dve, while retaining the dye. Prior to this test, Mr. Gach fur-
ther hvdrolyzed the Osmonics SEPA membranes 1o achieve
an additional amount of salt pasage through the membrane
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amdd thus a faster purification. In the test, Osmonics selected
this Osmonies SEPA 30 (HUA) membrane and selected an
operating pressure of 400 psig. The pH was 8.1. {A1247-55:
PX 5, A2KT1-81).

sir. Gach eoncluded that: “The efficiency of reducing im-
puerities in the dve can be maximized by using the [Osmaonics|
30 (HCA) membrane to diafilter the solution.” {Emphasis
added), (PX 5, AZET4). Mr. Cach testified that the key factor
which allowed these results was using the Osmonies an
(HCA! membrane to purify the solution. |A1256). Hilton
Davis' Dr. Cook agreed that the W (HCA! membrane pro-
duced the best results. (A1257-50, 1462-83).

At this point, only these two tests had been performed on
Hilton Davis Red #40 dye. Buth had been performed by
Osmonics, with Osmonics selecting the membranes and the
process conditions. Both were performed after the Warmner:
Jenkinson test. Hilton Davis had no equipment by which it
could perform any ultrafiltration itself. (A1464-65, A431-32).
A third test was then run by Osmonics on Hilton Davis’
vellow #6 dve. Again, the membranes and process conditions
were selected by Osmonics. (A 1463).

Dr. Cook's testimony as to Osmonics” selection of all of the
prouss parameters is reproduced in Exhibit H because of its
pertinence.

No other ultrafiltration of Hilton Davis dves occurred prior
v the March 25, 1983, filing date vi the first patent applica-
vion, The process conditions of 200-400 psig selected by
(smonics remained constant from the very fimst test in
August, 1982, at Osmonics through to commercialization in
January. 1935 (A L476-TT)- Hilton Davis recited in both of its
patent applications these pressures of 200-400 psig. The
Osmonics 30 (HCA) membrane, which Osmonics had pre-
pared for the October, 1982, application test and which Dr.
Cook acknowledged was “the best” (Al464, 1488, 1470,
1471y, was used by Hilton Davis thereaiter including in
Hilton Davis first full-scale commercial installation in
January, 1985, involving a substantial purchase of mem-
branes. (A1468). Likewise. Osmonics had recommended to
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Hilton Davis a pH range of 2.8 before the first test in Augtust
|OR. (A422-25, 452, 1474}

F. ‘The Patent In Suit And Its Prosecution In The
0.5, Patent And Trademark Office (*PTO™

1. The 451,038 Application (" 038 Applica-
tion™) Filed March 28, 1983 (DX500.
AZ020)
The 038 application contained 13 claims. Claim 1. the
only independent claim, as originally filed is reproduced in
Exhibit 1 to this Brief.

ln an Office Action dated October 2. 1984 (DRS00,
AD0G0.2101). the PTO Examiner rejected the claims under 39
U.5.C. § 103 as being unpatentable over Booth et al.. L.5.
Patent No. 4,189,380, dated February 19, 1080, | DX504.
A2200}., This was the patent owned by W arner-Jenkinson s
joint venture partner, Dynapol. The Examiner stated that the
Booth et al. reference

discloses the purification of azo dyes by ultrafiltration
in high purity and yield. It would be obvious to purify
azn dyestuffs by the method of the reference in the
ahsence of any unobvious results, (DX500, AZLA-0L )

The Booth et al. patent appiied by the Examiner disclosed
the direct ultrafiltration purification of aguenus synthetic dye
solutions wherein both low molecular weight organic and in-
arganic impurities (8.8, Schaeffer’s salt and sodium chloride)
were removed in an ultrafiltrate leaving a purified dye (88%)
in the retentate. (Col. 7. 1. 14-24). No response Was filed to
the Office Action.

8 The 677.118 Application (* ‘118 Applica-
tion”) Filed November 30, 1984 (DX501.
AZLLL)

The specification of the CIP 1 18 application was amended
in two places 1o state that in the practice of the inventicn. the
dye reaction mixture could be directly subjected to ultrafiltra:
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vion without isolation of the product; or, alternatively. the
products could be isolated in crude form from the reaction
mixtures. either by salting out or by spray drving, and the
erude product then redissolved in water and the resulting
solution subjected to ultrafiltration. (DX501, page 3. line 33,
through page 4, line 4, A2115-16, page 11. lines 8-11, AZ123).

The specification was further amended to change the mem-
brane pore diameter from 11 Angstroms to 5 to 15 Angstroms.
(DX501, p. 910, 42121.22). The range of pH was changd
from 7.0 to 9.0 to “6.0 to .07, but not helow 6.0 (DX501,
p. 12, AZ124), and {1l substantially within Osmonics’ recom-
mended range of 2 to 8. [A422.25, 451-52, DX544.
ABST5-TE).

Claim 1 has been reproduced in Exhibit D in the Adden-
dum. The bracketed material was deleted from the parent
claim | and the boldiaced material was added on filing of the
CIP. The boldfaced and highlighted material was added by
amendment in response to refectint of all claims b the PTO.

In an Ofiicial Action dates February 14. 1985, the FTO
Examiner again rejected all claims under 35 U.S.C. § 103, as
being unpatentable over Booth et al. “in the absence of any
abvious [sic unabvious] results.” (DX501, A2145-47).

Hilton Davis’ patent agent, William €. Webb, then held a
personal interview with the PTO Examiner on May 8, 1985.
The Examiner Interview Summary Record states that Mr.
Webb pointed out "4 major differences” between  the
sltrafiliration process disclosed by Booth et al. and the
claimed process. The "4 major differences” were set out by
\r. Webb in his Record of Interview filed in the FTO on
May 20, 1985, (DX501, AZ164-56). Omne of the alleged ™4 ma-
jor differences” was a pH of 6 to 9. (A2165), However, that
limitation was not in the claims as originally fled.

The Examiner Interview Summary Reeord states: “The Ex-
aminer stated that if claim 1 were amended to contain the pH
range of 6 to 9. the rejection on prior art would be
overcome. (DX501, A2148). This was reiterated in Mr.
Webbs Record of Interview. {(DX501, AZ1651.
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On May 20, 1985, Mr. Webb also filed a more lengthy
Responsive Amendment wherein he amended claim 1 to call
for “a pH from approximately 6.0 to 9.0." (DX501.
A2150-56). In this amendment, he also argued the purported
four “major differences” betwuen the Booth et al. patent and
the patent claims sought in the "118 application.

[TThe process disciosed by Booth et al. is submitted to
be so totally dissimilar, in all its critical parameters, 1o
the present process that the Booth process is in no way
suggestive of the present invention. Nevertheless, in
arder to further highlight the process parameters of
the instant process, and in accordance with the
understanding reached at the interview. the pH range
of 6.0 to 9.0 has been inserted in Claim 1 at line 38.
Support for this amendment is fuund in the specifica-
tion at page 12, lines 31-37. (Emphasis added).
(DX501. AZ153).

The Hilton Davis patent agent recognized that Booth et al.
disclosed the fundamental concept of the ultrafiltration puri-
fication of colorants used in foodstufls {A2153) but went on to
ctate to the PTO Examiner that the patentability of the in
stant process rested “on the novelty and unobviousness of the
process conditions.” (Emphasis original) (A2154). The FTO
Examiner thereupon allowed the 17 claims. as amended.
fpund in the “T46 patent.

At no time did Hilton Davis submit evidence to the PTO
Examiner that the claimed process achieved any unobvious of
unexpected result. Rather. Hilton Davis representative
argued to the PTO the four “major differences” between the
Hilton Davis process and Booth et al.. i.e., the process condi-
tions. Since the asserted “critical parameter of pH of 610 ¥
was not present in claim 1, the Examiner required that it be
inserted Ly amendment to overcome the prior art rejection.
Hilton Davis did so, 7in accordance with the understanding
reached at the interview . . . .7 (A2153, emphasis added).
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11, Froceedings In The District Court

At trig], Dr. Cook, one of the named inventors, testified on
behalf of Hilton Davis as an “gxpert’’ on ultrafiltration and
membranes as did a university professor, Dr. Kinman. Dr.
Cook disclaimed any expertise in untrafiltration other than
his involvement at Hilton Davis. (A4l4). He has never
measured any ultrafiltration membrane. (A4TB-TH, 451).
Neither had expertise with respect to the manufacture of
membranes. (A126-29, 122, %20.22). Contrary to the position
taken by Hilton Davis patent agent, Mr. Webb, in the FTO.
D, Cook stated that neither the pH nor the pressure were
critical process paramelers. Dr. Cook testified that “the pH
has minimal effect on dve purification.” {A232). He stated.
“[tihe pressure has to he sufficiently high to overcame the
osmotic pressure of this wlution [and] make the proces
seonomically attractive.” (A228). Rather, Dr. Cook testified
the key to success of wlerafiltration of the fed #40 and Yellow
#6 dyve reaction solutions was “ta find somewhere this mem-
brane.” (A159-60). If the proper membrane were available,
the desired purification will be achieved. i A165-66). Dr.
Cook agreed that Osmonies selected all of the membranes
{A423-24, 451-52, 500-10) including that which was the best,
b 30 (HC).! (A1464, 1468, 1470-T1). Hilton Davis adopted
its position at trial in an altempt to prove its infringement
case by “equivalents” since Warner-Jenkinson's pH and
pressure were both outside of the claimed ranges. However.,
in doing so, Hilton [avis disavowed the very argument it had
made to obtain issuance of the claims in the first place.

Warner: Jenkinson properly moved for judgment as a mat-
ter of law of non-infringement and patent invalidity at the
close of the plaintiff's case and at the close of all the evidence.
In denving Warner-Jenkinson's post-trial motions for jude-
ment as a matter of law, the court rendered only an oral opin-
jon from the bench. As to infringement . the court stated only
that the doctrine of equivalents did apply. (Ex. G, p. 51}

i O, Cook agreed that 30 {HC) was & shorthand form af 30 [HCA]
{AL45H

17



With regard to validity., the court stated that the claims were
unobvious because Hilten Davis “special process of pore size,
pressure, and pH was Jdissimilar to the Booth, was nanob-
vious. - - - (Ex. G P 473y, Thus, the court read into the
claims what it had read out when it determined infringe-

ment.
The court entered a permanent injunction prohibiting
sion at a pH below 9.01 but refused to limit the lower
end to 6.0 and extended it down to a0, (Ex. G. p. 22.24).
The court thus expanded the claimed range of 6.0 to a.0” to
=2 to 9.0." The court permitted Warner-Jenkinsor s con-
tinued operation at an inlet pressure Above 500 psig but not
between 400 and 500 psig thus expanding the elaimed range
of “200 to 400 psig” to "200 o 500 pag.” (Ex. L. P 500,

SUMMARY OF ARGUMENT
1. Non-Infringement Under The Doctrine Of Eqjuivalents

A The equitable doctrine of equivalents was established
by the courts to prevent an ~yunscrupulous “opyist” from mak-
ing minor and insubstantial changes o its device 0r Process
for purposes of skirting the words of a patent claim thereby
essentially “stealing” the patented invention. London v, Car-
som Pirie Scott & Co.. 946 F.2d 1534, 1538, 20 Us.pQ.2d
1456, 1458 (Fed. Cir. 1941}, The doctrine was ereated by the
courts to find infringement where the only distinction be-
vween the infringing device or proces and the patent claims
was a matter of mere formalism of words. That i, the doc-
irine was designed to do equity. Craver Tank & Mfg. Co. v
Linde Air Prods. Co.. 339 U.S. G605, 608, 70 8. Ct. 554, 856,
a4 L.EJ. 1097, 85 US.P.Q. 378 (19501, But the doctrinc is
not simpiv a fallback position every time literal infringement
cannot be proven. It [s an equitable remedy available only
upon a suitablc shawing of the equities. To demonstrate that
the equities favor application of the doctrine, the patentes
must put forth proof of the equities, and the trial court must
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find the tvpe of conduct which triggers its application. Len-
don v, Carsan Pirie Seott © Go., supra: Charles Gremner ©
Co. v, Mari-Med Mig.. Ine.. 062 F.2d 1031, 1035-36, 22
U.S.P.Q.2d 1526, 1529 (Fed. Cir. 1092). As an equitable
remvedy, the doctrine is an ssue af law for the court, not the
s

B, Here. no equitable basis exists for application of the
doctrine. Warner-Jenkinson's processes Were developed in
conperation with knowledpeable and experienced vendors in
the field including Osmonies, Pasilac (Niro) and Carre. There
was 00 CoOpying of  piracy. Warnee-Jenkineon  had oo
knowledge of either the 746 patent or any Hilton Davis
ultrafiltration process when it developed its processes. In fact.
it is undisputed that Warner-Jenkinson had the hasic concept
of ultrafiltration of Red #40 before Hilton Davis and even
went to Osmonics one week hefore Hilton Davis. Warner-
Jenkinson was in commercial production of Red =40 using
ultrafiltration before it even knew of Hilton Davis' patent. [t
has never known how Hilton Davis practices its process.
Warner-Jenkinson obtained an opimion of outside patent
counsel of non-infringement. Counsel relied on the pH a
pressure limitations written into the claims and argued by
Hilton Davis to be critical to their allowance over the prios
art.

C. FEquivalency of each limitation of a claim must be
proven. Each limitation of the claim is material and its
presence in the alleged infringing process or device must be
<hown for the patentee to sustain its burden of proving in-
fringement. Becton Dickinsan and Co. v. C. K. Bard. [ie..
a2 F.2d 792, 798, 17 US.P.Q.2d 1097, 1101 (Fed. Cir
1990}, The doctrine “does not mean one can jgnore claim
limitations.” Penmwalt Corp. v, Durand-Wagyland. Inc.. 833
F.od 931, 935, 4 U.S.P.Q.2d 1737, 1739 (Fed. Cir. 1987) {en
banc), quoting Perkin-Elmer Corpr, v. Westinghouse Electric
Corp.. 522 F.2d 1535, 1532.33, 3 U.5.P.0.2d 1321, 1324-35
(Fed. Cir. 1987). Here, Hilton Davis wholly failed to prove
what the pore size of the proprietary membranes employved
by Warner-Jenkinson was ar even that it had any pore size at
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all, even though the claims of the patent contain ExNprEss
numerical limitations on those pore sizes of 5 1o L5
Angstroms. Hiltan Davis merely  offered conclusory
statements that the same wrpsult” was obtained. i-¢.. sEpari-
tion of dye and impurities. There was no compliance with the
rule in Lear Siegler, Inc. ¥. Sealy Mattress Co.. 573 F.&
1422, 10 u.5.pQ.2d 1767 (Fed. Cir. 19849), bevause nc Vi
dence was presented as to the presence of the 5 to 15
Angstrom claim limitation in Warner-]enkinson s process:
Likewise, Hilton Davis whally failed to demonstrate the ac-
tual composition of the proprietary membrane material used
by Warner-Jenkinson as required by claim 2 of the patent.
Thus. the case should not have gone to the jury hecause
Hilton Davis simply failed to prove the necessary elements.
Malia ~. Schulmerich Carillons, Inc., 052 F.2d 1320, 2l
U.5.F.Q.2d 1161 (Fed. Cir. 1991).

D. Finally, the doctrine of equivalents will not permil a
claim to be so construed to reclaim that which was given up
during prosecution by either argument or amendment. Stan-
dard Qil Co. v. American Cyanamid Co.. 774 F.2d 448, 452,
807 11.5.P.Q. 203, 2096 {Fed. Cir. 1985). Nor will expansion of
the claim scope be permitted if it would encompass the prior
art, Here, in accordance with an agreement with the Ex-
miner to overcome an obviousness rejection hased on Booth
et ul.. Hilton Davis specifically amended the claims to recite 3
range of pH of 6.0 to 1.0, which excludes Warner- Jenkinson s
pH of 5.0, Hilton-Davis' range of pressure from 200 to 400
psig excludes Warner-Jenkinson's 500 psig. Both were argued
to be critical 1o distinguishing over the prior art. and the
public has a right to rely on these representations. Meither the
district court nor @ reasonable jury could have found the
properly construed claims to cover Warner-Jenkinson s pro-
cess.

i Patent Invalidity

A To obtain its patent, Hilton Davis patent agen!
argued to the Examiner that there were critical parameters of
pH, pressure. and membrane pore size which distinguished
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the Hilton Davis ultrafiltration process from the prior ar,
specifically the Booth et al. patent. then owned by Dvnapol.
At trial. however, Hilton Davis changed its position and
argued that the pH and presure wire not critical as there
was no functional difference in the ultrafiltration process
based on pH at all or based on operating pressure s long as
the pressure is above the csmotic pressure. Thus, Hilten Davis
at tria] disavowed the very basis on which it obtained the pa-
vent in the first place. Consequently, there is no patentahle
distiney'on between its claimed process and that disclosed by
the prior art Booth et al. patent and others.

B. Hilton Davis made o patentable invention. Dr. Cook.
4 named inventor. knowing of Osmonics s people skilled 0
this art, merely went to them. explained what he wanted to
accomplish, and Osmomnics selected the membranes, told Dr.
Cook the pH range in which they were stable, and selected
the pressures at which they should be operated. (A423-27.
451-52. 509-10. 1231-38. 1457). This knowledge was peneral:
Iy known in the field as it had been published by Osmonics
well prior to 1982, (DX544. A2575-76), Osmonics reported
that ultrafiltration of these dyves was within its standard prac-
vice and that there was nothing new or wnobvious about it.
(Al175-1183, 1211-11, 1215, 1273, 1485-57). When told what
was to be accomplished, first by Warper-|enkinson and then
by Hilton Davis. (lsmonics was 99 % certam that its mem-
branes would achieve the result. (ALLTS, 11831, Hilton Davis
did not make the invention. It only posed the problem 1o
Clsmonics — the same problem that had already been posed
by Warner-Jenkinson. Morgan v. Hirsch. 725 F.2d 1449, 221
U.5.P.Q. 103 (Fed. Cir. 1984),

C. Warner-Jenkinson's own earlier work with Osmonics
in purifving FD&C fled #40 by ultrafiltration is prior art
under 35 U.5.C. § 102(g). Although Warner-Jenkinson, like
Hilton Davis. kept its process parameters seceet, It COMMEE
cialized its process and sold the resulting product tw the
public. Del Mar Engg. Labs. v. United States, 524 F.2d
1156, 1185, 156 U.S.P.Q. 42, 47-48 (Ct. Cls. 1975): Friction
Die. Prods.. Ine. v, E. L DuPont de Nemours & Co,, 658 F.
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Supp. 998, 1014 (D, Del. L987), affd. No. §8-1187 (Fed. Cir.
July 24, 1988} (unpublished!. Warner- Jenkinson practices
what is in the prior art, 1.8 what it and Osmonics first
created, This also suggests the obviousness of the claimed pro-
cess. Newell Companies. Ine. v. Kenney Mfz. Co.. q64 IF.2d
=== g U.5.P.0Q.2d 1417 {Fed. Cir. 1988},

. Bevond Booth et al. and Warner-Jenkinson s own pro-
cesses, there are prior art patents. such as the Ciba-Geizy
British ‘598 patent (DX513. A2362), which disclose overlap:
ping ranges of pressures. pore sizes. and pH for the ultrafiltra-
tion of organic dve coupling solutions, including monoazn dve
coupling solutions, the same class of dyes as Hed #40 and
Yellow #fi. Process parameters cannot provide a patentable

roces over the prior art disclosing overlapping ranges unless
the patentee can show the presence of unexpected results
from the use of those parameteres. E.g.. Gardner v. TEC
Sys., Inc.. 723 F.2d 1338, 220 U.5.P.Q. TI7 (Fed. Cir. 1984).
Here, Hilton Davis never attempred to prove any unexpected
results, there were pone. and the claims in issue are invalid
over the prior art. (A1175-81. 1211-12, 1218, 1233, 1485-87)

E. The claims of the 746 patent simply recite the applica-
tion of well-known ultrafiltration technology to specific dve
solutions. Hilton Davis asserts it was the first to use ultrafil-
tration to purify FD&C Red #40 and Yellow 6. However,
the selection of starting materials, even if themselves new and
unohvious, which these are not. dives mot create an unobvious
process. In re Durden. 763 F.2d 1406 1410, 226 U.S.P.Q
359, 361 (Fed. Cir. 1983k Application of kanter. 399 F.2d
249, 251. 158 U.S.P.Q. 33L. 332 (C.C.P.A. 1968).



ARGUMENT

. Claims 1. 2. 3, I} And 14 Arc Not Infringed By
Warner- Jenkinsan

A. The Doctrine Of Equivalents Is An Equitable
Doctrine Designed To Prevent Fraud Or Other
Inequitable Abuse: It Has No Application To
This Case

As this court has stated. nrdinarily infringement means
literal infringement of the limitations contained in the patent
claims. When necessary o protect the rights of the patentes
from fraud or other mequitable abuse. infringement may b
hased on the equitable doctrine of equivalents. However. the
doctrine of equivalents is not an automatic second prong o
every  infringement charge. It is an equitable remedy
available only upon a suitable showing. Thus, the patentes
must put forth proof of the scquities, and that proof must
chow that an equitable basis exists for invoking the doctrine ol
eqquivalents. See, Loneon v. Carson Pirie Scott & Ca., 946
F.2d 1534, 1538, 20 U.s.P.0.2d 1436, 1458 (Fed. Cir. 1981):
Charles Greiner & Co. V. Mari-Med Mfg.. Inc., 962 F.2d
1031, 1035-36, 22 U.5.P.Q.2d 1526, 1529 (Fed. Cir. 1992}

The claim-based system written into G patent laws re-
quire that claims e “particular’ and “distinet” so that the
public has fair notice uf what the patentee and PTO have
agreed constitutes the metes and bounds of the claimed inven:
vion. This court has repeatedly {ollowed the admonition that
she claims measure the invention and define the limits of pat-
ent protection. See, Continental Paper Bag Co. v. Eastern
Paper Bag Co.. 210 1.5, 405, 419 { 1908); {eneral Electric
Co. v. Wabash App. Corp., 304 U5, a64 (1938). Such notice
permits the public to avoid actions which infringe the patent.
98 U.5.C. § 112; Londen v. Carson Pirie Scote & Co., 46
- o at 1538, 20 U.S.P.Q.2d at 1458, Accordingly, this court
has instructed that the doctrine of equivalents is the exception
and not the rule. “[A] court may not, under the guise of ap-
plying the doctrine of equivalents. erase i plethora of mean-
inglul structural and functional limitations of the claim on
which the public is entitled to rely in avoiding infringement.”
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Perkin-Elmer Corp. V. Westinghouse Electne Corp.. S22
F.2d 1528, 1332, 3 U.5.P.0Q.2d 1321, 1324 (Fed. Cir. 10ET).
This court has repeatediy <tated that the doetrine of
equivalents must not clash with the legal significance of the
claims. Careful confinement of the doctrine of equivalents to
its proper equitable role thus promotes certainty and clanty
in determining the scope of patent rights. Charles Greiner
Co. v. Mari-Med Mfg.. [nc.. g2 F.2d at 1036, 22
U.5.P.Q.2d at 1530 Under our system of law, the public en-
jovs the basic right to naotice of what conduct must b
qvoided. Pennwalt Corp. V. Durand-Wayland, [ne., 533
F.2d 931, 954, 4 U.S.P.Q.2d 1737, 1735 {Fed. Cir. 1087
(Nies, ].. additional views).

In this case, when plaintiff abandoned its case of literal in-
{ringement, the doctrine of equivalents was resorted to simply
45 the automatic second prong of the infringement charge.

The doctrine of equivalents exists solely for the equitable
purpose of “prevent|ing] an infringer from stealing the
benefit of an invention.” Texas Instruments, Inc. v. Intl
Trade Comm'n, 803 F.2d 1558, 1572, 231 U.S.P.Q. B33, 842
(Fed. Cir. 1986). As stated by the Supreme Court in Graver
Tank ¢ Mfg. Co. v. Linde Air Prods. Co., 339 U.5. 605, 608,
705, Ct. 854, 856, 94 L.Ed. 1097, 85 US.P.Q. 328 (1950),
the doctrine may be applied “when the proper circumstances
for its application arise.” Coleco Indus.. Inc. v. Intl Trade
Comm'n. 573 F.2d 1247, 1158, 197 U.S.P.Q. 472, 48]
{C.C.P.A. 1978) {Rich, ]. and Markeyv, C.].. concurring|.
The most important equitable consideration is whether or not
the accused infringer designed its product or process with
knowledge of the patented product or process and with the
purpose of making insubstantial changes to circumvent claim
language. Slimfold Mfg. Co. v. Kinkead Indus.. Inc.. 932
F.2d 1453, 1457, 18 U.5.P.Q.2d 1842, 1846 (Fed. Cir. 1991}
(*It is only when the changes are so insubstantial as to result
in 'a fraud on the patent’ that application of the equitable
doctrine of equivalents becomes desirable.”).

What is the equitable basis for imvoking the doctrine in this
case? There is none. What is the evidence that Warner-
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Jenkinson committed o 'fraud on the patent’? There is nune.
Warner-Jenkinson did not even know of the ‘748 patent until
after it wis in commercial production. (A1054, 1067-68), The
evidence at trial showed vhat Warner: Jenkinson knew that
ultrafiltration could be wsed to remove impurities, including
organic impurities, cuch as Schaeffer's salt, and sodium
chloride from synthetic dye solutions as early as 1978 when
Dr., Solter visited Dynapol who was developing new dves in
partnership  with Warner-Jenkinson. (AlO15). Warner-
Jenkinson developed its processes 43 applied to all of its dyes
by relving on technology first made available to it in August
1982, by Osmonics, an acknowledged leader in the field of
Glerafiltration. Osmonies is the expert in ultrafiltration no
Hilton Davis. (Al448-52). Hilton Davis had to go to
(smonics to obtain all of its knowledge of ultrafiltration and
have Osmonics show Hilton Davis how ultrafiltration could
be used to purify these dyve solutions. (A415-25). Hilton Davis
went to Osmonics in August, {082, one week after Warner:
Jenkinson had been ‘here, Between 1982 and September.
1986, Warner-Jenkinson extensively revised all of its dyes and
worked with other significant vendors of ultrafiltration mem-
branes and equipment as well. including Tasilac (Niro) and
Carre. (A1045-66).

Warper-|enkinson was in full <cale commercial production
of FD&C Red o40 usang Osmonies ultrafiltration pruipment
by September, 1986, before it even knew the Hilton Davis pa-
vent existed. It is undisputed that Warner-Jenkinson ok no
knowledge or information from the 746 patent. (A1053-56.
1067-68). Further, it is conceded that Hilton Davis kept and
still keeps the practice of its process gecret. Hilton Davis even

the fact that it was using ultrafiitration at all secret. To
this date. Warner: Jenkinson does not kg the process condi:
tions that Hilton Davis actually uses becaus: that information
was kept from it under the terms of a court ordered protective
arder. Thus, it can hardly be said that Warner-Jenkinson was
an “unscrupulous copyist.” a “pirate,” or that it made "in-
substantial changes™ to pirate or “sieal” the patented process.
Sep. Graver Tank & Mfg. Co. v. Linde Air Prods. Ca.. 229
U.S. 605, 608.10, 70 5. Ct. Boa, 856-57, ™ L.Ed. 1087, 85
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U.6.P.Q. 328, 33l (1850}, MNor can it De argued Jhat the
parameters emploved by Warner-|enkinson, which e well
autside the claimed ranges, Were adopted by WWarner-
Jenkinson to barely avoid the literal language of the claims.
Ses, London. 946 F.2d at 1535 a0 1.6.P.Q.2d ar 1458
Warner- Jenkinson uscs a pH of 5.0 and has done s as a stan-
dard part of its process to decompose triazene even before
1952, (Al018, 1066-63. 1153). Warner-Jenkinson uses 2
pressure of 500 psi. which is right in the middle of the 400 to
600 range used by Osmonics in the First test in August. 1982,
because that is where Warner-Jenkinson gets its hest opera-
vion. (A1053-56. 1066-671. And  although Hilton  Dravis

resented no evidence as to the pore size of the membranes
used by Warner-Jenkinson. it Wwas conceded that the mem-
branes first used by Warner-Jenkinson were simply purchased
from Osmonics, and then WarnerJenkinson switched to pro-
prietary membranes of another tvpe made by another
manufacturer, Desalination Svatems, [ne.. (" Desal”) because
they gave better remaval of sodium sulphate.

Thus. Hilton Davis did not present dny equities which
would trigger application of the doctrine of equivalents in this
case. See. Valmont Indus.. Inc. v. Reinke Mfg. Ce.. No.
911377, 1378, slip op. a. 8 {Fed. Cir. Jan. 7. 1993). Warner-
Jenkinson's motion for judgment of pon-infringement a8 4
matter of law should have been granted.

B. Membrane Pore Diamecter of 5 To 15
Angstroms: Hilton Davis Conceded That It
Did Not Even Attempt To Determine The Pore
Size OF The Membranc Used By Wamer-Jenk-
inson To Prove That This Limitation Was Met

Hilton Davis offered no evidence of what the pore size of
Warner-Jenkinson's membrane was or that it even hod pores
af any size. Hilton Davis conceded that no one testified to
pore size but argued that it was a “functional equivalent.”
{AB59). Thus, the entirety of its case rested merely on the
opinions of Drs. Cook and Kinman that Warner-Jenkinson's
membrane “performed” to reject Hed #40 and Yellow #6 dye
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aned thereloor was & ‘Tunetional equivalent.” [A4TE=-TS, 5500,
Dr. Cook under questioning by hos counsel bt .tified that pore
diameter was the most important parami = (A22" B) but
asserted that the 5-15 Angstroms limitation found in claim 1
was not a numerical limitation at all, but a “functional” one,
{AJ57-55, 476-79). This approach sim ply ignores any require:
ment by a potentee of objective proof of the presence of ex-
press numerical limitations in the accused process. Further.
Hilton Davis conceded that Warner-Jenkinson does not ust
sither membrane referenced in the T46 patent or even ai
Osmonics membrane. The Desal membrane used by Warner-
Jenkinson was conceded by plaintiff’s “expert” to be made of
a proprietary material (not cellulose acetate as described in
the “T46 patent). (A546-47, 114-05). The “experts” (reely ad-
mitted they did not and do not know the compasition of this
proprietary membrane of any pore size of it. (A476-T9, 550,
SRE-57). Hilton Davis “expert” had to guess at what the
membrane was even made of. (A400-01, 587-809), Although
Hilton Davis “expert” testified regarding his opinion as to the
operation of membranes in general, he had never analyeed or
operated the specific Desal membrane Warner-Jenkinson
used. (A5S89). Hence, there was no evidence presented by
plaintiff that the Desal membrane used by Warner-Jenkinson
made of a different and proprietary material than that dis-
closed in the 746 patent had a pore diameter in the claimed
range of 5 to 13 Angstroms.

A patentee carries the burden to prove the presence of
every limitation of a claim in the accused device of process.
See, Johnston v. IVAC Corp., B85 F.2d 1574, 1577, 12
U.5.P.Q.2d 1382, 1384 (Fed. Cir. 1089); Becton Dickinson
and Co. v. C. R. Bard, Inc., 922 F.2d 792, 798, 17
U.S.P.Q.2d 1097, 1101 (Fed. Cir. 1990). In Mortan Intl,
Ine. v. Cardinal Chem. Co., 9589 F.2d 948, 950, 22
U.S.P.Q.2d 1231, 1233 (Fed. Cir. 1992), the dispute centered
around the existence (or lack thereof) of “partial
connectivity,” a limitation of the claim. in the allegedly in-
fringing mixture. At the trial, the patentee failed to provide
“objective support for the actual existenee of the claimed con-
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nectivities.” 859 F.2d at g51, 22 U.S.P.Q.2d & 1234, This
court upheld the district court stating that the patentees
evidenos « o “merc speculation” showing only the “possibili-
ty of Lhe existence of the claimed eonpounds, and was “nm
convineing enough™ to prove infringement. 950 F.2d at 451,
29 11.5.P.Q.2d at 1Z35.

Here, Hilton Davis offered no objective evidence of what
the pore size of the Desal membrane was, Hather, Hilton
Davis asserted that this membrance was the “funetional
equivalent” based merely on the “results” achieved. But in
vocation of the doctrine of equivalents is not license to turn
a patent claim into merely “a result oriented catch-all.”
Malta, 952 F.2d at 1330, 21 U.5.P.0Q.2d ar 1168 {Michel. ]..
concurring). To adopt plaintiff's approach would permit the
patentee in every Cise to ignore completely proof of
numerical or other limitations in a claim. and relieve the
patentee entirely of its burden of objective proof of infringe-
ment, a result contrary to well over a hundred vears of patent
law. That burden cannot he met by mere speculation or
possibility. Morton Int'l. Inc.. supra; Nestier Corp. V.
Menasha Carp., 738 F.2d 1576, 1579, 222 U.S.P.Q. 747, 750
{Fed. Cir. 1984).

Hilton Davis approach also viclates the rule in Malta
Schulmerich Carillons, Inc.. 952 F.2d 1320, 2l U.s.P.Q.2d
1161 {Fed. Cir. 1991}, There, citing Lear Siegler. Inc. v_Sealy
Mattress Co., 873 F.2d 1422. 10 U.5.P.Q.2d 1767 {Fed. Cir.
1988), this court held that “offhand and conclusory
staternents [that an element “functioned” like the claim
limitation] are not sufficiently particularized evidence” to
prove that the limitation was met. 052 F.2d at 1327, 21
U.S.P.Q.2d at 1166, 1t is insufficient to merely show that one
device achieves the same result, here separation af dye and
impurities. A case based solely on descriptive evidence may
not go to the jury. Whether or not the patentee has complied
with Lear Siegler is a question of law. 852 F.2d at 1329, 21
U.5.P.Q.2d at 1168. There was no evidence of any Warner-
Jenkinson membrane pore size. Absent any evidence, there
was not the necessary s eubstantial evidence” on the issue of



the doctrine of equivalents. Here, as in Malta, without this
evidence, the jury was left to its own imagination on this
techpical ssue. The doctrine of eguivalents thus became
merely a “result ariented catch-all.” 952 F.2d a 12790, 21
L.5.P.0Q.2d at 1165 ' die el. J.. comcurringl.

Finally, there wa w0 evidence presented that Warner-
Jenkinson's selection of the Desal membrane was for purposes
of avoiding the claim limitations of the 'T46 patent. Under
Malta. the case should not have been submitted to the jury.
and thus the jury verdict canmol stand. [d.

C. The Doctrine Of Equivalents Is Also Limited

By Prosecution Historv Estoppel: Propeely

Construed. The Claims Do wot Cover YWamer-

Jenkinson's Process

It is well established that the doctrine of equivalents i
limited by prosecution history estoppel. Indeed. prosecution
history estoppel is an important rule which prevents the dine-
trine from clashing w ith claim significance. Charles Gretner
&= Co., 962 F.2d at 1036, 22 U.S.P.Q.2d a 1329, In Standard
il Co. v. Amercan Cyanamid Co.. 7 F.2d 448, 452, 227
ULep.Q. 293, 206 (Fed. Cir. 18851, this court stated that
“the prosecution history jor file wrapper) limits the inter-
pretation of claims so as to exclude any interpretation that
may have been diselaimed or disavowed during prosecution
in order to obtain claim allowance.” See also. Exhibit Supply
Co. v. Ace Patents Corp.. 315 U5 126, 136-37. 62 5. Cu.
513, 518-19, 56 L.Ed. 736. 52 U.5P.Q. a75, 279.80 (19420,
The entire record of proceedings in the PTO. including
representations made to the Examiner that the invention s
patentable, are included in the patent’s prosecution history.
Jomsson v. Stanley Works. 003 F.2d 812, 517, 14 U.s.P.Q.2d
1863, 1868 (Fed. Cir. 1990%: Tandon Corp. V- Intl Trade
Comm'™, 531 F.2d 1017, 1027, 4 U.5.P.Q.2d 1253. 1291
(Fed. Cir. 1987). Of course. amendments made to the claim
limit a patentee’s relianee on the doctrine of equivalents b
preventing the patentee from contending later in an infringe-
ment action that his claim chould be interpreted as if limita-
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tions added by amendment were not present. Tonensenid
Eng'g. Co. v. HiTec Ce.. 520 F.2d 1086, 10890, 4 U.5.P.0Q.0d
1138, 1139 (Fed. Cir. 1987) (quoting Themas L Betts Corp.
v Latton Sys.. Inc., T20 F.2d |72, 1577 220 US.P.Q. 1.6
(Led. Cis. '983)); see also, E. I. DuPont de Nemaours & Co.
v. Phillips Petr. "sum Lo, 849 F.2d 1420, 1438, 7 U 5.0.0.2d
1129, 1135 (Fed. Cir. 1988); Junsson v. Stanley Works, supra.

In this case, Hilton Davis was recquired to assert that o less
than five limitations of claim 1 not literally met had to be
found as an equivalent. Of these five, in addition to mem-
brane pore size of 5-15 Angstroms for which no evidence was
<ubmitted, a pH range of 6.0 to 8.0 and a hyvdrostatic pressume
range of 200 to 40 psig, were both asserted in the PTO 1o b
eritical paramelers. critical to distinguishing the prior urt
Warner- Jenkinson will address each additional limitation

separately.

1. pH OF 6.0 To 5.0 Added To Claim 1 By
Amendment

The “T46 patent says only the following regarding pH:

In carrving out the present process the reaction mix-
ture, as produced in the diazo coupling and as fed to
the ultrafiltration unit, generally has a pH of appros-
imately 9.0. While these solutions can be subjected
successfully to ultrafiltration, it is preferred o adjust
the pH to approximately 6.0 to 8.0 before passage
through the ultrafiltration membrane. (Col. 7. L.
55.61).

In the parent application., the preferred range of pH was
stated to be “around 7.0 to %.0.7 However, there was no
recitation of pH in either of the parent claim | of CIP claim
I, the only independent claim submitted with the applica-
vions. After rejection of all the claims in the CIP, an intervies
was held. The Examiner Interview Summary states:

The examiner stated that if claim 1 were amended to
contain the pH range of 6 to g9, the rejection on prior
art would be overcome. (DX501. A2149).
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Hilton Davis then inserted the language: “al a pH from ap-
proximately 6.0 to g.0." (A2139, 2150). The Hilton Davis pat-
ent agent stressed that the claimed pH range of 6.0 to .0
disting sshed the elaimed process from Beoth et al, which was
stated to maintain the pH “above 9.7

pH is a "oguithmic scale, and & single pH unit represents i
ten-fold difference in hydrogen ion concentration. (ATET-T0).
1t is conceded that Warner-Jenkinson operates at a pH of 5.0.
It does 50 for the specific purpose of causing the decomposi-
tlon of the triazens impurity. (A1018, 1068, 1093, 1103,
L161). Hilten Davis operates in Osmaonics’ recommended
range close to neutral for the purpose of maintaining mem-
brane life (AZ48, 363-64). Moreover, in the process disclosed
i the “T46 patent, it is physically impossible to lower the pH
of the coupling solution below 6.0 without, as Dr. Cook
wstified, “tremendous foaming problems in the plant . . .
coveral thousand gallons of stuff that's foaming up going all
aver the floor and going all over the plant. . . " {A231.3L,
1475). Warner-Jenkinson uses a different process by which it
can lower the pH to 5.0 1o destroy the triazene to a level
below FDA specifications without foaming the solution out of
the tank. {A1083). This is a result the 746 patent is unable to
achieve. (A1103-04). The use of a pH of 5.0 to destroy triazenc
was standard operating procedure at Warner-Jenkinson and
had been emploved by it even before 1982, When Warner-
Jenkinson adopted ultrafiltration, it continued its well-
established procedure of adjusting the pH to 5.0 to destroy
the triazene. (A1018, 1086, 1068, L161).

“The doctrine of prosecution history estoppel clearly limits
an interpretation of claim | so as to exclude that which has
been disclaimed or disavowed during prosecution in order to
obtain claim allowance. Standard Oil Co. v. American
Cyanamid Co., supra; Dixie USA. Inc. v. Infab Corp.. 927
F o4 584, 17 U.5.P.().2d 1968 (Fed. Cir. 1991, Although the
Booth et al. patent was distinguished on the basis that its pH
was “gbove . Hilton Davis clearly argued to the PTO as a

% laim 9 of Booth et &l in [act sayvs “from 9.0. U DAS06E, ATNM,
eol. 15, 1. 30
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basis for patentability the claimed range of pH of 6.0 t0 9.0t
overcome the rejection hased on obvipusness. The function of
pH in the 746 patent sccording to Dr. Cook is membrane
stability, i.e. not to let the acidity or basicity of the solution
degrade the membrane. The function of pH in Warner-
Jenkinson's process is speeifically to decompose the impurity
sriazene. Thus, Hilton Davis chose a narrow range of pre-
ferred pH of 7.0 (neutral) = 1.0 (the pH was exterded an ad-
ditional 1.0 above § to encompass the normal pH of the diazo
coupling solutien). {A1475). However. i claim was made to
a pH below 6.0 where serious foaming would oceur (A231-32,
1475), and wherc Warner-]enkinson operates.

The district court ruled that a pH of 9.0 meant 0.0, The
permanent injunction prohibits operation at 4 pH below 9.01.
[ADD4). But the district court accorded the lower limit of 6.0
a range of equivalents all the way down to an. (Ex. G, p
a24). There is nothing in the "746 patent or its prosecution that
in any way informs the public seeking to avoid infringement
of the "746 patent that a pH as low as 2.0 would be deemed to
infringe 6.0. Kinzenbaw v. Deere & Ca., 741 F.2d k3, 354,
s80 11.§.P.Q. 929, 933 {Fed. Cir. 1984): Prodyne Enters..
Inc. v. Julie Pomerantz, Inc.. 743 F.2d 1581, 1583, 223
U.5.P.Q. 477, 478 (Fed. Cir. 1984); Mannesmann Demag
Corp. v. Engineered \etals Prods. Co., 793 F.2d 1279, 1285,
230 U.5.P.Q. 45, 48 (Fed. Cir. 1986); Perkin-Elmer Corp. ¥
Westinghouse Electric Corp.. 522 F.2d 1528, 1532, 3
U.S.P.Q.2d 1321, 1324 {Fed. Cir. 1987): Penawalt Corp. v.
Durand-Wayland. Ine.. 533 F.od 831, 4 US.P.Q.2d 1737
(Fed. Cir. 1987} (en banc): Senmed, Ine. v Richard-Allen
Medical Indus.. Inc.. S88 F.2d S15. 821, 12 U.S.P.Q.2d
1508, 1513 (Fed. Cir. 1989).

Indeed. in the FTO, even if Hilton Davis had wanted to
claim a pH below 6.0, it could not do so, since the patentee

in the specification and cannot change the disclosure in away
contrary to its substance as filed. 37 C.F.R. § 1.118 { 1982).
The addition of an amendment claiming a pH below 6.0
would have constituted the prohibited addition of mew mat-
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wer. Ralston Purina Co. v. Far-Mar-Co. Inc., 772 F.2d 1570,
p07 U.6.P.Q. 177 (Fed. Cirn 1G85). By stating that the
amendment to the claims to include a pH of 6.0 to 8.0 found
“support . . . in the specification” (DX501, A2153), Hilton
Davis represented. as it must, that the amendment was
without the addition of new matter. Thus, the pH of 5.0
utilized by Warner-Jenkinson falls precisely into the range
that Hiltan Davis is estopped to claim. One cannot interpret
claim to be broader than what is contained in the specifica-
tion and claims as filed. The specification and prosecution
history require the claims to he limited. Tandon Corp. ¥, Intl
Trade Comm'n. 531 F.2d 1017, 1023, 1027, 4 USP.Q.Od
1283, 1298, 1291 (Fed. Cir. 1987).

a The Claims Are Limited To A Hydro-
ctatic Pressure OFf 200 To 400 Psig

The "746 patent states at column 6. lines 18-21:

The filtration is carried out under a hydrostatic
pressure of approximately 200 to 400 p.s.i.g applied
to the upstream side of the membrane.

At column 6, lines 57-38, it is stated that the reaction mixture
is “fed to an ultrafiltration unit where, under a presure of
approximately 200 to 400 p.s.i.g., supplied by a high pressure
centrifugal pump, the impurities are forced through the
membrane into the permeate . . . " There is no other
description in the specification or prosecution history as to the
meaning of 200 to 400 psig.

Hilton Davis took the position at trial that infringement
was present if there was a pressure in the range of 200 to 400
psig anyvwhere along any membrane length including even at
the very end. Warner-Jenkinson maintained that the patent
meant what it said, and that 200 to 400 psig as used in claim 1
could only mean the presure as supplied at the high pressure
pump, i.e.. at the inlet to the first membrane. Senmed. Inc.
v. Richard-Allen Medical Indus. Inc.. 888 F.2d 815, 519 n.5,
12 U.S.P.0Q.2d 1508, 1512 n.& (Fed. Cir. 1989) ("|A]n inven-
tor may not be heard to proffer an interpretation that waould
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alter the undisputed public record {claim. specification. pros-
soution history) and treat the claim as a ‘nose of wax.’ ") Al
the high pressure pump in Warner- Jenkinson's process, the
pressure is 500 psig, not 20H) to 400 psig. Hilton Davis asserted
that pressure had meaning only in terms of it being sufficient
to overcome the osmaotic pressure of the Muid being processed.
which in this case was about 180 psig. (ABT4-T5). According
1o Hilton Davis, after the osmotic pressure Wwis pvercome, dniy
pressure at which the membrane “functioned,” i.e.. did not
compact or collapse, was the “equivalent” of the claimed
range of 200 to 400 psig. [A228-29). The eourt in ruling on
post-trial motions held that pressures above 500 psig at the in-
let to the first membrane, ie., at the high pressure pump, did
not constitute an infringement. (Ex. (. p. 500. Thus, the
court’s decision was that an inlet pressure of 500 psig was the
“gquivalent” of 400 psig. But how is the public to know that
above 500 psig a claim limitation of 400 psig is not infringed.
but below 500 it is, i.e., that 400 psig is 500 psig?

Warner- Jenkinson selected its pressure of 500 psig based on
experimental work conducted for it by Osmonics, Carre. and
Pasilac (Niro) dating back to August, 1982. (A 1054-55, 1067).
A pressure range of 200 to 400 psig was expressly recited by
Hilton Davis in claim 1 of its patent as originally filed. Before
the PTO. Hilton Davis argued that the pressure range of 200
tp 400 psig was one of the "4 major differences” that
distinguished it from the prior art Booth et al. patent pressure
range of 25 to 200 psig. {The examiner failed to note that the
claimed range overlaps the prior art range exactly at 200 psig
and therefore no distinction over the prior art existed.)
{A480-81). There is nothing in the specification of the 746
patent or in its prosecution history that weould inform the
public that the claimed upper limit of 400 psig was no limit at
ol and that if the public, seeking to avoid infringement.
operated above 400 psig, they would nevertheless e sub-
jected to millions of dollars in damages for infringement.

As in the case of the pH limitation. Hilton Davis could not
have amended the claims of the patent to recite pressures
ahove 400 psig without the addition of prohibited new mat-
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ver. 37 C.F.R. §1.118 (1982} As in the case of the pH limata-
tion. Hilton Davis is estopped to interpret the claims to be
broader than what is contained in the specification and
claims as filed, Tandon Corp. V. Int1 Trade Comm'n. supra.
Warner-Jenkinson, as any member of the public, in determin-
ing that its process was not an infringement i entitled to rely
o the express limitation of the claims that 400 psig meant
what it said.

9. The Hvdrochloric Acid And Chloride
Limitations Also Were ot Met In War-
ner-Jenkinson's Process

Claim 1 of the "T46 patent requires in the case of both Red
«40 and Yellow 6 that the diazotization reaction b carried
put “in the presence af hydrochloric acid” and that the
resulting products be a *chloride.” See Ex. C. As a result, the
salt that is produced in the claimed proeess is sodium
chloride.

In Warner-Jenkinson's process. culfuric acid is employed in
the diazotization reaction (A1084) and the resulting product
thus is & sulphate and not & chloride. The salt which is pro-
duced is sodium sulfate not sodium chioride. (A1019). Sodium
<ulfate is more difficult to remove by ultrafiltration from the
dve reaction solution than is sodium chioride.

Hilton Davis contended that culfurie acid was the
equivalent of hydrochloric acid in that both were “strong
acids” and both were effective in accomplishing the diazotiza-
tion reaction. Warner-Jenkinson’s  witmess. Dr.  Solter,
however, testified that \Warner-Jenkinson received improved
results through the use of sulfuric acid including getting faster
reactions, more concentrated solutions. and the ability to
operate at higher temperatures vhan with hyvdrochloric acid.
Warner-Jenkinson was using sulfuric acid in its process well
prior to the existence of the Hilton Davis patent. (A1083-99).

As in the case of the other process parameters, there wiks no
evidence that Warner-Jenkinson sought to avail itsell of the
benefits of the Hilton Davis patent by barely avoiding the
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literal language of the claims. See, London v. Carson Firde
Scott & Co.. 946 F.2d 1534, 1538, 20 U.5.P.Q.2d 1456, 1458
{Fed. Cir. 1991): Lear Siegler. Inc. v. Sealy Martress Co, 8573
F.2d 1422, 1425, 10 U.5.P.Q.2d 1767, 1770 {Fed. Cir. 1989).
This was part of Warner-Jenkinson's process vears prior to the
‘T46 patent.

D. The 746 Patent Exists In A Very Crowded An

The art of ultrafiltration including ultrafiltration of dye
reaction solutions was well developed prior to Hilton Dawvis.
Hilton Davis cited eight references to the PTO. At trial. an
additional 12 references were cited. As discussed more Fully i
the validity section of this Brief. a British patent had issued in
1972 to Ciba-Geigy (DX513. AZ362), which disclosed the use
of semipermeable membranes having pore sizes in the range
of 2 to 100 Angstrom diameter for ultrafiltration of azo dve
coupling solutions. The British ‘835 patent recommended pH
values of 3 to 9 to avoid degradation of the membrane, The
patent recommended hydrostatic pressure from 3 to 100 at-
mospheres and, preferably, 20 to 50 atmospheres. An at-
mosphere is approximately 15 psig and thus the preferred
range extended from 300 to 750 psig. Hilton Davis claimed
narrower ranges within the prior art ranges.* Anyv competitor,
including Warner-Jenkinson. <hould reasonably be entitled to
believe that it could operate outside the boundaries of the
elaimed ranges and in the broader ranges of the prior art.

E. Dependent Claims 2. 3. 15 And 14 Are Not
Infringed
Claims 2, 3. 13, and 14 are all dependent on elaim 1.
Claim 3 is dependent on claim 2. Since claim 1 is not in-
fringed. none of the dependent claims is infringed. Wahpeton
Canvas Co. v. Frontier, Inc.. 870 F.2d 1546, 10 U.5.P.Q.2d
1201 {Fed. Cir. 1988). Moreover, claim 2 calls for a specific
membrane material, Just as in the case of membrane pore

3 Pare Size 'PH Pressure
British 558 2. 100A 1.8 45,1500 psig
Hiltap Dhavi 5154 /-9 -4 peig
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sige, no objective evidence was submitted demonstrating the
composition of the specific Desal membrane used by Warner-
Jenkinson. only conjecture and speculation.  (A400-01.
=46-84). Accordingly, the judgment of infringement of these
claims also cannot stand.

F. Conclusion Of No Infringement Under The
Equitable Doctrine of Equivalents

inherent in our claim-based patent system is the principle
that the protected invention is what the claims say it is, and
this the infringement can be avoided by avoiding the lan-
auage of the claims. Slimjold Mfg. Co. v. Kinkead Indus..
TR a2 F.od 1453, 1457, 18 U.S.P.Q.2d 1542, 1846 (Fed.
Cir. 1991}, This is a case where ihe claims mean what they
sav. These claims equitably cannot be applied to Warner-
Jenkinson's [rocess which was totally independently
developed and in commercial operation before it even knew
of the 746 patemnt

Once the claims are properly constried in light of the
specification and prosecution history, neither the district
court nor any reasonable jury could have found that they
cover Warner-Jenkinson s prOCESS. Senmed. Ine, v. Richard-
Allen Medical Indus.. Ine.. surpd.

1. Claims 1. 2. 3, 13, And 14 Of The ‘746 Patent Are In-
valid
A. The Ultimate Conclusion Of Patent Validity,
Including Obviousness, s One Of Law
The ultimate conclusion of patent validity, including the
conclusion of obviousness, is one of law to be determined
from the facts and is to be reviewed for correctness or Crror ds
a matter of law. 5See. Ponduit Corp. v. Dennison Mfg. Co..
810 F.2d 1561, 1566-68, 1 U.5.P.0Q.2d 1583, 1585-97 (Fed.
Cir. 1987 Sjolund v. Musland, 847 F.2d 1573, 1580, 6
U.5.P.Q.2d 2020, 2026 (Fed. Cir, 1988).



B. Hilton Davis Has Disavowed Any Patentahle
Distinction Between The =46 Patemt Claims
And Booth et al. Cited By The FTO

Hilton Davis’ patent agent argued “four major differences”
between Booth et al. and the Hilton Davis process, and the
Examiner required the claims to be amended to recite the
asserted pH difference to distinguish the prior art. The claims
thus were allowed. At trial, however, in order to prove its
case of infringement, Hilton Davis abandoned the signili-
cance of both pH and pressure as critical to the operation of
the ultrafiltration process. (ABB0-61, AZ28, AZ3Z). Thus. the
very basis on which Hilton Davis asserted patentability over
the prior art in the PTO was disavowed at trial, and thus the
Examiner's rejection of the claims of the 746 patent as being
merely the application of a known process of purification of
azo dve solutions with no unexpected or wnobvious results is
again applicable. Hilton Davis pesition at trial is direetly
contrary to its position in the PTO. and neither the district
court nor any reasonable jury could read claim 1 both to be
valid and infringed by Warner-Jenkinson. Lemelson v.
Ceneral Mills, Inc., 968 F.2d 1202, 1208, 23 U.S.P.Q.2d
1284, 1989 (Fed. Cir. 1592).

Hilton Davis position violates the fundamental rule that
daims cannot be construed one way in order to obtain their
allowance and in a contrary Way against alleged infringers.
Tandon Corp. v. Int1 Trade Comm'n, 331 F.2d 1017, 1021, 4
U.S.P.0.2d 1283, 1286 (Fed. Cir. 1957).

C. 1f There Is A Patentable Process, Then It Is
The Invention Of Osmonics, Not Hilton Davis

Dr. Cook stated that as of August, 1982, he knew nothing
about ultrafiltration and relied entirely on Osmonies’ expet-
tise. (A1T8-79, 414-29, 14458-52). He stated on repeated oova-
sions that the membrane, pressures, and pH were all recom-
mended to him by Osmonics. {A423.24, 226, 451-52, 509-10).
Osmonics selected the membranes o use. selected the

wres at which to run them, and told Hilton Davis that
the pH of the solution chould be in the range of 2 to 5.
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(A422-25). at 15 well settled that one who merely suggests an
ichea of @ result to be accomplished rather than the means of
accomplishing it 1s not an inventor. See. ¢.g., Poinler V. Six
Wheel Corp., 177 F.2d 153, 83 U.S.P.Q. 43 (fth Cir. 1048),
quoting Agawan Woolen Co. v. Jordan, 74 U.8. 563, 602-03,
i9 L.Ed. 177 (1868); Intl Carrier-Call & Television Cuarf. V.
RCA. 142 F.2d 493, 61 US.P.Q. 392 (2d Cir. 1944).

In Morgan v. Mirseh, 728 F.2d 1448, 201 U.5.P.Q. 18]
{Fed. Cir. 1984), this court similarly examined ‘he evidence
and found that “Morgan did not make the irvention. He only

the problem.” Submission of suceessive samples which
Morgan criticized until he finally got what e wanted was
found not to be inventorship. Here, as in Moraan v. Hirsch.
the judge and jury have confused Dr. Cook’s entrepreneur-
ship with Osmonics inventorship.

The claims in issue are not to the broad concept of using
ultrafiltration to purify FD&L Red #40 and Yellow #6 solu-
tions. Rather, the broad concept was rejected by the PTO as
abvious in view of Booth et al. Mr, Webb agreed with the
PTO and responded that the claims were distinguishable from
Booth et al. only on the basis of four allegediy critical process
parameters. However, pach of those process pai ameLErs came
from Osmonics and not from Hilton Davis. (A1Z31-28, 1487).
If there were a patentable process. Hilton Davis did not in-
vent it, Osmonies did. 35 U.5.C. § 101.

D. Wamer-Jenkinson's Own Eatlier Work With
(Osmonics In Purifving FD&C Hed #40 By Ul-
trafiltration Is Prior Art Under 35 U.S.C.

§ 102(g)

On August 17-19, 1982, Osmonics ultrafiltered Warner-
Jenkinson's FD&C Hed #40 dye coupling solution to FEmOve
the impurities therefrom one week prior 1o Hilton Dawvis.
Thereafter, Warner-Jenkinson investigated ultrafiltration of
all its dyes, revised their chemistry to rmake them even better
for witrafiltration, and ultimately commercialized all of its
synthetic dyes produced by ultrafiltration. including Hed #40
in September, 1986. Although Warner-Jenkinson like Hilton
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Davis kept the details of its process secret, that does not dis-
qualify it as § 102{g) prior art. Making the invention publicly
known require only that the public enjoy the benefits or the
use of the prior invenuon nol that they know the detatls of the
process. Engaging in activities designed to bring about public
or commercial use of the invention is all that is needed. Del
Mar Fng'g Labsv. United States. 524 F.2d 1175, 1185, 186
U.5.P.Q. 42, 4748 (L. Cls. 1975): Friction Div. Prods.. Inc.
v. E. 1. DuPont de Nemaurs & Co.. 658 F. Supp. 996, 1014
(D. Del. 1987), aff d, No. 59-1187 (Fed. Cir, July 24, 1959)
‘unpublished). This Warnes-Jenkinson clearly did. Thus.
Warner-Jenkinson's work at Osmonics s § 102(R prior art.
including for purposes of § 103. £. I. DuPant de Nemours @
Co. v. Phillips Petroleum Co.. %40 F.2d 1430, 7 U.S.P.Q.2d
1129 (Fed. Cir. 1988). W arner-Jenkinson thus practices what
is in the prior art, S, what it nd Osmonics first ereated.

E. Claims 1, 2,3, 13, And 14 Are Invalid As Oh-
Vimus

l. The District Court's Holding Was Based
On An Erroneous Interpretation Of The
“Claimed Subject Matter”

“i-im interpretation is a question of law and review is
vk efore plenary. Intervet Am., Inc. v. Kee-Vet Labs.. Inc.,
§§7 F.2. w50, 1I U.sP.Q.2d 147 {Fed. Cir. 1989
Senmed. (neo v, Bichard-Alln Medical [ndus.. Inc.. 558
F.2d 815. 818, 12 U.8.P.0Q.2d 1508, 1511 (Fed. Cir. 1959}
The district court’s obyiousmess analysis was flawed because
of its erroneous construction of the claims. None of the limita-
tions impliedly relied upon by the jury and explicitly relied
upon by the distriet court are found in the claims. Even if the
question of obviousness can be submitted to a jury, where the
claim interpretation necessary to support a conclusion of pat-
ent validity cannot be supported by the record, the inter-

ation asserted by Hilton Davis, necessarily arrived at by
the jury, and adopted by the district court. cannat stand.
Senmed. supra.
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Hilton Davis argued to the jury and the district court ac-
cepted Hilton Davis’ argument that “plaintiff was the first to
succesifully achieve a commercially viable continuous process
for purifying FD&U Red #40 and FD&C Yellow i food dyes
to FDA purity levels directly from the coupling solution
without an intervening salting out step.” (Exhibit G p. 46).
However, those limitations, not appearing in the claims, can:
not be relied upon to distinguish the prior art.

Under Graham. it is the obviousness of the “claimed sub-
ject matter” which must hee determined, Courts cannot alter
what the patentee has chosen to clatm as the invention, Thus,
“where a specification does not require a limitation. that
limitation should not be read from the specification into the
datms.” E. 1. DuPont de Nemours o Co. v. Phillips
Petroleum Co.. B49 Foad 1430, 1433, 7 USI ©Q.2d 11289,
1131 (Fed. Cir. 1988): Speciglty Composifes V. Cabot Comp..
845 F.2d 981, 987, 6 U.5.P.Q.2d 1601, 1605 (Fed. Cir. 1988);
Sjolund v. Musland, 847 F.2d 1573, 1581, & U.5.P.Q.2d
D20, 2027-28 (Fed. Cir. 1955) (Jury may not read limitations
from the specification into the claims.). That specific ex-
amples. particular limitations, or embodiments appedr in the
specification does not mean that the claims are imbued with
those limitations. Loctite Corp. v. Ultrascal Led.. 781 F.2d
§61. 867, 028 U S.P.Q. 90, 93 (Fed. Cir. 1985).

a. The Non-Existent “FD&C™ Limitation

There is nothing in claim 1 of the 746 patent which limits
it to food, drug, and cosmetic FDE&C™) dves certitied by the
FDA (A441-42). The dyes are recited by chemical formula
and nothing more. Claim 1 recites five dves. Only two of
them are now certified as FD&C dyes by the FDA, Hed #2
was once certified but has been banned for food use in the
U.5. sinee 1976, (A443-46). Carmoisine is not a food dye. Dr.
Cook admitted that Red #2 and Carmoisine had non-food ap-
plications, for example, in dyeing textile and paper.
(A448-47). D&C Yellow #10 also within the literal terms of
claim | is approved only for non-food applications (A447). In
such applications. they would not be “FD&C dyes.” Thus,
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claim | encompasses within its literal scope dyes which are
not “FD&C™ dyes, and claim | is not so limited.

b. The Non-Existent “FDA Furity
Level” Limitation

Although the specification describses purification of the dyes
in terms of FDA purity levels, the claims of the patent are not
limited to any purity specification, FDA or ot herwise
(A447-53). The only limitation in the claims is that the dye
solutions be purified to approximately 0% purity. Dr. Cook
admitted that a dye could be 80% pure and still not meet
FDA specifications (A453). The “FDA specifications” thus are
ot @ limitation of the claims.

¢. The Non-Existent “Directly From
The Coupling Solution Without An
Intervening Salting Out Step”
Limitation

Hilton Davis convinced the district court that claim 1 was
limited to a process wherein the dve reaction solution was
uitrafiltered directly without in intervening salting out step
(Ex. G. p. 43, 46). However, claim | of the ‘746 patent was
drafted specifically to eliminafe that as a limitation and in-
clude as an alternative, an intervening salting out step. The
ward “directly” was removed in the CIP claim 1. See Exhibit
D. Simultaneously, the specification was amended in (wo
places to state that the coupling solution could be either
directly ultrafiltered or first salted out and then redissolved in
water (“an agqueous solution of the reaction misture ) and the
resulting aqueous solution ultrafiltered. (See Ex. A, col. 2. L
46-53; col. 6, 1. B1-63}.

At trial, Hilton Davis engaged in an attempted revision of
history by having Dr- Cook testify that the words used in
claim | meant only “directly” — the very term that had been
removed from the elaim. In Senmed. Inc. v. Richard-Allen
Medical Indus.. [ne.. 888 F.2d 815, B9, 12 U.S.P.Q.2d
1508, 1512 (Fed. Cir. 1988), this court condemned such
~semantic antics” and rejected the inventor's self-serving post
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hoc opinion testimony on the legal question of whether the
claim shouid have a different meaning. “[Ajn inventor may
not be heard to proffer an interpretation that would alter the
undisputed public record iclaim, specification. prosecution
historv) and treat the claim as a nose of wax' ", citing White
v, Dunbar, 119 U.5. 47, 51.52, 7 5. Ct. 71, 74-75. 30 L.Ed.
303 (1886).

None of the asserted limitations. not present in the claims,
can be relied upon to distinguish the “claimed subject matter”
from the prior ar.

3. The Claims In Lsue (M The 746 Patent
When Properly Interpreted Would
Have Been Obvious To One 0OF Or-

dinary Skill
a. Scope And Content 0f The Frior
Art

{1} Booth et al. (DX506, A2209)

Booth et al. cited by the PTO discloses directly subjecting
dye reaction mistures to ultrafiltration to remove bot
organic impurities and inorganic salt. (Col. 2, 1. 7-17). Booth
ot al. states that it is of special interest to femove organic im-
purities (and in many cases the inorganic impurities) as com-
pletely as possible when the finished product is to be used asa
non-absorbable colorant for edibles. (Col. 2. 1. 7-46). Final
organic impurity levels of less than 3000 ppm [0.5%] (base
colorant) are recited. (Col. 2 1. 36-37). The inorganic salts
are removed to less than 1%, (Col. 7. 1. 14-14). Thus, the dve
reaction solutions are purified to greater than “90% purity.”

In the PTO, Hilton Davis attempted to distinguish Booth et
al. claiming “four major differences.” The Examiner i
the elaims to recite all four of the alleged differences. One dif-
ference was the pH of 6.0 to 9.0 in alleged contrast to Booth
ot al.'s asserted pH of above 9. However, Dr. Cook testified at
trial that the pH of the solution had minimal effect on the
operation of the process {A232) and that the process
perfectly well at pH's above 9 or below 9. (A481-83, 1475}
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Thus, in the PTO, to obtain the patent, theie was a = najor
difference.” At trial, in an attempt to prove a case of infringe-
ment, there was no difference. (AL4T1-T8).

The second alleged “major difference” was the pressure of
approximately a0 to 400 psig in alleged contrast to Booth et
al.’s 25 to 200 psig. Obviously there is no distinction because
the ranges overlap at 200 psig. { A480-81), Moreover Hilton
Davis' testimony wias that the only function af pressure was to
overcome the osmotic pressure. (A228, 574-T5. sa0-91). In
Booth ot al.. the presure obviously overcomes the psmotic

EPE.

The third alleged “major difference” was that Booth et al.
added salt to the feed to abave 1% by weight which Booth e
al. found improved the initial purification process. After
removal of the other impurities. there was no galt addition
and the salt content of the retentate dropped well below 17
by continued altrafiltration just as in the "T46 patent. (Caol. G,
1. 66 through col. 7. L. 17). Again, there is no difference.
There is nothing in the claims of the “T46 patent which ex-
clude the addition of salt.

The final alleged “major difference” was that the Booth
al. dve molecules were relatively large. This is true, bt that
is the enly “difference,” and it is easily handled by ap-
propriate membrane selection. (DX544. A2575). The prior ant
shows that it is an obvious difference.

(2} Osmonics Bulletin No. 109
(DX544. A25T5)

The Osmonics Bulletin No. 109 is conceded to be prior art.
Although it was cited to the PTO, the Examiner never &p-
plied it to the claims. Osmonics Bulletin No. 109 teaches that
where it is desired to have a malecular weight cut off of 400
for organics that membranes having nominal pore sizes of B
Angstroms (within the caimed range of 5 to 13 Angstroms]
may be used. The Osmonics” bulletin teaches nominal pore
sizes of 3 Angstroms for a molecular weight cutoff of 200 up
to 11 Angstroms for a molecular weight cut off of 600. These
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are the very same molecilar sizes found in the claimed dye
coupling solutions, ie. dve molecules around 500 and
impurities around 2.

Further. the Osmonics bulletin teaches that operating
pressures of 200 to #00 psig may be used with these mem:-
branes and teaches that the membrane “has high stability be-
yween pH 2 and B and is used al other pH's depending on
economics.” (A2575).

Osmonics obviously applied this prior art knowledge when
it selected the membranes for the Warner-Jenkinson and
Hilton Davis application tests in August, 1942. 1t had no dif-
ficulty in selecting membranes of a pore size to filter im-
purities from the “relatively small” Red #40 molecules. The
muobecule size is not an unobvious difference.

(3)  British Patent 1,359,808
(DX513, AZI6L)

Were there any doubt, the British ‘898 patent issued in
1972 teaches that dye coupling solutions, including specifical-
ly azo dve coupling solutions, may be directly ultrafiltered to
sliminate the use of the salting out purification process to give
impitrity free preparations p- 1. 1.2 through p. 2, 1. 5.
The British '898 patent teaches the use of semipermeable
membranes having pore sizes in the range of 2 to 100
Angstroms, pH values of 3109, and preferred pressures of 300
to 750 psig to achieve purification of “up to 9% , i.e., until
the ultrafiltrate is free of undesired substanees.” (p. 2. 1.
14-56) (ABTB-86, TI8-43).

Hilton Davis attempted to distinguish the British "898 pat-
ent on the basis that it did not teach directly ultrafiltering the
coupling solution. However, as set forth above, there s no
limitation in claim 1 of the 746 patent requiring direct
ultrafiltration. Further, the British 'R0 patent teaches bath
alternatives, i.e., direct ultrafiltration of the coupling salu-
tion or with an intervening salting out step identical to what
is set forth at column 2, lines 46-54. of the 746 patent. Hilton
Davis' Dr. Cook agreed. {A458-T6, 483).

45



h. The “Differences” Between The
Prior Art And The Claimed Sub-
ject Matter Do No Make An Old
Process Unobvious

The only true “difference” is that the prior art does not
disclose the application of ultrafiltration to these specific
starting materials, FD&C Red #40 and FD&EC Yellow #6.
However, as Dr. Cook admitted, the 598 British patent
specifically discloses the purification of azo dve coupling solu-
vions to high levels of purity, including dye molecules very
close to Red #40 amd Yellow #6 in size. { A4T73-76). Even 0.
the selection of a staring material to be processed. even
where new (which these materials admittedly are not). does
ot make the process unobvious and patentable. Selection of
the starting material, even if not obvious, is not a category of
patentable invention. Application of Kanter. 200 F.2d 249.
b5l (C.C.P.A. 1088); Application of Larscn. 2an F.2d 531,
535 (C.C.F-A. 1961): Application af Albertson. 4992 F.2d 379,
982 (C.C.P.A. 1964): In r¢ Durden, 763 F.2d 1406, 1410
{Fed. Cir. 1985).

The claimed ranges of numerical value overlap the prior art.
In re Malagari, 499 F.2d 1297, 1302.03 (C.C.PA. 1974); In
re Ornitz, 351 F.2d 1013, 1017 (C.C.P.A. 1965, Patentabili-
ty cannot be founded on the alleged differences in ranges
unless the particular range is shown to be critical generally by
showing that the claimed range achieves unexpected results
relative to the prior art rangc. Cardner v. TEC Sys.. Inc..
-25 F.2d 1338, 220 US.P.Q. 777 (Fed. Cir. 1984); In ¢
Woodruff, 919 F.2d 1575 (Fed. Cir, 1990); In re Aller. 220
F.od 454 (C.C.P.A. 1955). Even the selection of an optimum
value of a variable within a prior art FAREE is deemed within
the skill of the art. In re Boesch, 617 F.2d 972 (C.C.P.A.
1980). Neither in the PTO nor at trial did Hilton Davis ever
asert unexpected results, and there are nowe [A1175-83,
14R5-87, T26-27, 732, T43. T§7. §78-80). When (smonics was
told what was to be accomplished. it was 09% certain that
their membranes would do the job. (A1178, 1183).
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e, Level Of Skill In The Art Of
Ultrafiltration Purification 1s The
Relevant Test, Not Dve Making

Plaintilf argued that the level of skill in the art was that of
a dve chemist and that dye chemists (Drs. Rebhahn and
Cook) would have little or no knowledge of ultrafiltration
processes (which they did not). Warner-Jenkinson testified
that was the wrong “art” and that the proper inguiry was the
bevel of skill in the relevant art which is that of purification by
ultrafiliration. The district court erronecusly accepted Hilton
Davis position. (Ex. G, p. 48 The elaims of the Hilton
Davis patent are directed to a proces far purification. The
relevant art is “defined by the nature of the problem con-
fronting the would-be inventor.” Ryko Mfg. Co. v. Nu-Star.
Inc.. 950 F.2d 714, 716, 21 U.S.P.Q.2d 1053, 1055 (Fed. Cir.
1991). That is the art of purification by ultrafiltration/ reverse
osmosis, not dye chemistry, Indeed, Dr. Cook, the dye
chemist. went to Osmonics for their expertise. iA4l4, 416,
421, 425. 429, 1448-52). The only testimony regarding the
level of skill in the refevant art is that workers would have
Masters and Ph.D, degrees in chemistry and engineering and
from two to ten vears or more of experience in ultrafiltration.
{ATR0-82). Thus, the level of skill was very high. Those peo-
ple. such as the emplovees of Osmonies, would have no dif-
ficulty in selecting 2 membrane of proper pore size for these
size dve molecules. and adopting pH and pressure as recom-
mended in the prior ant to ultrafilter these dve solutions.

d. The Conclusion OF Obviousness

When the prior art is examined against the correct level of
skill in the art and the correct legal standard is applied. it is
clear that the well-known process of ultrafiltration using
establisied and well-known processing conditions Lo purify
certain dve solutions is all that has been claimed in the 746
patent. One need only refer to the testimony of the Osmonics
emplovees. Messrs. Spatz and Gach, who testified that when
both Warner-Jenkinson and Hilton Davis asked whether or
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not the dyes could be purified by ultrafiltration. they were
certaln that they could. (ALL78, 1183, 1212, 1233. Cj. In re
Merck & Co.. 800 F.2d 1081, 1097, 2531 U.s.P.Q. 375 50
{Fed. Cir. 1986) {“Obviousness does not require absolute
predictability.”] To those skilled in the relevant art. the wlec-
Hon of the process parameters of membrane pore size, ph,
and pressure would have been and was whally obvious.

4. Claims 2, 3, 13, And 14 Were Nt
rately Argued To Be Valid If Claim
1 Was Not Valid

Claims 2. 3. 13, and 14 were not separately argued to be
valid if claim 1 was not valid. Gardner v. TEC Sys.. Inc.. 715
Fod 1338, 1350, 220 U.S.P.Q. 777, 786 (Fed. Cir. 1984) 160
banc). Claim 2 is directed merely to the membrane material
being composed of collulose acetate or a polyamide, i.e.
nylon. Bath materials are disclosed as suitable semipermeable
membranes in British ‘#08. (DX513, p. 2. L 25.30. AXIED
(A735-36). Claim 3, dependent on claim 2. iy directed 1o
maintaining the concentration of the solution in the range of
5 to 25 weight percent by recveling the concentrate and ad-
ding water thereto. This is likewise disclosed in the British
‘598 patent. (DX513, p. 2, 1. 46-53: p. 3. 1. 4559, A2363-64)
(AT33-41). Claims 13 and 14 add nothing to claim | and are
not valid on the same basis that claim 1 is not walid.
(AT41-42).
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i, Conclusion

When the decisions of this court are properly applied and
the claims are properly construed as a matter of law, it is ap-
parent that there are no equities which invoke the docinine
equivalents, that Hilton Davis has failed to carry its burden of
proof of infringement, and vhat Warner-Jenkinson has clearly
and convincingly proved the abvigusness of the claimed sub-
joct matter 0 light of the prioe art. including \arner-
Jenkinson's own carlier work at Osmonies and Hilton Davis
admissions at trial, and that even if there is an invention in
the process. it came from Osmonics and nat Hilton Dawis.

This court is respectfully request ed to enter an order PEvers:
ing the decision of the district court on the isswes of infringe-

ment and patent validity.
Respectfully submitted.

]- ROBERT CHAMBERS
Wood, Herron & Evans
2700 Carew Tower
Cincinnati. Ohio 45202
(513) 241-2324
Attorney for Defendant-Appellant
W ARNER-JENKINSON COMPANY. INC.
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