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INTRODUCTION
The PTO analytic approach to the § 101 issue is improper because it distorts

claim 15 by deleting some language and ignoring other language that is in the claim,
and by imputing from the specification algorithms not recited in the claim. This
approach is contrary to Diamond v. Diehr, 450U 5. 175, 209 USPQ 1 (1981) which
requires considering the claim as a whole. Itis also improper under fn re Freeman,
571 F.2d 1237, 197 USPQ 464 (CCPA 1978) to impute algorithms into the claim
from the specification to make the claim recite a mathematical algorithm.

As a whole (as written), claim 15 is directed to a machine which performs a
technologically and useful function: rasterization of digitized waveforms. Although
this overall function is old, the panticular combination of elements recited in the
claim is new, as determined by the Examiner. This claim 15 is drawn to specific
apparatus distiner from other apparatus capable of performing the same overall
function.

The PTO appears to insist that the individual elements of claim 15 must
distinguish over other (non-prior ant) "apparatus capable of performing the identical
functions.” If so, that requirement would reintroduce notions of novelty to the § 101
analysis, impermissibly under Diamond v. Diehr, 450 U.S, at 187, 209 USPQ at 8.

Giving Section 112 1 6 its intended meaning, it is unnccessary 1o read
limitations into the claim from the specification to determine that a claim to a

combination in means-plus-function has a limited scope.



L The PTO's Analytical Approach is lmproper

Claim 15 is directed to a machine, plainly statutory subject matter under 35
U.S.C. & 101. Disregarding ‘s plain meaning, the PTO's approach distorts Alappat
claim 15 into what it is not: merely an algonithm, This approach is summarized
thusly:

. Disregard the apparatus character of preamble:
2, Excise the “means for” language of the individual claim elements;

3 Construe the claim as broad enough to read on a programmed

computer;

4. Impute algorithms from the specification into the remaining claim
language: and

5. Construe the reformulated claim to see if it is statutory, ignoring the

recited signal processing function (conversion of time-sampled
waveforms into anti-aliased pixel intensities for raster display) and
emphasizing the mathematical aspects of the supporting disclosure
(again by reference 1o the specification).
The amicus brief of Seagate Technology Inc. (STI) leaves in the “means
for” language. but otherwise follows essentially the same analysis (STI Br. 6-7) and

reaches the same result (STI Br. 12).
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A.  ThePTO Disregards the Recited Apparatus Character of the Claims

The PTO cites [n re Prater, 415 F.2d 1393, 1404-05, 162 USFQ 341, 550-
551 (CCPA 1969) ("Prarer 117} for the proposition that, during prosecution, claim
language is given its broadest reasonable interpretation, and limitations appearing in
the specification are not to be read into the claims. (FTO Br. B)

The PTO ignores, however, the holding of Praser 11--that apparatus claim 10
1o a system for spectrographic analysis was pgrse statutory subject marter as directed
10 8 machine within the meaning of 35 U.5.C. § 101. This invention was claimed in
means-plus-function format broad enough to cover a programmed general purpose
computer, as well as the electromechanical machine disclosed in the specification.
The corresponding process claims were held not patentable under § 11292 because
they did not expressly recite limitations to a "machine process.” The Court
distinguished the apparatus claim as being directed to a machine on the basis of its
means-plus-function language, as expressly permitied by the third (now sixth)
paragraph of 35 U.S.C. § 112. 415 F.2d at 1406, 162 USPQ at 551-552.

In this case, under the rubric of "broadest interpretation,” the PTO disregards
recitals in claim 15 that make clear that what is claimed is. literally, a machine.
Merely giving effect to what is recited in the claim -- the preambile, the “means for”
terms, and the recited conversion of digitized waveforms into rasterized pixel
intensities-- establish that the claim is directed to a "machine” within the meaning

of § 101, This interpretation would be sufficient and nothing would need to be read



into the claim to reach this result under Prater [1.

Prarer 11 has never been overruled, As fashions change, the formulation of
the question of statutory subject matter of computer related inventions has changed—
from “mental step” to "mathematical algorithm.” But that does not discredit the
holding in Prater 1. On the contrarsy, that holding is consistent with current
controlling case law.

In re Noll. 545 F.2d 141, 191 USPQ 721 (CCPA 1976), cert. den. 434 U.S.
875, 195 USPQ 465 (1977) is a post-Benson case holding that claims very similar
to those now on appeal were statutory. The recital of “N-bit storage devices" in the
Noll claim is a weak basis for distinguishing that case. (See PTO Br.d3). Any

digital computer contains N-bit storage devices as recited in Noll

0 The PTC Di lai
. i hori

The PTO did not consider Diamand v. Diehr, 450 U.S. 175, 209 USPQ |
{1981}, either in the Board decisions or in the FTO brief, The Supreme Court held
algorithm-hased software-implemented claims to a method for controlling rubber
molding to be statutory. The Supreme Court stated: "claims must be considered as
whole. It is inappropriate to dissect the claims into old and new elements and then
ignore the presence of the old elements in the [§ 101] analysis.” 450U.5. at 188,209

LSPO an 9.



Rather than dissecting the claims into old and new pans, the FTO now
dissects them differently. The PTO analysis now disregards the apparatus character
of the preamble and excises the “means for” apparatus terminclogy of the Alappat
claim eleinents.

This approach is contrary 1o the Supreme Court's mandate that the “claims
must be considered as a whole.” Diehr, supra.; See Grahamv. John Deere, 383 u.s.
1,32, 148 USPQ 459, 472 (1966). Itis inconsistent with Federal Circuit and CCPA
d=cisions which uniformly dictate that the claims must be considered as a whole. In
re Iwahaski. 888 F.2d 1370, 1375, 12 USPQ2d 1908, 1911 (Fed. Cir. 1989) {quoting
Walrer), In re Abele, 684 F.2d 902, 907, 214 USPQ 682, 687 (CCPA 1982) (quoting

Sarkar). And the PTO approach leads to a conclusion opposite Prater IL

C.  WhetheraClaim Could Covera Programmed Computer is lorelevant

The Board found that claim 15 could cover a programmed computer.
Appellants do not disagree. Indeed, they would hope so. Microprocessors might
soon be fast and cheap enough to provide a practical implementation of their
invention--the best mode of which is now the hardware disclosed in the application.
Aside from speed and performance, programmed computers can routinely be
substituted for special purpose digital circuitry. After all. a general purpose
computer is essentially a generalized digital circuit configured to a special purpose

by programming (See STI Br. 6, n. 3).



That a claim could cover a programmed computer, however, does not make
it a legal pariah. Diehr states: "a claim drawn to subject matter otherwise statutory
does not become nonstatutory simply because it uses a mathematical formula,
compuler program or digital computer.” 450 U.5. at 187, 209 USPQ at 8.

Mareover, a means-plus-function claim is not legally unlimited in scope.

. cection 1129 6 Limis Means-Plus-Function Claims E Without | :

i | Limitations e Specifications.

A MMMW

The § 101 statutory subject question asks: What does the claim cover?--a
statutory class (machine, process) or merely a mathematical algorithm?

This issue necessarily requires the claim to be construed--not  for
infringement but for siatutory subject matter. Presumably, the PTO always does
this in the first instance during examination.

Section 1129 s a statutory rule of claim construction that does two things:

1. reversing Halliburton, § 112 6 sustains validity: a
combination claim is not invalid because its elements define
the inventicn in merely functional terms -- what it does rather

than what it is; and

i

it dictates how a clrim element stated in means-plus-form is

to be construed.



Thus, we have a non-infringement issue that requires the PTO to construe
the claims and we have a statutory rule of claim construction in§ 1121 6.

The threshold question can be put simply: Does § 11296 apply in any way
to claim construction (or "interpretation”) by the FTO, or is the PTO free to ignore
§ 11296 aliogether?

Meither the Patent Act nor Federico nor Zinn says that § 112 1 6 applies
exclusively to infringement or that FTO is exempt from its strictures. This silence
implies that the PTO must apply § 112 9 6 in construing (or "interpreting”) claims.
The Ifwahashi case states: "Section 112 1 6 cannot be ignored when a claim is
before the PTO any more than when it is before the courts in an issued patent.” 888

F.2d at 1375, n. 1, 12 USPQ2d at 1911, n. L.

B The P 8 1129 6 is 1o Preclude Giving Means-plus-Functi
Clai Unduly Broad 1 .

The PTO excises the "means for” terms of claim 15 and ignores the apparatus
character of such terms and their supponing disclosure. It thereby construes the
claims so as o be unduly broad and to exceed the disclosure—i.e., as universally
applicablz algorithms rather than a machine operating according to algorithms. This
approach is contrary to the basic intent and purpose of § 1121 6 as acknowledged
by the PTO.

The PTO argues that "§ 112, 1 6 was enacted to implement the reverse



doctrine of equivalents as a solution to the problem of undue breadth in Halliburton,
rather than to define the invention over the prior art.” (PTO Br. 28). The FTO also
states "the intent of § 112 96 [is] o allow claiming in means-plus-function format
that exceeds the scope of the enabling disclosure.” (FTO Br. 29)

Accepting these propositions, note that these are not infringement concems
but matters of claim patentability--first and foremost the province of the FTO.
Moreover, the intent and purpose of § 1127 6, as acknowledged by the PTO,
implies that claims in means-plus-function format are not to be construed 50 as to be
unduly broad or 10 exceed the scope of disclosure. Yet that kind of construction is
the linchpin of the PTO analysis of claim 15.

If the threshold answer is that the PTO cannot ignore § 112 16, then the

question remains: How to apply § 112767

Prior to the 1980's, many agreed with the PTO view that means-plus-
function claims should be interpreted broadly, both in examination and infringement.
Practitioners routinely drafted means-plus-function claims, thinking that such claims

would be construed in infringement to cover virually any means for performing the



recited functions. Recently, however, this Court has laid those hopes Lo rest in cases
like Texas Instruments, Inc. v. U5, Inin’l Trade Comm’n, 846 F.2d 1369, 6 USPQ
2d 1886 (Fed.Cir, 1988); eh. den. 7 USPQ 2d 1414 (Fed. Cir. 1988) and Pennwalr
Corp. v. Durand-Wayland, 833 F.2d 931, 4 USPQ 2d 1737 (Fed. Cir. 1987). These
cases made clear that § 112 6 operates 10 DAMOW means-plus-function claims, at
least in the infringement conlext.

The PTO takes the position that broadly written means elements appear o
cover all possible ways of doing the functions recited in the claim. At the same time,
the PTO argues that § 112 1 & applies only to infringement concems. These
positions are inconsistent.

The argument thal a means plus-function claim like Alappat claim 15
preempts an algorithm is essentially the same concern: Would anyont using the

algorithm infringe the claim?

When one considers that "means” elements are allowed by § 11276 only as
an element of a combination, it follows that the arguably broad functional language
in a means element does not preempt all possible ways of doing either the function

recited in the means element or of the invention as a whale.



The CCPA in In re Fuetterer, 319 F.2d 259, 138 USPQ 217 (CCPA 1963)
held that § 112 § 3 applies to claim interpretation by the FTO. The Coun further
held that, where novelty lies in the combination of elements, the fact that an element
is expressed in terms of what it does, rather than what it is, is permissible because
such a claim does wholly preempt the result produced by the invention. The CCPA
held that such broad functional language in an clement of a combination Wwas
specifically sanctioned by § 1129 6. The CCPA noted in fooinote 11 that it was
Congress's intent to restore the law regarding broad functional language in

combination claims to its staie prior 10 Halliburron.

3. The “shall be construed” language of § 112 16 precludes
: : _olus-function ¢l :
" I -

A second limitation Paragraph 6 is the so-called reverse doctrine of
equivalents. Attermpts by a patenice 1o assert that his patent covers something he
trely did not invent, even though covered by the literal language of the patent claim,
can be met in court by the reverse doctrine of equivalents. Pennwalt Corp. v.
Durand-Wayland, 833 F.2d 931, 4 USPQ 2d 1737 {Fed. Cir. 1987).

A means-plus-form claim element is not merely functional, because it is
limited by § 1129 6 to what is described in the specification and equivalents. Take

away the last clause of Paragraph 6, and ignore the apparatus implication of " means”

10



and the element is once again merely functional, thereby guning the basic purpose
of § 11296: to reverse the holding in Halliburton. This is what the PTO's "any and

every means” interpretation does.

4. : sino the Limiting Effect of & 11296 is Suffici

It is enough in the § 101 context to recognize that § 11296 limits the scope
of means-plus-function claims. This alone does not require imputing structure from
the specification. And to the extent that one looks to the specification to understand
what is claimed, in the & 10] context, reviewing the disclosure itself is sufficient to
determine whether the claim encompasses statulory subject matter.

The PTO's argument focuses excessively on the “equivalenis” aspect of
§ 1129 6. The PTO argues that "the word ‘equivalents’ in § 112 16 also compels
the conclusion that the *shall be construed to cover' language of § 1129 6 applies
only in the infringement context,” (FTO Br. 20)

The PTO uses the formulation "construed to cover” and "equivalents” several
times (FTO Br. 19, 20, 27). Each time, the FTO argument ignores a significant part
of the last clause of § 112 § 6: “shall be construed to cover the corresponding
structure, material or acts described in the specification and equivalents thereof.”
The underlined portion is the central concept of this clause. Without it, "equivalents
thereof” is meaningless. Conversely, even omitting the "equivalents” language, the

clause as a whole remains meaningful.

i



The PTO formulation “construed to cover” and “equivalents” could be merely
convenient shorthand. Altematively, itbelies a preoccupation with the “equivalents®
aspect of § 11296. Either way, it overlooks the mandate (o construe means-plus-
function language to cover the corresponding stucture described in the
specification. The PTO's concems about the difficulty of examining “equivalents”
in & 102/103 examination is not without merit. But these concemns are not material
to the § 101 issue.

Differences of the claimed structure over the prior art are not the basis for
determining statutory subject matter. [If the claim language is construed to cover
the disclosed structure, and that structure is statutory subject matier, that should be
sufficient: the claim includes statutory subject matter. Whatever equivalenis exist
must be - according to § 112 0 6 - equivalenis of what is disclosed in the
specification, i.e., a machine.

Use of § 112 6 means-plus-function format should not. as a mafter of law,
imply preemption of any mathematical algorithm. The PTO approach of giving
means-plus-function elaims their broadest interpretation without regard to the
limiting effect of § 1129 6 predisposes the question toward a finding of preemption.
Recognizing the constructional limitations of § 1129 &, on the other hand, avoids

biasing the § 101 analysis toward a finding of preemption.

12



4l Claim 15 Should be Held 1o Recite Statutory Subject Mauer.

A , Whole is Di { 10 Distinct 2

Claim 15 is directed to a combination comprising means-plus-function
elements which sequentially convert waveform samples into rasterized pixels with
intensities which anti-alias the resultant displayed waveform. The claimed rasterizer
performs the same cverall function as prior art rasterizers. It does so, however, in
adifferent way - recited in the combination of the four elements - which combination
the Examiner acknowledged as patentably distinct from prior art rasterizers.

Fundamentally, the PTO refuses to take Alappat’s claims at face value.
Literally, claim 15 is directed to apparatus. On its face, it claims a machine of
known type -- a rasterizer -- and the overall structure and operation of a unique type
of such machine, which convens a digitized input waveform into anti-aliased pixel
intensities for display. It has an element that determines the vertical distance -- &
physical quantity -- between endpoints of vectors. It also has an element that
determines an elevation of a row of pixels spanned by the vector. This elevation is
also a physical quantity. A third element normalizes the elevation and distance, and
a fourth element output pixel intensities as predetermined function of the normalized
quantities.

By its own terms, the claim 15 machine is limited: first, 1o rasterization of

digitized waveforms to produce pixel intensities and, second, to the paricular

13



combination -- acknowledged by the Examiner as novel -- for carrying out the
overall operation. Adding the implicit limiting effect of § 1129 6 reinforces the
statutory character of claim 15. Even if construed to cover an implementation of the
invention in a programmed general purpose computer, claim 15 would nonetheless

be directed 1o 2 “machine” within § 101,

B.  Eavorsble Decisi \aim 15 is Reconilable with Pri

In deciding this case, we do not ask this Court to overrule the Lundberg.
Henatsch and Sweet cases, as implied by the PTO (PTO Br. 26). The Court should
merely recognize that that line of cases deals with § 1129 6 in the prior an
§ 102/103 context, not in the statutory subject matter context. Congress's alleged
reenactment of § 1129 6 (FTO Br. 25 and 29) is inapplicable for the same reason.

The difference in context is significant, In § 102/103 examination, the point
of the question is necessarily one of claim scope. The claim should not literally read
on the prior art. If it does. the claim can be distinguished easily by amendment to
recite differences over the prior art.

In the § 101 context, the issue is different in two respects. One, it is not
claim scope that is at issue, it is whether the claim ingludes statutory subject matter.
The claim may include nonstatutory subject matter as long as the claim as a whole
also includes statutory subject matter. Two, under the § 101 case law as it has

developed, it has never been clear how to amend a claim rejected under § 101. The

14



prosecution history in this case is illustrative.

The Office Actions rejecting the claims under § 101 contain a compilation
of rules extracted over the years by the FTO from various § 101 cases. Rejecting
Alappat claims 1-14, and later claims 15-19, the Examiner stated the same thing:

f. Recitation of data gathering steps inherently required to carry out the
algorithm and displays which merely provide a visual representation of the
result of the algorithm do not preclude a holding of preemption. Likewise,
recitation of elements such as CPUs, meinories and program controllers
which perform the function of “number crunching”, that is, solving
mathematical algordthms and are not themselves distinct  from other
apparatus capable of performing identical functions no [sic] not preclude a
helding of preemption.

7. Present claim 15 recites in the preamble that conversion of an input
waveform into anti-aliased pixel illumination intensity data, however, the
recited means are merely used for calculating the results of the mathematical
algorithm.  In element (a) a vertical distance between endpoints is
determined, (b) the elevation is determined, (¢) the vertical distance and
elevation are normalized, and (d) the illumination intensity data as a result
of a predetermined function is displayed. Again, the use of physical
elements to provide the “number crunching” is not considered patentable.
The mere display of illumination intensity data is not considered significant
post solution activity.

(A-228 10 A-229)

This Action makes clear that adding express recitations of the electronic
circuits used in cach means would not suffice to overcome the rejection. Indeed, the
dependent claims 16-19 that do so were also rejected.  Similarly, adding the
waveform source or the display means to the claim, as suggested by amicus Seagate
{STI Br. 13-14) would be unavailing. In fact, it was. Original claim 7 (A-64)

contained recitations of both screen display and waveform data source, and was

15



rejected under § 101, although allowable under § 102103,

C. Decisi he Merits is Badly Needed in Digital EI -y

The above-quoted reasoning of the Office Action is applicable to most, if not
all, digital electronic systems. So too is the expanded Board's analysis: “What the
means do in this case is to perform mathematical operations on data, how they do it
is also mathematical,..” (A-21). Together, they leave no way to amend claims to
digital electronics inventions to avoid a § 101 "algorithm” rejection.

The foregoing analysis suggests a way to apply § 11216 in examination of
claims for statutory subject mater under § 101, Such claims should be construed 1o
cover at least the corresponding structure or acts disclosed in the specification.

This approach is consistent with the intent and purpose of § 1129 6 as
expressed by the PTO (PTO Br. 28-29). It precludes interpretation of the claim as
unduly broad, i.c.. as merely claiming an algorithm rather than a useful machine or
process. [t is based on the enabling disclosure. It avoids subjecting claims to all
digital electronics inventions to the cost. delay and uncertainty of the two-step
analysis.

The PTO's approach jeopardizes validity of many tens of thousands of issued
digital electronics patents on statutory subject mater. If approved, the PTO approach
would make it impossible to validly claim digital systems in means-plus-function
form, denying § 112 9 6 to the inventors thereof. Historically, digital electronics

inventions have been accepted as statutory subject matter without question. Until

16



recently. means-plus-function claims to such invention have been accepted as
routine. The PTO approach in this case, however, would render virtually all such
claims under §112 96 nonstalutory.

This Court did not change the status quo by its decision in fwahashi, 888
F.2d 1370, 12 USPQ 2d 1908 (Fed Cir. 1989), as viewed by the PTO (PTO Br. 30).
It is the PTO that has done so, by expanding the reach of old § 101 software cases
and of even older § 102/103 cases, without reference to superseding authoriry:
Niamond v. Diekr, 450 U5, 175, 200 USPQ | (1981).

As the PTO acknowledged (PTO Br. 31), "Considerations in favor of slare
decisis are at their acme in cases involving propery and contract rights, where

reliance interests are involved.” (citations omitted)

1vV.  Reply asto Junsdiction Issucs
Appellants agree with the PTO position on the jurisdictional issues posed by

the Court, with one exception, on Issue 2, and with added views on Issue 1.

A This C has Jurisdicti I f the Legii f o
E ted Board's Decisi

Regarding lssue 2. the PTO responds:

“If the Commissioner lacks authority to designate an expanded panel, then

this Court lacks authority to reach the merits.” (FTO Br. 72)

17



The PTO does not address the further question: Where would such an
outcome leave this case? Does the expanded Board's non-decision stand and can the
Cammissioner still refuse to grant the patent? Or, is it vacated and the first panel’s
decision given effect?

Amicus Intellectual Property Owners (IPO) suppons the PTOon the first and
third issues, it does not address the second issue (IPO Br. 3).

Amicus Federal Cicuit Bar Association (FCBA) generally takes a contrary
position to that of the PTO on these issues, excepl that FCBA agrees on issue 2 that
if. as FCBA contends, the expanded Board decisionis a nullity, then this Court lacks
jurisdiction to reach the menis (FCBA Br. 1, 11, 17). FCBA addresses the further
question only tangentially, stating that "the only valid decision being the decision of
the first panel.” (FCBA Br. 11). This suggests but does not stalc that the second
decision might be vacated. It is not clear, however, that this Court's junisdiction
would extend even that far. If the Court has no jurisdiction to reach the merits, how
can it overturn the last "decision” on the merits (even if illegitimaie) ?

One approach is simply to recognize that the expanded Board's decision,
whether or not legitimate, still purports to be a decision under color of authority of
the Board, and will be followed by the FTO unless and until reversed. In the
Wiecher: case, only Judge Smith thought that the Board decision was a nullity and
would have dismissed the appeal without decision. In re Wiec «ri, .7 "F.2d 927,

940, 152 USPQ 247, 253 (CCPA. 1967)



Another approach is to recognize that the expanded Board's decision
amounits tn final action: refusal of a patent to Alappat etal. Congress has made clear
its intcat 1o make Federal administrative final actions subject to judicial review in 5
U.S.C. §702. Rohm and Haas Co. v. Gottschalk , 504 F.2d 259, 183 USPQ 257
(D.C. Cir. 1974), hoids that the PT) Board's refusal to accept an appeal is subject
to judicial review under 5 USC § 702.  Rohm and Haas cited *nd iollowed In re
Haas, 436 F.2d 1053, 179 USPQ 623 (CCPA 1973).

In Faas, the PTO solicitor contended that “the Board's dismissal was not the
type of ‘decision’ required by 35 US.C. 141 to confer appellate jurisdiction upon
this cour.” 486 F.2d at 1054, 179 USPQ at 624. Rejecting this contention, the
CCPA reasoned that its subject marter jurisdiction depended upon whether the Board
reviewed an adverse decision of the examiner relating at least indirectly to a rejection
of the claims, and held, "We find that the action taken by the Examiner did in fact
amount 1o a rejection of claims 1 and 2.7 486 F.2d at 1056, 179 USPQ at 625. The
Coun determined that this action was not one where review was restricted to petition
and judicial review under SU.5.C. § 701-6 because it was within CCPA jurisdiction.

Haas does not address the legitimacy of an expanded Board's decision, but is
precedent for the proposition that the key question under 35 U.5.C. § 141, as under
5 1.§.C. § 702, is whether the purported decision of the Board constitutes final
action. The final action in this case remains: denial of the patent to Alappat et al.

Impropriety, if any, in Board proceedings leading to that action should not divest this

19



Court of jurisdiction to review the action.

B.  The Commissioner's Authori Consii New Panel is N
l.m.w Mﬁmw m.

The first issue has been fully briefed except on one puint. The prior briefs
address the question of independence of the Board. They overlook. however, the
ase, mp oy of 35 US.C. § 141. Only U app. = fur a patent may appeal an
adverse decision to this Court. The Commissionss may not do so. Since I5U.5.C,
§ 141 has been reenacted several times since the 1927 debates about Board
independence (FCBA Br. 6-10, IPO Br. 6-10), itis safe to infer that Congress did not
think the Commissioner needed a right of appeal by virtue of control over the Board
under 35 U.5.C. § 7 and rule-making authority under 35 US.C. § 6(a) .

Regarding the rule-making authority, the FTO routinely publishes Motices
in the Official Gazerre. Examples include the Notices on § 101 and § 112 96 cited
in prior bricfs. These amount to regulations interpreting the patent laws and
promulgating PTO policies on application of § 101 and § 1129 6. Presumably, the
Board is bound to follow those Notices, until revoked or stricken down by this Court
a5 not in accordance with law. Meanwhile, Lowever, it appears that the
Commissioner has the lawful authority both to promulgate such Notices and to
enforce them.

This Court has proper jurisdiction and should decide the ments of this case.



CONCLUSION

Claim 15 is statutory subject matter under 35 USC § 101. Considering the
claim as a whole, it is directed to a machine according to the language of the claim
itself. The claimed machine has technological utility in rasterizing digitized
wavelorms for visual display. Itis defin -dinclrim 15 as comprising a combination
of functional elements, as permitted by 35 USC § 11216

Given the remedial purpose of § 11296 - to validate functionally-defined
claiming over objections of undue breadth -- the PTO cannot ignore 6 and reject
a means-plus-function claim as "so broad that it encompasses any and every
apparatus for performing the recited functions.” {PTOBr. 6) This analysis does not
require imputing any limitations to the claim from specification under the “construed
10 cover” clause of § 1129 6. It is only necessary to give legal effect o the statute
in precluding an “any and every means” interpretation of the claim.

Claim 15 is directed to a combination. Even if any claim element is deemed
to recite a mathematical algorithm, the use of an algorithm in an element of a
combination cannot possibly preempt that algorithm from use in other combinations.

None of the individual elements of claim 15 directly or indirectly recite a
“mathematical algorithm” as defined consistently in prior cases. If the PTO's
argument is that operation of the overall claim is an algorithm, that is not a

“mathematical algorithm.”

21



If the PTO intends that an algorithm in the broad sense should be held
nonstaiutory, that position is contrary to Benson, Freeman and Diehr, which more
narrowly define "mathematic algorithm.” To hold otherwise, would render all
digital electronic inventions por s nonstatutory.  All such inventions operate
according to algorithms in the broad sense -- otherwise they are inoperative.

The Board's analysis — shat the means do is mathematical; how they do it
is also mathematical -- applies to all digital electronics. The rejection of dependent
claims 16 - 19, reciting specific digital apparatus (ROM, ALUs, trrel shifter),
evidences the broad reach of the FTO's rationale.

Accordingly, the expanded Board's decision, and the rejection of claims 15 -

19, should be reversed.
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