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STATEMENT OF RELATED CASES

Mone.

STATEMENT OF JURISDICTION

The U.5. Court of Appeals for the Federal Circuit has exclusive jurisdiction
over this appeal pursuant o 28 USC § 1295(a)(4}a). This appeal was timely filed
in accordance with 28 USC § 2107.



STATEMENT OF THE ISSUES

1. Does claim 15, otherwise allowable, recite patentable subject matter
under 35 USC § 101 whene the claim is written in "means plus function® format
pursuant to 35 USC § llliﬁhund-m-hudmdirﬂmmddiﬁul:mmuﬂ

B Does claim 15 recite a mathematical algorithm in the Benson sense?
More specifically, is a "means plus function” apparatus claim deemed necessarily to
imﬂmﬂmﬂmlymilllmﬂﬂmw

3. Does claim 15 solely claim an algorithm? More specifically, in
determining whether the “claim as a whole” in its entirety merely claims an
algorithm, is it proper under 35 USC § 1129 6 to ignore the fact that the claim
covers a “machine” in both MMiMwmmdMMMLMnmu
invention is digital circuitry?

STATEMENT OF THE CASE
A.  Mature of the Case
Tﬁhmuppudﬂmad:dﬁmufﬂuUj.?ﬂﬂdeMﬂfﬁm
Board of Patent ﬁ“ﬁﬂllﬂdlmtmlmmﬁﬂ[,ﬂnm.lh
E:nﬁnu‘:ﬁndnjnﬂimnf:lﬁnul&]?uhﬁudluﬂdmmnbkﬂ
matter under 35 USC § 101.

overturned (5-3) the Board's original decizion, which held (3-0) that Appellants’
claim lsmhumw:ubhnnwimnmddm.mu:hmmﬂ:d



algorithm exception under 35 USC § 101. (A-29)

1. Thefimt Boand Decision

T'I‘nurim‘nﬂpnull‘nldthuchimli.nhi.minpmt:ﬁzﬂmﬁmlyin‘nm
plus function® m.hmmmem&mhitnﬂmlmmﬂlumﬁmm
because the claim as a whole is directed to apparatus. (A-29) In reaching the § 101
decision, the panel construed the means recited in the ¢laim pursuant to 35 USC 112,
q 6. as comesponding o the hardware stracture disclosed in the specification. (A-26
1o A-27)

The panel relied on a lengthy string of prior CCPA and Federal Circuit
decisions involving the § 101 issue (Abele, Meyer, Johnson, Bernhart, Iwahashi,
Waler. Arrhythmia)! as authority for interpreting the claims as a whole in light of
he comresponding structure described in the specification. (A-27 1o A-30) The panel
wlymmummmmmmmmmm
vis-a-vis prior art under §§ G103, of viewing the claims as not limited 1o the
specification, citing Reuzer. (A- 28)

mplulﬁuﬂﬂhlﬁmﬂﬁppﬂlmuhldnﬂﬂlﬂrhuﬂtnmﬂﬂ Walrer of
Mnlﬂhdﬂmnﬁmmm&wmﬂﬂmmm
capable of ideatical functions. (A-29) Refering to the specification, the Board
panel found that

[Alppellants’ claims on appeal, as a whole, do in fact recite plural means for

performing various functions...” (A-2T)

“Appellants have certainly met their burden set forth in Walter and
demonsirated "that the claims are truly drawn to specific apparaius

1 Furh:vhr,dﬁmlnmnhﬂinﬂtﬂwd':dﬂiﬁnﬁmmﬂmﬂhlhhmﬂm.
2



distinct from other apparatus capable of performing the identical
functions.’"(A-29)

[Clonventional structure in the art is the basis for the ‘means for’
language recitation in the body of claim 15 on appeal.” (A-29)

“Not only is structure involved in the instant claims on appeal, the
apparatus recited therein does operate according to an algorithm."
(A-30)

"mhfmtlﬂnwnmmmﬂmlmm algorithm does
not make it noastatutory.” (A-29)

“In this claim, the means, as disclosed, may not be construed as
equivalent to a method. We do not have here, for example,
mﬂmwhrbhckdhpmdhﬂmdmduﬂmumnfﬂu means
mdtnd...lhnnﬂmfurdnuminln;.fuumph.ilmdlnlmﬂn
a very broad, generic sense ..." (A=30)

mumwmmmmmm Board members unanimously joined
in dissenting from the expanded Board's majority decision. (A-25 to A-30)

3. Thesecond expanded Bosrd Decision

Overturning the original panel, the expanded Board held it proper to treal
claim 15 u:mlhﬂddﬂmtﬁ-l]]hrinﬂplﬂn;ﬂu'mm' literally as
wl'wﬂuwmmmumm“mdmu
Mﬂml!hmﬂmtﬁrm. mlﬂmmmm
that 'Mliﬁhﬁlﬂﬂwmmhmmnf‘mﬂiﬂ
WMWWMEWM:Mcm*{A-H}

Thumﬂnudnﬂﬁuhnﬂlﬂmmlrmi 11216 in
dumun-inlthﬂuchirunwlyhﬂmlpﬁkmnmqiﬂudﬂ
m:.:a.lsmmmumwuﬁwnmmmm
rule of construction applied in cxamining claims for patentability under §§ 102/103

3



aver prior art. “[1.}e. claims are given their broadest interpretation and limitations
from the specification will not be impuied to the claims.” (A-13)

The Board noted that clam IS reads on a programmed general purpose
computer and, agreeing with the Examiner that the claim does not positively recite
suuﬂmﬂ]nuimﬁms{h-lﬁi.inmmﬂdﬂmmdwd means of claim 15 as reading "on
any and every means for performing the functions.” (A-16) The Board stated that
1 common factor in Maucorps, Waler, Pardo. Abele and Meyer was thal the
disnlnﬂdupplntﬂwmﬂl}'npmcﬁsembndind in a computer program and that,
cince claim 15 can be read so broadly, it should be similarly treated. (A-10)

The expanded Board mjuﬁwumndllmitisinmptnuprﬁumethﬂ
‘mmﬁmﬂmhhm"ﬁdﬁdﬂdiﬂﬂ:wﬁﬁﬂﬂﬁm.mm
equivalents, limit the claimed means to less than any and every means in view of
§ 112, 2. (A-8 and A-17) The majority distinguished Fwahashi as reciting a ROM
in the claims. (A-12) The Board agreed “that a combination of interrelaied means
may, in appropriate cascs, define statutory subject matter.” Tt found no claimed
interrelationship in claim 13, however, only a series of method steps. {A-18)

After holding that claim 15 amounts to a method, the expanded Board
maijority held the claim nonstatutory under § 101. (A-19) The Board imputed
Mﬂﬁcﬂﬁmlﬁﬁmﬂlh:ipﬂiﬁwiﬂnmﬂuﬂﬁmmfuﬁngmﬂt
specification four times to find miuﬁmﬂm:illlaflnmunuiﬂlulgnriduuuﬂ
three times to find equations for the operation of each “means” element (a), (k) and
{d), and once mmmﬂmnr&mmlsmmmmm(cy.mm} The
expanded Board then held that claim |5 failed part two of the Freeman-Walter tesl.



in reaching this conclusion. the Board stated, "Each step in claim 13 reciles a
mathematical operation ...." The Board majority concluded that “the algorithm s nol
“applied in any manner 1o physical elements or PIOCEss steps’ because when the
claim is viewed without the steps of the maihematical algorithm, no other elements
or steps are found.” (A-21)

The expanded Board declined to follow the Iwahashi Court's approach to
resolving the § 101 issue, by referring 1o the :pﬁdl’:lduni-uimﬂpnt *means plus
function™ elements pursuant 1o § 11296, cﬂllingitdjﬂnmudhmilﬁd the holding
in hvahashi 1o its facts (recital of a ROM in the claim). The dissent cited Arrythmia
as reinforcing its reliance on Iwahashi. The majority, however, dismissed Arrythmia
as differing both in claim language and context, stating that the rules of claim
construction in infringement actions differ from the rules for claim interpretation
during prosecution. (A-22 to A-23)

The majority said that wmﬂimvﬁmpﬂntmhmhmun:
to mention or distinguish the treatment of "means for” claims as method claims. As
for the CCPA cases (Maucorps, Walter, Meyer, Pardo, and Abele), the majority
acknowledges that § 11216 was held to apply to the § 101 issue but asserts that that
was not an obstacle to reading the "means for® claims in those cases as method
claims. (A-10) mmmﬂwﬂﬂmmm“mhﬂdm
MWuflpmﬂmmdpmnlpupﬂﬁmmr.mduwdﬂdﬂm
MmdﬁmwﬁﬂhmdﬁnﬂﬂMlW computer. (A-11)
MnﬁnﬁwmmﬂmuﬁﬁwinhﬂﬂﬂhmmhiMML
until overruled en banc o by the Supreme Court. (A-12)



C.  Staementof the Facts

I,  Summary of the Invention

The present invention is an apparaius for creating a smooth waveform display
from a sampled input signal on a rasier scan display device in a digital display
system as shown in FIG. | of the patenl (A-18), the apparatus also being known as
a rasterizer, The smocth waveform display is created by selectively illuminating
pixels adjacent a vmlnrmitﬁdhdﬂumplﬂﬂmﬂﬂtinpﬂtﬂmﬂwhhvrhhh
imensity illumination. The intensity of the pixel illumination is determined by the
distance of the center point of the pixel to the input signal vector. In this way,
alihough the output waveform image is constructed of discrete pixels, the entire
waveform display appears to be smooth. (A-44, line 16 through A-435, line 5)

The input to the rasterizer 40 is data from a vector list output from a digitizer
12. (A—46, lines 8-22 and A-49, line 32 through A-50, line §) The output from the
rasterizer 40 is a serial stream of illumination intensity daia that is further processed
hym:piulpmmndlmdfrmhuﬂuﬂprmvidm;ﬂuwm
in a bit map for final display on & raster scan display device 20. (A-50, lines 6-24)
The structure of the rasterizer that enables this waveform display to be created is
shown as a block 40 in FIG. 2 (A-38) and detailed in F1G. 3 (A-39). An arithmetic
logic unit (ALLJ) 74 determines the vertical distance between the endpoints of each
muumdhy:muiudmmimﬂﬂuimnﬁmulm-ﬂ.m 30 through
A-54, line 6). Am?!ﬂﬁﬂﬂﬂnﬂh'&“"mmlﬂl
row of pixels with respect to the input signal vector, (A-54, line 23 through A-33,
line 2). Barrel lﬁhuumdﬂmuhfmﬂﬂphhrmndﬂsﬁmmﬁum



vertical distance and elevation determined by the arithmetic logic units 74 and 80.
(A-55, lines 3-20) The normalized vertical distance and elevation are used 10
address read only memeories (ROM) 92 and 100, which contain lookup tables that
provide illumination intensity data. (A-55, linc 27 through A-57, line 16)

Gﬂrmll.lbt:lﬂmudmmiu::wmhlhdhpluy 20, connecting the
digitized samples of the waveform by giving a greater illumination intensity for
pixels lying squarely on the waveform trace and a lesser intensity for pixels lying
along an edge of the trace. mph;rsi:deﬂmismmlmm visual appearance of
a smooth continuous waveform. It accomplishes this by operation of a novel
combination of conventional electronic circuits which, as functionally defined in the
claims, is patentably distinct from prioc an rasterizers which perform the same
overall function.

2. (laims on Appeal

The original claims 1-14 (A-62 1o A-67) were initially rejected under 35 USC
§ 103 but, after amendment and argument. this rejection was expressly withdrawn.
Then, claims 1-14 were rejected under 35 USC § 101. Applicant cancelled claims
1-14 and submitted claims 15-19. These claims were again rejected under § 101 and
§ 112, and the rejection was made final. {A-225 10 A-231) The claims were
amended to remove the § ll!:tjmiummdmwmdumfmhhdmhr:

15. hmtﬁi:ﬂ'fﬂt:mmﬁu:mﬂurliﬂdﬁwmm

mmdmmmmmuﬂmml

illumination imﬁtydmmhcdispl:wdmlditp]lynﬂi

comprising:

(a) mfud:n:minin:lh:mﬁnﬂdlmmwmhﬁ

m&pn&nuu!e:hﬂﬂum:tnniuﬁdnlim
(b) means for determining the elevation of a row of pixels

1



that is spanned by the vecton

(c) means for normalizing the vertical distance and elevation;
and

{(d) means for outputting illumination intensity data as a
mmmudmmmnrm normalized vertical distance and
clevation.

17. Anﬂuimuindﬂmlsmudnmemﬂmdﬂnmdmnn
the elevation of a row of pixels that is spanncd by the vector
comprises an arithmetic logic circuit configured o perform an
absolute value function.

18. ﬁmmlutuinnllimlﬂwhnﬂnuwmﬂmﬁurnmmﬂlﬂu
the vertical distance and elevation comprises a pair of barrel shifters.

19. Amlﬂimuinddmlﬁwhﬂlillhemﬂfmmwtﬁnl
mmluﬂmlymmmillmdmimirym

SUMMARY OF THE ARGUMENT
Th&mﬁnﬂhtﬁunmmdﬂwﬂpudﬂdﬂwd.hwpuhdﬂu

envelope nflhmuh:mﬁndd]nﬁlhnq;mpﬁmmmmﬂuﬁllﬁninﬂm
dimension. Fh:t,dwnmrdhumwndﬁumuwiu:unﬂndclimclﬂml
which are apparaius claims inmrmhminmhﬂ:mmhmdmuudh:mwﬂf
lﬁﬂﬂﬂﬂhﬂhﬁmpuﬂ!diﬂbudmlmmm:m.
is apparatus. Hw,ﬂ:ﬂmdu&nuﬂmwmimunmmumirh
ﬂﬁmhdmmdhudmghmmumummdmmmmd
whether the underlying disclosure is hardware or software, and without applying
§11216.



Next, in step | of the two-step Freemas-Walter analysis, the concept of
“mathematical algorithm” has been expanded from the tighily-defined equation or
formula of Freeman to the much broader, generlized concept of algorithm. The
expanded Board has moved beyond the requirement that an algorithm be recited
directly in algebraic form, or indirectly in a prose recital of the equation. Step | is
mﬂﬂwhhﬂuqﬂhmhmﬂﬂnﬂmwh&cnﬂrﬂu
oulcome of the computation is used in the claim or, where no equation at all can be
found, by dismissing the claim element as 8 mere "number crunching” element or
recognized mathematical step. In other words, the mere presence of mathematical
operations in the preferred embodiment disclosed in support of the claims is
sufficient basis to find recital of an algorithm.

Finally, in step 2 of the Freeman-Waiter analysis, the expanded Board has
moved far beyond the question of whether a claim preempts an algorithm, or solely
attempts to patent the algorithm, to an inquiry merely into the presence of
mathematical operations: "What the means do in this case is perform mathematical
operations on data, how they do it is also mathematical.” (A-21) The Board has not
considered that the claim as a whole, as it is written, is directed to an apparatus that
converts digitized waveforms, which would be jagged if represented directly, into
waveforms that appear as smooth, continuous waveforms when displayed. The
obvious and well-established technologic utility of the invention is ignored, as is the
fact that what is claimed is. in substance as well as form, a machine, squarely within
35 USC § 101.

These extensions of the "mathematical algorithm” exception to § 101 are



virtually unbounded. The Board's rationale can readily be applied to all digital
circuits and systems, which inherently perform mathematical operations, and could
readily be extended to many kinds of analog or mixed analog/digital circuits or
systems that use, or can be defined by, mathematics. This is a case which, if the
Board's decision is allowed to stand, will result in the exception swallowing up the

statutory rulke.

ARGUMENT

ISSUE 1. Does claim 15, otherwise allowable, recite palentable subject
matter under 35 USC § 101 where the claim is written in “means plus function™
format pursuant to 35 USC § 1121 & based on a hardware disclosure of digital
cireuiry?

L Treatment of “Means Plus Function™ Claims for 35 USC § 101 Statutory

The Board's analysis treats apparatus claims written in “means plus function”
!mmumﬂd:ﬁmmm&m]fm&mﬂ:yclﬁmnmummhjan
matter under 35 USC § 101. This analysis begins by giving the claims at issue the
"broadest reasonable interpretation” and interpreting the "means” as "literally as
encompassing any and every means” without looking to the specification for any

guidance as to the nature or scope of those claims. (A-13)
[T7he usual rules of claiminter;retation apply, i.¢., claims are
given their broadest reasonable interpeetation and limitations from
the specification will not be imputed to the claims. This is PTO

10



policy and practice which we affirm as appropriale under the
precedential case law discussed above. (A=13)

muﬂyhnfuwhppﬂhnmdmmmm‘mfﬂ:hlpmiumumd
in the Notice Interpreting fn Re fwahashi (1134 OG 474) at 475:
[Elxaminers should give "means for” limitations their
broadest reasonable interpretation and then it is applicant's burden to

show that the functionally-defined disclosed means do not encompass
anymdmymfurp:rfmnluﬂumﬁmdfmﬂhm-

B. M};ﬂ_ﬂﬂumww

§ 10] Purposes

Maone of the cases cited in the expanded Board's Decision state any such
rule of law with respect to examining claims o determine statatory subject matter
under § 101. The one case cited by the Board as setting forth the "broadest
reasonable interpretation” rule, [n re Rewter, 651 F.2d 751, 210 USPQ 249 (CCPA
lﬂl}.hmpﬁdﬂvwﬁnﬂﬂnldﬁmhﬂwﬂupdwmm
§§ 102/103, and not when determining stafutory subject mafter. The dissenting
members of the Board point this out:

[TThe new decision majority insists on giving claim 13 the
broadest reasonable interpretation, a test which under Reuter is
applied when examining claims in view of the prioc art. [Foomote 2
omiwed.] Accordingly, the new decision majority opinion is
intemally inconsistent in first acknowledging that "means for™ claims
mmhwﬂinmdmﬁmduﬂxmwmhnfu
USC 112 for 35 USC 101 statatory subject matter purposes and then
Mmﬁyhmmmmm

' (A3 10 A32,
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These cases positively recite a rule of law that claims drafted in “means for™ format
are to be examined in light of the specification according 1o 35 USC § 11296 and
not given their “broadest reasonable interpretation” without regard Lo the underlying
disclosure. In determining whether or not “means for” claims are statutory subject
matter under 35 USC § 101, onc must look to the disclosed means in the
specification for performing the functions and the equivalents thereof.

The Court of Customs and Patent Appeals in In re Meyer, 688 F.2d 789,
786, 215 USPQ 193, 199 (CCPA 1982), holding software-based claims 10 be
unpatentable under § 101, cited with appeoval In re Bernharr, 417 F.2d 1395, 163
USPQ 611 (CCPA 1969):

This Coust is aware of its directive in fn re Bermhar,
57 CCPA at 742, 417 F2d &t 1399, 163 USPQ a 615, that, in
accordance with 35 USC 112, paragraph 6, claims under 35 USC 101
drafted in means plus function format are to be examined in light of
the “corresponding structure, malerial, or acts described in the
specification and equivalent [sic] thereof.”

Other cases stating this rule specifically in regard to § 101 interpretation of
“means for” apparatus claims such as those now on appeal include [n re Prater,
415 F.2d 1378, 1389, 159 USPQ 583, 593 (CCPA 1968); On mehearing. 415 F2d
1393, 1406, 162 USPQ 541, §51-552 (CCPA 1969) and [ re Foster, 438 F.2d 1011,
1014, 169 USPQ 99, 102 (CCPA 1971). More recently, In re Abele, 684 F.2d 902,
214 USPQ 682 (CCPA 1982) followed this without restating it, as further discussed
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below. These cases have not been overruled.

Thtﬂmrtufﬁppulsfnrth:Fﬂlﬂﬂt‘htuiuhuclurlyulfummumh
in I re Iwakashi, 888 F.2d 1370, 1375, 12 USPQ 2d 1908, !911-1912 (Fed. Cir.

1989):

In the Solicitor's bricf the summary of argument states that
mnnhim'mrpmuwmdmwmmrmfnmin:u:
functions recited therein.” We point out that the claim is a
combination of means all but one which is a means-plus function
limitation, the one cxception being the ROM, clause (d], which is a
specific piece of apparatus. The claim is therefore subject to the
limitation stated in 35 USC 112(6) that each means-plus-function
definition “shall be construed to cover the comresponding structure,
material, or acts described in the specification and equivalenis
thereof.™! This provision precludes the Solicitor"s interpretation of
the claim. The Solicitor's summary also contends that since the
claim should be interpreted as he does, we should regard it as though
it were a method claim. Since he is wrong on the first score, he is
wrong on the second.

The rule was emphasized in footnote | of fwahashi, Id. at 1375 0.1, 1912 .1

Section 112, paragraph & cannot be ignored when a claim is
before the PTO any more than when it is before the courts in an

issued patent.
Iwahashi was cited with approval in Arrhythmia Research Technology. Inc.
v. Corazonix Corp., 958 F.2d 1053, 1060, 22 USPQ 2d 1033 (Fed. Cir. 1992),
holding claims valid under § 101. and the same rule of law regarding "means plus
function™ claims was set forth:
The Simson appararus for analyzing electrocardiographic
signals is claimed in the style of 35 USC § 112, paragraph 6, whereby

functionally described claim elements are "construed to cover the
comesponding structure, material, or acts described in the
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specification and equivalents thereof.” Thus the statwtory nature vel
non of Simson's apparatus claims is determined with reference to the
description in the '459 patent specification. /n re wahashi, 888 F.2d
1370, 1375, 12 USPQ 2d 1908, 1911-12 (Fed. Cir. 1989).

The invention in iwahashi was a low cost auto-cormelation unit that evaluates
auto-correlation coefficients for use as parameters in voice or pattem recognition.
The simple circuit configuration of the auto-correlation unit in fwahashi replaced
maore expensive multipliers and complicated associated circuitry, and also did the job
of calculating the coefficients faster. The function of the claimed auto-cormelation
circuit could easily be performed on a general purpose computer, as contemplated
by the Solicitor, but a bona fide digital circuit other than a programmed computer
was disclosed in the specification as being the preferred embodiment.

E. Under fwahashi Claim 15 Covers Patentable Subject hMatier

Appellant deems fwahashi to be controlling in this appeal, given almost
present appeal and only one minor difference in the manner of claiming a read-only
memory (ROM). Both the auto-correlation unit of lwahashi and the rasterizer of the
present invention are digital circuits which convert signals in the form of sampled
digital input values into & new form of output signal also in the form of digital data
that is used in a larger system (voice or pattern recognition in fwahashi; raster scan
display of oscilloscope waveforms in the present case).

The transformation functions in both circuits can be easily performed on a
programmed general purpose computer. In both instances, however, the preferred
embodiment of the invention is not a general purpose computer, but is an actual
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digital circuit with commonly-used digital circuit elements (analog 1o digital
converter, adder, ROM, and calcalating circuit in fwahashi; arithmetic logic units,
barrel shifter, and ROM in the present case.) In /wahashi, the benefits provided over
other means of performing the data reformatting function are cosl savings and
increased operating speed. In the present invention, the benefits are also cost savings
and operating speed. The equivalent function performed on a general purpose digital
computer (as now available) is not generally desirable for use in high resolution
raster scan display devices because the illumination intensity data cannot be
generated fast enough.

The one minor difference is found in the exact format of element (d) in each
of the appealed independent claims, which both relate to a memory device. The
memory device in fwahashi is a ROM, which is used 1o store squares of numbers as
a look-up table (rather than actually calculating the squares each time a new input
address is presented 1o the memory). In fwahashi, element (d) is not literally staled
in "means plus function” language as provided for in 35 USC § 112 § 6, but is
claimed as a specific piece of hardware, viz. "(d) aread only memory associated with
said means for calculating,” (Note, however, that a random access memory (RAM)
or other memory device for storing a lookup table in a general purpose compuier
would perform the same function in the same way, i.e. be an obvious equivalent.)

In the present application, there is an equivalent ROM memory element that
stores the illumination inlensity data and (as in fwahashi) is also used as a look-
uptable, The look-up table eliminates the need to calculate the illumination intensity
values each time a new input address is presented. 1t is clear from the specification
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that the memery element in appealed claim 15 refers 1o ROMSs 92 and 100 shown in
Figure 3 of the specification. (A-39) The memory element in claim 15 is defined in
"means plus function” language, viz. "(d) means for cutputting illumination intensity
data as a predetermined function of the normalized vertical distance and elevation.”
In element (d). the normalized vertical distance and clevation is presented as an
inmuﬂmmﬂ:ﬂmdmddummpﬂnﬁngmmﬂdmnfmeﬂﬂﬂh
illumination intensity data according to a predetermined function. (A-55)

Although the format of element (d) in each of the claims is different, the
holding of /wakashi did not tum on the fact that the claim recites one specific
hardware clement. a ROM, but rather that each of the “means plus function®
clements contained specific identifiable hardware elements in the specification. The
MmAMdMMWWHMHMﬁMMHMM
the proposition that one specific hardware element renders statutory an otherwise
non-statutory claim containing numerous “means plus function™ elements.

The Board continues with its comment on fn re fvahashi:

"The above quoted portion of the Federal Circuit panel’s
Iwahashi decision could be the basis for an argument that it is
improper to treat claims which are eatirely in *means for’ terms as
method claims where there is cormesponding structure in the
specification.” (A-12)

This is exactly what Appellants want the Court to hold.

.  Treatment of "Means Plus Function™ Claims for Any Purpose
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The Patent Office purpons to treat "means plus function” claims the same
during prosecution, whether for prior art, statutory subject maltter, or other purposes,
i.e. the claims are given their “broadest reasonable interpretation” withouwt looking
1o the specification for guidance. The Notice Interpreting In Re fwahashi (1134 OG
474) st 475 states:

In the opinion of the PTO, means-plus-function limitations
should be not teated differently for § 101 purposes than for § 102
and § 103 purposes for rejections over prior ari. Indeed, during
prosecution claims should be given their broadest reasonable

interpretation.

B.  CaseLaw Contradicis the PTO Position on § 11298

A number of cases not concerned with statutory subject matter, but dealing
with prior art or other issues, have instructed the Patent Office 1o examine "means
plus function” claims in light of the structure disclosed in the specification and the
equivalents thereof, and not to use the "broadest reasonable interpretation” or "any
and all means” test.

. Inthe 8§ 1007103 Context

Most recently, the Court of Appeals for the Federal Circuit in In re Bond,
910 F.2d 831, 833, 15 USPQ 2d 1566, 1568 (Fed. Cir. 1990) cited /wahashi and
Johnston v. lvac Corp., 885 F.2d 1574, 12 USPQ 2d 1382 (Fed. Cir. 1989) with
approval and restated the rule regarding the examining of "means plus function”
claims:

While a “means-plus-function” limitation may appear to
include all means capable of achieving the desired function, the
statute requires that it be “comstrued to cover the corresponding

strocture, maderial, or acts described in the specification and
equivalents thereaf.” 35 USC § 112(6) (emphasis added); see In re
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wahashi, 888 F.2d 1370, 1375 n.1. 12 USPQ 2d 1908, 1912 n.1
(Fed. Cir. 1989) (applying § 112(6) o FTO proceedings, and
harmonizing prior case law); Johnsion v, hvac Corp., B85F.2d 1574,
1580, 12 USPQ 2d 1382, 1386 (Fed. Cir. 1989) ("section 111,
pmmphﬁopml:smm:hchmu:upﬁnfmwﬁ:hmu
literally satisfy the claim language,” (cmphasis in original).
However, the Board made no finding that the delay means of claim
1 and that embodied in the [priurlrt}mmumu'llly equivalent,

{emphasis in original)

2 Inthe §11291 and 92 Contexl

The rule stated in Bond is not new. It is also found in precedent of the Court
of Customs and Patent Appeals in In re Knowlton, 481 F.2d 1357, 1366, 178 USPQ
487, 492 (CCPA 1973), which involved the issue of the sufficiency of the disclosure
in the specification:

T&lﬁmﬂnu[ﬂi&ﬂ&f:ﬁllllﬁ}mmmlmw
which states or implies a further burden on the applicans. It allows
m@ﬁmmmuﬂmwmm.mmm
termns of "means or step for performing a specified function.” If the
applicant chooses to use such language, the stamie instructs the
h!uprnuufdtdimu@.lhmmﬁuum“u.um
how such language shall be interpreted. It states that such language
“shall be construed (o cover the cocresponding structure, material, or
acts described in the specification and equivalents thereof.” The
emphasized language docs not add any addinional description
mqn‘umﬂmﬂﬂnﬂhthhih:fuﬂpumhuﬂhm- On
the other hand, while the sentence is clearly permissive, it cannot be
mﬂuuﬂﬁuunmpﬁmeidﬁm&td:wipﬁmmthf
the first paragraph, discussed supra, or to the definilencss
wmmmmmﬂmul Means-
ﬂu—ﬁ-cﬁqunhumdluﬂudimhuﬂudﬁmm
ﬂm&:umw.&ﬂhﬂ:p{ﬂnm&m
statutory language. wnumwiqiﬂuimhimnfnnﬁmuz
mmmw (Footnotes omited) (emphasis in
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The Patent Office position that 35 USC § 112 6 does not apply dunng
examination of patent applications for prior an purposes is based on its interpretation
of In re Lundberg, 244 F.2d 543, 548, 113 USPQ 530, 534 (CCPA 1957), which
stared:

mmhﬂﬁdtmﬁ:m]pmwhﬂm
lll.ithdnhqunpimﬂufthtchlmlwiﬁnhmmlpmimhdy
mﬂmﬂﬂﬁnﬂrclﬂmﬂ:wﬁuﬂmemmﬂtlppﬁm
regards as his invention, without limitations imporied from the
specification, whether such language is couched in terms of means
plus function or consists of a detailed recitation of the inventive
matter. Limitations in the specification not included in the claim may
nﬂhmuniupnnminpnpmuhiliwmmmlmwiu
unpatentable claim.

Appellants do not agree with the Patent Office’s expansive interpretation of
Lundberg. Appaumudnﬂnth:hﬂdinlin[.undhummndfmﬂupmpmiﬁm
tmmm;mmuhﬁnnfdﬁmwﬂuniﬁmﬂnﬁmhﬂhm
wmmwnfwifu'mmmm“mmmum
Limitations from the specification will not be imputed into the claims to selectively
narrow this range (o overcome prior ant. The claim language itself must literally
distinguish over the prior art. “Means plus function” claims include the embodiment
wmmmmumu;wufwmmﬁusc
§ 1129 6. Lundberg docs not hold that “means plus function™ claims do not at least
encompass the embodiment disclosed in the specification. Lundberg is silent
regarding § 101 statutory subject matter Geterminations.

The Patent Office. in a notice in the Official Gazette entitled Applicability
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Palcot and Toademark Offics 1134 OG 631 a1 634, ignored In re Knowlion and cited
Lundberg as "binding precedent” according to the ruling in Sourh Corp, v. United
States, 690 F.2d 1368, 215 USPQ 657 (Fed. Cir. 1982) (en banc). The Souwth Corp.
rule, however, was later refined in /n re Goseli, 872 F.2d 1008, 1011, 10 USPQ 24
1614, 1617 (Fed. Cir. 1989), The Gosteli Court held that since the CCPA always sat
en bane, later CCPA decisions control earlier ones and inconsisiencies are deemed
sub silentio removed. Appellants therefore deem In re Knowiton to be the proper

CCPAMMMMHUEE«!1[21ﬁn:ppliumlt|=l’umnl:m'lufnrlll
purposes, including examining patent applications in light of the prior ar.

D.  Literally.§ 1129 6 Apglics in Examination

A plain reading of 35 USC § 11296 forbids the “any and all means” test
used by the Patent Office. The decision by a patent applicant to use the "means plus
ﬁmulm'dimfnrmmidﬂhﬂlumhoﬂinﬂ.ﬂnuuwdﬁm
element is written in this form, however, the sixth pamgraph of § 112 contains a
mdﬂwmﬁhnufwhﬂthﬂ:l:uﬂ‘muhmuﬂnmm’rmm:
corresponding disclosed structure, and other structures if equivalent to that disclosed.

No distinction is made in § 1129 6 between prosecution in the Patent Office
or enforcement in the courts, or between validity and infringement. And no
distinction is made in the statute regarding patentability determinations under
35 USC §§ 101, 102, 103, or 112. Further, paragraph 6 does not specifically exempt
the Patent Office.



The “any and all” test used by the Patent Office has the practical effect of
denying an applicant the use of functional definition of disclosed structure having
armgenfaqﬁwunucmmmphhd by § 112 1 6. Using a specific simctural
limitation such as twa ALUs for claim 15 elements (a) and (b); a “barrel shifier”
instead of 2 "means for normalizing”; ora “ROM" instead of a “means for outpurting
illumination ht:miwdm‘mnvddlr:jncﬁmﬁunmmmmi:ﬂmuﬂ‘
but deprives the applicant from much of the full range of equivalents permitted under
the statute. Any employable circuit designer could readily design around claims so
limited.

Moreover. the Examiner in this case specifically rejected the dependant
claims 1619 directed to such limitations, saying "the use of physical clements to
provide *number crunching’ is not considered patentable.” (A-229 to A-230) The
Board similarly dismissed clause (c) of claim 15 stating that "shifting the distance
and elevation information to the left in barmel shifters ... is recognized as a
mathematical step.” (A-20) Plainly, claiming the present invention more narmowly
wat fraitless in this case.

. The Board's "Broad Encugh to Read on a Programmed Computer Equals
Method Claim™ Rule is Not Suppored by the Case Law

The Board cites the cases analyzed below as support for the following rule
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of law for use in examining patent applications:

"Therefore, where a "means for' claim does not distinguish
umadl:!u]mupwnpmlingnn-nmudpwtnmﬂ:w.

it is proper to treat the claim as indistinguishable from a method

claim." (A-11)

A proper reading of the decisions in these cases, however, does not support
this rule of law. Rather, it shows that the courts were applying the mandatory
stuutm*jrpm\rllinnullﬁust‘:llil‘l&mdinmrmmuuid:nﬂlrlhn.

This does not mean that “apparatus” claims in "means plus function” format
were not treated as method claims. They were, when the essence of the invention
was in a method which amounted to a mathematical algorithm and the Court could
mfmduydh:lumdhudwmwm.uﬂﬂﬂunupm;umnndmnl
purpose computer, for camrying out the method. In these instances, the Count held
that the invention rested mainly in the method described in the program and,
mﬁnﬁ,uﬂdhpﬂpﬂﬂwddmuw:hhm. A common
feature of the cases relied on by the Board majority was the absence of bona fide
hudwnumwmﬂuﬂw‘mpluhﬁm'm:iuh.

| [nre Moucorps. 609 F2d 481, 203 USPQ 812 (CCPA 1979)

In Maucorps, the Applicant tried 1o paient a method of doing business by
wﬁﬂyﬂ:mmmmmmmm
to determine the optimum number of times a sales representative for a business
should visit each customer over a period of time, the optimum number of sales
wﬁmhuyﬁuﬁmﬂmﬂ“uﬂﬁuﬁmwﬁiﬂﬁmﬂm
representatives.



The preamble of appealed claim | in Maucerps at 609 F.2d 482, 203 USPQ
813, states that the purpose of the invention is to solve an equation or a mathematical
algorithm:
A computing system for processing data (0 delenmine a0

defined as the number of regular visits over a

oplimum “coding”,
predetermined pericd of time, Pd, by a business represeniative 10 a
client, 1o be selected for such client, comprising:

The fifth means element selected the optimum value, defined as being "above
the minimum sales line and the saturation curve and as close 1o the latter as
possiblc...." 609 F.2d at 483, 203 USPQ at 814 (clement (e)). The claim as a whole
set forth a series of mathematical equations and reciled means for solving these
equations, and nothing more.

The exact hardware set forth for solving the equations was, in fact, a general-
purpose microprocessor with conventional peripheral devices. There was no
correlation between the means elements and any specific apparatus other than the
compuler.

2 In re Walter 618 F 24 798, 205 USPQ 397 (CCPA 19801

Both method and apparatus claims were presented in this seismic prospecting
and surveying patent application. The cxaminer did not distinguish between the
method and apparatus claims noting that "the only mode of practicing [the] inveation
is disclosed by way of an algorithm for use in a computer program.” 618 F2d ut
762, 205 USPQ at 403,

There was no correlation between specific structure in the specification and
the means elements in the claims. The Court stated that
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In computer-related inventions, the recited means often
perform the function of "number crunching” (solving mathematical
algorithms and making calculations. In such cases, the burden must
be placed on the applicant to demonstrate that the claims are truly
drawn to specific apparatus distinct from other apparatus capable
of performing the identical functions.

If the burden is not met the “apparatus claim” will be treated as a method claim.
618 F.2d &t 768, 205 USPQ at 408,

Appellants have met that burden. They have pointed out specific structure
in the specification, which was corroborated by the independent analysis of the
original Board of Appeals (A-27), and have claimed that structure using the statutory
sanctioned "means plus function” format permitted by 35 USC § 11216. The
present invention is not a general purpose computer as it was in Walter, but rather
a specific set of dedicated hardware blocks, such as a "barrel shifier”, ROM, and
ALUs that have a precise meaning in the art and an ascertainable range of
equivalents.

3.  InreMever 6RE F2d 789,215 USPQ 193 (CCEA 1982

The invention at issue in Meyer was a diagnostic system for doctors. An
elaborate system of mathematical steps are performed on input data and an answer
given to help the doctor with the diagnosis. The Board of Appeals, affirming the
rejection under 35 USC § 101, characterized the invention this way: "The claims are
drawn 1o a technique of statistical analysis. Data is accumulated from a series of test
operations and conclusions are drawn in accordance with a mathematical algorithm.”
Mevyer at 196. No apparent structune was set forth in the specification, but apparatus
claims in "means plus function” language were presented.
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The Court upheld the Board decision, stating that "in accordance with
35 USC § 112 paragraph 6, claims under 35 USC § 101 drafied in means plus
function format are to be examined in light of the "comesponding structure, material,
or acts described in the specification and equivalems thereof. We have done so
here.” 688 F.2d at 796, 215 USPQ at 199. The Meyer Court clearly applied § 112
§6to the § 101 analysis, and has staled so.

The Meyer Count did not find 35 USC § 11216 "to be an obstacle” for
treating apparatus claims as method claims (A-10) because, after reviewing the
specification, the Court found that the disclosed invention was in the method and
could not find any corresponding structure or apparatus. The holding in In re Meyer
stands for the proposition, by the CCPA, that § 112 9 6 is applicable in § 101
determinations.

The invention in Meyer is easily distinguished from the present invention,
which, in the best mode of the invention, is not & progammed general purpose
computer, but rather a bona fide digital circuit,

4, In re Pardo, 684 F.24 912, 214 USPQ 673 (CCPA _19812).

The invention in this case appears to be another programmed general purpose
computer. ~Appellants characterize their invention as a method for coatrolling the
internal operations of a computer.” G684 F2d 913, 214 USPQ at 674. The
specification describes the invention as involving an algorithm of a compiler
program. Footnote 6 of Pardo cited In re Walter with approval, stating that

Although some of appellants’ claims are drawn to a "general
purpose data processor of known type operating under the control of
a stored program”, such claims are treated as indistinguishable from
the method claims for purposes of section 101 unless it is
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demonstrated that the claims are drawn to specific apparatus distinct
from other apparatus capable of performing the identical functions.

684 F.2d a1 916, 214 USPQ &t 677.

However, since the appealed claims were not written in "means plus
function” formad, the Pardo Court did not specifically address this issue. Further,
the Court held that the appealed claims, even when treated as method claims, were
statulory under 35 USC § 101 because the "appealed claims do not fall within any
judicially determined] exception.” /d.

3. Inre Abele, 684 F204 902, 214 USP(} 682 (CCEA 1982).

The invention in this case was in the field of CAT scans, and used a computer
to improve an X-ray image while reducing the amount of X-ray exposure to the
patient. Again, the novel aspect of the invention in Abele appears 1o be in the
instructions for a general purpose computer and the means in the apparatus claims
had no correlation to any specific structure in the specification other than the general
purpose computer. [n fact, this was stipulated by the Appellants. The Court stated
that "Appellants do not argue and, in any event, we see no basis for weating their
apparatus claims differently from their method claims.” 684 F.2d at 909, 214 USPQ
at 688,

The Court nevertheless appears 1o have interpreted the claims in accordance
with § 1129 6. The § 101 rejection of claim 6 was reversed while the rejection of
claim 5 was affirmed. Claim 6 specified that the data operated on by the method of
claim 5 is X-ray attenuation data from a CAT scanner. Claim 5 merely defined the
mathematical computation. As to claim 6, the Court expressly inferred the sieps of
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producing and detecting the CAT scan data even though not positively recited in the
claim, and found that, even without the algorithm of claim 5, there would still be a
CAT scan process which is statutory. 684 F.2d a1 908, 214 USPQ at 687-688.
Apparatus claim 36 in "means plus function” form was held statutory on the same
basis. 684 F.2d at 910, 214 USPQ at 689,

In contrast to the foregoing cases, Appellants in the present case see a clear

basis for treating the appealed apparatus claims differently than a method claim.
Specific interconnected digital circuit elements comresponding to the “means”
elements of claim 15 are set forth in the specification. Under the plain meaning of
§ 1129 6, the "means" clements of claim 15 "shall be construed to cover™ allcast the
disclosed circuit elements.

It cannot reasonably be argued that the claims so interpreted do not embrace
a "machine” squarely within the meaning and intent of § 101. Rather, the Board
objects to the scope of claim 15, even though the claim has been found patentable
under §§ 1027103 over the prior art of record, when given its broadest reasonable
construction as applied by the PTO.

The rele stated in the Decision on Reconsideration that "where a *means for’
claim does not distinguish over a digital computer operating on a stored program...
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itis proper to treat the claim as indistinguishable from a method claim® (A-11)is too
broad. It is applicable 1o all digital electrical systems claimed in "means plus
function” form.

The rule is unsupported by existing case law. The Board cites no authority
for such & rule when the claims are based on a hardware disclosure. The cases the
board relies on are all based on software disclosures so, of course, the claims cover
a programmed computer.

The rule is logically opposed to the plain language of § 11276, Instead of
looking for "comesponding structure, material, or acts described in the specification
and equivalents thercol™ according to the plain meaning of the statute, as followed
in Mever, the Board uses an "any and every means” test without any reference to the
subject maiter disclosed in the specification.

Tﬁmnlulnﬁﬂlemduﬁmmmhmﬂmmmmdlﬁulﬁmuh
from being claimed in “means plus function™ format as provided in 35 USC § 112
1 6. This is especially true in the field of signal processing where a claimed circuit
is likely 1o have a first set of data as an input and reformatted second set of data as
an output. The function of all digital signal processing blocks can be described in
terms of a set of instroctions (o program a general purpose compuier. And all digital
circuits operate, by definition, by performing mathematical operations. The general
purpase computer itself is a digital circuit. The list of circuit blocks whose function
can be described mathematically and programmed on a computer cbviously includes
“number crunching” circuits such as multipliers and adder circuits, but can easily be
extended to other circuit blocks such as amplifiers, filters, logic gates, and numerous
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other commonly used circuit blocks and combinations thereof. This point was made
by the dissent:

If the new decision majority view were to prevail, we
seriously doubd that any electrical invemtion could ever be defined in
*means for” format. Taking radio and television as examples, every
component cperates on an electrical signal that can be described
mathematically, If these components were claimed in "means for”
format, the new decision majority would likely come to the absurd
result that these claims are nonstatutory under 35 USC 101, (A-32
to A-33)

IV. The Board's treatment of claim 13

In an effort to distinguish appealed claim 15 from the appealed claim in
Iwahashi, in which the claimed elements were properly interconnected as required
by 35 USC § 112 1 2, the new decision majority argued that there is no
interconnection between the claimed elements. "Claim 15 ... does not claim the
disclosed interrelationship among the means.” (A~14) This assertion lacks any
merit. I true, the claims could have been (but were not) rejecied under 35 USC
§ 112 12 as indefinite, but not under 35 USC § 101 as lacking statutory subject
matier.

A quick reading of claim 15 shows that elements (a) and (b) are indeed
independent as recited (although utilizing the same inputs), but that each element is
connected 1o element (c), and in tumn element (c) is connected 1o element (d). Means
element (a) determines the vertical distance between endpoints of the vector and
means element (b) determines the elevation of a row of pixels spanned by the vector.
Means element (c), however, is connected to elements (a) and (b) since it normalizes
the outputs of means (b) and (c), yiz. the "vertical distance and clevation.” Means
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{c) and (d) are interconnected because the memory element (d) outputs illumination
data in response to an input from means (c), i.¢. the *normalized vertical distance and
clevation.” This interconnectivity is consistent with the circuit diagram of FIG. Jin
the applicadon. (A-39)

Accordingly, the Board's argument about lack of interrelationship of the
claimed means is no sound basis for affirming the § 101 rejection.

V.  Development of Two-Step Analysis of Claims For Statutory Subject Matter

In the foregoing sections we considered whether a "means plus function”
claim based on & bona fide apparatus disclosure should be construed under 35 USC
§ 112 1 6 as claiming a "machine” that is statutory subject matter under 35 USC
§ 101, regardless of whether the claim recites an algorithm. 'We now consider the
ﬂlmrchumufm:ﬂimmwlelﬂhummduwmurnﬂhnd
claims.

ISSUE 2. Does claim 15 recite a mathematical algorithm in the Benson
sense? More specifically, is a “means plus function” apparatus claim deemed

ISSUE 3.  Doesclaim 15 solely claim an algorithm? More specifically,
in determining whether the "claim as a whale” in ils entirety merely claims an
algorithm, is it proper under § 112 6 to ignore the fact that the claim covers a
"machine™ in both form and substance where the disclosed best mode of the
invention is digital circuitry?

A.  The Stamic and Applicable Supreme Court Cases

35 USC § 101, provides that:

Whoever invents or discovers any new and useful
process, machine, manufacture, or compaosition of matter, or

30



any new and usefiul improvement thereof, may obtain a patent
therefor, . ..

The Supreme Court said, citing the Congressional Record, that this language
includes "anything under the sun that is made by man.” Diamond v. Diehr, 450 U 5.
175, 182, 209 USPQ 1, 6 (1981). The Supreme Court listed some exceptions:
"[Plhenomena of namure, though just discovered, menial processes, abstract
intellectual concepts are not patentable....” Gotrchalk v. Benson, 409 U.8. 63, 67,
175 USPQ 673, 675 (1972)

The seminal Supreme Court case on the patentability of digital computer
processes was Gorntrchalk v. Benson. The claim was directed to a method for
converting a binary coded decimal (BCD) number 1o a binary number. The
mﬂﬁmwuwluﬂmlh#mﬂhuddumhﬂmdchinﬂhlplmwﬂmm
meaning of the Patent Act, 409 U.S. at 65, 175 USPQ at 674. In deciding the case,
the Court defined an "algorithm® as "[A] procedure for solving a given type
of mathematical problem.” 409 U.S. at 65, 175 USPQ ut 674. The Count
characterized the Benson claim as the "mathematical problem of converting one form
of numerical representation to another.” [d. The Court concluded that the claimed
mwuhmmm“mmhﬂmm&m“ﬂ
the BCD to pure-binary conversion” (409 U.5. at 68, 175 USPQ a1 675); had "no
mmwmeminmwimldiﬁﬂwf and
that “the patent would wholly pre-empt the mathematical formula and in practical
effect would be a patent on the algorithm itself.” 409 U.S. at 71-72, 175 USPQ &t
676. Thus, the Cournt essentially held that the method claimed by Benson was an
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In Parkerv. Flook, 437 U.S. 584, 198 USPQ 193 (1978). the Supreme Count
considered whether a method using a novel mathematic formula for updating an
alarm limit having conventional post-solution application is a puocess eligible for
patent protection. The Count noted that the patent application did not descnbe any
practical aspects of the use of the new method. All it described was a new algorithm
for computing »n updated alarm limit, 437 U.S. at 586, 198 U"PQ at 195. Post-
solution adjustment of an alarm limit (a number) was decmed insufficient to
transform an unpatentable principle into a patentable process. 437 U.S. at 590, 198
USPQ at 197. The claim considered as a whole contained no patentable invention.
437 U.5. at 594, 198 USPQ at 199. The dissent objected 1o the majority treating the
new algorithm used in the claimed method as a part of the prior art, as “importing
into its inquiry under 35 USC § 101, the criteria of novelty and inventiveness [sic:
nonobviousness].” 437 U.S. at 600, 198 USPQ a1 201.

Subsequently, the Supreme Court made it clear in Diamond v. Diehr, 430
U.S. 175, 187, 209 USPQ 1, 8 (1981) that merely the fact of using a mathematical
equation and a programmed digital computer in a process curing synth.2tic rubber
does not take a claim oot of the ambit of statutory subject matter. A process was
defined as "a mode of treatment of certain materials to produce a given result. Itis
an act, or series of acts, performed upon the subject matter 1o be transformed and
reduced to a different state of thing.” 450 U.S. at 183—184, 209 USPQ at 6 quoting
Cochrane v. Deener, 94 U.S. T80, T87-788 (1876). The Court affirmed that "a claim
drawn to subject maner otherwise statutory does not become nonstatutory simply
because it uses a mathematical formula, computer program or digital computer”,
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450 U.S. at 187, 209 USPQ at 8. The application of a mathematical formula to a
known structure or process may be patentable.

The Court held that the "claims must be considered as a whole. [t is
inappropriate to dissect the claims into old and new elements and then o ignore the
presence of the old elements in the [§ 101] analysis.” 450 U.S. at 188, 209 USPQ
at @, The question therefore of whether a particular invention is nove’ is "fully apan
from whether the invention falls into a category of statutory subject matter. In re
Bergey, 596 F.2d 952, 961, 201 USPQ 352, 361 (CCPA 1979)." Id.

The Court rejected the view that Flook required the mathematical algorithm
not to be considered as part of the claim when making the § 101 determination. /d.
at footnote 12. The Court recognized that "when a claim recites a mathematical
formula (or scientific principle or phenomenon of nature), an inquiry must be made
into whether the claim is seeking patent protection for that formula in the abstract.”
It then defined this inguiry:

when a claim containing a mathematical formula implements or

applies that formula in & structure or process which, when considered

as a whole, is performing a function which the patent laws are

designed to protect (¢.g., transforming or reducing an aricle to a

different stae or thing), then the claim satisfies the requirements of
§ 101.

450 U.S. at 192, 209 USPQ at 10.

Taken as a whole, these decisions by the Supreme Court teach that, 1o be held
nonstatutory, the claim must (1) recite a mathematical algorithm, and (2) in practical
effisct be a patent on the algorithm itself. Merely reciting a mathematical formula in
a claim, or a step that requires mathematical manipulation, however, does not in
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itself indicate that the claim as & whole recites a mathematical algorithm or tends to
be a patent on the algorithm itself, The claim is not 1o be dissecied but must be
considered as a whole. Patentable subject matier is 10 be determined apart from
patentability under § 102 and § 103, Also, the § 101 patentable subject matter
determination is separate from compliance with the § 112 1 2 requirement 1o
distinctly claim the invention. fn re Foster, 438 F.24 1011, 1014, 169 USPQ 99, 100
{CCPA 1941

B.  CCPA Development of Freeman- Walter-Abele Two-Sicp Test

The CCPA introduced # two-part analysis that anempted to formalize the
determination of whether or not a method claim contains statutory cubject matier
under Benson. This analysis was first enunciated in fn re Freeman, 573 F2d 1237,
197 USPQ 464 (CCPA 1978). In Freeman, the Court rejected the view that
computer programs, of inventions wherein the novelty resides in a programmed
compiter, are not patentable. The Count stated:

The fundamental flaw in the board' s analysis in this case lies
in a superficial trestment of the claims. . . In the present case. it is not
the claims but the specificarion that discloses implementation of the
claimed inveation with compuier programs. (footnote omitted)
(emphasis in original.)

573 F.2d at 1245, 197 USPQ 470,

In an effort to rein in this mode of analysis, the Court stated:

As a bare minimum, application of Benson in a panicular
case requires a careful analysis of the claims, to determine whether,
as in Benson, they recite "a procedure for solving a given type of
mathematical problem.” 409 US. at 65, 175 USPQ at 674.
{emphasis added by CCPA). /d.



Then, the Court set forth a rwo-step analysis, as follows:
First. it must be determined whether the claim directly or
indirectly recites an "algorithm™ in the Benson sease of that term, for

a claim which fails even to recite an algorithm clearly cannot wholly

preempt an algorithm. Second. the claim must be further analyzed to

ascertain whether in its entirety it wholly preempis that algorithm.
573 F.2d at 1245, 197 USPQ at 471.

1. Step 1: Is there an Algonthm?

In applying the foregoing analysis, the Court found that ik Freeman method
mappm:hinudidnmdimﬁiyuiudhwdymﬁtmlthMmdhldﬂt
claims statutory. The Court made clear that "algorithm” under § 101 and Berson is
much narrower than the broader meaning used in the computer ans. [d. Accord
Diamond v. Diehr, 450 US at 186, 209 USPQ at 8, footnote 9. Specifically, the
Court defined when an algorithm is directly or indirectly recited. An algorithm is
indirectly recited when & mathematical equation or formula is expressed in prose
rather than algebraic form. The Court held:

The method claims here at issue do not recile process steps
which are themselves mathematical calculations, formulae or

equations. [d.
Similarly, the Court held:

The apparatus claims do not directly or indirectly recite any
mathematical equation, formula or calculation, and thus do not
preempt the use of any mathematical problem solving algorithm.

573 F.2d at 1247, 197 USPQ at 472.
The Court deemed it unnecessary to consider the effect of apparatus
limitations in the claims. fd. Nor was it necessary to apply step 2 of the test, since
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no algorithm was reciled in the claims.

2. Siep 2: Is an Algorithm Claimed as the [ayention?

Later cases faced the problem of determining whether a claim as & whole
claims an algorithm in the Benson sense, .., merely recites a "procedure for solving
a given type of mathematical problem.” If a claim recites a mathematical formula
uumnfiummduuﬂm“mﬂmﬂuclﬁmhmiﬂuaﬂrmﬂlmm«h
applying the formula to & known structure or process? Or is the claim wholly
poceimpting an algorithm in the Benson sense? The -egult of this uncertainty resulied
in several progeny to Freeman, most notably I re Walter, 618 F.2d 758, 203 USPQ
397 (CCPA 1980) and [n re Abele, 684 F.2d 902, 214 USPQ 682 (CCPA 1982). In
both Walrer and Abele, the claims recited a mathematical algorithm. The issue in
each casc was whether the claims were directed solely 1o the algnrithm.

Afier the Flook decision, the Wairer Court restaed the second step of the
Freeman test:

Once a mathemnatical algorithm has been found, the claim as
a whole must be further analyzed. I7 it appears that the mathematical
lhnﬁﬁmhhmhmmdm::pﬁﬂcmmduﬂmmﬂ
relationships between the physical elements of the claim (in
apparatus claims) or to refine or limit claim steps (in process claims),
the claim being otherwise ststutory, the claim passes muster under
Section 101. If, however, the mathematical algorithm is merely
mmmwmwmmuwhmu
Benson and Flook, and is not applied in any manmer 1o physical
elements or process steps, no amount of post-solution activiry will
render the claim statotory; nor is it saved by a preamble merely
reciting the field of use of the mathematical algorithm. (emphasis in
original) (Footnote omitted)

618 F2d at 767, 205 USPQ at 407.



In Walrer, the claimed invention was based on programming of a compuler
process, 5o the apparatus claims in “means plus function" lorm were irealed as
method claims, 618 F.2d at 768, 205 USPQ at 408. In the claims, what was found
lo be positively recited was an improved method of computation, i.e. improved
mathematical methods for interpreting the results of seismic prospecting. The Count
distinguished Walter from in re Johnson, 589 F.2d 1070, 200 USPQ 199 (CCPA
1978) as follows:

There [in Johnson] the claims were drawn to the enhancement of
diﬂdﬁtindﬂnmﬂhnmﬂnlmmmm
physical signals representing physical phenomena. Mathematics
mcmphyﬁdmmhmd.ﬂuimmminﬂumdidm:w
10 claim a mathematical exercise or method of calculation. Operation
of the claimed process in Johnson converted the noise-containing
physical seismic record present at the start to a new record minus the

noise component. Here, appellant claims only an improved
mathematical me hod for cross-comelation.

618 F.2d at T70, 205 USPQ at 409-410.

In footnote 10, the Walrer Court also explained, with reference to Johnson,
the need (0 process the signals in the form of digital data derived from sampled
lmnihudulﬂﬂuﬂthihnuﬂmhﬁ:hiﬁlﬁxmnhmﬁm
nonstatutory. 618 F.2d at 768, 205 USPQ a 407,

In Abele, supra, the Cour: acknowledged that Walter only sets forth two
mhuiﬂumm-hui:mdi:mm—udmuumhmumm:m
area, siating:

__the Walrer analysis quoted above does not limit patentable subject

matter oaly to claims in which strectural relationships or process

steps are defined, limited or refined by the application of the
algorithm.
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Rather, Walrer should be read as requiring no more than that the
algorithm be "“applied in any manner to physical elemenis or process
steps,” provided that its application is circumscnibed by more than a
field of use limitation or non-essential post-solution activity. Thus,
if the claim would be “otherwise statutory,” id.. albeit inoperative or
lese useful without the algorithm, the claim likewise presents
ﬂmmmhpﬂmmum&ndmﬂmisimlm.

634 F.2d az 907, 214 USPQ at 686.

The Abele Court stated that "the purpose of the two-part analysis supports
the view taken here. ﬂugudhtnmwﬁﬂ:quﬁﬁm'mmdidapplimu
invent” 1Fthe claimed inveation is a mathematical algorithm, it is improper subject
marter for patent protection.”

In answering that question, [¢]ach invention must be evaluated as

claimed; yet semaniogenic considerations preclude a determination

based solely on words appearing in the claims. In the final analysis

under § lﬂi.wddmdhmﬁmulwhnh.muﬂhﬁwlnﬂndfw

what it is. (cite omitted)

Hence him mlym'rnqmmmmlinmpﬂﬂnu{mhdimin

light of its supporting disclosure . In re Johnson, 589 F.2d al

1079, 200 USPQ) at 208.

684 F2d at 907, 214 USPQ at 687.
The Meyer case makes clear that Walter must be interpreted in light of the

Abele opinion. 688 F.2d at 796, 215 USPQ a1 158.

VL. Application of Two-Step Analysis to Claim 15

A siep 1 - LA LS [0l :_.-_-|l NI i

nppiyinglh:pﬁn:iphurﬁemmﬂsmmum:lﬁmlﬂmm
recite an algorithm. Clearly, an algorithm is not directly recited. Nordoes claim 15
inﬂimmlymlmmd:mﬂmuﬂuﬁu:dmm-lﬂ. None of the claim
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elements recite, in prose form, an equation, formula or other mathematical algorithm
as in Benson. In re Grams, 388 F.2d 835,837 n.1, 12USPQ 2d 1824, 1326 n. | (Fed.
Cir. 1989), cited by the Board, merely refers to the Freeman case and does nol
nhmpnrupudﬂudnﬁniﬁmufnmlﬂmﬁulﬂmthm.

Elements (a) and (b} of claim 15 operate 10 determine a vertical distance and
an elevation on the display. These are physical dimensions. That they are preferably
impl:nﬂudbymduﬁhdiuﬂ:spwiﬁ:ﬂiunlhupufmmmuim
operation or could be implmumdinnmnwﬂwnpunitimhvmmllnu
in Freeman, the alleged algorithms appear in the specification, not in the claims.
The claimed invention only needs the dimensions; it does not matter how they are
ascertained. They can be measured spatially or by liming, as casily as by the
subtraction steps disclosed in the specification.

The Board proclaims that it will not impute imitations to the claims (A-13),
but has done just that by reading difference equations from the specification into
claim elements (a) and (b). (A-20) Moreover, the Board has done so selectively,
mmm:ﬁrmﬁ:mcnpuﬂmhumﬂuﬂu:kﬂn:dmmn
implements it. Either the implementing structure must be considered together with
the unecited operation in interpreting the "means plus function” claim elemeats
under § 101 (according to 35 USC § 112 1 6), or neither of them should be imputed
o the claim. Regardless, the rule of Freeman precludes impoting a mathematical
algorithm not recited in the claim from the specification.

As for element (¢) of claim 15, the normalizing means, the Board could not
even ascenain a corresponding mathematical equation. Instead, the Board found this
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element 10 be implemented by a barrel shifter and, like the Examiner in rejecting
claims 15 and 18 (A-229) by calling it a mere "number crunching” element, the
Board passed element (c) off as performing a mathematical operation like the
reentrant shift register in Benson. (A-20) This superficial treatment fails to find a
mathematical algorithm for element (c) anywhere in the claim or the specification,
but in effect concludes there must be one somewhere

Element (d), "outputting illumination intensity daia as a predeiermined
function of the normalized vertical distance and elevation” is dismissed, again by
referring to the specification, as a mathematical operation performed on the data of
step (c). (A-20) The Board does not identify the mathematical operation. 1sit in the
operation of the read only memory (ROM) used to implement the preferred
embodiment of this elemeni? Or is it in the "predetermined function.” The ROM
implements a look-up table, s in fwahashi, not usually considered a "mathematical
operation.” The claim does not identify any particular equation or formula. In fact,
Applicants expressly seck to avoid limiting the invention to a particular function.
Applicants merely cite an example in the specification. (A-356) A pseudogaussian
function could be used as in U.S, Pat. No. 4,715,414 (A-69), but so could another.
The particular function is not the claimed invention. So where does element (d)
mecile a mathematical algorithm?

If the Board's analysis of step | in this case is the law, then Freeman must
be overruled in order to find that claim 15 recites an algorithm. The Board in this
case reached into the specification to find equations to plug into the claims (without
success for element (c)). This is contrary to Freeman, wherein the Count noted, “In
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the present case, it is not the claims but the specificarion that discloses
implementation of the claimed invention with computer programs.” 573 F.2d at
1245, 197 USPQ at 470.

Also in this case, the Board held that claim 15 would cover a programmed
computer and 50 should be treated as a method claim. The Freeman Court observed
that [the Board's] approach would appear to be that every implementation using a
programmed computer is an “algorithm” in the Benson sense. If that rubric is the
hw.tvuy:lﬂmudmﬂhﬂdﬂulcmh:mimpmmdmuldh:mnmmiuhjm
matter under 35 USC § 101, That reasoning sweeps too wide and is without basis
inlaw. Id.

So too in this case. Therefore, Applicants contend that claim 15 does not
recite a mathematical algorithm under the Freeman test.

B.  Step2 - Claim 15 Claims a Stangtory Machine

In the present case, the crucial question is what did the Appellants invent?
The expanded Board did not really answer this question. Reading the specification,
it should be clear that what the Appellants invented is a new and improved
“rasterizer” 40 (Fig. 3) which is part of a display processor circuit 18 (Fig. 2) used
lumpndm:ldiﬁuﬂrmmhdh:pm“wfwmmldithmmufnm
instrument (Fig. 1). The display is a raster-type display in which images are
formed by rows of pixels, as in a television. The pixels represent picture elements
in the form of an M x N amray. The instrument described in the particular
embodiment described is a digital storage oscilloscope (DSO). Such an oscilloscope
ﬁﬁﬁm:mﬁmhrmnﬂhtﬂwwﬁuﬂufﬁnwﬂmmﬁmuy.m
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waveform data sample represents one pixel having a maximum intensity value.

The purpose, or function, of a rasterizer is to change dala samples
representing the input waveform, which are in amplitude and time coordinales. into
pixel intensity values, such as grey scale or color, to provide a smooth {anti-alinsed)
reproduction of the input waveform on the display screen. 1fonly the waveform data
samples are directly displayed, a discontinuous dotted line representation of the
input waveform is shown rather than a smooth line representation of the waveform.
A rasterizer converts the dotted line into a continuous series of connected lines or
vectors and removes jagged comers to smooth the displayed waveform. Thisis done
by selectively illuminating pixels associated with the vectors.

The claimed invention, a rasterizer, has no use in an analog oscilloscope or
ocher analog system that has a continuous or analog display. Its only use is in a
digital system having a raster display composed of discrete picture elements (rows
of pixels). Rasterizers are well known in the prior an, as exemplified by the patents
cited by the Examiner in this application. Those specifically directed o rasterizers
include U.S. Pat. Mos. 4,215,414; 4,540,938, 4,586,037 and 4,672,369. (A-69,
A-82, A-143) These patents describe the problems of smooth display of waveforms
on a raster display and different ways to solve the problems.

The rasterizer claimed in the present application has a different structure and
operates differently from the prior ant rasterizers. Applicant’s original claims were
rejected under 35 USC § 103. Afer amendment of the claims, the Examiner
expressly withdrew the § 103 rejection. The sole ground for rejection remaining in
this case is § 101 statutory subject matter.
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The rasterizer invented by Appellants determines pixel intensity values by
using consecutive samples as endpoinis that define a vector. The vertical, or
amplitude, differcnce between the two data samples is determined.  Also, the
elevation of the current row of pixels being scanned for display is determined. These
values are normalized and used to address look-up lables to access appropriate
intensity values for the pixels between the two samples as the pixels are being
scanned. The intensity values are output to be displayed along the current row of
pixels. Cost and speed advantages resull from applicant's approach.

Unlike Benson, which merely claimed converting a BCD number into a
binary number, the present invention converts discrete waveform data samples into
pixel intensity values which are displayed to reproduce a continuous waveform.
This is not an "abstract concepl” as in the Bemson situation, but is a specific
implementation of a machine 10 produce a useful result. Even though some, or even
all, of the elements of claim 15 are implemented by circuitry that may perform
mathematical manipulations (which is true for ALL digital electrical circuits), the
“algorithm™ that is recited is not a Benson algorithm. The claimed invention
transforms an electrical signal in the form of digitized data samples into a visual
view on a display in terms of pixel intensity values. Therefore, when the claim is
considered as a whole, no Benson algorithm is claimed.

When the Abeie Coun viewed claim 6 without the algorithm but including
the steps inferved from the recital of "X-ray sttenuation data.” it found that the
production, desection and display steps would be preseni.  Accordingly, the Court
held the claim stalutory. 684 F.2d a1 907, 214 USPQ at 687-688.
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In re Johnson, 589 F.2d 1070, 200 USPQ 199 (CCPA 1978) held patentable
under § 101 claim{s) to a machine process for comparing digitized seismic traces lo
define multiple reflections, a form of noise, to be removed by a subtraction process.
The Court followed the twe-step mathematical algorithms analysis of Freeman,
concluding:

Even assuming arguendo that the "computing” step recited in the

claim entails performing mathematical calculations, the process is

explicitly claimed within the framework of a method for producing

an output seismic trace which is different from, and an enhancement

of, an inpot seismic trace. Thus, any calculations which may be

mmmﬂumﬂcldmlmbqulpmnfm

process which includes the other recited steps.
589 F.2d ar 1079-1080, 200 USPQ) at 209.

In re Taner, 681 F.2d 787, 214 USPQ 678 (CCPA 1982) is another § 101
case involving seismography. In this case, claims to a seismographic method
involved conversion signals from conventional seismic reflections to a planar or
cylindrical form by summing the reflection signals. Holding these claims patentable
under Diehr, the Count distinguished Walter:

.. the claims [in Walter] were drawn to “an improved method of
cormelating™ and to “an improved method of cross-comrelating.” i.e.,
not to "methods of or apparatus for seismic prospecting *** [but
rather] to improved mathematical methods of interpreting the results
of seismic prospecting. (cite omitied)
681 F.2d at 790, 214 USPQ at 681.
In re Noll 545 F.2d 141, 191 USPQ 721 (CCPA 1976), cert. den. 434 U5,
875, 195 USPQ 485 (1977) is another post-Benson § 101 case. This case is

particularly pertinent in that it pertains to subject matter related to the Appeilant’s
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invention — a scan converter for a raster-type display system. The rejected claims,
e.g.. claim 9, were apparatus claims written in “means plus function” format. The
claim was readable on a programmed computer; indeed the novelty was in the
programming used in handware thar was otherwise considered old, 545 F.2d a1 144,
191 USPQ at 723. Except for the recital of "N-bit storage devices” the remainder
of claim 9 is virtually identical in form to Appellants’ claim 15, including a preamble
Mihﬁhhmﬂhim-ﬂwdmmmﬂmﬁm
munpmnmuwmmllpﬂlmmmhmmﬂplhudmﬂ them in the
N-hit storage location. The Court recognized the form vs. subsiance issue but

rejected its applicability in this case, holding:

The instant claims, however, are drawn to physical stracture

and not 1o an abstract "law of nature, a mathematical formula or an
" [cites omitted] There is nothing abstract about the

claimed invention, It comprises physical structure, including storage
devices and electrical components uniquely configured to perform
specified functions through the physical properties of electrical
circuits to achieve controlled results. Appellant's machine is
structurally different fram a machine without that program. It thus
broadly io the combination held to be statutory subject
mater in claim 18 of In re Bernhart, supra. (footnote omitied)

545 F.2d at 148, 191 USPQ at 726.

Neither of the Board decisions in this case discuss Diamond v. Diehr, 430
L'I.S.ITLHHHSPQI[Iﬂl]wlﬁ:hilmmﬂﬂllm.ulhmvﬂtllﬂlhm
was decided in that case. The case is discussed, however, in the PTO Notice,
MWMnMWﬂJMW.HM
0G 5, [ﬂdﬂﬁﬂﬂdﬂﬂ-ﬂﬂdﬂiﬂh’ﬂlﬂﬂl‘uﬁﬂuuwnh
claim that recites stalutory subject matter. Following is a pertinent portion of the
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FTO Notice:
As siated in Abele, 684 F.2d at 907, 214 USPQ at 686:

In Diekr, were the claim to be read without the algorithm,
umuwhmﬂulpmhﬂmin;whhﬂ,
ﬂ]nn;hitmi:ltnﬂtwnﬂ:uuﬂishmﬂtin-nﬂdﬂm
would not be as accurately controlled.

The steps in the process, 450 U.S. at 187, 209 USPQ at 8:
include installing rubber in the press, closing the mold,
constantly determining the temperature of the mold,
Mﬂjmmqumﬂﬂlwm

use of the formula and a digital computer, and automatically
opening the press at the proper tme.

mmmeM:himismhmdmmPHﬂ]mm

activity of opening the press, but on the application of the

mathematical algorithm to the whole process.
1106 OG at 10.

Thnq:nf‘hmlﬁumhhﬂinmtpunckﬁngﬂwmnld."mm
puﬁﬁﬂljm:ibdinﬂiehrdhimlhmminkuﬂﬂnmﬂumdMHcﬁm
11. Ihnmdmﬁmwﬁihmenpﬁnwﬁsﬁngﬁhiudiﬁumwmﬂh
case.

Claim !5, &5 a whole, as in Diekr, Abele, Johnson and Taner, recites a
stalutory process of apparatus. Even if viewed as reciting a mathematical algorithm,
the claim as a whole claims the conversion of 2 waveform from one form to another.
Ihﬁmmﬁmhﬂudnﬂnﬁuluﬁﬁtﬁulhﬁmdmm-mmdimhr
of waveforms.

The Board rejected the Appellant's argument that the claims "do not preempt
mwﬁhmufmvmﬁutvmlmquﬁm siensity data”
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{A-18). The Board's position, however, is inconsistent with the allowance of the
claims under §§ 102/103 over the cited prior ar, which covers other rasterizers. The
prior art rasterizers all convert sampled digitized waveforms (i.e. a vector list) into
anti-alinsed intensity data, but do so in a different way from that recited in claim 15.
Since the Palent Office has already acknowledged that the appealed claims
palentably distinguish over prior ant apparatus that performs the same function, it
follows that “the claims are truly drawn 1o specific apparatus distinct from other
apparatus capable of performing the identical functions.” Walter, 618 F.2d at 768,
205 USPQ) at 408.

ﬁuﬂy.&mhuﬂwmddlhmmhhﬂymhﬂwd': apparent
position that a method (software program) performed, or capable of being
performed, by a general purpase digital computer is per sea Benson algorithm. The
Board determined that claim 15 is broad enough to cover a programmed computer.
hppﬂhmdnnmdimu,iﬂmﬁm:hmimphuﬂlﬁm would be
noncompetitively slow and expensive. The important point, however, is that this is
not a legal basis for holding the claimed subject matter unpatentable. The Benson

&mmﬂﬂhﬂmmﬂlu&“lmhmymwﬁdnnmn
409 U.S. a1 71, 175 USPQ at 676. Nor should it be precluded.

In today's technological environment virtually every machine, from cars to
wuﬁumﬂﬁmmhmmdwmﬁnn.ﬂhﬂwiﬂ:wﬂ:diﬁnl
circuitry and/or a MICTOProCEssSOr EXECUtINg a Program. Before the advent of
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powerful, inexpensive microprocessors, signal processing was performed using
discrete digital components, such as AND, OR, NOR, NAND, eic. gates, registers,
aiches and the like. Prior to that, the same signal processing was performed in an
analog envirommeni, using analog components, such as transistors, operational
amplifiers, and resisiors. However, even in the analog environment, the circuit or
function was first defined mathematically. Since no hardware, or software for that
matier, can both efficiently and precisely solve complex mathematical formulac,
mmmmmmammmmmmmmmw
characteristics and cost considerations. An input 1o such a circuit or processing
function is converted into a different thing at the output (otherwise why have the
circuit or function in the first place?). If the process is new, useful and nonobvious,
does it really matter whether the implementation is in the form of analog
COMpPONEnts, digital components, programs for a computer, or a combination
thereof? Isn't such a differentiation actually exalting form over substance? A
programmed digital computer becomes a special purpose digital computer to perform
the function specified by the software. The special purpose computer can be
imkmﬁﬁhwhbyﬂﬁm:m.umbrmm.
Appellants submi that, so long as the process uses some defined machine,
rather than just being an "abstract concept,” palentable subject matter is defined. The
real issues are whether there is enablement in the specification for the claims and
whether the clalms are definite under 35 USC § 112, first and second paragraphs.
From this perspective, Federico's comment that 35 USC § 112, last paragraph, is
useful in determining infringement in courts and not as useful 1o the PTO during
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prosecution is consistent. Federico, P.l.. Commentary on The New Patent Law.,
15 USCA §% 1-110, pp. 24-26. Appellants submit that Mr. Federico, in saying this,
was not even thinking about the use of 35 USC § 112, last paragraph, in determining
whether a claim recited patentable subject matter.

Thus Appellants urge that, :mﬂhwﬂﬁmhmﬁu-nﬁhﬂ
¢claim, and whether or not the claim recites a Benson algorithm, i.e., abstract
concept, claim lsmmuawmhm:hnnmfnlpmmspcrﬁmmdhyn

machine.

CONCLUSION

The Court should hold that claims 15-19 recite statutory subject matter under
35 USC § 101. Case law holds and the plain meaning of the stafute provides that
35 USC § 1121 6 applies to the determination of statulory subject matter during
prosecution in the Patent Office. A claim that pecites structure in “means plus
ﬁmﬂim'fwnﬂhmdmuuﬂwmdinﬂwmﬂmuh:wutmﬁnu
statutory "machine” under § 101, whether or not an algorithm is recited and whether
or not the claim s broad enough to encompass a programmed digital computer.
Huﬂr.mb:mnﬁmﬁlhd:nmuﬁuinﬁﬂm.thmmnuldhnﬂﬂm:
chimdimﬂﬁdmlnuuhimmp:mﬂﬂmplﬂ}iﬂunmnfmﬂhmﬂﬂ
:mﬁmt:lhtuunf“numhﬂmlhrchﬂmmiuﬂpﬂﬁmihﬂmbe
deemed thereby to recite an algorithm. Claim 15, interpreted as a whole, as it is



writien, defines stalutory subject malter. Appellants request that the Board's

decision in this case be reversed.
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