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Introduction

The Solicltor has tried to support each of the Board's
alternative of reli:rl:lnn. his Responding Briel
addresses both the literal language of Claim 1 whether that
language, which is a means expression, must be interpreted as
paragraph 6 of section 117 req

Ome basic fact, however, renders both of the Solicitor's

a ts incorrect. The structure disclosed in the sole prior-art
re that has been applied :E:ln.lt claim 1, US. Patent No.
3,421,295 to Swift (¥l 1 of Swift patent Is attached to

Donaldson’s Lead at TAB B), is wholly unlike the structure
to which the claim refers. Chm'-lulmmizﬂdﬂ
structure that is active, and which responds to the nln;m
of the collector. That structure alleviates a known problem in the
dust-collector art. The of the collector shown in the Swift
patent, in contrast, has only a standard structure. It is passive,
not active. It is also precisely the structure that the claimed
invention has improved upon.

The Solicitor has been forced to lake exireme measures o
overcome this basic fact To fit the Swift collector within the
literal langua of the claim, he must attribute to the Swift
collector ca Elﬁﬁﬂﬂthdﬂﬁﬂlﬂlﬂﬂ'!. Because of the same
fact, the tor cannot prevail if the means expression is given
the narrow scope that section 112 requires it to have. Instead, he
musl artificially recast the means expression into a broader, more
easily rejectable limitation.

The following Reply Brief discusses the specifics of each
these problems in tum.

I.  The Prior Art Does Not Respond to the Literal Language
of the Claims

A. The Solicitor has reported Donaldson’s statements
about the art incorrectly

to the Solicitor, "Donaldson admitted that
walls vibrate quite violently” in prior-art dust collectors. tor's
Responding Brief, at 5. is untrue. In fact, Donaldson used
th!ldm'vhhﬂ"mdﬂniblmﬂ}rﬂudﬂnmgpxhuhm
collectors, and not the motion of the collector that results from the
pulses. See. eg., Donaldson’s Appeal Brief to the Board at Al



This distinction is very nt. The hﬂﬂ walls of
dust collectors are made of sturdy material. The cleaning pulses
in a dust collector therefore do not cause the walls of the h r
to vibrate viclently. htstﬂd,lhedeaningcluﬂau impart 50 little
motion to the h walls of a ust collector that the
dust will often build up on the . For this reason, several
prior-art dust collectors have included mechanisms to further

the collected dust to move downward in the hopper.
See, eg.. US. Patent to Davis, No. 2732,099, A98-104 (Figure 1 of
Davis is attached to Donaldson’s Lead Brief at TAB D).

The dust collector shown in the US. Patent to Lissy, No.
4,409,009, A90-9 (se¢ Donaldson’s Lead Brief at TA® C), shows
how this refutes the Solicitor's position. Lissy shows a dust
collector in which the walls of each hopper are rately actuated
by vibrators to loosen the dust cake and cause collected dust
to fall to the bottom of the hopper. Eg. A93, col. 2 at lines 4-8,
48-55, and A95, col. 6 at lines 16-22. The dust collector of Lissy,
however, incorpomates a pulse-jet cleaming mechanism. A4, col.
4 at lines 38-38. If pulse-jet cleaning mechanisms truly operated
as the Solicitor asserts, the separate vibrators of would be
unnecessary. Instead, however, Lissy acknowledges that, despite
the presence of pulse-jet cleaning,

lolften times, . . . the powder collects and builds up on

the walls of the hoppers.

A93, col. 2 at lines 1-4. See Donaldson’s Lead Brief at 5.

Plainly, pulse-jet cleaning in a dust collector that has a

tﬂhlhpﬁ!ﬂtﬁﬂdmmlmﬂuhadﬂ'ﬂddmt that
gathers on the hopper walls. The Solicitor’s reconstruction of this

key aspect of the prior art has no basis in fact and is therefore
invalid.

B. The prior art is not "responsive to pressure increases”

The Solicitor has relied heavily on this invalid reconstruction
of thebsﬂnr art. Claim 1 specifically requires that the means at
Lssue

rupmtmgrmimminllhediﬂ}thchnh

caused by [the] cleaning means . . . .

Al2, 74, col 8 at lines 57-59. The Board asserted, with no
tion, that the Swift collector meets this

. See
Decision at A5, and Decision on Reconsideration at A10 {discussed
in Donaldson’s Lead Brief at 3L But for his inporrect

2



reconstruction of the prior art, the Solicitor can find no support
that assertion. Ser Solicitor’s Responding Brief at 5-6.

The Swift collector, however, does not meet this literal
WM of claim 1. The stationary ho walls of the Swift
r are rigid. Ser Donaldson's Lead at 4-5. They are

inert, and are not responsive to the cleaning pulses of compressed
air in the Swift collector.

Simply put, the hopper walls of the Swift collector do not
sa the clear, literal ts of Claim 1. The Board's
of Claim 1 must fore fail.

IL  The PTO's Interpretation of the Sixth Paragraph of Section
112 is Incorrect

A. The PTO's interpretation does not determine the
patentability of the claimed invention

mm&mmwmeM'ummnmmm
para of section 112 at length. Eulir:ﬂuﬂhg::ﬁng
Brief at &Fhﬂwhmin that discussion, however, he
address the central weakness of the PTO's interpretation: the
PTC' interpretation forces patent applicants to discuss the
patentability of very broad inventions when the claims at issue
will give patent over only narrow ones. See Moy, THE
INTERFRETATION OF ExXPRESSIONS DURING PROSECUTION, 68
JPTOS 246, 266-67 (1986) (hereinafter "MEANS EXFRESSIONS'); W.
Whitmyer, THE PATENT AND TRADEMARE OFFICE'S REFUSAL TO
FOLLOW IN RE BOND, 74 JPTOS _, _ nnd8-49 (forthcoming,
mlmammmm;m,mnmm
THE PTO's INTERPRETATIONS OF THE PATENT Law, 74 JPTOS __,
_ nnl46-57 (forthcoming June 1992) (hereinafter "JUDICIAL
DEFERENCE").

The facts of the present case provide an example of this
inequity. As the statute commands, the means expiession in
claim 1 of Donaldson’s patent covers for infringement purposes
only " corresponding structure . .. described in the
specification and equivalents thereof” 35 US.C. § 112, 1 6. That

g structure is a flexible diaphragm, which balloons
outward in response to the momentary increases that the
pulse-jet mechanism creates. See, g, A74, col 7 at lines
448 Claim 1 therefore gives exclusive rights over only that
structure and other structures that perform su Ity the same
function, in the same way, to achieve substantially the same

3



result. See, eg.. Graver Tank & Manufacturing Co. v. Linde Air
Products Co., 339 US, 605 (1949) (defining scope of equivalents).

Interpreted in this way, the claim is too narrow to ever
give rights over a rigid structure such as the Swift

W' Yet the insists on preventing the claim
from g solely because the Swift collector is part of the prior
art

This illogical result, which is an inescapable consequence of

the PTO’s statutory interpretation, strikes at the heart of the

tent system. The US. patent system reflects a policy decision

inventors should be given exclusive rights over inventions

that are novel and unobvious over the prior art. Ser 35 USC. 8§

102, 103. It is "axiomatic,” then, that the same invention must be

used to determine both the fact of infrin and the inventor's

entitlement to patent rights. Ses, eg., hKline Diagnostics, Inc.
v. Helena Laboratories Corp., 859 F.2d 878 n.7 (Fed. Cir. 1588).

The PTO's in tion flies in the face of this basic policy
decision. SungmmmﬁﬁlPTEEItzﬂ- Th.t]#bll
refusing to allow m‘ﬂﬁm n:l.llmlwhm&E:L claim :nvm,ft;-:
infringement subject matter conceded’ to
hnnﬂlmdumﬂlum. hhﬂhuﬂnnmnwl!ﬂymﬂ:r
the PTO's interpretation of means expressions. £.§.. MEANS
Mmﬂﬂﬁﬂ!ﬁ!ﬂnimﬂmllglmm}lﬂ
mﬁh.ﬂl—iﬂﬂhfl,’im}. summarized at 28 PTC] B3 (May
24, 1984)).

When viewed in this way, it is clear that the PTO's
tion of the statute is fundamentally at odds with the

basic of the patent system. The detailed rules and
matters of administrative convenience that the discusses
te for the destructive effects of the FTO's

cannot
interpretation on the patenting process.

B. This Court has already held that the FTO'
interpretation is incorrect
This Court has expressly instructed the FTO to i

mmuﬁmhmdunn prosecution to the statute. In
re Bond, 910 F2d 831 , Cir. 1990); In re i, B8 F2d
1370, 1375 n.1 (Fed. Cir. 1989). According to Bond,

' Claim 1 stands rejcted in light of the Swift patent, despite
Wlnﬂnﬂﬁunduvﬂ%pgniphn
4



[wihile a "means-plus-function” limitaticn may appear ‘o
include all means capable of achieving the desired function,
lhtmm'hemquiru.llutttbe'mmnwdwmmuw
structure, material, or acts described in the
and aqdvalmis thereof.
910 F.2d at 833 (emphasis in originai). The cour. in Bond vacated
the PTO's rejection of the associated claim Id. at 835. The
statement quoted above is therefore clearly part of the court’s

holding. Solicitor acknowledges that Bomd is “directly
contrary” to the FTO's tHon of the statute. Solicitor's
Res Brief at 20. The r argues that the PTO i free
to Bord and loaheshi nonetheless because of earl

of the Court of Customs and Patent Appeals. Eg. id.
at 28 (citing In re Lundberg, 244 F.2d 543 (CCPA 1957)).

The Solicitor’s in this area is fatally flawed for
several reasons. First, position rests on an overly formalistic

view of how common law develops. The Federal Circuit is
the PTO's only reviewing court. The PTO is thus

essentially
bound to apply the relevant law as the Federal Circuit determines
ﬂmh.SmtgquMMaﬂmmmmmUi
PATENT OFFICE, at 35, PATENT STUDY NO. 29 OF THE SUBCOMMITTEE
On PATENTS, TRADEMARKS AND COPYRIGHT OF THE COMMITTEE OF
THE JUDICIARY OF THE UNITED STATES SENATE, 86TH CONG., 1D
Sgss. (1958); see gemerally JUDICIAL DEFERENCE, 74 JFTOS __
(forthcoming June 1992). This Court's current views on_means
ﬁommmmilhulllmstmﬂwedﬂuFI’Gm
to the stanitory language. Far from being faithful to the
law, lhaFTD'sncﬂmtsmmga&drdyvﬁladrduﬂIm
acquiesce to the authority of this :

In addition, the Solicitor's view of the law on this point is
wrong even under the extremely view of precedent that he
is espousing. "The CCPA’s later ns control because that
court always sat en banc." In re Gosteli, 872 F.2d 1008, 1011 (Fed.
Cir. 1989). The CCPA held, in In re Kmowlion, 481 F2d 1357
(CCPA 1973), that

[ilf the applicant chooses to use such [means-plus-function]

the statute instructs the interpreter of the claims,

€.g., the Patent Office or the courts, as o how such language

shall be interpreted.

Id. at 1366 (first emphasis added, second emphasis in originall.
Ynmolion s subsequent to, and therefore controls, both of the
decisions upon which the Solicitor relies, Lundberg and In re Sweet,

5



393 F.2d 837 (CCPA 1968). Ser Solicitor's Responding Brief at 26-
27. M.wmlrther’rﬂuhuunduﬂgdlym A caselaw
as the Solicitor asserts, that law supports and not the

7 __, __ nn21-33 (forthcoming

necessary, this Court should address the FTO's
interpretation in banc

As discussed in the preceding section, the PTO's
interpretation of section 112 is contrary to already extant, binding
of this Court. Any three-judge panel of this Court
therefore has both the power and the duty to hold the FTO's
of claim 1 to be con to law. S;:ﬁﬂtnmily South

Corp. v. United States, 660 F.2d 1368 (Fed. Cir. 1

Even i the Solicitor's arguments Lundberg and
Smert were “ormect, however, it would be clearly in the interests
lmﬁtinrﬂnh':mmtnmmuwﬂuﬂunlnlﬂu. Justice
certainly requires that Donaldson receive protections
intended to give under the statute. Gnahmwmcm
refusal to interpret means expressions as this Court has
commanded is causing serious disru in before the
PTO.  Se. eg. In re Akemaisu, . 9= (Mar. 20, 1992)
{decision of Board of Patent Appeals and Interferences refusing to
follow hoahashi and Bond), summarized in 44 PTC] 53 (May 21,
1992): Thomas E. Fisher, COMMENTS ON APPLICATION OF 35 US.C.
112 16, 44 PTC] 46 (May 14, 1992).

This Court, then, should if necessary go in banc to clarify
the binding nature of its prior decisions in this area. Such in

banc tion could encompass this entire appeal or,
alternatively, be limited to the lmkufln%lingmﬁm
112 Cf Kingsdoum Madical C Lid. v. Hollister, Inc., 863
F.El:l} . B76-78 (Fed. Cir. 1988) (considering portion of appeal in
banc).

A The statulory language precludes the FTO'
interpretation

The PTO's interpretation of the last paragraph of section

112 is complex. To support it the PTO relies on a varety of



sources, such the weight of its own Interpretive decislon-making’,
see, eg. Solicitor's pond Brief at 21, and scholarly
commentary on the provision, id. at 9, {discussing Federico,
COMMENTARY ON THE NEW PATENT ACT, reprinted af 35 US.CA.
1 (1954 ed., West)).

As this Court has recognized, however, “statuto
in ﬂnnbe?h‘ﬂwlthﬂ\!llnpllglufﬂl‘lumm"lf
Hi Corp. v Johnson Gas Appliamce Co., 917 F.2d 1574, 1579
(Fed. Cir. 1990). If the language is clear and fits the case, the
plain meaning of the statute s usive” Id. Stated another
way, a statutory provision will be interpreted contrary to its plain
meaning only on ‘rare occasions under *ighly unusual
circumstances.” Id. "Absent exitrao circumstances,” the
inquiry into a !ﬂtl.‘ntl'l{?rﬂptl‘ meaning "end(s]” with the statute’s
plain meaning. K. at 1580.

1. The statutory language is mandatory

The of the sixth ph of section 112 falls
within the rule, and not exception. The language is
clear and its meaning is unambiguous. There are no uf]ﬂr
unusual circumstances™ t in this case, moreover, and so
lﬂdtheﬂ'ﬂ'lmgr%ﬂﬁunmﬂhm. The
statutory language, for example, directs what a means expression
“shall be construed to cover” It does not draw any distinction

‘mmhwuﬂwyjmmﬂmﬂbmml
'nnlg:ﬁwmhpmmﬂ law. This practice is the better
under modern adminkstra v!-ll.w]:'md.rﬂ, Cherron

5.4 Inc. v. Natural Resources Council, 467 US. 837 (1984). Ser
generally JUDICIAL DEFERENCE, 74 ___ (forthcoming June 1992).

" VE Holding identifies unusual circumstances as a expressed
mnyuﬂmﬂhlmlmrmmﬂtphin of the swhite, or a
Hmﬂmﬂﬂtwuﬂrhn that Congress could not
hawve . 917 F2d at 1579-80. mmmmmum
in this (.se. L ?Wmmmu!_..ﬂ
EXPRESSIONS, 68 at , thus mirroring the facts in VE Holding.
Ser 917 F.2d at 1580 (“The legislative history . . . reveals no legislative
ﬂuﬂﬂ'h:] ";-fu:t ::inm.. ll.nth

s FupT, ;e
MEAMS 68 at Y6668, renders it likely,

its plain meaning.



between patentability, validity, and enforcement. It provides no
basis upon which to exclude the PTO from those rsons who
“shall" apply the statutory direction. Ser, e.g., Knowlton, 481 Fa2d
at 1366.

2. wCover” and "construe” do not have the
specialized meanings that the Solicitor asseris

use of the words “cover” and "construe” do not

introduce any ambiguity into the statutory language. The
Solicitor's speculations concerning those words, in fact, are
demonstrably incorrect. Court decisions mﬂt:ﬁt. at lheﬂrime
the statutory provision governing means ns was written
in 1952, "mv:!:'“ and “construe” were used commonly to refer to
tentability matters. Eg. In re K:'nng{:::ﬁﬂ F.2d 756, 757 (CCPA
948): In re Davis, 164 F.2d 626, 628 (CCPA 1947); In re Flint, 150
F2d 126, 131-32 (CCPA 1945). The PTO, in fact, was using these
terms itself in its own administrative adjudications. Eg. In re
Frey, 182 F2d 184, 186 (CCPA 1330 decision of the
Patent Office). The presence of these two In the statutory
ion Is therefore no reason to believe that Congress intended

the PTCYs interpretation.
The PTCYs use of the statutory terms, in fact, may be more
tve than such use by the Supreme Court. The principal
author of the statut I;fngmge, Pasquale J. Federico, was himself
the

an Examiner- PTO at the tme the statutory
was written and . Solicitor’s Res Brief at
10. Ser gemerally, Giles Rich, CONGRESSIONAL INTENT — WEo

WEROTE THE PATENT ACT OF 19527, reprinted in Witherspoon,
MNONOBVIOUSNESS: THE ULTIMATE CONDITION OF PATENTABILITY, 1:1
(1978) (hereinafter "CONGRESSIONAL INTENT").

B. The Solicitor's reliance on legislative reenactment is

invalid
According to the Doctrine of Legislative Reenactment, it can
be inferred t Congress has approved of an agency

interpretation when Congress reenacts statutory provision at
issue without change. See, eg. 2B Singer, SUTHERLAND ON
STATUTORY CONSTRUCTION, § 49.09 (5th ed. 1952). The Deoctrine
of Legislative Reenactment is limited, however. Applied
indiscriminately it would result in finding congressional a 1
of every agency tation each time Congress a any
portion of the a s governing act. In that broad form the



concept of legislative reenactment would overwhelm the other
aspects of judicial review of agency interpretations.

The concept ll'fml"nu applies uruy where l:c",imgra.s has
expressly approved o the administrative int on al issue.
See, e !uifmﬂwnﬂl Union, LIAW = Brock, 816 F.2d 761, 767 (D.C.
Cir. 1987). Thus Congress must have provided an "ifﬂrmltiw
indication” of an intent to ra the r:m:lrm. :E
Association of American RRs. v. ., 564 F2d Cir.
1977), or some other “showing that the attention nf[:nn;ma was

dirmd; to the matter t hand.” Plasterer’s Local Linion
?5 v. NLRB, 440 F.2d 174 (D.C. Cir. 1970), rev'd on
other grounds, 404 US. 116 (1971),

American  Federation Labor and Congress of Industrial
Organizations v. Brock, 835 F.2d 912 (D.C. Cir. 1987), llustrates

huw tﬂthrlqm:mmu The issue in AFL-CIO v. Brock
nﬂm amendments to the and

Hnumullqr A::r... 8 USC ﬁ 1101, & seq. (the “Act”) tivel

t of Labor (the "a

n whether ﬁnmign hhur wn ving an “adverse !E!ﬂ un

domestic The a hl.durl;hullf.idu

concept of effect and a definition for nﬂmking

action. C 'nuudmnbaprﬂﬂ];rln:orp:ﬂtedﬂumm:pl

ﬂmmuommmmmmm s own la Ee,

but were silent on how the term should be d . AFL-CIO v

Brock, 835 F2d at 913-14.

Faced with this situation, the District of Columbia Clrouit
held that C had not legislatively approved the agency's
definition of effect. Id. at 916. In 80 it ¥
mil!ﬂthltﬂ'iepirgwtﬂlnwhdmlmm&plnf tive
reenactment had “offerfed] no evidence that Congress was even

amendments upon which the Solicitor is
clearly fail to meet this requirec standard One

added to the second ph of section 112 a
second sentence that pertained to claims. Act of July
24, 1965, Pub. L. No. 89-83, § 9, 1965 US. Cong Cong. & AD.
WHMEEM]E' ’[Mudmmmﬂmﬂui Mﬂul:lm

ragra m
e B ror Mo 14, 1975, Pub L No. S4-131, 87,

4 The Soliditor confuses the substance of these wo amendments.

9



1975 US. Cope Comc. & AD. NEws (89 Stab) 685 691 As in
AFL-CIO v. Brock, there is no indication that Congress considered
or was even aware of the PTC's Interpretation on either occasion.
See, e.q., 5. REP, No. 301, 89TH CONG., 15T SESS. 1, reprinted in 1965
us. CoNG. & AD. NEws 2315, 2319 (referring to Pub. L. No.
89-83); HR REp. No. 592, 94TH ConG., 15T S8, 22, ,':f”m'i in
1975 US. ConE ConG. & AD. NEws 1220-25, 124142 ( te
Pub. L. No. 94-131). In fact, Congress on both occas
addressed aspects of the statute that were far removed from the
in tion that is at issue in this case. Eunﬁﬂfﬂ:;_wm
further afield than was the congressional action in AFL-CIQ
v. Brock. The Solicitor does not cite to any supporting evidence.

This same infirmity applies to the Solicitor's attempt to rely
on Co ! passage of the Federal Courts Improvement Act In
1982 Salicitor's Rupnrdl:gaﬁﬂd at 16. There appears io be
no evidence at all that ngress considered the PTO's
h‘l‘tll'ﬁlllﬂﬂ'ﬂﬂ of its deliberations on the Act See, eg. 5.
Rer. No, 97-275, ConG., 2D Sess., reprinted af 1982 US.
ConG. & AD. News 11; HR. REr. No. 97-312, 97TH CONG., 15T
Sess. (1981).

Thsmﬂmhlmrtdt];lmhduﬂndtymhe
overcome via a ption congressional awareness.
Solicitor's Rﬂwm mt 13. According to that theory,
"Con is presumed to be aware of an administrative or
judk:ﬁm etation of a statute” Id. In the FTO's eyes,

therefore, Congress’ silence works in favor of, nol against
legislative reenactment.

This is incorrect a3 well. The United States Court of

Appeals for the District of Columbia Circuit, in fact, has ¥
this exact argument on numerous occasions. E.g.,
American Tra Corp. v. ICC, 872 F.2d 1048, 1053 (D.C. Cir.

1989); AF u.meLBEIEFid at 916 nb. "l'l‘h:mls‘;i
ad of an agency in tion on reenactment]
m:pplfmwmmhh lmuumlm-kymmmm
attention directed to administrative interpretation upon
reenactment” 2B C. Sands, SUTHERLAND ON STATUTORY
COMNSTRUCTION, § 49.09, at 400 (4th ed. 1984) (cited with approval in
AFL-CIO v. B35 F.2d at 916 n.16). The two legal rules that
the Solicitor is seeking to combine arise from different policies

and cannot be joined in the manner that he suggesis.
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C. Mr. Federico’s commentary does not support the FTO

The PTO has traditionally relied upon the statements of Mr.
Foderico in his COMMENTARY ON THE NEW PATENT ACT, reprinted
at 35 US.C.A. 1, 26, as authority for its interpretation of the sixth
ﬁrm"p:fh of section 112. See Solicitor's RHE Brief at 9.

all respect to Mr. Federico, however, is relying
upon his commentary for more support that it can give Mr.
Federico was a employee of the United States Patent Office; he
was not an elected member of Congress. Seegmm!:g
CONGRESSIONAL INTENT at 1:33-5. As a result, his wri sh
Hitde or no light on the mental state of the elected of
Congress. mmwmm.mmu 275-T6.
His own intentions concemning the statutory language are not
particularly relevant. M.

There are indications, in fact, that Mr. Federico himself
would have objected to the PTO's current attem to rely on his
commentary. He cautions in his commeniary, example, that

[liln such an extended discussion it is obviously impossible

to avoid expressions . . . of personal opinion and it should
be understood that the paper contains some opinions and
views of the writer although not always labelled as such.

Federico, 35 USCA. at 2 He candidly admits that his
commentary is itself a consolidation of speeches he gave after the

of the 1952 Patent Act. Id. at 1-2 Congress therefore
cannot have relied upon the commentary when voling on the Act.
hwmﬂmm at 275-76. Even Mr.
Federico’s own language is equivocal, and no other known source
bearing on Congress’ intent supports the PTO's interpretation. 1d.



V. Conclusion

Fb:l.'thlfl:lrtgi reasons, as well as those ex in
Donaldson’s Lead . Donaldson asks that the 8 rejection
of Claim 1 be reversed.

MERCHANT, GOULD, SMITH, EDELL,
WELTER & SCHMIDT, P.A.

3100 Norwest Center

90 South Seventh Street
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