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IN THE UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

In re:
DIANE M. DILLON . Appeal 88-1245
Appeilant :
BRIEF FOR APPELLANT DILLON

I INTRODUCTION

This is an appeal from the United States
Patent Office Board of Patent Appeals and inter-
ferences sustaining rejections of the appellant
Dillon's claims 2 through 14, 16 through 22 and
24 through 37 as unpatentable under 35 USC 103
as being obvious in view of ecight separate pat-
ents.

This is a “"rcason to combine” case for the
central issue in this appeal is the ecrror of the
board which affirmed a rejection based upon teach-
ings from the references which do not exist and
reliance upon non-analogous art. The board em-
pioyed an abundance of hindsight to Ffind the
claimed invention from references hopelessly
devoid of a suggestion thercof.

Although the legal issues of this case re-
quire a resolution of whether the board erred,
the real issue is whether the board, in the face
of ecight references which are not alleged to
anticipate the invention and which nowhere per
tain to the problem appellant faced can hold
claims unpatentable, a decision which will de-
prive appellant of a patent for, and the public
of the knowledge of, an inventicn of potential
importance in reducing atmospheric pollution.
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Secondly, but also of importance, is the
question of whether the board can properly find
unpatentable, within the meaning of 35 USC 103,
claims for the Dillon inventive finding that
orthoester (i1} when blended with a hydrecarbon
fuel reduces particulate emmissions where the
references most relied on by the board, Sweency
and Elliott, not only fail to show orthoester
{11} with a hydrocarbon fuel. but evem worse, not
used with any tiydrocarbon! Appeilant submits
that this is the factual problem underlying the
erroncous decision of the board, and because she
is convinced of error in the board decision,
appellant presents this appeal

Appcllant presents this appeal because the
board made [factual (findings which are clearly
£rroncous in this appeal, the court is asked to
review the teachings af the eight references
retied upon by the board to support a 103 hold-
ing of obviousness. The teachings of the refer-
ences are quite diverse with only the two Sweeney
patents being reasonably related -- and those Iwo
not being combined with each other in either of
the two rejections. The other references are
non-analogous teachings pertaining 1o hydraulic
fluids {Elliost), dissotution of propanc in lig-
uid hydrocarbons such as gasoline (White}, prepas
ration of orthoformic esters, i.e., orthoestier
{1y (Kesslin}, preparation of orthocarbonic es-
ters, i.¢c., orthoesier {11} {Spch), 2 biended
ethanot fuel with a substantial amount of water
deliberately added (Neves), and the reaction of
orthoesters and alkynes (Howk).

Appeilant most respectfully asks the courl
10 consider the plight of onc¢ of ordinary skiil
in the art of fuel combustion confronted with
these references. Supposedly, the references  are
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to be read for what is disclosed and suggested in
the absence of appellant's disclosure, and that
is the most important request appellant will make
of the court: that the references truly be com-
sidered as if her disclosure did not exist.

I1. STATEMENT OF ISSUES

The Cfollowing issues are presented for re-
yiew:

1. Whether or not the Board of Patent Ap-
peais and Interferences abused its discretion in
affirming the rejectien of all the ¢laims on
appeal including Claims 2 through 14, 16 through
2 and 24 through 37.

2 Whether or rot the Board of Patent Ap-
peals and Interferences committed an error of law
in affirming the rejection of all the claims on
appeal including Claims 2 through i4, 6 through
22 and 24 through 37.

1. Whether or not the Board of Patenl Ap-
peals and Interferences abused its discretion or
committed an error of law ia affirming the rejec-
tion of Claims I through 14, 22 and 34 through 37
gunder 3% USC 103 as unpatentable over 4350417
to Sweeney in view of the cited patents 0 El-
liott, Howk, Kesslin, Speh, White and Neves.

4 Whether or not the Board of Patent Ap-
peals and [Interferences abused its discretion or
committed an error of law in affirming the rejec
tion of Claims 16 through 22, 24 through 33, 335,
36 and 37 under 35 USC 103 as unpatcniabic over
4395267 or 4390417 in view of the cited pat-
ents to Elliott, Howk, Kessiin and Spch.




5 Whether or not the Board of Patent Ap-
peals and Interferences abused its discretion or
committed an error of law in holding that the
claims stand or fall together in view of appel-
lant's argumenis below.

111. STATEMENT OF FACTS
A. TIhe invention

The invention disclosed ia the present appli-
cation, Serial No. 671,570 filed on November I3,
1984 {App.14], is directed 10 reducing partice-
late emissions when hydrocarbon fucly are
burned. In particular, the invention aims (as in
claim 16 [App 39 to reduce particulate emis-
sions produced when diesel fuel or other middie
distitiate fucls (such as kerosene, turbine fuel
and other fuels boiling entirely within the range
of about 300 to 700 degrees Fy are burned
Anyone who has secn a large dicsel-powered truck
on the highway will gecognize the importance nf
reducing or eliminating the Black smoke often
produced by such trucks, the biack golor being
caused by the formation of carbopaceous particu-
late matier during combustion of the fucl The
seriousness of this problem as 2 confributor 10
air poflution is well known, and s method for
reducing such particuiaie cmissions ks of environ-
mental imporiance.

The inveéniion, as claimed provides for 2
reduction in such particulate emissions by addiag
to the diesel fuel prior 10 combustion 28 0Or
thoester additive of the following formulac:

(1n crorworbyoror®)
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The application specification of Dillon addition-
ally teaches the use of an orthoester of the
formuia:

m  rlcor?ororY

in both the claimed orthoester (11} and un-
claimed orthoester (1) formulas, R is hydrogen
or a mamvaiim organic r%di::l of 1 to 20 carbon
atoms and R* through R™ arc monovalent organ-
ic radicals of 1| to 20 carbon atoms. For con-
venience of the court, the unclaimed Fformula
{1} orthoester will be referred to as “orthoester
(1}* while the claimed orthoester will be
referred to as “orthoestsr (II)" During
prosecution of the present case, 1 peiiant limit-
ed her claims to orthoester (I}, which con-
tains a carbon atom fuily surrounded by oxygen
atoms., ie, the carbon atom is bonded to four
oxygen atoms. It is claims 10 this embodiment of

the invention that are at issuc in this appeal.

It is worthy of note that the invention
provides several advaniages. First, orthoester

S

I Appellant ciaimed orthoester {1} in
dieset fuel in her parent case, Serial No.
453,494 filed December 27, 1982, this case being
abandoned after an adverse board decision,
However, appellant has not accepted the board
decision as meritorious, and it is her intention
to pursu¢ compositions containing such compounds
for reducing particulate mater during combustion.
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(i1} is relatively inexpensive and commercially
available ian quantity. Second, orthoester (I)
is itsellf combustible, leaving no residue or ash
and forming no particulate matter. And third, as
shown in Examples XIII through XVII of the speci-
fication, particularly in Table 7 [Appdl], such
additives in relatively smalli concentrations,
ie, about 35 wt%, effect between about a 10
and 17% reduction in particulate maticr upon
combustion eof diecsel fuel Smaller, but still
significant reductions are also obtainable, as
shown in Examples XIX to XXIV, particularly Table
9 [App.34L, upon combustion of 3 mixture of pro-
pane which is a relatively clean-burning fuel and
orthoester {1}

B. Summary of Proceedings Below

Prosecution of the chiims directed to appel-
tant's invention before the Examiner resulted in
a final rejection of all of the claims here and
on appeal the Board of Patent Appeais and Inter-
ferences sustained two rejections under 35 USC
103 based upon eight separate references.

Claims 2 to 14, 22, and 34 to 37 were deemed
unpatentable under 35 USC 103 over Sweency "417
in view of EHiott, Howk, Kesslin, Speh, White,
and Neves Claims 16 to 22, 24 o 33, 33 36,
and 37 were decmed unpatentable over Sweency 267
or '417 im view of Elliott, Howk, Kesslin, and
Speh.

In response to this array of references,
appellant argued below [App.91], inter alia
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(1} None of the references relates to
the problem appeliant con{ronted, nonc 3Sug-
gests any solution thereto; and in cach
combination { references, the references
relied on arc so diverse and unrelated in
their *=~¢' .ngs that, of necessity, the
gelecuion a«nd combination of references arc
predicated on hindsight.

{2} ﬁzlthou;h the two primary Sweency
references teach combining acetals,
ketals, and orthoester (i) with certain
fuels, neither teaches an orthoester (I}
for such a purpose -- or, indeed, for any
purpose.  This fact was clearly realized by
the Examiner as she sought to usc a3 minimum
of four references to overcome the deficien-
cies of Sweeney's teachings.

{3} The secondary Elliott reference,
relied upon the most by the Examincr (0
modify Sweeney, relates strictly to hydrau-
tic fluids and is non-analogous arg there-
fore it is wunavailable for anything taught
therein in this art.

{4) To whatever extent the references
could be shown to sct forth a prima f{acie
case of cbviousness (with it being cmpha-
sized that appellant’s position is that no

L

2 Throughout this briel, reference O
*Sweency” is to both Sweeney patents, reference
to a particular Sweeney patent will be by
specific designation, Sweeney ‘417 or Sweeney
*267.




prima facie case in fact exists), the show-
ing in appeilant’s Examiples XIII through
X X1V that orthoester (II) reduces particu-
lates during fuel combustion is necessarily
an unexpected result -- and this because
none of the references remotely suggests
such a result

{5) The Examiner’s arguments concern-
ing the alleged “inherency” of appellant’s
results being achieved when an orthoester
(i) is substituted for orthoester {I) of
Sweeney are irrclevant in the facc of numer-
ous decisions by this court and its predeces-
sor recognizing that “inherency is not obvi-
ousness.”

{6y The Examiner relied upon appel-
lant's showing in her disciosure that or-
thoesters {1} and ({I1) both effected reduc-
tions in particulate matter as an “admis-
sion™ of equivalency. Appeliant, however,
never “admitted” such an equivalency, she
taught such equivalency -- which cannot be
used against her. fm re Ruff 156 F.2d
550, 598, 118 USPQ 340, 347 {CCPA 1938).

In affirming the rcjections, the board re-
lied principally on the two Sweeney references
and the Elliott patent, the board stating that
the teachings of Speh, Kessiin and Howk were
*merely cumulative” [App6} while those of White
and Neves were relied on mainly to show the al-
leged obviousness of a fuel recited in the
Markush groups of claims I3 and 14, respectively.
{App.6]
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The board held that Sweency alonc scis {forth
a prima facic case of obviousness because, alleg-
edly, orthoester (iI) of appeilant’s claims is
*yery close” in structure and chemical similarity
to orthoester (I) in Sweeney's fuels as to sug:
gest the substitution of the former for the lat-
ter. [App.6} In addition, the bdoard dismissed
appeliant’s arguments that Elliott was non-analo-
gous art on the basis that the Elliott reference
allegedly pertained to the 3ame problem as
Sweeney -- the scavenging of water in "non-aque-
ous liquids® [App.7} The Sweeney-Elliott combi-
nation was, like Sweeney alone, keld to suggest
the substitution of orthoester {11} for or-
thoester (1} in Sweeney's fuels, the rationale
apparently being that, because Elliott allegedly
teaches an orthoester (If) as a ‘walsr scavenger
in "non-squeous liquids" it is gbvious to substi-
tute orthoester (11} of Eliiott for orthoestier
(1} in Sweeney's *acn-agueous” fuel composi-
tions, thereby recreating the iavention.
{App.5-7}

To appeliant’s numerous argumenis that mnot
one of the ecight references teaches or suggests
the problem to which the invention relates, and
in no way suggests a solution thereto, the board
held this not to bel

.. dispositive of the issue of obvious-
ness .. . [that] [tlhe mere recitation
of a newly discovered function inherent-
ly possessed by things and proccsses in
the prior art does Rot causc claims
drawn thercto to distinguish over that
prior art. [App.8]
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As to appeliant’s arguments regarding unexpected
results, the Board held that appeiiant’s argu-
ments were “conclusive® and that the record did
not support such arguments. [App.9]

Appeltant submits that the board’s decision
is im error: it derives suggestions from the
references which do mot exist, it reliss on
aon-analogous art, and it employs an sbundance of
hindsight to resurrect the iaveation from refer-
ences hopelessiy devoid of 2 suggestion thereol.
in addition, the board argues in much of its
decision agaiast positions appeiiant never took,
ignores many that were taken, misconstrues prior
art teachings, and evem argues ihat appellant
aever argued the claims separatety when, in fact,
appetlant's brief to the board manifestly argued
the limitations of several of the claims separate-

ly.

The board erred by affirming a rejection
which improperiy combined references. Among the
eight references nome are alleged to anticipate
the invention {explicitly or inherentiy) and uone
pertain to the problem appellant faced. The
board erred in affirming 8 rejection of the ap-
pealed claims for an orthoester {11} blended with
a hydrocarbon fuel based upon obviousness within
the meaning of 35 USC 103 when the references
most relied on by the board (Sweeney and Elliott)
not only fail to 3how an orthoester (11}
admized with a hydrocarbon fuel, but cven worse,
not admixed for use with any hydrocarbon.
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These teaching are entirely unrelated to the
invention concept of reducing particulate emmis-
sions during combustion. One reference pertains
to hydraulic fiuids (Elliott), another to the
dissolution of propane in liquid hydrocarbons
such as gasoline (White), yet another to the
preparation of orthoformic esters, i.e, or-
thoester (I} {Kesslin), yet another to the prepa-
ration of orthocarbonic esters, i.e., orthoester
(11} (Speh), yet ancther to a blended ethanol
fuel in which a substantial amount of water is
deliberately added (Neves), and yet another to
the reaction of orthoesters and alkynes (Howk).
Finally, there are twe Sweency patents directed
to the use of acetals, ketals, or orthoesters of
the type (I} species in diesel fuels to scavenge
water, and, in the case of Sweeney “267 specifi-
cally, for further use as a fucl-alcohol
co-solvent.

The board erred in that the refcrences arc
to be read for what is disclosed and suggested in
the absence of appellant’s disclosure and
without benelit of her disclosure.

The board erred because appeilant’s inven-
tion could mnever be obviously uncovered from
these references. Of the elight reflerences notl
one is directed to the wuse of fuel additives for
reducing particulates during fuel combustion!
Not one Is directed to any method or composition
for reducing particulates during fuel combus-
tlon! Indeed, not even one Is directed to the
combustive properties of hydrocarbon fuels!

Appcilant submits that because of the abso-
lute failure of the teachings of the references,
the board in affirming the rejections, has
committed reversable error., How can it logicaily
be argued that these references, so diverse and
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unrelated in their teachings, and manifestly
unrelated to the inventive concept, somchow Sug-
gest a sclution to the problem faced by appel-
lant?

Much the same point was made in In re
Shaffer, 229 Fa2a 476, 480, 108 USPQ 326, 329
{(CCPA 19356)

can it be said that these refer-
ences which aever recognized appel-
1ant’'s problem would have suggested s
solution? We think not, and thercfore
feel that the references were improper-
iy combined since there i3 no SUgRes-
tion in either of the references that
they ¢an be combined to produce appel-
fant’s resuit,

Analogous reasoning is pertinent here. Although
the problem to which appeliant’s invention is
directed is well known in the art, it is equally
true that none of the references SO much as hinis
at it, so how can they in combination suggest its
sofution? Morcover, even if one skilled in the
art sought to reduce particulate formation during
combustion of diesel and other hydrocarbon fucis,
the references relied on are utterly devoid of
any guidance in solving the problem. Indeed, the
references provide no teachings or suggestions of
any solution 10 this problem, much less by means
of a Fuel additive, and still less by the wvery
specific use of orthoester (11} as a fucl addi-
tive. And relative to the principal point of the
above-quoted Shaffer decision, there i3 no SUEBCS-
tion in any of the references “that thcy <an be
combincd to produce appellant’s results”
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In view of the foregoing, it cam be seen why
appeilant’s main theme in this brief will be that
the board has indulged itself in hindsight. The
references are so remote from appeliant’s inven-
tion, and the problem she faced, that it is impos-
sible to seriously argue that one of ordinary
skill in the art of fuel combustion would consult
these references, then seek to combine their
manifestly wunrelated teachings, and somchow ex-
tract the invention therefrom. The board clearly
manipulates 30 or so pages of irrelevant refer-
ence teachings using appeilant’s disclosure as a
guide. The board erred in not reading the refer-
ences from the point of view of one not cogmizant
of appeliant’s discliosure.

The two Sweeney patents teach three types of
compounds for use with diesel and other hydrocar-
bon fuels: ketals of formula RLC(OR"),,
acetals of formuia RCH(OR'),. and orthoesters
{1) of formula RC(OR");. Sweency teaches such
compounds a3 water scaveagers in fucls in  the
presence of acid catalysts and, in the case of
Sweeney ‘267 specifically, for further wuse as a
co-solvent for hydrocarbon fuels and otherwise
immiscible alcohols. Of eritical importance s
that nowhere in either Sweeney patent is or-
thoester {(Il) disclosed -- for any purposc --
and certainly not for appeilant’s purpose.
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However, in its decision, the board fectured
appelitant {apparemtly with regard to the Sweeney
patents) that it is not just what the references
teach that is controlling but siso what iz sug-
gested, and that a reference cannot be limited 1o
its specific working examples. {App.5] Appeliant
agrees with both these poiats. She never sought
to limit_any of the references 1o the werking
ennpm} and she has -~ and had - B8O Qquar
rel with the proposition that a reference must de
considered for all it suggests But as applied
by the board, this proposition merely becomes an
open door to whatever hindsight recreations the
poard desires. In facy, the board is 30 over-
whelmed with what can be recreated by hindsight
that it even decided that Sweency alose suggesis
the invention [AppS] -~ and this despite the
fact that the Examiner felt compelied to combine
a minimum of four references with Sweeney to
recreate the invention.

A e

3 This is a perfect example of the board
arguing against a position appeilant asver took.
Nowhere did appeliant in her brief und reply
brief to the board argued that a reference must
be limited to its examples. Moreover, the
implication is clear; the board belicves it can
ignore the examples, concentirate oniy on the
closest teachings of each relerence, and rthen
combine such teachings. This is error: one of
extraordinary skill in the art coultd mnot know
which teachings were the closest 1o the inveation
in each reference aad which were not Sce In
re Mercier. infra, 515 F. 24 at 1166, 185 USPQ
at 778
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The board readily admitted, as the Examiner
had done in the final rejection, that orthoester
(11} required in appellant’s claims is not dis-
closed in ecither of the two Swecney patents.
[App.5]. Yet the board somchow decided that
"Imlanifestly” Sweency suggests orthoesters where-
in the R in RC(OR")3 is an -OR group thus, con-
verting Sweeney's disclosed orthoester {i} into
appeifant's orthoester {II). [App.3}

Appellant submits that it is highly coinci-
dental that the board found, of all possible ways
to modify Sweeney's disclosure, to include some-
thing not disclosed therein -- and with nao out-
side help from any other pertinent reference --
that the one modification the board finds is
obvious just happens to result in 8 fuel composi-
tion containing appellant’s claimed orthoester
§135 Clearly the rejection involves hindsight,
which the board sought to mask by arguing that
the reason for its selection of an -OR group for
Sweeney's R group is

based on the close structure and
chemical similarity between the or-
thoesters wherein R is other than -OR
and wherein R is -OR .. {App.5}

It it curious that the board shouid also, in the
same decision, admonish appeliant that

Mere conclusive statements unsupported
by objective evidence are entitied to
little weight. [App.9]

This court's predecessor has held it necessary
for the board to have a factual basis for its
conclusions, and presumably that includes “conclu-
sive” conclusions as well. in re Warner, 379
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F.24 10811, 1016, 134 USPQ 173, 178 (CCPA 1967}
In re Freed. 425 F.2d 785, 165 USPQ 370 (CCPA
§970). Accordingly, appellant asks, as 1o the
allegation that the claimed invention is obvious
over Sweeney alone, where are there any facts
emanating from the Sweency references alone 1o
support the board's contention that orthoesters
() and (i) are close in structure and chemical
similarity? No evidence is offered of the al-
feged chemical similarity, and as to the aileged
similarity in structure, appellant submits that
the similarity the board so readily sces in the
two compounds is not only made ecasicr by the
board's ready access to appellant’s disclosure,
but is also unsupported by Sweeney.

if the cruciat issue is, as the board found,
whether Sweeney suggests a substitution of the
aileged closely similar orthoester (I} for or-
thoester (1), appellant submits that the place to
go is the Sweeney patent, not appeliant's disclo-
sure. In his teachings Sweeney at [lcngth sets
forth what ihc R group of his RC(OR")3 orthoester
{1 may be,® and as the board admitted, none is
an -OR group. In fact, very significantly,
none is an -OR group. Sweeney is most insis-
tent in both of his patents that the operative
compounds are of three kinds, ie, acectals:
RCH(OR'")s, ketals: RﬁC{OR"}z. and or-
thoester () RC(OR')y .- and he even
teaches that the R groups for these compounds

SEEssssm rmEmeessesEEsETe

4 Sweeney at columa 3, lines | to 18
[App.77.82]

3 Sweeney at column 2, lines 63 1o 69.
[App.76,81]
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can bear an -OR group while carefully avoiding =
tu:h-ig: that the R groups can be an -OR
group.” Moreover, Suq?:y prefers alkyl groups
for his R substitutes Sych teachings {and
tack of teachings) wouid nave to be considered DY
one of ordinary skill in the art and, appellant
submits, accorded great weight. Sweeney should
eobviousty be credited with being in the best
position 13 know what would be operative in his
invention. Further, Sweency, who chviously had
an understanding of organic chemistry, was awarc
of -OR groups (because all three of his compounds
contain such groupsh Yet, his disclosure is
carefully drafted to avoid compounds having 2
carbon atom fuily surrounded by, and bonded to,
four oxygem atoms, i.c., orthoester {11} in
view of this, appeliant submits 1o the court that
it is not at all obvious that an orthoester (i1}
could be substituted for orthoester (I) and prove
operative for Sweeney's purposes -~ much less for
appellant’s purposs. Clearly, given the unpres
dictable nature of chemistry, & compound having 2
carbon atom bonded exclusively to oxygen atoms
{the invention)} cannot reasonably be predicted to0
be an equivalent for 3 given reaction 10 one
having onc or two of such sites occupied by hydro-
gen or carbon {(Sweeney). Indecd, rather than
suggesting the substitution of orthoester {11}
for orthoester (I}, Sweeney suggests just the

- -

§ Sweency at <olumn 3, lines (0 1o 13
[ﬁpp.??.l:‘.}

7 sweeney at columa 3, lines 13 to 15
;.&m:ﬁ??.!:'.l




opposite -- that orthoester {t1) is mot a suit-
able candidate for his purposes {scavenging water
or dissolving alcohels in diesel Tuel)

Accordingly, sppeliant submits that the
board’'s argument as to the aileged closeness in
similarity and chemical properties between or-
thoesters (1) and (I1) is an argument made of
convenience - and one prompted by 20/20 hind-
gight. Nothing in the Sweency patents allows one
of ordinary skill in the art 10 reasonabiy pre-
dict an equivalence in chemical properties for
the two orthoesters. The real driving force
behind the board's decision is hindsight, im-
peiled by the fact that appeliant disclosed the
two compounds in her application as gequivalents
for her purpose. But any reiiance o appellant’s
teachings is improper as hindsight - derived,
and that also includes her teachings of equiva-
lence. fn re Ruff, supra, 590 F.24 ar 398,
118 USPQ at 347 (CCPA 1938}

fn addition, the board most carefully avoid-
ed mentioning the fact that both Sweency patents
teach that the function of the disclosed kstals,
acctals, and orthoesters {t)‘ is to scavenge walter
by a catalytic mechanism As is well known,
catalysis is unpredictabie. fa re Doumani,
281 F.2d 215, 217, 126 USPQ 408, 410 {(CCPA 1960}
in re Mercier, 515 F.24 1161, 1167-6%, 85
USPQ 774, 779 (CCPA [973). Yet here the board
decision merely concludes without evideace thai
orthoester (1I} would have similar properties o

e ———

8 Sweeney ‘267, col. 4, liac 13, and
Sweeney "417, col. 3, lines 58 to 62. {App.82,77]
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orthoester (1) in the catalytic environment dis-
closed in Sweeney's patents.

Appeliant submits that this is not correch
Chemistry ia general is a an unpredictable sci-
ence, and “catalytic effects are 3 particularly
unpredictable aspect of the art of chemistry.”
In re Slocombe, 510 F. 2d 1398, j404, 184
USPQ 740, 744 (CCPA 1973) One can have no idea
from the references relied on whether Sweeney's
scid media will catalyze the reaction of or-
thoester (11} with water, and if so, to what
degree and at what rate, ic, at the same rate
as orthoester (I), or much faster, or much slow-
er. 1t is simply impossible to tell - or pre-
dict -- from Sweeney's disclosure, s0 that, of
necessity, the claimed invention is mnon-obvious
over the Sweeney references aione.

In view of the foregoing, appellant submits
that the board's reliance on JIn re Wilder,
563 F.2d4 457, 195 USPQ 426, 429 (CCPA 1077) is
unavailing to the board. In that casc the Wilder
ap-eliant was claiming 2 compound of the follow-
ing formula:

QNHQNH.R

where R was a specific branched chain atkyl radi-
cal. The prior art differed only in its disclo-
sure of a different branched chain alky!l group
for R, in view of which fact, the court properly
found that the closeness in structurc Sel forth a2
prima facie case of obviousness. But the sitva-
tion is different herg appeiiant is not merely
substituting eonc alkyl group for another, but an
-OR group for an -R group, the resuft of which is
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that 3 carbon atom is fully surroundsd by, and
bonded to, four oxygen aloms Surely it requires
no explanation that the functicnality of an -OR
group cannot be gxpected to be similar to an -R
group, cspecially in 3 reaction requiring a cata-
byst. Further, a3 pointed out above, Sweeney’s
extensive disclosure as to what his -R groups
could be excluded -OR groups. Accordingly, appel-
fant submits that the nature of the difference
between R groups and -OR groups, the Sweeney
disclosure, and the structure of appeilant’s
compound containing & carbon atom bonded only to
oxygen atoms all defeat any argument that the
Sweeney reference alone SUggests the orthoester
(11} additive required in the present claims.

Lastly to the Sweeney references alone,
appellant would reiterate her conviction that the
reason the board found her orthoester (1) simi-
lar in structure and chemical properties 1o
Sweeney's orthoester (1) is that she wused the
term “orthoester® o describe the 1iwo compounds.
Likewise, her formulac on page 3 of her specifica-
tion [App.16], no doubt, heiped the board con-
clude that orthoesters (I} and (i1} were “very
close® in structure and chemical properties But
appellant could just as easily have drafted the
formulae as shown near the start of this brief
and termed orthoester (i1} an orthocarbonate and
orthoester (i} an orthocarboxylate. But the
point is that neither of these changes alters the
science involved. What really counis is not how
well one formula can be drawn 10 look like anoth-
er, or different from another, of how alike or
different the names are for different compounds.
Instead, what is impertant are the scientific
differences. Ian re Papesch, 315 F.24 335, 137
USPQ 43 (CCPA 1963 And appellant submits that
one of ordinary skill in the ant could mnever
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assume or reasonably predict that orthoester (I)
and (i1} would prove equivalent for any purpose
without actual tests The two compounds are
substantialiy different in that one has only
oxygen atoms bonded to a carbon atoms whereas
Sweeney's disclosure avoids exactly that teach-
ing.

Accordingly, appellant submits that Sweeney
alone does not set forth a prima facie case of
obviousness.

B. [Eiliott Is A Poor Reference

Although the board argued that Sweency alone
suggests the invention, it nevertheless relied on
Eiliott for further support, the argument being
that FElliott allegedly teaches both orthoester
{1} and (I1) as equivalents for water scavenging,
so that the substitution of am orthoester (II)
for Sweeney's orthoester (I} is allegedly obvi-
ous.

Appellant strenuously argued to the board
that Elliott was non-analogous art and therefore
wholly unavailable as prior art for anything
taught therein. Although the board did not ig-
nore appellant’s argument, the effect was just
the same. Here is all the board had to say on
this issuc:

While appellant argues that Eliiott is
non-analogous art .. , Elliott is
relied on for its teaching of equiva-
jences of wvarious orthoesters as water
scavengers in non-aqucous liquids,
which is clearly analogous to their use
in the Sweency patents.” [App.7]
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This argument is crror. Appellant provided the
board with the appropriste case law sctting forth
both the test for whether or not 2 reference is
non-analogous art, and the effect if it is
non-anafogous art Specifically, appeilant cited
In re Wood, 399 F. 2d 1032, 1036, 202 USPQ
171, 174 (CCPA 1979) for the proposition that the
reference must either be *within the field of the
inventor's endeavor® oOf *reasonably pertinent 10
the particular problem with which the inventor
was involved® The test set forth in Wood
has been consistently followed and quoted with
approval by this court and its predecessor: See
in re Deminski, 796 F2d 436, 442, 230 USPQ
313, 315 (Fed. Cir. 1986); Strato-flex Inc. ¥.
Aeroquip Corp., 713 F2d4 1530, 1535, 218 USPQ
871, 877 (Fed. Cir. 1983); In re Pagliaro.
657 F2d 1219, 1224, 210 UsSPQ 388, 892 (CCPA
1981).

in addition appeilant relied en fn re
Horn. __ F24, _ 203 UspQ 969, $71 {(CCPA
1979), in re Pagliare, supra. and [In re
Wood, supra, for the proposition that non-
analogous art is whoily unavailable as prior art
under 35 USC 103, the rcasoen being found in In
re Hormsupre. 203 USPQ at 97k

{flor me¢ matier what a reference
teaches. it could not have rendered
obvious anything, "at the time the
invention was made t0 a person having
ordinary skill ia the art 10 which said
subject matier pertains,” uniess said
hypothetical person would have consid-
ered it. [Emphasis added]
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In light of the above decisions, the compel-
ting conclusion is that the Elliott patent is
non-analogous art. Elliott's teachings relating
to hydravlic {luids are, beyond reasonable doubt,
not within the field of endeavor for one skilled
in the art of fuel combustion, and neither are
they “reasonably pertinent o the particular
problem with which the inventor was involved,”
i.e., reducing particulate matter formed during
combustion of hydrocarbon fuels. Therefore,
sccording to the Wood and Deminski deci-
sions, the Elliott reference is non-analogous art
and unavailable as prior art, "mo matter what®
Elliott teaches.

The board, however, decided that Eiliott’s
teachings are analogous 1o Sweenecy's teachings, &
finding which is clearly wrong. The statute does
not direct the scope of inguiry to the subject
matter of any reference the board might find, or
even to refereaces analogous to availablie prior
art. instead, the statute directs the scope of
inquiry t¢ the subject matter to which the
invention pertains. Likewise, the 1test set forth
in the Wood decision shove gquoted directs the
relevant inquiries to the field of the inventor’s
endeavor or reasonably related to the pasticular
problem with which the inventor was involved.

From no logical poimt of view can ong
interpret the Elliott reference as pertaining 1o
appellant’s invention; one of ordinary skill in
the art of fuel combustion would never look to
the art of hydraulic fluids for an answer to the
problem of reducing particulate matier during
fue! combustion - this being the subject matter
to which appellant’s invention pertains.
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C. Sweensy-Elliots Does Not Provide A Valld
Eeisction

in the board decision, primary reliance for
rejecting the <laims was on the alleged fugges-
tions e¢manating from Sweeney alone or the
Sweency-Elliots combination. Ia view of what
appellant has argued in the preceding sections,
it can be seen that appeilant’s main position s
that Sweeney aions does nol juggest the invention
and that Eilliott is unavailable as 2 reference
for "mo matter what it teaches” Thus, Do combi-
aation of Sweeney with Elliott <an properiy be
made.

However, in the unlikely event thal the
court should find the Elliott refercnce analogous
art, appeliant wili mow present arguments as 1o
the impropriety of the Sweency-Elliott combina-
00,

Any combination of Ellioit with the Sweeney
patents requires hindsight. This can be most
readily seea ia the board decision where the
board never acknowledges that the Eitiott refer-
ence pertains to hyvdraulic fiuids, and only 1o
hydraulic fluids instead, the board prefers 0
see Eiliott as pertaining to “noR-aqueous tig-
wids® the board twice referring 1o Elliott as
such. [App.7] And the rcason for this s clear
one of the Sweeney pateats, butl aot both, rclers
to an apparatus broadly for dewntering "8
pon-aqueous liquid®  This broad teachiang becomes
the signal for the board 1o ignore the reality
behind the teachings of the references and force
fit Elliott into Sweeney.
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But appellant would ask the court fo consid-
er the reality. The thrust of everything in
Sweeney relates to fuels, whercas Elliott reiates
to hydraulic fluids. It may 3cem convenient,
after knowing what the invention is, to play a
semantic word game by which references having
nothing to do witk each other - and even less to
the claimed invention - can be made 10 appear
related. But the fact is that prior 1o the inven-
tion, and to one having no cogn.zance of appei-
lant's disclosure, there would be no reason 1o
attach the kind of significance the board does to
Sweeney ‘417 teaching “non-aqueous liquids,” and
then broaden Elliott's disclosure 1o include
other non-aqueous liquids besides hydeaulic flu-
ids.

1t should be recognized that the board need-
ed to refer to the Elliott patent as relating to
*aon-aqueous liquids® so as to camoufiage its use
of hindsight. What Elliott specifically teaches
is that orthoesters, orthoester (II) inciuded,
are useful in certain hydraulic fluids and that
such compounds scavenge water. But it is impor-
tant to note that all of Elliott's hydraulic
fluids are non-hydrocarbons (being instead gly-
cols, carbonates, orthoesters, of other oxygenat-
ed compounds). Thus, the board attempis, through
semantics, to broaden Elliott's disclosure 10 all
*aon-aqueous ligquids,” the aim of which is to
avoid confronting a very critical fact namely,
that Eltiott's tcachings are limited to the usc
of orthoesters in non-hydrocarbonaceous environs
ments.

There is no suggestion from Elliott that ml
orthoesters are useful in all environments, and
more specificaily in hydrocarbonaccous environ-
ments, such as in the fuels of Sweeney.
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Likewise, Sweeney offers no reatonable expec-
tation that orthoester (I} will functien in
hydrocarbonaceous environments. In fact, as
already argued in detail, he is most insistent in
both of his patents that the operative compounds
fall into three kinds of compounds, ie, ace-
tals, ketals, and orthoesters(l) -- none of
which, even with any of the R groups disclosed in
Sweeney's column 3 [App.77.82] - contains a car-
bon atom fully surrounded by four oxygen atoms
There is no teaching or suggestion in Sweeney or
Elliott that orthoester {I1) would have similar
properties to orthoester (I) for Sweeney's pur-
pose of scavenging water im hydrocarbonaceous
environments.

in making the above argument, appeliant
understands that the board is correct that obvi-
ousness does not require absolute predictabili-
ty. But when it becomes necessary for the board
to broaden the teachings of a reference, to find
nonexistent suggestions in the references, and to
make "conclusive® arguments about the closeness
of structure and chemical properties, one immedi-
ately sees that the boara had difficulty with the
proposed combination of raferences -- which diffi-
culty is e¢asily overcome with knowiedge from
appellant’s disclosure.

Morcover, the case law as to the propriety
of a proposed combination of references requires
that there be, apparent at the time of the inven-
tion and from the references themselves, an advan-
tage or desirability to be gained from the com-
bined teachings. /n re Sermaker. 702 F.2d
989, 99596, 217 USPQ 1, 6 (Fed. Cir 1983); In
re Imperato, 486 F.2d 585, 587, 179 USPQ 730
732 (CCPA 1973). Here, there is nothing in the
Sweeney and Elliott references to suggest an
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advantage or benmefit to be derived [rom combining
them, and more specifically, mo advantage or
benefit to be derived from substituting an or-
thoester (1I) from Eliiott for orthoester (1) im
Sweeney.

For example, the primary reaion Sweeney
wants an acetal, kewsl, and orthoester (I} in his
*267 patent is 35 B co-solvent for fucls and
otherwize immiscible alcohols therewith. But
Eiliott mowhere Suggesis that orthoester (I} and
orthoester (I} will function similarly for this
purpose.  Thus, there is no suggestion from the
combined references that orthoester {11} can be
substituted for orthoester (1) of Sweeney 267,
and there also is no suggestion of an advantage
or a desirability to be gained from such a substi-
tution.

Likewire, if one considers using Elliott's
orthoester (1} in place of Sweeney's orthoester
(1} taughi in either of his patents for use as a3
water scavenger, one of ordinary skill im the art
is confronted -- not with any advantage or bene-
fit to be gained by the substitution so readily
seen by the board - but rather with a signifi-
cant problem. Sweeney 267 and ‘417, as stated
before, relate to hydrocarbon fueis, and in such
environments Sweeney insists that an acid cata-
fyst is necded with orthoester {13, Thus, one of
ordinary skill in the art, recognizing the unpre-
dictable nature of catalysis, could hardly find a
reason to e¢xpect that one could substitute an
orthoester {1f} from Eiliott for Sweeney's or-
thoester (i) and obtain the result Sweency
needs: scavenging water from hydrocarbons in the
presence of an scid catalyst.  The acid cataiyst
may or may #ot catalyze the reaction between an
orthoester (i1} and water, 1O matter how similar
orthoesters (1) and (11} appear oa papen




Appellant submits that the teachings of sach
of the Speh, Kesslia, and Howk references are At
best irrefevamt and at worst son-anslogous art
which should mot be comsidered. The Speh patent
relates to the preparation of orthocarbonic acid
esters (orthoester {(I1})}, Kesslin to the produc-
tion of purified ortho-formic esters {orthosster
(1)), and Howk to the preparation of acetylenic
acetals and orthossters. These gefzsrences are
not only wholly usrelated to the Sweeney referenc-
es but also to each other, to the inveative coa-
cept, to the field of eadeavor of the appeliant,
and 1o the particular problem with whick appel-
jant was concerned. Indeed, these three refereme-
es are devoid of anything refating to the echolo-
gy of fuel combustion, and the Kesslin reference
is further devoid of anmy teaching pertaining to
orthoester (1i} Only one reason for selecting
them stands out appellant disclosed the use of
orthoester (1) aad (I1) for particulate reduction
and with that hindsight advantage, the board
simply went to any reference that could be found
that taught such compounds, mo matter how irrele-
vant their teachings.

Accordingly, appeliant agrees with the
bhoard’s assessment that the Speh, Howk, sad Kess-
lin references are °merely cumulative® [App6l
cumulative in adding more confusion to that
engendered by the Sweemey references or rthe
Sweeney-Elliost combination. One of ordinary
skiil in the art haviag these three references
thrust at him or her after first receiviag
Sweeney and Elliott would undoubtedly be con-
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fused; adding these three references to Sweensy
and Elliott makes the invention all the more
unobvious. Any reasonable combination of these
references, assuming one could exist would lead
anywhere but towards the invention. Indeed, the
board makes the same error in the present casc as
pointed to in Jn re Mercier. supra. 515 F.2d
at 1166, 185 USPQ at 778

The board's approach amounts, in sub-
stance, to nothing more than a hind-
sight “"reconstruction® of the claimed
invention by relying on isolated teach-
ings of the prior art without consider-
ing the overall context within which
those teachings are preseated. Without
the benefit of appellant’s disclosure,
a person having ordinary skill in the
art would not know what portions of the
disclosure of the reference to consider
and what portions to disregard as irrel-
evant, or mislcading. See In re
Wesslau, 53 CCPA 746, 353 F. 24 238,
147 USPQ 391 (1965}

E. Claims 13 and 14 Are Patentable

With specific reference to claims 13 and 14
{App.39], the board argues that White and Neves,
respectively, teach or make obvious 2 fuel recit-

ed in those claims, However, appeciiant never
argued that she was the first to discover any of
the fuecls recited in these claims. The c¢rucial

issue, therefore, is not whether such fuels are
known in the art but whether the respective teach-
ings of Neves and White are properly combinable
with either Sweeney patent, or further with El-
liott, and if properly combinable, is the inven-
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tion "as @& whole” suggested? Appellant submits
pot: The selection and use of these references
only compounds the hindsight involved im recreat-
ing the basic invention from Sweeney or the
Sweeney-Elliott combination.

Hindsight is esoecially evident in the
board's reliance on Neves, who teaches an
ethanol-based fuel composition in which a signifi-
cant amount of water - from 15 to 30% as shown
in Neves' claim 1 [App.70] -- is present and
required in the fuel This teaching is directly
opposed to Sweeney's desire (o scavenge firace
amounts of water from fuel, the two references
present conflicting teachings. And it is notewor-
thy that, once again, the board attcmpis 10 7e-
solve a problem with conflicting prior art teach-
ings by resorting 190 semantics, arguing that
Neves teaches "a small amount of water” in the
fuel and implying that such a teaching is related
to Sweeney's disclosures. [App.6] Again, appel-
lant would ask the court to se¢ the reality be-
hind the combination proposed Dby the board.
Sweeney relates -- in both paténis - to removing
trace amounts of water that often accompany die-
set fuels; such amounts are on the order of about
5% or less, as taught by Sweeney 417 st col. 1,
tine 53 to col 2, line 35 {App.76] MNeves, on
the other hand, not only teaches much higher
amounts of water, 15 to 30%, but substituling
Neves' fuel for Sweeney's makes no sensc. Why
would one of ordinary skill in the art go through
ail the trouble of adding substantial amounts of
water to produce Neves' fuel, oniy to add an
agent from Sweeney {and allegedly f(rom Eiliott)
which would remove that water? The rejection has
no logic behind it Removing water from fuels in
the manner of Sweency necessarily defeats Neves'
aim “to usc as much water in the fucl as possible
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gnder the operating conditions® {Neves, sol &,
lines 21 to 26). [App.63]

Earlier in this brief, appeliant argued that
the board's decision was based, in part, on mis-
construing the references. The Neves pateat is o
case in point. The board blatantly ignored Nev-
¢s' teachimgs that his fuels contained *signifi-
cant amounts of water® (col 3, line 45) [Appé7]
and instead coaverted this teaching to a3 “smail
amount® of water -- ail in an attempt to make
Neves' teachings appear similar to Sweeney’s
Even worse, the board decided that

Neves teaches the well-known and
obvious use of acetyleme as a component
in diesel Tuel [App.6]

Importantly, the board fails to indicate where in
the Neves patent such a disclosure resides
Neves discloses both diesel engines and acety-
jene, but he teaches acetylene as a componenti of
an ethanol-based fusl, n‘ a diese! fuel.  Neves’
fuels contain cthanol i® a large propertion (70
to 35%), water in = ‘“significant” proportion (13
to 30%), a gascous hydrocarbon such as acetylene
in preferred proportions of 4 0 10%, benzene in
2 proportion sufficient to prevent phase separa-
tion. and, optionaily, 3 Ilubricant such a3 sun-
flower seed oil Mowhere is diesel fuel men-
tsioned 231 a component of the fuel to which Neves
adds acetylene, and indeed, Hevg: specifically
teaches -- omly some six times™ -- that his

¥ wNeves Abstract line [} columa 1, line
8: column 2, line 23; column 2, line 28 column
6, line 45; and column 10, line 23. {App 65-68]
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fuel is intended to be a substitute for ordinary
petroleum fuels Thus, what Nevey teachings
mean - when taken im comtext - s that his
ethanol fuels cam be ased to replace gasoline in
aa sutomotive ¢ngine oF dieset fuel in a diesel
gngine. Accordingly, thers is Bo disclosure, 23
the board argues, of acetylene being taught 3s 2
component of diesel Fuel.

And neither is there a reason gffered in the
Neves teference for adding acetylene 10 2 hydro-
carbon dieset fusi The reasoa Neves adds acely-
tene to his fuels is 10 correct the stoichiomet-
ric variapce between gasoline and ethazcl, which
causes difficulty in starting, warm-up, and
smooth engine operation when ethanol is substitut
ed for gasoline. The presence of acetylens of
pther gascous hydrocarbon fuels in the ethanol
corrects this stoichiometri¢ Yariance. {MNeves,
column 4, lines 29 10 §7) {App67]

Now, considering that the board is supposed
1o support its position with facts, appecilant
ssks where the Neves pateat -- Orf ANy other
evidence in this record - would support the idea
that acetyieme should be added to diesel fuel ft©
solve the same oOF similar problem as OCCuUrs with
ethanol? Appeliant submits that no such evidence
or facts exist; the poard -- and the board in
particular - s simply declaring ia its inimit-
able “conclusive” fashion that Neves ieaches oOr
suggests the “well knowsa" combination of acet-
yiene and diesel [fuel, and this despite the faci
that there is no 7320 anywhere presented in the
references for making such B combination. The
oniy sppareat reason that stands out is that the
poard is determined 10 introduce acetylene |nto
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Sweeney's diesel fuel, so that the alleged prima
facie case of obviousness posed by Sweency alone
will also pertain to the acetylenc fuel of
appeliant's claims 13 and 14

Morcover, if what the board meant by the
Neves patent teaching the “"well knmown® use of
acetylene in diesel fuel is that Neves' fuel -
containing acetylene - can be used as a substi-
tute for diesel fuel, and in this secnsc is a
*diesel fuel containing acetylene,” appellant
must respond with two points.  First, Neves' fuel
is not a hydrocarbon fuel, as claimed, but rather
is ecthanol-based. Such a fact manifestly leads
away from the claimed invention. Second and of
great importance is that Neves himself teaches
(column 10, line 17) [App.70] that, if his fucl
is used as a substitute for diesel fuel, "it is
pnnecessary to add a gascous hydrocarbon compo-
nent,” €.8.., acetyiene, propane, <ctc., which
Neves teaches as 3 component of his fuels used as
a substitute for gasoline.

Accordingly, totally conmtrary to the board’s
position, not only i3 there no teaching of the
*well known" use of scetylene in hydrocarbon
diesel fuel but Neves himself teaches that, even
for his diesel fue! substitute, there i3 no rea-
son to use acetylene; it is "unneccessary.”

Cleariy, therefore, the board’s arguments as
to the acetylene fuel of claims I3 and 4 are in
error. The Neves patent does not support the
board’s arguments and is not properly combinabie
with Sweeney. Likewise, the White patent does
not support the board’s arguments as to *propane”
fuels of claim 13, and the White patent s not
logically combinable with Sweeney.
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Nevertheless, the board is insisteat on
combining White and Neves with Sweeney or the
Sweeney-Elliott combination. The board argues
shat White teaches methanmol as a “waler scaven-
ger® and Neves teaches benzene as a “binding
agent™ for his fuels containing substantial per-
centages of water. [App6] However, the first of
these arguments is outright error, the second
meaningless, aad both are eminentiy irrelevant,
as will now be shown.

White dees add methanol to his propane-
contsining fuels, but not as a3 "water scavenger®
as alicged by the board  What White specificaliy
teaches {(White p2 Ist column) [Appd3] is that
methanol is an agent that can depress the freez-
ing point of water - much like sait can depress
the water freezing point. But just as one would
not consider the water as scavenged by the salt,
the same is true of methamol: it does not “scav-
enge” water; it merely depresses the freczing
point of water.

Thus, the board decidedly errs in trying 10
connect Sweeney's and White's teachings by making
it appear that Whites methanol serves the same
purposc as Sweeney's arthoester (I} -- &e, 3
water scavenger. Appeliant submits that this is
not true. Although White teaches (in linc 21 of
2nd page) [AppdS] that methanol has an *affini-
ty* for water, this teaching must be read in
context, In re Mercier, as quoted supra 515
F2d at 1166, 185 USPQ at 778, and {for its scien-
tific meaning. Methano! is infinitely soluble ir
water, a fact which is weil known, and thus, what
White means by the “affinity" of methanol for
water is that the two will readily form a solu-
tion, which solution will have a tower f{reczing
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point than water. In addition, as iz well known
to anyone with a modicum of understanding of
organic chemistry, alcohols are usually the eand
products of the xcactim] of water with appropri-
ate organic comwun&;ﬁ Alcohols themselves do
pot “scavenge® water in the sensc of Swezency's
teachings, i.e, by reacting therewith; instead,
they are often the product formed by the scaveng-
ing action of other compounds. indeed, the
Sweency patent itself substantiates this very
point, for Sweeney explicitly teaches that the
compounds he adds to fuecls to remove water -~
acetals, orthoester (1), and ketals -- scavenge
water by reacting therewith to produce alcohols
(Sweeney ‘417, col. 4, line 5; [App.77L Sweency,
*267, col. 4, line 60 {[App.82). In fact, the
board admits this very point. {App.5]

Accordingly, appeliant must protesi the
board's grossly unfair reading of the White
patent. The board has, without doubt, attempted
to convert White's tecachings into something more
closely resembling Sweency's teachings - and all
in a transparent effort to create a commonality
with Sweeney when in fact mo such commonality
cxists,

For an unknown reason, the board did not
change Neves' patent as it did White's patent,
ie., to extract 3 disclosure of a ®water scaveén-

10 For example, alcohols are well known Lo
be formed by a Grignard synthesis reaction or by
the reaction of an alkene with water in acid
media.
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ger” But it did refer to Neves teaching that
benzene is a “"binding agent® for water and the
disclosed ecthanol-based fuels The board noted
this fact as if it means something It does not
.- at least in revealing a suggestion of the
invention defined by claims 13 and 14, A binding
agent in the conmtext of ths Neves patent is sim-
ply a substance -- like Sweeney's co-sclvent in
the *267 patent - that will ensure mutual solu-
bility (and prevent phase separation) of two
other components, in Neves' case, fucl components
and water (Neves, col. 3, lines 63 to 6&3)
[App.6%] But such teachings are at best irrele-
vant to Sweency's aim of removing water, the
teachings and suggestions of the Sweeney and
Neves references are "manifestly® wunrelated, and
as shown above, im direct conflict with each
other, i.e., one reference deliberately adds
water to fuel while the other's objective is 1o
remove it. Furthermore, while Neves and Sweeney
both teach binding agents or co-solvents, cach
secks to combine wvery different substances:
Sweeney, diesel fuel and alcohol, and Neves, fuel
components and water, There is no logical,
hindsight-free combination of Sweeney, Elliott,
and Neves which renders appeliant’s invention of
claims 13 and 14 obvious

F. [Inh-rengy Is Not A Vaiid Issue

To counter appeilant’s reliance on In re
Shaffer, supra, that the references can  hardly
suggest the invention when none of them even is
related to the problem appeliant confronted, the
board argued that:
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The mere recitation of 3 newly discov-
ered function inherently possessed by
things and processes in the prior art
does not cause claims drawn thereto to
distinguish over that prior art.  Appei-
tant cannot remove [rom the public
domain via 3 patent that which is inher-
ently taught by Gthe prior &rt..

[App3]

The board cited several cases in support of its
holding: fa re Wiseman, 596 F.24 1019, 201
UsSPQ 658, 661 {CCPA 1979). In re Best, 562
F2d 1252, 195 USPQ 430, 433 (CCPA 1977) In re
Oeirich. 666 F2d4 578, 212 USFQ 323, 324 (CCPA
1971 by analogy, /n re King. 801 F2d 1324,
231 USPQ 136 (Fed. Cir. 1986).

Appellant submits that the board’s reliance
on these cases is misplaced, and, further, that
the board ignored the controlling case faw per-
taining to the relationship of obvicusness and
inherency. the two, in fact, being “"distinct
concepts.” Kloster Speedsteel AB . Crucible.
fnc. 793 F. 24 1565, 1576, 230 USPQ 81, 83
{Fed.Cir. 1986} Modified on rehearing 231
USPQ 160

Moreover, the simple answer (0 the board’s
statement that appeliant cannot remove from the
public domain “that which is inherently taught by
the prior art” is that appellant’s invention is
not "taught® by the prior art, eithet inherentiy
or explicitly, There is no guestion {or even
allegation} of anticipation by inherency in this
case. And neither is appellant alleging a2 new
and unexpected property for something in the
prior art or reasonably suggested thereby, as
will be more fully explained.
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Two of ihe decisions relied upoa by the
board, Oelrich and KXing, relate to the
situstion of anticipation by inherency, ie,
where a single reference provides a  disclosure,
which if the teachings be followed, necessarily
and imevitably produces that which is claimed
Ia such @ situation, the claims sre deemed antici-
pated and, likewise, obvious, since anticipation
is well known to be the epitome of obviocusness
Here, however, there is mo question of anticips-
tion by inhereacy; no single ;eference discloses
adding an orthoester (II) te a fuel for say
purpose.

Likewise, the BSest case relates to the
jssye of anticipation by inherency, and most
specifically, to a situation whercin the board
has cited a reference which is %o close ia
teaching to the claimed lavention as 10 make it
incumbent on the appellant to show that the
claimed invention is not inherently achieved ia
the prior art pateat. But again, so such situa-
tion pertains here; no ome reference tcaches, or
for that matter, suggesis, adding an orthoester
(11 to a2 fuel, so as to yield a composition
which would anticipate the present claims.

fn the Wireman decision, it i3 true that
the court held that, if the suggestion of two
properly combinable references in the prior ant
makes ihe solution 1o the problem the applicant
faced obvious, them a rejection under 35 USC 103
can be validly maintained. However, & key pass-
age in the Wiseman decision v

Although there may be patentable inven-
tion where the solution is obvious
after the discovery of the cause of the
problem... , a different situation
exists where the solution is obvious
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from prior art w~hich contains the
same solution for a similar problem...
. {596 F.2d at 1023, 201 USPQ at
661, Emphasis in the original]

One can see at once why the Wiseman decision
does mot apply to the facts here. Where does the
prior art relied on - in any combination whatev-
er -- make obvious the same solution for a simi-
lar problem? As has been repeatedly argued here-
inbefore, the prior art relied on confronts no
similar problem; hence it cannot make obvious the
solution appellant discovered. in other words,
the Wiseman decision pertains fo a situation
where, from the references relied on, @& struc-
ture, process, or composition is suggested, from
which structure, process, oOr composition one of
ordinary skill in the art could find obvious the
solution to the same or similar problem appeliant
faced. No such situation exists here.

Accordingly, appeilant submits that the case
law relied on by the board is unavailing to the
board: the decisions are entirely unrelated to
the present factual situation, and to the cxtent
such decisions could be 30 reiated, they support
appeilant’s position, not the board's. in addi-
tion, appellant submits that the governing law
applicable to the issue of inherency and obvious-
ness herein is the case law the board ignored.
Specifically, the decision in In re Diamond,
360 F2d 214, 216, n. 3, 149 USPQ 562, 564, n. 3
{(CCPA 1966) held that *inherency is not obvious-
ness,” and this for the reason succinctly stated
in in re Spormann 363 F.24 444, 448, 150
USPQ 449, 452 (CCPA 1966}
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_ the inherency of an advantage and
its obviousness arc cntirely different
questions. That which may be inherent
is not necessarily known. Obviousness
cannot be predicated on what is un-
anown.

tn fact, as pointed out in [In re Adams, 3536
F2d4 998, 1002, 148 USPQ 742, 746 {(CCPA 1966},
the unecxpected property of 3n invention will
always be inherent, otherwise the invention could
not work.

in short, allegations of inherency arc no
substitute for suggestions in the prior art. And
thus, the relevant inquiry is whether or not the
alleged inherent result Wwas obvious or sexpected
Kioster Speedsteel AB v. Crucible, Inc., supra.
793 F.24¢ at 1371, 230 USPQ at g8 (Fed.Cir.
1986) or otherwise appreciated or recognized by
those of ordinary skill in the art. In re Nay-
lor. 369 F.24 765, 768, 152 USPQ 106, 108 {CCPA
1966). As to this issue, appellant submits that
nothing in the prior art would make it obvious or
fead to the expectation that orthoester {11)
would reduce particulate emissions during combus-
tion. Nothing in the art relied on would give a
person of ordinary skill in the art of fuel com-
bustion s reasonable expectation of reducing
particulates upon combustion with orthoester ({1I)
additives.

G. me
Results
Although appeliant believes the prior art

relied upon by the board does not set forth a
prima facic case of obviousness for the reasons
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argued above, appeilant submits she has achieved
an unexpected result rebutting amy prima facie
case of obviovsness as can be established. Al
stated hereinbefore, her data in Examples Xil to
XVIil show that a mere 35 wi% of orthoester
(11) additive ia combustive diesel fuel results
in between about a 10% and 17% reduction in par-
ticulates. Since the prior art makes no SUgges-
tion whatever that any reduction can be achieved
by any means, let alone by use of an additive, it
should stand 10 reason that, as compared to what
the prior ari teaches and suggests, appeilant has
indeed achieved a result nowhere suggested there-
in, ie, the result s gnexpected over what the
prior art teaches and suggests.

The board, however, decided otherwise, argu-
ing that appeliant's argumenis on this point were
*conclusive® and that, in fact, appeilant’s dana
in the specification do not show the superiority
of orthoester (11) over orthoester (1. {App.9]
This argument by the board shows at omnce how
tittle appellant’s actual arguments were consid-
ered and how dedicated the board is to the propo-
sition that hindsight is a perfectly legitimate
tool for resolving the gquestion of obviousness.
Of course appeilant’s data do not show that or-
thoester (1I) is superior to orthoesisr {1y
appeilant never argued that they did. But what
must be understood is that the use of orthoester
(1} as an additive for reducing particulate emis-
sions during combustion is appeliant’s discovery
.- and one she plans to claim in a subsequent
application, once the present case is resoived.
Appeilant submits that it is hindsight in the
extreme for the board to rely on her data present-
ed in her application as to the effectiveness of
orthoester i} as a particulate suppression addi-
tive for diesel and other soot-forming fucls.
in re Ruff, supra.




sMoreover, appeilant has not been unmindful
in her above argument focusing on the purposec {for
which she added orthoester an to a fuel, that
the the board relied on In re Lininer, 458
F.2d 1043, 173 YUSPQ 360, 362 (CCPA 1972) for the
legal proposition that

. differences between appeilant’s and
the prior art’s motivation for adding 8
component 10 & composition will not
alone render the ciaimed composi-
tion, or process, gynobvious. [Emphasis
added] [App.7}

in immediate response, appellant states that she
is nmot reiying only on the difference in purpose
for which she added orthoester (11} to & fuel,
but also on the fact that the prior art does 0ok
provide an obvious reason to add prthoester (i}
to a fuel Tor any purpose.

in the Lintner casc, where the Lintner appel-
lant claimed a laundry composition requiring five
componsnts, there wers several facts which the
preseat board conveniently ignorsd For ome, the
three references relied on all related to the
subject mniter of the Lintner invention: laundry
detergents; for another, the primary teference
taught four of the five ingredients of 1he
claimed iavemtion; for yet gnother, the secondary
references both taught reasons to asdd segar (the
fifth ingredient) to dstergent compositions; and
for still another, the primary reference ot only
pertained to the same probiem as ihe Lintaer
invention but taught *she very resuit’ the
Lintner appellant asserted to be gnexpected --
but, clearly without the need for the iast OF




-43 -

fifth ingredient. In contrast, in the present
case, only the primary Sweeney references pertain
to fuel compositions; the secondary Elliott refer-
ence not only does not provide a legitimate sug-
gestion of adding orthoester {11} to a hydrocar-
bon fuel, but is in fact nonm-analogous arnt and
anavsilable for anything taught therein. And, of
most importance, the primary Sweency references
nowhere disclose or suggest “"the very result®
urged by appellant - the reduction of particu-
tates upon combustion of hydrocarbon fuels.

Applicant has argued her position in detail,
but the point has to be noted that she is not, as
the board’s decision implies, relying on the
difference in purpose alone. She is only relying
in part upon that difference, which, she
submits, is a factor to be weighed in determining
the obviousness of the invention T"as a whole,”
whereas the board, quite clearly, gave it no
serious consideration at all

.  Clalms of Additionat Patentable Distinction

The board decision nowhere more reflects its
propensity to say things regardless of the facts
than in its statement that

 we note that insofar as appellant
has not chosen to scparately argue the
patentability of appealed claims under
15 USC 103, they stand or fall togeth-
er.. . [App.T]

Appeliant appreciates the fact that the board,
once having its mind made up 1o affirm the Examin-
er, would naturally avoid facts in appellant’s
favor. But, this statement is simply wrong.
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Appellant’s brief in numerous locations
argued limitations which exist ia some of the
claims and mnot others Indeed, appeciiant's arge-
ments relative to the Sweengy 267 patent obvious-
iy only pertained to some of the claims and not
others since Sweency '"267 was only cited against
some of the claims, €3, claim 16 requiring 2
middle distiliate fuel

in addition, appellant does nole that she
separately argued the limitation of those claims
{imited to no more than £0 wvolume percent or-
thoester [App.ili,l!l—iﬂ]t thote claims limited
to compositions essentially free of alcohol
{App.iﬂ.ln-tli}. and the fact that the method
claims inherently take advantage of the particu-
1ate reducing properties of appellant's claimed
compositions [App.112}

Taking only claim 34 as an example -~ which
claim was specifically identified by appeliant on
page 23 of her brief as being argued separately
{App.113}, appellant asks the court to notc that
this claim is directed to 2 method for combusting
a hydrocarben fucl essentially free of alcohol
(meaning less than 1 wvolume percent aicohol ac-
cording to appellant’s definition on page 5§ of
her specification) {App.18] and that this claim
identifies claim 18 as one¢ of the claims it de-
pends from, which claim 28 limits the conccnira-
tion of orthoester in 1he fuel to 01 to 50
volume percent -- itsell 2 limitation specifical-
iy argucd on pages 21, 31 and 32 of her briefl
below. [App.111,121-122}

Claim 34 dependent on 28. thercfore, iS
submitted to De patentable for several rcasons
sdditional to those argued he reinbefore as (o
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claim 1 and 16 T claim, it wiil be noted,
only stood rejected by the Examiser over a combi-
astion of references using Sweeney '417 as the
primary reference. Thus, i1 is mnot understood
why the board included Sweeney "267 as a refer-
ence of importance in discussing this claim.
[App.6-7] Ia amy eveni, A% to claim 34, the
poard argued that

Sweeney ‘267 discioses the amount of
alcohol added may be as low as 5 vol-
gmes per 100 volumes of hydrocarbon...
JApp.T}

Actusily, what Sweency 267 really teaches in
this location is that the alcohol is added in:

an ecxtending amount typically 5-300
volumes, preferably 10-100 volumes, say
about 31 volumes per (00 volumes of
hydrocarbon. {App.31] {Col.2 lines
51-63)

Translated to percentages, the range taught by
Sweeney "267 for the alcohoi content is broadly
from 48 to 83%, with specific mention being made
of a value (31 vol/100 wvol) which translates
into an alcohol content of 24%. Such teachings
have mo applicability to claim 34 - of for that
matter any clasim requiring fess than 1% alcohol
content -- and yet the board, carried away with
what ¢an be deduced by hindsight, decided that
the Sweeney ‘267 reference is meaningful to claim
314, Appellant submits the very opposite.
Sweeney's teachings in his *267 patent lcad di-
rectly away from the invention defined by claim
34, even if one were to substitute orthoester
(11} for orthoester (1) in Sweeney's disclosure.
The reality is that, even with that substitution,
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Sweeney ‘267 still requires nearly § times a3
muck alcohol in the fuel as claim M is limited
to. Common 3ense reveals the non-obviousness of
appeliant’s limitation.

As to the rejection of claim 34 with Sweeney
'417 as the primary reference, the board s cor-
rect that Sweeney ‘417 does not teach *adding”
orthoesters to s fuel comtaining alcohal
fApp.7] But careful aot fo take any recogmition
of facts against its position, the board does 8ot
inform in its decision that Sweency ‘417 wvery
clearly teaches that alcohols are formed in his
compositions by the reaction of orthosster 445
with water to form alcohols (Sweeney ‘417, gol.
4 line 5 [App.77}  Thus, alcohols will imevita-
bly form in Sweeney “di7, the amount, of course,
being dependent upon the water content. :
very importanatly, such alcohoils will form prior
to the combustion of the fuel as required by
claim 34 because the reaction betweea or-
thoester{l}) and water occurs in the catalytic
resin bed, long before the fuel s introduced
into an engine.

Moreover, a5 to claim 34/23/24, there it 8
requirement for the alcohol content i0 Aol only
be below 1% but also (ia claim 28) for the con-
tent of orthoester {II} to be between about 0.
and 5% The board offered no reason whatever a3
10 how the prior art rendered obvious the use of
0.1 to 50 volume percent orthoester, As appel-
fant noted earlier, it is ia this range as shown
by the data in Examples i to XVIHE that one
can attain about a 7 to 17 percent reduction in
particulates during combustion of & dicsel fuel
with diese! fuel and combustion ia 2 diesel
engine being specifically recited ia claim o
dependent upen claim 34
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Now, considering the resuits in Examples
XII to XVIII as part of the invention of claim
34/28/24 "as 3 whoie®, 35 USC 103, appeliant
submits that her invention is necessarily patent
able over the art cited. The fact that the board
had difficuity in finding 3 rcason from the
Sweeney references for using 0.1 1o 50 volume
percent orthoester is not only evident in the
hoard's refusai to address the matter but alse by
the Examiner’'s argument as (o this limitation in
claim 28 in relation tO the Sweeney '267 refer-
ence:

The applicant argucs that the Sweeney
267 reference requires at least 10
volume percent orthoester whereas some
of applicant’s claims require no more
than 5.0 or 9.0 volume percent or-
thoester. The Examiner agrecs with
aspplicant’s argument. However, the
greater amount of orthoester f{used by
Sweeney '267} has not been shown to be
detrimental to the hydrocarbon fuel
when combusted. [App.130]

Appellant submits that this argument misses the
point. Indeed, the Examiner’s argument had the
jssue backwards Assuming that the secondary
references provide 2 legitimate suggestion 10
substitute orthoester (1) for Sweeney's or-
thoester (I} - which assumption appeliant denies
tc be valid for all the reasons previousiy ad-
vapced -- the issue then is not whether Sweency
367 obtains good or pad results with his much
higher concentrations of orthoesters put rather
how do the Sweeney 267 teachings relating to the
use of high orthoester concentrations suggest the
deliberate use of much less orthoester, i.x.,
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about 45% or more below the lowest disclosed
orthoester concentration inm Sweeney 2677 Appel-
fant submits that no such suggestion exists
Sweency ‘267 steers the person of ordimary akill
in the art to high concentrations of orthoester,
thereby teaching away from the use of low or-
thoester concentrations and makieg such wuse
non-obvious. Moreover, it is unrcasonable in the
extreme to belicve that it iz somchow obvious 1o
modify Sweeney "267 1o use a difTerent orthoester
in a lower amount for an entirely different pur-

pose.

The same conclusion s reached if one re-
views the combination of the Sweeney ‘417 patent
in combination with the irrelevant secondary
references. For the person of ordinary skill in
the art to uncover the invention defined by claim
34/28/24, he or she must first substitute or-
thoester (i1} from the secondary references for
orthoester {1} in Sweeney ‘417 -~ and this de-
spite the fact that both of Sweeney's disclosures
avoid such compounds and the further fact that
one can hardly expect orthoester ({II), with s
carbon atom fully bonded to four oxygen atoms, 10
react iike orthoester (I} ia the presence of
Sweeney's catalytic resin. Next, the person of
ordinary skill in the art must choose a fuel for
use im Sweeney's ‘417 dewatering process contain-
ing only an amount of waler, which, if reacted
with the orthoester (1I), will yield Jless than %
sicohol in the product while leaving between 8.1
and 5.0% unreacted orthoester in the fuel is
this obvious from Sweeney "417 coabined with the
other irrelevant references? The quastion ktseifl
reveals its own fallacy; all too clearly it can
be secen that only hindsight accounts for the
board's affirmance of the rejection of claim
34/28/24.
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And lastly, appellant must note that the
rejection of claim 34/28/24 includes the Neves
patent among the irrelevant secondary references
relied wupon. How the Neves patent, teaching
fuels containing 70% to B85% cthanol, could possi-
bly aid in suggesting a fuel containing less than
1% alcohol is impossible to fathom. The Neves
patent leads directly away from the invention of
claim 34/28/24, and its combination with the
Sweeney patents is at best unintelligible. The
invention defined by claim 34/28/24 is manifestly
nonobvious over the art relied upon.

vi. CONCLUSION

in conclusion, appellant would leave the
court with onc thought. Presumably - and in
view of the board’s decision it should perhaps be
emphasized -- presumably, the obviousness or
non-obviousness of appellant’s invention is to be
determined in the absence of what she has taught
in her disclosure.

Presuming this, appellant must ask the court
to consider the following: If appellant had been
allowed to apply for a patent without Ffirst giv-
ing the board her disclosure, but informing it of
the fact that her inventiom is directed to reduc-
ing particulate matter formed upon combustion of
diesel fuel and requesting it to assemble whatev-
er prior art it had as 10 this problem prior to
submission of her specification and claims, doecs
the court have any doubt whatever that no rcason-
able examiner would have considered even onc of
the references now relied upom by the board &S
pertinent? sppeliant submits tha the answer 10
that question shouid reveal how hindzight is
indeed the root cause and indeed, the only ba-
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sis, for the two separate rejections under 35 UscC
103 on the basis of obviousness.

The board did not follow the relevant law
and the decisions of this court and in doing 50
it improperly sustained rejections based upon
non-analogous references There was no reason 1o
combine the references and, indeed, the teachings
of the references do not in any way make obvious
the claimed invention of appeliant Dillon.

Reversal of this manifestly erroncous deci-
sion of the board is most respectfully requested.
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