


BRIEY FOR APPELLANI

UNITED STATES COURT OF APPEALS

FOR THE FEDERAL CIRCUIT FILED
U S COURT O APPLALS FOK
THF Ff:":‘F DAy Mt

MAR 14 989
FHANCIS X GINDHAR!
Appeal Nos. 89-1053, B9-1079 AR
COPELANDS' ENTERPRISES, INC.
d/b/a COPELANDS' SPORTS,
Appellant,
V.
m.. IHE- [
Appallee.
APPEAL FROM A DECISION OF THE
TRADEMARE TRIAL AND APPEAL BOARD
]
Of counsel: DOUGLAS E. OLSON
DALE HELSOH
DANIEL J. MEANEY, JR. LYON & LYON
1905 State Streat 611 West Sixth Street
Santa Barbara, California 33101 Thirty-Fourth Floor
(B05) 6B7-690% Los Angeles, California S0017

(213) 485-1600
Attorneys for Appellant,
Copelands' Enterprises, Inc.

March 3, 198%




I. STATEMENT OF RELATED CASEE « « «» + + « o« o ¢ &

1I. STATEMENT OF JURISDICTION . « « « « « » o« &
III. STATEMENT OF THE JBBUES . - - -« « « « « « « &

v. STATEMENT OF FACIS . - L S I S IR
VI. SUMMARY OF COPELANDS' ARGUMENT . . « « « « «
1IrIIW- thlrirlv-v-iii LR ]

1. MHisuse Can Operate To Dafeat
Ihs Right Of Registration

2. The law of misuse . . . -
3. The burdan of proof . . . -
"--W-ii-ii-na-.
5. The reason for CHV's use of
the symbel in the U.S. creates

L] ' L L]

6. CNV's conduct after receiving
potica of thae misuse and its
failure to discontinus the
misuse raises a genuina issue
of material fact as to CNV's
fraudulant intent

& L L 3 L - L




VIII.

Material Facts, And In Failing To
WM

5 = ® m & B & ® ® ® W ® ¥ W

CONCLUSION - - = =« & o & o & = o & & 2 & 2 &

ii

431



398 U.5. 144, 157-61, 26 L.Ed 24 142,
15‘-56| !ﬂ EI ﬂtq 15!“ [liTﬂ} [ % ¥ & [ LY [ - [ - [ - :E

477 U.5. 242, 249, 91 L.Ed. 2d 202,
212, 166 5.Ct. 2505, 2510 (19B6) . o « « » « + = + « 40, 47

477 U.S. 317, 323, 91 L. Bd, 2d
265, 274, 106 5. Ct. 2548 [(19B6): s = = = & = & 3+ & A5

108 S.Ct. 1811, 100 L.Ed. 2d 313, 56 USLW
4478, 6 USPQ 2d 1897 (198B) . . +» + + « » &« s » = + » 213

729 F.2d4 757, 763, 221 USPQ 202, 207

(Fed. Cir. 1984), l‘:.ﬂhhﬂ_:lh_ﬂ

741 F.2d 396, 223, USPQ 1 tFld cir. 1984) by e T e el

791 F.2d 147, 149, 229 USPQ 721,

T22—23 ir‘d- Eir+ 1935] PR TR Tl T I T TREE TR R R TR TR SN 19. 23.
13, 44,

851 F.2d 1557, 1561, 7 USPQ 2d 1552

tF.dl- clr' lgﬂnl - L] L] L ] - - - - - L] L] L - L3 - - - L L] 13
Eroomhall Industries, Inc, ¥.

Data Design Logic Systems, Inc.

786 F.2d 401, 405, 229, USPQ 38, 41

Ir.d- Clr. 1986) . « + s & & 2 & » 2 s % = ®» 2 8 @ = # 24, 44

Dunkin Donuts of Am. v. Metallurgical

Exproducts
840 F.2d 917, 919, & USPQ 24
1026 t!‘da Clr. 19BB) « & 6 & i E wow owm o R koo E W 47

Four Roses Products Co. v, Small Grain

Distilling & Drug Co.
:! r;:ﬂ. !5?, Iﬁﬁ—ﬁﬂ [n'c- I'.".l!l.'. 1!:3’* SRR R TN SR RERS TR SRR ] 15" Iu,
37, 41

814 F.2d 638, 641, 2 USPEQ 2d 1271

Ir'd| cir; liﬂ?]+ A mcm e wlw m Ry R, R . m R e W R E W =u| 2?
40

iii



Jewelers Vigilance Committee, JInc, V.

Hillenbarg COrp.
g%3 F.2d 88A, B0 n.2, 7 USPQ 2d 1628
1630 n.2 (Fed. Cir. 1988) . . .

L

L - L3 L] L]

793 F.2d 315, 230 USPQ 123 (24 Cir. 1986). .

762 F.2d 969, 974, 226 USPQ 5, 7

{Fed. Cir. 1985).

* L] L] L] [ ] L ]

ar Co, v, Welstogk,
46 F.2d S86, 587 (CCPA 1831). .

775 F.2a 1107, 1116, 227, USP@ 577,
S81 tr-ﬂi ﬂir; 1’“511 T IR T

808 F.20 46, 48 (Fed. Cir. 1986). .

L]

LT
451 F.2d 973, 974 (9th cfr. 71), gert.

m; 405 U.8. '533.- 30 L.Ed. ;d-

794, 92 5. Ct. 962 (1972) . . + -

Fox-Stanley Fhotg Products. Inc. ¥.

¥, Otaguro
339 F. Supp.

1293,

(D. Mass. 1972) . .

618 F. Supp. 700, 227 USPQ 737 (D.N.J.

gillette Safety Ragzor Co. v. Standard
Eafsty Bazor Corp.
27 UBPQ 46, 48=49 {Comm'l Pat. 1935} & + » =

174 USPQ 257

- (3 L ] L L]

Litbey-Owans-Ford Glass Co. ¥.

The Chic Hydrant & Supply Co., v. John
HBarzog &k Son
2 USPQ 62, 62-63 (Comm'l Pat. 192%)

70 USPQ 36, 37 (Comm'l Pat. 1946) . .

iv

- - # L}

Elastxon. Inc.
.ﬂ usm 5‘1' 5’: tcmll P.t-'! 1"‘91 L2 L} L] =

L} *® L] L] -

¥
*
L]

20,
30,

14,
22,

15,

13,

15,
16,

35,

21,
42

« 15, 21

32

« 45

«13

27
3l

15
42

P |

3l

A5

« 10

14

21.
41

21
41

37



Page

caps
Johnson Controls, Inc. v. Concorde
Battery Corp.
228 USPQ 39, 44 (TTAR 1985) . . . - « = s = = & & & = & 20,42
- 1 L]
206 USPQ B27, 833 (TTAB 1980) . . « = = « = = » = = = 14, 16
19, 21, 22, 41, 42
Ewik-Eepy Franchise Corp. V.
155 UEPQ 391 ITI'.HE- 19?“] [} L] L] - - L1 L] L] - L ] L] L] - - L E'E
: 21, 42

o
2“? usm 511* 523 niE {ﬂm I’aﬂj L L L] L] L] L - L] L -



UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT
Copalands' Entarprises v. CHV
No. 89=1051

CERTIFICATE OF INTEREST

Counsal for the patitioner, Copalands' Entarprisas,
Inc., cartifies the following:
1. Tha full nams of avary party represanted by ma is:

Copalands' Enterprises, Inc.

2. The name of the real party in intersst raprassntad
by ma is:

Copslands' Enterprises, Inc.

3. The corporate party reprssanted by me has no
publicly held affillates.

4. The namas of all law firms and the partnars or

associates that appeared for the party now represented by ms in
the agency below and will appesar in this court are:

Douglas E. Olsen, Lyon & Lyon
Dales Ellan Malson, Lyon & Lyon
panisl J. Meanay

oate: _ [/(2[£E

'ﬂmIIHI' htlrprl.lll, Inc.



UNITED STATEE COURT OF APPEALS FOR THE FEDERAL CIRCUIT

Copelands' Enterprises v. CHV EL
No. 89-1079 e
Uniizd States Cours o7 iy peais
For The Fecpigl Creen
CERTIFICATE OF INTEREGT

Counsel for thes petitionsr, Copelands' Entarprises, Inc.,
certifies the following:

1. The full nams of avary party reprasentad by me is:
Copelands' Enterprisss, Inc.

2. The name of the rsal party in intsrsst reprasantsd by
ie!:

Copslands' Entarprises, Inc.

3, The corporate party raprasantad by ms has no publicly
held affiliatess.

4. The names of all law firms and the partners or
associates that appeared for the rty now repreasented by me in
the agency balow and will appear T; this court are:

Douglas E. Olson, Lyon & Lyon
Dale Ellen Nelson, Lyon & Lyon
Daniel J. Maansy, Jr.

Date: H)‘&!ﬁ

E. Olaso
el for Petitioner
Copalands' Entarprisas, Inc.



ABBEEVIATTONS APPEARING IN THIS BRIEF

Copelands

CHY
VUARNET mark

VUARNET FRANCE mark

Poullloux

Board

(A

Symbol

Copelands' Enterprises, Inc., dba
Copelands' Sports, petitioner/appellant.

CHV, Inc., raspondent/appellee.

the subject of U.S. Reg. No. 1,276,815,
which issued May 8, 1984 to Pouilloux,
the assignment of which to CHV was
recorded on January 18, 1985 and which
was registered with U.5S. Customs Service
on Hov. 12, 1985%. The registration
claims the word "VUARNET.™

the subject of U.S. Serial No. 537,206,
filed May 13, 1985 in the name of CHV,
Inc. The application claims a design
comprising a circle, a rectangle, a e
shape and the words "VUARNET FRANCE."

sporoptic Pouilloux S.A., a French
corporation and the manufacturer of the
French-made sunglasses sold under the
VUARNET and VUARNET FRANCE marks.

Trademark Trial and Appeal Board.

Joint Appendix, paga(s) :
Since these appeals are consolidated,
the Appendix includes portions of both
records of the two proceedings below.

In most instances, the record entries
are parallel. Where they are, citations
to the Appendix will designate only the
Ccancellation action entry. Wwhere the
entries are rot identical, the citation
will dasignate the cancellation acticn
entry and then the Opposition action

entry.
Registration symbol, *.




I. STATEMENT OF RELATED CASES

Appeal Nos. 89-105) and 89-1079 were consclidated pursuant
to this Court's Order of Fabruary 22, 19%89%. Appeal No. 89-1053
is from a decisien of the Trademark Trial and Appeal Board
granting partial summary judgment in Cancellation No. 16,128.
Appeal No. 89-1079% is from a decision of the Trademark Trial and
Appeal Board granting partial summary judgment in Opposition Ho.
75,373. Neither decision was published.

There is no other appeal from any decision in either
proceeding before the Trademark Trial and Appeal Board below
which was previously before this or any octher appellate court
under the same or similar title. There is no other case or
proceeding known to counsel to be pending in this or any other
court that will directly affect or be affected by this Court's

decision in the pending consclidated appeal.

II. STATEMENT OF JURISDICTION
The jurisdiction of the Board in the proceedings below is

based on 15 U.5.C. §1067.

Jurisdiction of this Court is based on 28 U.5.C.
§1295(a) (4) (B) and 15 U.5.C. §1071(a), thesa consolidated appeals
being from decisions of the Board in an oppositicon and in a
cancellation proceeding.

Both appeals were timely under Fed. R. App. P. 4(a)(l), the
notices of appeal having been filed September 30, 1988 following

the entry of the Board's decisions on August 31, 1988.



1I1I. STATEMENT OF THE ISSUES

pid the Board err in:

1, Holding, en summary judgment, that no geruine issue of
material fact exists as to CNV's fraudulent intent in using the
registration symbol in connection with the unregistered marks
VUARNET and VUARNET FRANCE;

2. Holding, on summary judgment, that CHNV wvas entitled to
prevail as a matter of law on the misuse issue where it is
undisputed that cCNV made no effort to discontinue its use of the
symbol after receiving notice of the misuse;

3, Applying a summary judgment standard allocating a
burden of proof precluding Copelands' reliance on CNV's evidence
to show the existence of an issue of fact, and requiring
Copelands to rely only on its own evidance;

4. Failing to deny summary judgment or to order a

continuance pursuant to Fed. R. Civ. P. 56(f).

IV. SIATEMENT OF THE CASE
A. Hature of the Case

We are here to resolve a dispute over CNV's right to
registration of the trademarks VUARNET and VUARNET FRANCE. The
name VUARNET, which denoctes the 1960 Olympian skier and gold
medalist, Jean Vuarnet, is best known in connection with the
French-made sunglasses scld under that name.

CHV, a U.5. corperation, was assigned the U.5. registration

for the VUARNET mark by the French manufacturer, Pouilloux, and



is the applicant for the U.5. registration of the VUARNET FRANCE
mark. CHV claims to be, under contract with Pouilloux, the
axclusive U.S. distributor of VUARNET brand sunglasses made in
France by Pouilloux.

copelands is a U.5. corperation which ocperataes a successful
chain of retail sporting goods shops throughout california.
Copelands has, in the past, carried VUARNET brand sunglasses made
in France by Pouilloux and distributed by CNV and by others.
Following CNV's complaints about pricing, refusal to supply
product and threats of trademark infringement actions, Copelands
filed a petition to cancel the VUARNET registration and has
opposed CNV's application to register the VUARNET FRANCE mark.

B. Course Of Proceedings Below And The Board's
Disposition

Copelands' petitions were filed on Decamber 131, 1986. Each

includes allegations that: (1) the applications for registration
are void pb initig because CHV is not the axclusive distributor
of sunglasses under the marks in the U.S.; (2) CNV has not filed
the written consent of Jean Vuarnet to register the marks
comprising his name as required by §2(c) of the Lanham Act; and
(3) CNV has misused the registration symbol in connection with
the marks.

CNV answered on March 23, 1987 and April 24, 1587,
respectively. Discovery periods were scheduled. The parties
exchanged written discovery reguests. Copelands noticed the
deposition of CNV and began negotiating the arrangement of the



deposition of Poullloux. CHV noticed the depomition of Tom
Copeland, an officer of Copelancs.

Bafore discovery responses were exchanged, however, and
bafore the scheduled deposition dates arrived, CNV moved on
August 6, 1987 for summary judgment in both proceedings. That
motion contested the merits and further asserted that the
proceedings should be dismissed on the ground that Copelands
lacked standing. (A 190-266; 268-342). CNV submitted with its
motion four declarations, one from an officer of CHV, cne from an
officer of Pouilloux, one from CNV's trademark counsel and one
from a French lawyer. Copelands opposed the motion en August 21,
1987 (A 346-475; 476AA-546), and submitted in support the
declarations of Thomas Copeland, an officer of Copelands, Donald
McKay Kennedy, a retailer of VUARNET brand sunglasses, as wall as
a number of exhibits.

The initial decisions in both proceedings, dated December
21, 1987 (A 567=-72; 573-79), held that Copelands had proper
standing. (A 569; 576) As to summary judgment, the Board
provisionally granted summary judgment in faver of CHV, but
allowed Copealands 30 days to file amended petitions at which
point the Board would reconsider its initial decision. (A 571~
723 579). Copelands thereafter filed its First Amended
Petitions. (A 580-594; 596-619).

In its decisions following consideration of the Amended
Petitions, the Board revoked entirely its previous provisional
grant of summary judgment on the ownership and §2(c) grounds,



holding that Copelands had sufficiently pleaded those grounds
which, if proved, would entitle Copelands to the rellef sought
and that genuine issues of fact existed with respect to those
causes of action. (A 625-27; €30-32). As to the claim of CHNV's
misuse of the registration symbol, howvever, the Board granted
summary judgment in CNV's favor. (A 627; 6311-32).

Copelands filed requests for reconsideration in both

proceedings as to the grant of summary judgmant in favor of CHV
on misuse. (A 633-85; 705-58). The Board affirmed its decisions

on reconsideration on August 31, 1988, clarifying that although
copelands had properly pleaded a claim for relief on misuse
grounds upon which cancellation or opposition would be awarded if
proved, (A 3-4; 13-14), no genuine issues of material fact
existed as to misuse and, on the undisputed facts, no misuse
could be shown. (A 4-10; 15-20).

It is from these August 31, 1582 decisions that Copelands
appeals. CNV has not cross-appealed.

On November 22, 1988, CNV filed motions to dismiss the
appeals on the ground that the Court lacks jurisdiction.
Copelands opposed these motions on December 4, 15988. The Court,
by its Order of December 12, 1988, invited the Commissioner of
Patents and Trademarks to file an amicus brief addressing the
jurisdictional issue. The Commissioner did so on January &,
1989. Its Order of February 1, 1989, the Board deferred its
decision on the motions to dismiss for consideration by the

merits panel and ordered Copelands to file its brief on the

7



merits within 30 days. ©On February 14, 1889, CNV filed a
Suggestion For Reconsideration In Banc of the jurisdictional
issue.

Copelands' position regarding the jurisdictional issue is
fully set forth in its brief opposing the motion to dismiss.

V. STATEMENT OF FACTS
Copelands cperates saveral high-quality retail sperting

goods stores throughout Califernia. Copelands carries, among
other things, well-known brands of ski equipment and accessories.
In 1979, Copelands began carrying VUARNET brand sunglasses,
manufactured in France by a French company, Pouilloux. In the
beginning, Copelands purchased the sunglasses from Schwarz, CHV's
alleged predzcessor. Commencing in about May, 1%81, Copelands
purchssed them from CNV. Because CNV was unable to supply
Copelands with all the VUARNET sunglasses it required to satisfy
the customer demand, however, Copalands turned to other sources
of VUARNET sunglasses while continuing to purchase from CHNV. (A
3197-99) .

Thus, up until late 1982, Copelands purchased VUARNET
sunglasses made in France by Pouilloux from CNV as well as from
other suppliers located in the United Statas. At least one of
these cother sources represented itself as an authorized
distributer of VUARNET sunglasses manufactursd by Pouilloux in

France. (A 3939).



In late 1982, CNV communicated to Copelands that CNV was
dissatisfied with Copelands' competitive salling price which was
lower than CHV liked, and would no longer supply Copelands with
VUARNET sunglasses. Thus, CNV cut Copelands off. Copelands
continued to purchase VUARNET sunglasses from its other sources
until April, 1986. (A 400).
During this period, on Fabruary 3, 1983, CNV, through its
law firm of Paul, Hastings, Janofsky & Walker, sent a letter to
Copelands, formally accusing Copelands of "federal tradamark
infringement" of the mark VUARNET. The letter states that CHV
"ig the exclusive proprietor in the United
States of the renowned trademark "Vuarnet."
As such, it has the sole right to use and
control the use of the
trademark "vVuarnet®."

The letter further charges Copslands with

"infringament of our client's fedecally
protected trademark rights. . . ."

(Emphasis added.) (A 195-96).

The letter was signed by Michael K. Lindsey, Esg. on behalf
of CHV. (A 396).

As of the date of this letter, the mark VUARNET was pot a
federally registered mark. An application for the mark VUARNET
FRANCE was not yet filed in the Trademark Office. Also, contrary
to CNV's claim of sxclusive propristorship, at that time cthers
were fresly importing and selling VUARNET sunglasses, cbtained by
Pouilloux, in the United Statas in competition with CHV. (A J98-

99, 404-05).



In response to CNV's letter, Copelands hand delivered a
letter dated February 23, 1983 directly to Mr. Lindsey. This
letter pointed out the discrepancy between the assertions of the
February 3, 1983 letter and the Federal Register, and furthermore
gave CNV axpress and unequivocal notice of its misuse of the
registration symbol in connection with the unregistered marks

VUARKET and VUARNET FRANCE, and the serious consequences thereof.

The letter states in pertinent part:

our preliminary investigation has disclosed
that the [statement regarding federal
registration) is untrue and is an intentional
misrepresentation of your client's rights.
Further, ve consider the representation that
CNV, Inc. is the owner of the registered
trademark VUARNET to be fraudulent, and, in
fact, a violation of 15 U.5.C. §1lll.

w ok

In conducting ocur preliminary research on
this matter, wa have located some salaes
brochures and ralated materials printed and
distributed by your client. These materials
have the mark VUARNET affixed thereto
together with the notice of registration
shown by the symbol *. Copies thersof are
attached for informational purpcses.

We consider the position taken by your client
in your letter of February 3, 1983, and the
improper use of the notice of registration as
a concerted, intentional and fraudulent
effort to deceive the public and our client
about the user's rights. This position is
corroborated by other notices of infringement
served upon other third parties.

The above usage and marking of the goods with
a notice of registration by use of the symbol
® ig a fraudulent misusa of the mark and
subjects the mark to cancellation, if
registered, and will support a refusal to
register. We call your attention to the casa

of
gtagure, 339 F. Supp. 1293 (D. [Mass.] 1972)

10



174 USPQ 257, where the Court held that
misuse of notice of registration of a mark
was unclean hands sc as toc bar registration.

The Trademark Manual of Examining Procedure
at Section 902.02 provides that fraudulent
intent and purpose in using a federal
registration symbol is a basis for refusal of
registration. Thus, we believe that the
pending application can bs opposed for
registration for the abovea reasons.

L

We hereby demand that you promptly and
immediately cease and desist from using the
notice of registration of the mark VUARHET by
use of the notice of registration symbol *

and that you promptly advise the Examiner in

charge of United States Trademark Application

Serial No. 403,393 of the intenticnal and

fraudulent misuse of the pending mark.
(A 421-24). The letter enclosed examplas of CNV's usa of the *
symbol in connection with the VUARNET and VUARNET FRANCE marks
dating back to 1982.

Mr. Lindsey acknowledges that he received this letter and
that he advised his client of the sama. (A 3193-584). Continuing
in his role as trademark counsel for CNV, Mr. Lindsey was
substituted in as prosecuting attorney of record for Pouilloux
for the mark VUARNET, as of March 20, 1982 (A 426), and filed
CHV's application for registration of VUARNET FRANCE on May 13,
1985, (A 462-67).

copelands did not receive a reply from CHV following its
February 23, 1983 letter. (A 401). CNV did not notify the
Examiner in charge of Serial NKo. 403,393 VUARNET of the misuse on
the specimens submitted for registration or otharwise. Most

importantly, it is undisputed that CNV did nothing at all to

11



cease tha fraudulent misuse of the symbol in connection with the
marks VUARNET and VUARNET FRANCE.

M-. Lindsey's declaration is glaringly devoid of any
axplaration of events occurring after he had forwarded Copelands'’
letter to his client. (A 391-94). CNV's officer's declaration
astablishes that Copelands' notice letter was received (A 239),
but ignored. CNV claims that upon receipt of the letter, rather
than ask Mr. Lindsey about it, CNV askad an officer of Pouilloux,
in France, what he, a French businessman, thought about it. (A
239). The Fraenchean asked his business partner;, alsoc a Frenchman
and also not a lawyar, what ha thought. They agreed among
themselves that Copelands was being silly. (A 247-48). And that
was the end of the analysis. Their agreement hardly constitutas
a good faith investigation and response to the misuse cof the
symbol. CNV prasents no evidence that it sought advice of
counsel. CHNV presants no evidence that its counsel advised CNV
as to Copelands' letter respecting United States trademark law.
CNV presents no avidence that it read the authorities cited in
Copelands' letter. Rather, CNV and its counsel, having received
notice, buried their heads in French sand.

After receiving notice from Copalands, Mr. Lindsey proceeaded
to prosecuta the VUARNET application and CNV continued to use the
symbol in connection with the VUARNET and VUARNET FRANCE marks
for a ysar and thres months untll the VUARNET mark was registered
on May 8, 1984. MNr. Lindsey subssquently filed an application
for VUARNET FRANCE on May 13, 1985. CNV continues to use the

12



symbol to the present date in connection with the VUARNET FRANCE
mark, despite the fact that it is not registered.

on November 12, 1985, CNV registered VUARNET with U.S5.
customs. (A 458). In April, 1986, U.S5. Customs saized a
shipment of approximately 730 pairs of genuine VUARNET sunglasses
shipped from Eurcpe and intended for Copelands. (A 401-02, 425).
These sunglasses had been purchased in Europe from Puullluux.' (A
401). The letter from Customs advising Copelands of the
detention indicates that the mark relied upon by CNV, who
instigated the seizure, was the registered mark VUARNET. (A
425). As a direct result of the seizure, Copelands lost its
shipment worth 520,000 and the profits Copelands could have made
from the resale therecf. (A 402). In addition, Copelands
suffered tremendous negative publicity from the seizure, as a
direct result of newspaper and magazine articles initiated by CNV
which accused Copelands of the coime of counterfeiting and

ptherwise damaged its reputation by insinuating Copelands had

viclated the law.l (A 402).

v The parallel imports intended for Copelands were by no
means illegal. The Supreme Court recently upheld the Customs
Service exception to §526 of the Tariff Act for mere conduit
relationships such as that which exists between CNV and
Pouilloux. Thus, such imports are not contrary to the Tariff
Act. m — i 108 5.CE. 1511. 100 L.Eﬂ-!d
313, 55 USLW 4478, & USPQ 2d 1897 (1988). Furthermore, the
legality of grey market imports under substantive trademark law
is one of continuing escillation. Compare,
, 618 F. Supp. 700, 227 USPQ 737 (D.N.J. 1985)
, 792 F.2d 315, 230 USPQ 123

with
{2d Cir. 1986).
13



on Decembar 31, 1986, Copelands filed its petitions before
the Board to cancel the VUARNET registration and to oppose
registration of the mark VUARNET FRANCE. ©On CNV's motion for
summary judgment, the Board held that no genuine issue of
material fact existed as to misuse, and that CNV was entitled to

judgment in its favor on that particular ground.

VI. SUMMARY OF COFELANDS' ARGUMENT

"The intentional use of thes registration
symbol in connection with a mark that has not
been registered in an attempt, actual or
implied, to mislead others that the mark is
registerad defeats the right of
registration."

Knorr-Nahrmittel v.Haviand Int'l.. Inc,, 206 USPQ 827, 832 (TTAB
1980) . A showing that the symbol has been used in connection
with an unregistersd mark establishes a prima facie case of fraud
on the public. Saugucit Paper Co. v, Weistock, 46 F.2d 586, 587
(CCPA 1931). Thus, such symbol "misuse" gives rise to a
presumption that the symbol has been used with fraudulent intent.
The burden of proof thereafter shifts to the misuser to show, if
it can, that there was no fraud on the public in its use of the
symbol. Jd. A showing of no fraud, requires a showing of (1)
the absence of a fraudulent intent to deceive, and (2) that
efforts wera made to discontinue the misuse after notice. Knorr-
Mahrmittel v, Havland Int'l.. Inc., 206 USPQ 827, 833 (TTAB
1980) .

14



It appears that the standard of fraud on the public in the
symbol misuse context has developed apart and somewhat
differently from the law relating to ineguitable conduct before
the Patent and Trademark Office. Compare Sauguoit Paper Co. V.
Weistock, 46 F.2d 586, 587 (CCPA 1931) with Torres ¥. Cantine
Torresslla, 808 F.2d4 46, 48 (Fed.Cir. 1986). Thus, Frofessor
McCarthy states that the fallure to take any steps to prevent or
discontinue misuse after notice can constitute such gross
negligence as to rise to the sama lavel as intantional fraud so
as to defeat the right of registration. gee J.T. McCarthy §19:954
(24 Ed. 1984). The Board noted the same in its opinicns at
footnotes 4 and 5 respectively. (A 8; 18). Indeed, such a
failure to discontinue the misuse after notice was found to
defeat the right of registration in Libbev-Owens-Ford Glass Co.
v, Pastron. Inc., B0 USPQ 591, 592 (Comm'r Pat. 1549) and in
Gilletts Safety Razor Co. v. Standard Safety Ragor Corp., 27 USPQ
46, 48=-49 (Comm'r Pat. 1935). Ea8 AlS0 Four Roses FProducts Co.
v, Small Grain Distilling & Drug Co., 29 F.2d 959, $59-60
(D.C.Cir. 1928); Well & Durrse ¥. United Plece Dve Works, 70 USFQ
36, 37 (Comm'r Pat. 1946).

Howevar, we believe that even under the present standards
applicable to fraud in the procursment of a trademark, CHV
committed fraud since it continued the misuse having knowledge of
the unregistered status of its marks and of the impropriety of
its use of the symbol in connection therswith. See TOIIGS V.

cantine Torrssella, 808 F.2d 46, 48 (Fed.Cir. 1986).
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In this case, it is undisputed that CNV used the symbol in
connection with unregistered marks. Copelands has thus
established its prima facie case and the burden shifts to CHV to
disprove fraud by showing both a lack of an intent to deceive and
efforts to discontinue the misuse after notice. It is undisputed
that CNV made no effort to discontinue the misuse after notice.
on this point alone, it is clear that CNV i not entitled to
judgment in its favor. Knorr-Nahrmittel v. Havland Int'l. Ingc.,
206 USPQ 827, 8313 (TTAB 1980). The Board erred in ignoring this
undisputed fact and in holding that CNV was entitled to judgment
as a matter of law.

Furthermore, a genuine issue of fact exists as to whether

CNV's intent in using the symbol was fraudulent. CHV asserted

two reasons for its misuse. The first, that it believed the mark

was registered in the U.5., is not a legally cognizable defense,
particularly when the misuse continued after notice that the mark
was not registered. The second, that the symbol designated CNV's
French and Madrid convention registrations is belied by
Copelands' evidence showing that CNV used the symbol even before
those registrations issued. This defense also was cbviated after
CNV was put on notice. The Board erred in failing to recognize
that the svidence gave rise to a genuine issue as to CNV's intent
in using the symbol, a fact material to misuse. Summary judgment
is appropriate only when there is no genuine issue as to any
material fact and the moving party is entitled to a judgment as a
matter of law. Fed.R.Civ.P. 56. Intent is a highly factual
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matter rarely suitable for determination on summary judgment.

The Board erred in falling to construe all reascnable inferances
in Copelands' favor and in erroneocusly allocating the burden of
procf on summary judgment by not giving weight to Copelands' own
evidence and inferences resulting from that evidence to create an
issue of fact and faulting Copelands for pointing to CHV's own
evidence as creating an issue of fact.

In opposing CHNV's motion for summary judgment, Copelands
requested that the Board deny summary judgment or continue the
motion under Rule 56(f) so that Copelands would be afforded an
cpportunity to conduct discovery regarding, inter alia, CHV's
intent in its use of the registration symbol. Copelands
established in its declaration that it had not had an opportunity
to depose CHNV, or any of CNV's declarants. The issue of CHV's
intent is heavily dependent on underlying facts uniquely in the
possession of CNV. The Board committed clear error in refusing
Copelands' request to continue the hearing on the summary

judgment motion until the declarants had been deposed under Rule

56(f) .

VIiI. ARGUMENT

1. Misuse Can Operate To Defeat The Right Of

17



To clearly understand the error of the Board's holding, it
is significant in this case to emphasize what the Board did pot
held. The Board did not hold that Copelands had failed to state
a claim upon which relief could be granted or that misuse was not
a valid basis for cancellation of or opposition to a
registration. The Board made this clear in its August 31, 1988
decisions.

"Both of our prior decisicns in this case
recognized, at least implicitly, that relief
could be granted as a result of a misuse of
the registration notice. B5See; e.g9. Johnson
Controls, Inc. v. Concorde Battery Corp., 238
UsSpg 39, 44 (TTAR 1985) and cases cited
there. . . . Any statement in our prior
rulings that inadvertently suggests a
contrary holding should be disregarded. We
believe that [Copelands] has, in this regard,
stated a claim that, if proved, would entitle
[Copelands] to relief, namely a claim that
[CHNV] has misused the registration notice."

(A 1-43 13-14).

This portion of the Board's ruling is absolutely correct.
wWhat is to be determined in this appeal is whether the Board
erronecusly decided that this case does not present facts
entitling Copelands to rellef.

In reviewing the Board's grant of summary judgment, this
Court must review the record, and determine "whather the evidence
is genuinely conflicting on material issues of fact and, if not,
whether the movant is entitled to judgment on those facts."™ Avia

Group Intern. Inc, ¥. L.A. Gear Californla, 853 F.2d 1557, 1361,
7 USQP 2d 1548, 1552 (Fed.Cir. 1988). To overturn summary
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judgment, Copelands need only show that one or more of the facts
on which the Board relied was genuinely in dispute and was
material to the judgment. Jd. at 1561-1562. This Court
determines for itself whether the summary judgment standard of
Rule 56 has been met; it is not bound in any respect by the
Board's ruling that there was no material factual dispute.
Armco. Inc. ¥. Cyclops Corp., 791 F.2d 147, 149, 229 USPQ 721,

722-23 (Fed.Cir. 1986).

Below, we have set forth a discussion of the law of misuse,

the burdens of proof involved and the evidence presented by the

parties.
2. The law of misuse
It was held in Sauguoit Paper Co., Inc. ¥, Weistock, 46 F.2d

586 (CCPA 1931), that use of the registration symbol in
connection with an unregistered mark creates a prima facie case
of fraud on the public. JId. at 587. Such a showing gives rise
to a presumption that the symbol has been so used with fraudulent
intent. Saugugit Paper Co, v, Weigtock further held that the
burden is on the misuser to show, if it can, that the misuse Was
due to mistake and that there was no fraud in the use of the
symbol. Id. Knorr-Nahrmittel v. Havland Int'l.. Inc., 206 USPFQ
827, 833 (TTAB 1980) states that the presumption of fraudulent
intent is disproved by a showing of (1) no intent to deceive and
(2) an effort to discontinue the offending use after notice.

A determinaticn of fraudulent intent is not determined
solely upon the applicants' self-serving statemants of its
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subjective belief, but is based on applying the applicable law to

all the surrounding circumatances.
“(R]eversal is still required if the [Board]
angaged in a faulty legal analysis in
applying the law to the facts and a correct
application of the law to those facts might
bring a different result."

P.M. Palumbo v, Don-Joy Cg., 762 F.2d 969, 974, 226 USFQ 5, 7
(Fed. Cir. 1985). MAgcord, Howes v. Medical Components. Inc., B14

F.2d 638, 642, 2 USPQ 2d 1271, 1273 (Fed. Cir. 1987). Tha law
applicable to misuse reveals that the determination of fraudulent

intent is highly factual and is dependent on the follewing

factors:
(1) the applicant's asserted reascon for the misuse;
(2) whether the applicant had notice of the misuse;
{1} whether the applicant discontinued the misuse after

notice; and
{4) whether the applicant's attorney had knowledge of the

misusa.

See, $.9., Sauguoit Paper Co.. Inc, ¥, Weistock, 46 F.2d 586,

587-88 (CCPA 1931) (misuse excusad where it occurred for only a

short period and ceased); Four Roses Products Co. v, Small Grain

pistilling & Drug €o,, 29 F.2d 959, 959-69 (D.C.Cir. 1928)
(registration refused where applicant used the symbol with

knowledge that the mark was unregistered); Johnson Controls. Inc.

v, Concorde Battery Corp., 228 USPQ 39, 44 (TTAB 1985) (misuse
sxcused where applicant explained use as inadvertent and

discontinued use after notice): Shoe Factorvy Supplies v. Thermal



Engineering ©o., 207 USPQ 517, 523 n. 5 (TTAB 1980) (misuse held

excusable where applicant's counsel was unaware of such use and

where misuse was discontinued); Enorr-Hahrmittel Akg. v. Havland

International. Inc., 206 USPQ 827, B33 (TTAB 1980) (misuse excused
where use was inadvertent and was discontinued after notice);

Libbey-Owens-Ford Glass Co. v. Plastron, Inc., B8O USPQ 591, 592
(Comm'r Pat. 1949) (registration refused where applicant took no
steps to discontinue misuse after it had notice of the misuse);
Weil & Durrse v. United Piece Dve Works, 70 USPQ 36, 37 (Comm'r
Pat. 1946) (registration refused where applicant's purported
reason for the misuse was contradicted by the evidence): Gillette
safety Ragor Co. v. Standard Safety Ragor Corp., 27 USPQ 46, 48-
49 (Comm'r Pat. 1935) (registration refused where appiicant had
xnowledge that the mark was unregistered and lied about
discontinuing the misuse): The Ohio Hvdrant & Supplv Co. v. John
Herzeg & Scon, 2 USPQ 62, 62-63 (Comm'r Pat. 1929) (registraticn
refused where applicant had knowledge that the mark was not
registered).

Clearly the determination of whether the misuse was
intentional or fraudulent is highly factual, and is dependent on
the foregoing factual considerations. As such, it is rarely

appropriate for summary judgment.

»Tntent is a factual matter which

is rarely free from dispute. . . ."
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Albert v, Kevex Corp., 729 F.2d 757, 763, 221 USFQ 202, 207 (Fed.
cir. 1984), aff'd by reh'g, 741 F.2d 396, 221 USPQ 1 (Fed. Cir.

1984) .
tnasmuch as intent may be critical in this case, cutting of f

copelands' right to a trial on the issue was error. JId. 1In
Kwik-Eopy Franchise Corp. v. Dimensional Lithographers, 165 USFQ
397 (TTAB 1970), the Board denied a motion for summary judgment

on the issue of misuse, stating that misuse:
ncannot serve as a basis for entry of summary
judgment for the reason that the intent
necessary to constitute such a fraudulent act
is a guestion of fact."

Id. at 398.

3. The hurden of proof
It is undisputed that CNV used the symbol in connection

with the VUARNET and VUARNET FRANCE marks.Y Thus, the prima
facie case of fraud upon the public under Sauguoit is
established. The burden of proof thus shifted to CHV to rebut
the showing of fraud by submitting a showing on beth of the

factors enumerated in EKnorr-Hahrmittel. CHV was unabla to show
any cessation of its use of the symbol after notice of the

v The declaration of Thomas Copeland and Copelands®
documentary evidence submitted to the Board (A 398% 431-47, 449)
establishes that not only did CHNV use the symbol on price lists,
letterhead, packaging and trade show displays as early as March
1982, it sent cut aggressive cease and desist letters to those in
the trade asserting that VUARNET was a "faderall registered
trademark.® The declaration of Mr. Lindsey subm tted by CHV
confirms that CNV sant such a cease and desist lstter to
copelands (A 241} and the declarations of Peter Mentges and
Joseph Hatchiguian submitted by confirm that CHV "always" used
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misuse. This alone entitles Copelands to prevail as a matter of
law as is discussed in section B, infra. The cessation issue
aside, however, CNV was alsc unable to make a sufficient showing
that it used the symbol without an intent to decelve.

As the movant and as the party with the burden of procf to
rabut the prima facie case of fraud, on summary judqnlnt”. the
burden was on CNV to sstablish tha absence of a genuine issue as
to any fact material to disproving fraud, including the lack of
an intent to decelve.

"It goes without saying that summary judgment
is properly grantad only where there is no
?-nulnn issue of material fact and the movant
s entitled to judgment as a matter of law.
Fad.R.Civ.P. 56, The moving party bears the
burden of establishing the absence of any
genuine issue of material fact. . . . The
party opposing the motion is required merely
to point to an evidentiary conflict created
on the record. . .all the evidence [must be
viewed] in a light most favorable to the
opponent (or non-movant) and. . ~all
reasonable inferences [must be drawn] in its
favor. . . .In sum, all significant doubt
over partinent factual issues must be
resolved in favor of the party opposing
summary judgment.”

Armco. Inc. ¥. Cyclops Corp., 791 F.2d 147, 149, 229 USPQ 721,
722-23 (Fed. Cir. 1986).

"[I1]f the svidentiary matter in support of
the motion for summary judgment does not
astablish the absence of a genuine issue,
BURRATY judT::nt must be denied even if no
opposing ev ntiary matter is presented.”

¥ Faderal Rule of Civil Procedure 56 is made applicable to
the Board by 37 C.F.R. §2.116(a).
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Broomhall Industries. Inc. v. Data Design Logic Systems. Inc.,
786 F.2d 401, 405, 229 USPQ 38, 41 (Fed. Cir. 1986).

cNV failed to meet its burden to establish that it lacked an
intent to deceive in its use of the symbcl. As developed below,
CHV's own evidence was conflicting and raised an issue of fact.
The Board erronecusly resclved a number of disputed factual
issues against Copelands. The Board erronecusly ignored
evidence, which, when considered in view of the law, created a

factual dispute. Let us turn to what CHNV's four declarations

contained.

4. The evidence

CHV's four declarations reccunted, in various forms and in
different voices, CHNV's "excuse" for its use of the symbol before
the marks were registered. They alsc purport to ngyplain® what
happened after receiving notice of the misuse from Copelands.

The facts offerad to support CNV's “excuse™ run like this:

1. CNV's trademark counsel, Mr. Lindsey, prepared the
cease and desist letter dated Fabruary 3, 1983 (A 241) which was
hand delivered to Copelands and demanded under threat of
prosecution for "federal® trademark infringement that Copelands
immediately cease all sales of VUARNET sunglasses and ratain all
existing inventory for disposition by CNV. At that time,
copelands was making sales worth hundreds of thousands of dollars
per ysar of VUARNET sunglassas made in France by Pouilloux, and

had a substantial inventory and investment therein. (A 401).
2. Mr. Lindsey had not bothared to check the grounds upon
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which the thrsat was based. He states, in his declaration: "At
the time I sent that letter, it was my understanding that the
mark VUARMET had already been registered. . . LM (A 241). Mr.
Lindsey presantsd no basis for that *understanding."

3. Mr. Lindsey personally received Copelands' written
response dated February 23, 1983 (A 242). This letter gave clear
and uneguivocal notice to CNV of its misuse of the symbol * in
connection with the VUARNET and VUARNET FRANCE marks. The letter
containe specific citations to authorities supporting tha same.
(A 421-24). From that point in time, CHV had knowledge of the
misuse and the false representations and could not possibly
thareafter rely on its innocent ignorance.

4. Yet CHV does. Mr. Lindsey sent a copy of Copelands'
jetter to CHV and advised his client that indeed the mark was
unragistered in the U.5. (A 242). MNr. Lindsey thersafter
apparently ignored the authorities cited in the letter and never
communicated with his client regarding the matter again (despite
the fact that ha began to prosecute the VUARNET mark through the
Patent and Trademark Office approximately one month later). (A
4286) .

5. Upon receipt of the lstter from Mr. Lindsay, CHV did
not sesak his advice, but rather asked some French businessmen and
opticians what they thought. (A 239).

5. The Frenchmen did not cbtain an cpinion from Mr.
Lindsey, sngaged on March 20, 1983 to prosecute the U.S.
application for VUARNET (A 426) or anyone else, but simply chose
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to agree among themselves that they could lawfully continue using
the registration symbol in the U.5., a8 a symbol of foreign
registration, even though they now knew that no U.5. registration
existed. (A 248).

7. CHNV never rsplied to thes letter. (A 401).

a. CNV never mads any effort to discontinue the misuse,

9, Mr. Lindsey procseded to prosecute the U.S. application
for the VUARNET mark which, one year and three months later,
ripened into registration, but never advised his clisnt that the
use of tha registration symbol in the U.5. was premature,
deceptive or unlawful. (A 241-42).

opposing the summary judgment motion, without the benefit of
discovery,? Copelands submitted evidence of CNV's use of the
symbol dating back te March 1982, prior to any foreign
registration relied upon by CHNV. (A 433-38), Copelands further
submitted the February 3, 1983 csase and dasist letter from CHV
threatening suit for fedsral trademark infringement. (A 419-20).
Copelands submitted its letter of February 23, 1983, putting CHV
on notice of the misuse (A 421-24), and samples showing CHV's
continued use of the symbol thereafter. (A 432, 435-47, 449).
The declaration of Thomas Copeland attasts to his knowledge and
understanding of the symbol used by CNV and his initial deception
by CNV's Pebruary 3, 1983 letter. (A 399).

¥ Copelands' request for relief under Rule 56(f) and its
treatment by the Board is discussed in section D, inira.
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Copelands further pointed to the inconsistencies in CHV's
declarations regarding what CHNV intended to designate by use of
the symbol and its intent in contimuing to use the symbol after

notice.
As set forth balow, the Board not only failed to recognize

the existence of genuine issues of material fact, but also
engaged in faulty legal analysis. G@@ Howes v, Medical
Componants. Inc, 814 F.2d 638, 643, 2 USPQ 1271, 1273 (Fed. Cir.
1987) ; P.M. Falumbo v, Don-Jov Co,, 762 F.2d 969, $74, 226 USFQ
5, 7 (Fed. Cir. 1985).

We now turn to a discussion of the Board's treatment of the

relevant facts.

5. The reason for CNV's use of the svmbol in the
U.S. creates an issue of fact.

CHNV asserted two reasons for using the symbol in the U.S.
One was that it designated foreign registration of the mark. (A
238-40, 24B-50, 251). CNV relied on the paclaration of Peter
Mentges to show that prior to the May 8, 1984 U.5. registration
date of the VUARNET mark, CNV's use of the registration symbol
was based cn "various™ foreign registrations and thus was a
result of "honest” and "sincere” belief and was done with no
intention of deceiving or misleading anyona. (A 235-40, 248-49).
In opposing Copalands' request for reconsideration, CNV presented
a "supplemental® declaration of ¥Yves Marcellin, the franch
lawyer, stating that the mark VUARNET was registered in France on

27



September 6, 1982 and under the Madrid Convention on December 2,

The other was reason that it nhalieved that the mark VUARNET

was . . . registered in the United States." (A 238).

The Board apparently accepted both axplanations.

npfter a review of the record before us, we
are persuaded that there are no genuine
issues of material fact regarding applicant's
use of the registration notice prior to

jstration of the mark "VUARNET" in the
United States. Applicant's statements
regarding its mistaken belief and that it had
no intent to deceive stand unrebutted. The
mark "VUARNET" was registered in France as of
September 6, 1982 and moreover, applicant
believed up until February 1983 that the mark
was registered in the United States.
Furthermore, upon :-:-igt of opposer's
counsal's letter regarding the alleged misuse
of the registration notice, applicant's
inquiries led it to believe that the notice
designated registration of the mark in France
and other countries. Thus, applicant
continued such use and, according to its
affidavits, applicant was not intending to
deceive or mislead the public or the Office.
Rather, applicant apparently was merely
following the instructions of the
manufacturar of the goods.®

(A B=%; 18-19).
There are several errors in relation to the Board's reliance
on CNV's purported reasons in its holding.
First, the Board stated:
»an explanation of mistaken belief that a
foreign registration justifies use of the
registration notica has been accepted to
preclude a holding of fraud[,]"
citing TMEP §902.05. (A 47 14). TMEP §502.05 does not,

however, apply to CNV's excuse. That saction states:
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"gome countries other than the United States

informally recognize the use of the * to
designate registration in their respective
]

countries.

is based on &
registration in a fereign country, such use
will not be regarded as improper.”

(Emphasis added.) This TMEF section on its face narrowly applies
only to the propristy of spacimens submitted by applicants for
purposes of registration and by no means governs the actual and

rampant use of the symbol in U.5. commerca. The Board's reliance

thereupon, therefore, was misplaced.
TMEP §902.05 and the Office's "acceptance" of such uses,

moreover, extends only to those instances where the use is based

on an innocent, mistaken belief. Therefore, it does not cperate

to excuse one who has been placed on notice of the misuse.
Indeed, the Board acknowledged the narrow application of TMEFP

§902.05% as follows:

"Wa also note the language in our Dacember
21, 1987 decision that usa of the
registration symbol to indicate registration
in other countries is 'acceptable.' It is
our view that such use is 'not improper' and
'accaptable’ to the extent that the Office
readily accepts explanations of inadvertence
or lack of intent to deceive. Thus, in this
case, use of ths registration notice in
connection with the mark "VUARNET" prier to
federal regilstration in May 1984 was

technically impropar.®

(A 5 15).
Furthermore, whareas use of the registration symbol on

specimens in the mistaken belief that one may properly do so to

indicate foreign registration may be axcusable under TMEP



§902.05, use of the symbol in the U.5. based on a mistaken belief

that the mark is registered jin the U.5, is not. It is not
enupmerated in §902.05, nor should it be. The Board, nor CHV

cited case law or other authority to support the "axcuse™ that
CNV "thought the mark was registered in the U.S." when it was
not. The Board's faulty legal analysis in applying the law to

the facts where a correct application might bring a different

result, P.M. PFalumbo v. Don-Jov Co,, 762 F.2d 969, 974, 226 USFQ
s, 7 (Fed. Cir. 1985), requires reversal.
Regardless, however, of any mistaken belief CHNV may have had

prier to February 23, 1583, such mistake was obviated upon
recaive of Copelands' notice letter, informing CHV that use of
the symbol was improper, and upon Mr. Lindsey's advice regarding
the same. Mr. Hatchiguian's declaration states:

"pat or about the end of February or the
beginning of March, 1983, Roger Pouilloux and
T ware contacted by Peter Mantges, founder
and chairman of the Board of CNV. Mr.
Mentges told us that he had been informed by
his legal counsel, Michael K. Lindsey, that
Mr. Lindsey had just become aware of the fact
that the mark VUARNET had not yet bean
registered with the United States Patent and
Trademark Office, although Pouilloux was than
currently using the circled R next to the
mark VUARNET and CNV was using the same
circled R next to the term VUARNET inside of
a rectangular box as part of its logoc VUARNET
FRANCE V AND DESIGH ("VUARNET FRANCE")."

(A 238}.
The only reascnable inference toc be drawn from this

statement of Mr. Hatchiguian is that he was thereafter put on
notice of the impropriety of the use of the symbol in the U.S.
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Being on notice, he necessarily followed one of two courses of
action: (1) he consulted a lawyer, such as Mr. Lindsey, was
advised of the impropriety, and so being advised, deliberately
continued the misuse with »n intent to deceive; or (2) he failed
to consult a lawyer or otherwise investigate the contents of
Copelands' letter. Either situation gives rise to fraud. 3See
Torres ¥. Cantine Torresella, 808 F.2d 46, 48 (Fed.Cir. 1986)
(registrant knew or should have known of the falsity of the
misrepresentations).

The Board's failure to draw such a reascnable inference from
Mr. Hatchiguian's declaration was error. Error lies where
"inferences contrary tc those drawvn by the trial court might be
permissible.” PE.N, Palumbo v, Don-Joy Co,, 762 F.3d 969, 376,
226 USPQ 5, 7 (Fed. Cir. 1985) (emphasis added).

Seccnd, the Board's reliance on CHV's foreign registration
conflicts with Copelands' evidence which shows that CNV used the
symbol prior to the date of the foreign registrations relied upon
by CNV as providing the basis for its use of the symbol. In its
oppesition to Copelands' Raguest for Reconsideration, CHV
submitted a supplemental declaration of Mssr. Marcellin which
states that Pouilloux obtained a French registration for VUARNET
on September 6, 1982 and a registration under the Madrid
Convention on December 2, 1982. (A 782-83, 795-99). Copelands
submitted evidence showing CNV's use of the symbol, however, as
early as March, 1982, and on 1582 price lists which undcubtedly

were distributed at least in early 1982, if not before. (A 433~
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38). CHV provided no explanation for its use of the symbol prior
to the issuance of foreign registrations. Where the misuser's
purported reason or explanation does not comport with the
svidence, registration must be refused. Meil & Durrse v, United
pPlece Dye Works, 70 USPQ 36, 37 (Comm'r Pat. 1946)

In Meil & Durrse, registration was refused dus to misuse
when, during the course of an opposition proceeding, it became
apparent that the applicant had continued to use the symbol after
notice. The applicant attempted to excusa the misuse with a
declaration from an employee of applicant stating that the misuse
was "inadvertent" and had ceased. The specimens l:uﬂﬁpanying the
application, howevaer, were identical to the offending samples
submitted by the opposer, except that the symbol portion had been
neatly cut out. The inference drawn from this fact was that the
applicant had not ceased the misuse and had not used the symbol
inadvertently. Id. at 37.

CNV's use of the symbol prior to the date of the foraign
registrations it allegedly relies upon raises an issue of fact as
to CHV's reason for its use of the symbol. The Board's fallure
to recognize that CNV used the symbol prior to the date of its
foreign registration, and its failure to draw the inferences
that, tharefors, CNV was pot relying on foreign reglistrations in
using the symbol, in Copelands' favor, wWas clear srror. The
Board was obligated to "rasolve all doubt over factual issues in
favor of the party opposing summary judgment.® BRI Int'l. ¥.
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Matsushita Electric Corp., 775 F.2d 1107, 1116, 227 USPQ 577, §B1
(Fed. Cir. 1985).

Furthermore, that CNV intended the symbol to designate
foreign registrations is also belied by the fact that not only
did CNV use the registration symbol on packaging, letterhead,
trade show displays, advertisements, etc., but the
ni:rlprnsQntltlnn took another form in the form of aggressive
caase and desist letters of the type received by Copelands. (A
243-44). This letter asserts that CNV cwns the "federally
registered" mark VUARNET and clearly has no reference to foreign
registrations. It is clear by the tone of CNV's February 3, 1983
letter to Copelands that CNV's intent in using the * gymbol and
continuing to use it after notice was to represent to Copelands
that the VUARNET and VUARNET FRANCE marks were covered by the
federal statutory protection conferred by the Lanham Act upon
registration, when in fact thay were not.

Because there was evidence on both sides as to whether CRV
intended the symbol to designate U.5. or foreign registration,
and as to whether CHV's asserted balief that the symbol
designated foreign registration was honest, the Board arred in
resolving the designation issue of fact in faver of CNV. 3Qee
Armco, Inc. ¥, Cvclops Corp., 791 F.2d 147, 151, 229 uspQ 721,

724 (Fad. Cir. 1986).
The Board acknowlsdged the evidence of CNV's mistaken belief

as to the status of the U.5. registration as well as that
attempting to establish that CHV's raal intention was to
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designate foreign registration, but it failed to acknowledge the
inconsistency of the two. (A 8; 18). It cannot be one or the
other with subjective intent. If a party intends a symbol to
designate U.5. registration, it is the simplest thing in the
world to check and see if that party in fact owns a U.S5.
registration. Thus, if CNV intended the symbol to designate U.5.
registration in the mistaken belief that the mark was registered
such a2 mistake is not excusable without a good reason for why
such a belief was formed, which reason CNV has not provided. 1If
CNV intended the symbol to designate foreign registration, then
why would it have sent out cease and desist letters in the U.S.
threatening suit for federal trademark infringement? Regardless
of which was CNV's intention, either mistaken belief dissipated
upon receipt of notice and was not ilnnocent thersafter because
CHV had a duty to investigate.

6. CHV's conduct after receiving notice of the
misuse and its failure to discontinue the
misuse raises 1 genuine issue of material

Even if the Board is correct in stating that CNV had an
honest, mistaken belief that its use of the registration symbel
designated foreign registrations and that such a mistaken belief
was proper, an issue of fact remains as to whether CNV had such
an "honest mistaken belief" gfter it received notice of the
misuse in February, 1983. The Board's opinion addresses the
affect of this notice on CHV's actions as follows:

"[U]pon receipt of opposer's

counsel's letter regarding the

alleged misuse of the registration
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notice, applicant's inguiries led
it to believe that the notice
designated registration of the mark
in France and other countries.
Thus, applicant continued such use
and, accerding to its affidavits,
applicant was not intending to
deceive or mislead the public or

the office. Rather, applicant
apparently was merely following the
instructions of the manufacturer of

the goods.™
(A 8-9; 18-19). In a footnote, the Board made the following

obhservation:

"Applicant undoubtedly would have

2, been Setter advised had it sought
counsel's advice, although it is
noted that it was counsel who
forwarded opposer's letter to
applicant. It is unclear as to why
counsel at that time did not advise
his client regarding proper use of
the registration symbol. See:
McCarthy, supra, at §19:54.
Hevertheless, we do not believe
that an issue of material fact is
raised thereby."

(A 8; 18). The Board's casual dismissal of the fact of CHV's
notice conflicts with established case 1w on this point, as well
as the specific autherity cited by the Board in this footnote.
In Libbey-Owens-Ford Glass v, Plastropn, Inc., 80 USPQ 581,

592 (Comm'r Pat. 1949), in the course of an oppositicn
proceedirg, it was brought to thre Commissioner's attention that
the applicant therein had used the registration symbol in
connection with its yet unregistered mark and had continued to
use it after being informed that such use was improper.

"Tt seems appareni that [the misuse] was

called to the applicant's attention in

ancther proceeding some time in 1947, and
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that it was again brought up in this case.
In spite of this notice applicant has
continued to use this improper marking. . . .
Applicant's conduct in this case indicates
not only that it had no valid reason for
having used this legend, but that it has
continued to use it and, so far as appears
from either the record, brief, or argument
has taken no steps to discontinue it. In
view of this improper marking of the specific
oods here involved and the continuance after
t had been called to its attention. . .the
applicant is not antitled to the registration

which it seeks."

Id. at 5%2. Here, as in Libbev-Oweng-Ford, the misuse wvas
brought to CNV's attention but CNV continued the misuse.

In Gillette Safety Ragzor Co. v, Standard Safety Ragzor Corp.,
27 USPQ 46 (Comm'r Pat.) registration was also refused where the
applicant failed to cease the misuse after notice. The applicant
in Gillette explained that in anticipation of registration of the
mark, it had started marking packages with the symbol bafore the
cpposition period expired. A declaration submitted by the
applicant stated that upon receipt of the notice of cpposition,
the applicant ceased the misuse. The opposition trial testimony
of an officer of the applicant, however, contradicted that
declaration by stating that the symbol continued to be used on
the packaging. Finding that the misuse had not ceased, the
Commissioner held that the misuse was "fatal™ to the applicant's
right to register its mark. Jd. at 48. Here, as in Gillette,
CNV proffered testimony that it had an "honest and sincere bellief
that use of the symbol prior to May 8, 1984 was not improper” is
contradicted by the evidence which establishes that CNV had
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notice, as of February 23, 1983, that the use of the symbol was

improper.

construing all inferences in favor of Copelands, as

the Board was reguired to do, CNV's "honest and sincere beliaf"

simply cannot stand.

In Four Rosas Products Co. v, Ssall Grain Distilling & Drug
€o,, 29 F.2d 959, 959-60 (D.C.Cir. 1928) the Court of Appeals for

the District of Columbia refused registration to the applicant in

an opposition proceeding whare the applicant had misused the

symbol :

"The record discloses that appellant's labels
carrying the wmark have borne the words

Jir*de-Mark %Gec. U.5. Pat. Ofi.' The mark
nad not been registered, and, of course,
appellant knaw it had not baen registered.
That such a legend has some significance in
the public mind is apparant. Manifestly,
appellant intended to convay to the public
the impression that the United States Fatent
office had determined the question of the
ownership of the mark; in othar words, that
appellant was its owner and that any other
user on goods of the same descriptive
properties would be an infringer.

&% @ = W

As we have llnI times cbserved, the Trade
Mark Registration Act was designed to pravent
and not to promote misrepresentation. The
Patent Office, therefore, would have been
justified in refusing appellant's
application, quite apart from the opposition
of ths appellas.®

14. at 959-60. Accord The Ohio Hvdrant & Supply Co. v, John
Herzog & Son, 2 USPQ 62, 62-63 (Comm'r Pat. 1925).
The prasent cass mirrors this quote from Four ROSes. CNV

usad the sysbol, admittedly knowing, after February, 1983, that

the mark was unregistered. CHV alsc knew, from Copalands'
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letter, and presumably from Mr. Lindsey, that use of the symbol
pricr to registration was improper. Still, CNV continued to use
it. o©On such facts, CHV's right to registration must be denied.
1f the evidence before the Board did not show fraud on the
gart of CNV on its face, then it certainly r~reates an issue of
fact as to such. CNV never checked with an attorney despite
having Mr. Lindsey and Mssr. Marcellin obviocusly at its disposal,
and never teook any other acceptable measures to discredit or
verify the very specific accusations of misuse made in the notice
l~tter. Tt continued the misuse for a fully year and three
menths, while Mr. Linds-v, who had .eceived the latter, stood
idly hy.y With sc many attorneys at its disposal and at least
one working directly on the matter, CNV's ignorance cannot be
excuseJ and its assertions of a good faith believe in the
propriety of what it was deing must be discredited, or at least

determined at trial.

“pefore summary judgment will be granted it
must be clear what the truth is and any doubt
as to the existence of a genuine issue of
material fact will be resolved against the

movant.™

Wright & Miller, Federal Practice and Procedure §2727, p. 124
(1983). See also, Adickes v, §.H. Kress & Co,, 398 U.5. 144, 157-

§1, 26 L.Ed.2d 142, 154-56, 90 5.Ct. 1598 (1970).

& It should be noted that Mr. Lindsey is counsel of record
for CNV in this Opposition proceeding. If any advise regarding
misuse was given by or sought from Mr. Lindsey, therefore, those
facts would have appeared in CHV's motion papers.
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significantly, as noted above, the Board themsalvas

guestioned whether Mr. Lindsey's omitted explanation as to
whether ha did or did not advise his clients to cease the misuse,
and whether, if he did not, why he did not advise his client
rejarding prope. vsage of the symbol, noting that it was Mr.
Linasey who forwarded Copelands' latter to CNV. (h B 18). In
so doing, the Board cited the following section of Professor
McCarthy's well-respected treatise:

"[I]t is obvious that no attorney should

knowingly permit use of [the registration

symbol] where a mark has not been federally

registere’). . . .It would seem that no

axcures of mistake or ignorance should be

accepted absent some proof of a good faith

attempt to insure that the statutory notice

not ba misused. Failure to take any steps to

prevent negligent misuse of the statutory

notice might constitute such gross negligence

ag to rise to the same level as intenticnal
fraud."™

J.T. McCarthy, Trademarks and Unfair Competition, §19:54 (2 Ed.

1984) .
The Board's reliance on this quotation clearly indicates

that the Board had in its mind a genuine issue as to a material
fact. If the Board was prompted by the avidence to question
whether or not Mr. Lindsey's actions amounted to intenticnal
fraud, then surely a finder of fact might do the sane, and could
reascnably find that, by continuing to use the symbol in
connection with the mark after notice that the mark was
unregistered and that thus use of the symbol was contrary to law,
and after the advice of counsel, CNV did have the fraudulent
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intent to misuse the symbocl. Where the evidence ls such that a
reasonable finder of fact could return a verdict for the non-
moving party, then summary judgment must be denied. Apnderscn V.
Libarty Lobby, 477 U.8. 241, 249, 91 L.Ed.2d 202, 212, 106 §.Ct.
2505, 2510 (19FG).
Daspite all of the evidence designated by Copelands as
creating an irsue of fact as to CHV'r intent, the Bonrd held that
"(CNV's] statements regarding its mistaken
belief and that it had no intent to deceive
stand unrebutted."

(A B; 18}

To so hold was error. The Board's holding essentially
condones ignoring notice and counsel's advice on what the law
actually is.

B. The Board Committed Clear Error In Holding That

CNV Was Entitled To Judgmant As A Matter Of Law In
Light Of The Undisputed Failure Of CHV To
piscontinue The Misuse After Notice

By holding the CNV was entitled to summary Judgment as a
mattar of law in the face of the undisputed fact that CKNV had
failed to make any effort to discontinue the misuse after notice,
it is clear that the Board ignored this crucial slement in its
application of the facts to the law or considered it immaterial.
The Board's action in doing so is contrary to established case
law which reguirss that for misuse to be excused, it must have
ceased after notice. To do sc constitutad "faulty legal
analysis®” requiring reversal. Howas ¥, Medical Components. Inc..
814 F.2d 38, 643, 2 USPQ 2d 1271, 1273 (Fed. Cir. 1587).
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In Engrr-Nahrmittel Akg, v, Havland International. Inc., 206
USPQ 827, 833 (TTAB 1980), the Board stated:

"It is settled that the intentional use of
the registration legend in connecticn with a

mark that has not been registered in an
attempt, actual or implied, tc mislead those

in the trade or the general public can sarve

to defeat the applicant's right of
registration. But it has been the practice

of the Office to accept explanations that
demonstrate that such use was inadvertent or

withouc any intent to deceive or mislead and
that there has been an sffort to discontinue

the offending use."
.(Emphasis added.)

In the following cases, misuse was not found excused and

registration was refused where the applicant failed to cease the

misuse after notice: [Four Roses Products Co. v. Small Grain
pistilling & Drug Co., 29 F.2d 959, 959-69 (D.C.Cir.

1928) (registration refused where applicant used the symbol with
knowledge that the mark was unregistaered); Libbev-Cwens-Ford
Glass Co. v, Plastron., Inc., 80 USPQ 591, 592 (Comm'r Fat.

1949) (registration refused where applicant toock no steps to
discontinue misuse after it had notice of the misuse); Well &
purrse ¥v. United Piece Dve Works, 70 USPQ 36, 137 (Comm'r Pat.
1946) (registration refused where applicant's purported excuse of
inadvertence was contradicted by its specimens which attempted to

cover up use of the symbol); Gillette Safety Razor Co. V.
Standard Safety Razor Corp., 27 USPQ 46, 48-49 (Comm'r Pat.

1515) (registration refused where applicant had knowledge that the

mark was unregistered and lied about discontinuing the misuse):
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The Ohic Hydrant & Supply Co. v, John Herzeg & Son, 2 USPQ 62,

62-61 (Comm'r Pat. 1929) (registration refused where appl icant had
knowledge that the mark was not registered).

consistently, in the following cases, misuse was excused
only after the misuser had affirmatively shown that it had ceased
the misuse after notice: Saugueit Paper Co.. Inc, v. Welstock,
46 F.2d 586, 587-88 (CCPA 1931) (misuse excused where it occurred
for only a short pericd and ceased): Johnson Controls, Inc, ¥.

concorde Battery Corp., 228 USPQ 39, 44 (TTAB 1585) (misuse
excused where applicant explained use as inadvertent and

discontinued use after notice); Shoe Factory Supplies v. Thermal
Engineering Co., 207 USPQ 517, 522 n. 5 (TTAB 1580) (misuse held
excusable where applicant's counsel was unaware of such use and
where misuse was discontinued):; Knorr-Hahrmittel Aka, ¥, Havliand
International. Inc.., 206 USPQ 827, 831 (TTAB 1980) (misuse excused
where use was inadvertent and was discontinued after notice).

Thus it is clear that a prompt discontinuation of the misuse
aftar notice is a grycial fact demonstrative of a lack of a
fraudulent intent and is gssential to a misuse sxcuse. And such
a regquirement makes sense. If the misuser had nc intent to
misuse the symbol, he would certainly stop upon learning of the
impropriety. The misuser who does not stop after notice,
however, is committing a fraud; he is knowingly mismarking his
goods and is delibarately misleading the public.
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Thus, as & matter of law CNV was unable to prove a lack of
fraudulent intent.® The Board's failure to recognize this was
error. The Board acknowledged that CNV failed to make any effort
to discontinue the misuse after notice in its opinion, (A 6, B;
16, 18), but nevertheless found the misuse excused because,
although CNV had received notice, CNV “"apparsntly was marely
following the instructions of the manufacturer of the goods." (A
9; 19). Query what is the point of notice if it can be so easily
ignored? The Board's treatment of this undisputed fact is error.

C. The Board Erred In Requiring cnpulund:.rn Present
Its Own Evidence To Establish The Existence Of

Genuine Issues Of Material Facts, And In Faliling
To Recognize That Copelands Did Present Such

Evidence
The Board's opinion faults Copelands for peinting to CNV's

own declarations to establish the axistence of genuine issues of

material facts.
“[Copelands] fails, morecver, to present its
own evidence to establish the existence of
material facts, that is, specific facts to

suggest that [Copelands], the non-movant,
could prevail on a complete record at trial."

(A 9; 19).

As set forth above, and as was implicitly recognized by the
Board in its statement of the prima facie case of misuse,
Copelands carried its initial burden by presenting the fact that

& Copeland would urge the Court, as it did the Board (A 42;
518; %517 725) to anter summary judgment sua sponte in favor of
copelands on this ground. Eee j

, 853 F.2d 888, 890 n.2, 7 USPQ 2d 1628, 1630

¥, Ullenberg Corp,
n.2 (Fed. Cir. 1988).

43



CNV used the symbol with an unregistered mark and by presenting
evidence that such use was continued after notice that it was

improper. The burden of proof thus shifted to CHV to establish

the absence of a genuine issue of facts material to fraudulent
intent. If CHV failed in this, Copelands did not have to present
anything further. If CNV did present facts, Crpelands needed
only designate those facts on the record which met CHV's.

wSince the undisputed evidence before the
district court was not sufficient to entitle
Data Design to summary judgment as a matter
of law, as regquired by Fed.R.Civ.P. 56(c),
the district court alsoc erred in resting its
decision, in part, on the fact that Broomhall
failed to undertake the discovery of evidence
to rebut the affidavit of Mr. Newland. AS
the Supreme Court pointed out in AdicKes V.

, 358 U.S5. 144, 160, 90 5.Ct.

1508, 1605-10, 26 L.Ed.2d 142 (1969), if the
avidentiary matter in support of the motion

for summary judgment does not establish the
absence of a genuine issue, summary judgment

must be denied even if no opposing
evidentiary matter is presented.”

Broophall Industries. Inc. v. Data Desiogn Legic Systems. Inc..
786 F.2d 401, 405, 229 USPQ 38, 41 (Fed. Cir. 1986).
To overcome a motion for summary judgment, "[t]he party

cpposing the motion is required merely to point to an evidentiary

conflict created on the record.” Ammco, Inc. ¥. Cyclops COIR..
791 F.2d 147, 149, 229 USPQ 721, 722 (Fed. cir. 1986). The
source of the facts creating a genuine issue is irrelevant.

=rA summary judgment] motion may, and should,

ba granted
demonstrates that the standard

for the entry of summary judgment, as sat
forth in Rule 56(c) is satisfied. One of the
principal purposes of the summary judgment
rule is to isolate and dispose of factually
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unsuppoerted claims or defenses, and we think
it should be interpreted in a way that allows
it to accomplish this purpose.”

celotex Corp. ¥, Catrett, 477 U.S. 317, 323, 91 L.Ed.2d 265, 274,
106 5.Ct. 2548 (1986) (Emphasis added). Therefore, Copelands was
not required to create an issue by its own evidence if CHNV's
created one on its own which, as set forth above, it did.

m"[T]he court is not bound toc accapt

uncontroverted testimony at face value if it

isa improbable, unreascnable or ctherwise
questionable."

woH  45] F.2d §73, 974 (9th

= r

cir. 1971), cert. denjed, 405 U.S. 923, 30 L.Ed.2d 794, 92 5.Ct.
962 (1972). To the extent the Board's failure to recognize the

existence of a genuine issue as to material facts was dependent
on this misinterpretation of the summary judgment standard, it
Was error.

The Board alsc erred in ignoring Copelands' notice to CHV as
eignificant evidence on misuse and intent. That evidence is
entitled to much more weight than the evasive and self-serving

declarations crafted for the purpose of supporting CNV's motion.

(£}

D. The Board Erred In Failing To Deny The Motions Or
To Order A Continuance Under Rule S6(

Just prier to the filing of CHV's motions for summary
judgment on August 6, 1987, the parties exchanged written
discovery requests but had not yet responded. Copelands had
noticed the deposition of CNV and was negotiating with CNV's

counsel for the deposition of Pouilloux.






